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v. 

 

NXP B.V., 

Patent Owner. 

 

 

Cases IPR2015-01082 and IPR2015-01083
1
 

Patent No. 6,590,365 B2 

 

 

 

 

Before HOWARD B. BLANKENSHIP, DONNA M. PRAISS, and 

GEORGIANNA W. BRADEN, Administrative Patent Judges.  

 

PRAISS, Administrative Patent Judge. 

 

 

DECISION 

Joint Motion to Terminate 

                                           
1
 This caption is being used because the decision involves the same issue in both 

cases.  This caption may be used by the parties if the contents of the paper to be 

filed in each proceeding is identical. 
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37 C.F.R. § 42.72 

 

 On October 21, 2015, the parties filed a “Joint Motion to Terminate 

Proceedings Pursuant to 35 U.S.C. § 317” (Paper 13), and “Joint Request to File 

Settlement Agreement as Business Confidential Information Pursuant to 35 U.S.C. 

§ 317” (Paper 14) in each of the captioned proceedings.
2
  The parties also filed a 

true copy (including counterparts) of their written settlement agreement (Paper 15).  

The parties aver that there are no collateral agreements.  Paper 13, 2. 

A decision on institution has not been entered in either of these proceedings.  

Thus, these proceedings are each in its preliminary stage.  The parties indicate the 

following with respect to their disputes involving U.S. Patent 6,590,365 B2 (“the 

’365 patent”): 

The parties have settled their related disputes before the International Trade 

Commission and the United States District Court for the District of Delaware and 

have reached agreement to terminate these IPRs.  Paper 13, 5–6.  In accordance 

with 37 C.F.R. § 42.20(b), the parties sought, and received, authorization from the 

Board to file this motion on October 20, 2015.  Id. at 1–2. 

Based on the facts in these proceedings, termination is proper because the 

parties are jointly requesting termination and the Office has not yet “decided the 

merits of the proceeding before the request for termination is filed.”  35 U.S.C. 

§ 317(a).  Indeed, these IPR proceedings have not yet been instituted.  Paper 13, 3.  

Under these circumstances, we determine that it is appropriate to terminate the 

proceedings.  See 37 C.F.R. §§ 42.5(a), 42.71(a).  This paper does not constitute a 

final written decision pursuant to 35 U.S.C. § 318(a). 

                                           
2
 Citations herein are to each of the captioned proceedings in which the identical 

papers were filed on the same day and as the same paper number in each of 

proceeding IPR2015-01082 and IPR2015-01083. 
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It is 

ORDERED that the parties’ “Joint Motion to Terminate Proceedings 

Pursuant to 35 U.S.C. § 317” is granted to the extent that proceedings IPR2015-

01082 and IPR2015-01083 are terminated; and 

FURTHER ORDERED that the settlement agreement (Paper 15) will be 

treated as business confidential information, kept separate from the file of the 

involved patent, and made available only to Federal Government agencies on 

written request, or to any person on a showing of good cause under 35 U.S.C. 

§ 317(b) and 37 C.F.R. § 42.74(c).  

.  
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