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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

TOYOTA MOTOR CORPORATION, DENSO CORPORATION,
NIDEC CORPORATION, and AMERICAN HONDA MOTOR CO., INC.,
Petitioner,

V.

INTELLECTUAL VENTURES Il LLC,
Patent Owner.

Case IPR2017-014971
Patent 7,067,952 B2

Before KRISTEN L. DROESCH, JOHN A. HUDALLA, and
AMANDA F. WIEKER, Administrative Patent Judges.

DROESCH, Administrative Patent Judge.

JUDGMENT
37 C.F.R.§42.73
Toyota Motor Corporation and Denso Corporation filed a petition
requesting an inter partes review of claims 10-12 of U.S. Patent No.
7,067,952 B2 (“the *952 Patent”). Paper 3. We instituted review of

claims 10-12 on some of the grounds of unpatentability presented. Paper 9.

1 Case IPR2018-00597 has been joined with this proceeding.
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IPR2017-01497
Patent 7,067,952 B2

Subsequently, Nidec Corporation and American Honda Motor Co. filed a
petition requesting inter partes review of claims 10-12 of the *952 Patent,
along with a Motion for Joinder as a party to Case IPR2017-01497. See
Case IPR2018-00597, Papers 1, 4. We granted the Motion for Joinder. See
Paper 17. On May 3, 2018, we modified our Institution Decision to include
all of the challenged claims and all of the grounds presented in the Petition.
See Paper 18.

On June 11, 2018, Intellectual Ventures Il LLC (“Patent Owner”),
submitted a notice informing us that it had filed a statutory disclaimer of,
inter alia, claims 10-12 of the 952 Patent. Paper 22, 1; see also Ex. 2007.
In the notice, Patent Owner stated: “Because there is no longer any patent
claim challenged by Petitioner[], the Board may terminate this IPR without
entry of a Final Written Decision.” Paper 22, 1 (citing 35 U.S.C. § 318(a);
37 C.F.R. 842.72).

Our rules provide that “[a] party may request judgment against itself
at any time during a proceeding.” 37 C.F.R. § 42.73(b). Moreover, certain
actions taken by a party, such as the “[c]ancellation or disclaimer of a claim
such that the party has no remaining claim in the trial,” can be construed as a
request for adverse judgment against that party. 1d. § 42.73(b)(2). Pursuant
to 37 C.F.R. § 42.73(b)(2), we construe Patent Owner’s disclaimer of
claims 10-12 as a request for adverse judgment because the disclaimer
leaves Patent Owner with no remaining claim in this trial. See Ex. 2007.
Accordingly, on the record before us, we enter adverse judgment against
Patent Owner pursuant to 37 C.F.R. § 42.73(b) and terminate the trial
pursuant to 37 C.F.R. § 42.72.
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Itis:

ORDERED that Patent Owner’s disclaimer is construed to be a
request for adverse judgment pursuant to 37 C.F.R. § 42.73(b)(2);

FURTHER ORDERED that adverse judgment is entered against
Patent Owner; and

FURTHER ORDERED that this proceeding is hereby terminated.
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PETITIONER:

Joshua L. Goldberg

James R. Barney

Thomas W. Winland

Tyler M. Akagi

FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER, L.L.P.
joshua.goldberg@finnegan.com

james.barney@finnegan.com

tom.winland@finnegan.com

tyler.akagi@finnegan.com

Paul R. Steadman

Matthew D. Satchwell

DLA PIPER LLP (US)
paul.steadman@dlapiper.com
matthew.satchwell@dlapiper.com

PATENT OWNER:

Brad Scheller

William Meunier
Michael Renaud

Daniel Weinger

Serge Subach

Patrick T. Driscoll
MINTZ, LEVIN, COHEN, FERRIS, GLOVSKY AND POPEO, P.C.
bmscheller@mintz.com
wameunier@mintz.com
mtrenaud@mintz.com
dbweinger@mintz.com
ssubach@mintz.com
ptdriscoll@mintz.com

Tim Seeley

James Hietala
INTELLECTUAL VENTURES
tim@intven.com
jhietala@intven.com
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