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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SONY CORPORATION
Petitioner

V.

VISUAL EFFECT INNOVATIONS, LLC
Patent Owner

Case IPR2018-01628 (Patent 9,699,444 B2)
Case IPR2018-01629 (Patent 9,716,874 B2)

Before CHRISTOPHER L. CRUMBLEY, MINN CHUNG, and
JASON M. REPKO, Administrative Patent Judges.

REPKO, Administrative Patent Judge.

DECISION
Dismissing Petition

37 C.F.R.§42.71

Granting Request to Treat Settlement Documents as Confidential Business
Information
37 C.F.R. § 42.74(c)


mailto:Trials@uspto.gov

Case IPR2018-01628 (9,699,444 B2)
Case IPR2018-01629 (9,716,874 B2)

Petitioner, Sony Corporation, and Patent Owner, Visual Effect
Innovations, LLC., jointly request to terminate! IPR2018-01628 challenging
U.S. Patent No. 9,699,444 B2 and IPR2018-01629 challenging U.S. Patent
No. 9,716,874 B2. IPR2018-01628, Paper 6; IPR2018-01629, Paper 6
(“Motion”). Along with the joint motions, the parties filed a settlement
agreement covering both challenged patents. IPR2018-01628, Ex. 1025;
IPR2018-01629, Ex. 1032 (“Settlement Agreement”). The parties have filed
joint requests to have the Settlement Agreement treated as business
confidential information under 37 C.F.R. § 42.74(c). IPR2018-01628, Paper
7; IPR2018-01629, Paper 7.

The Board generally expects that a case “will terminate after the filing
of a settlement agreement, unless the Board has already decided the merits.”
Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,768 (Aug. 14,
2012). In this case, we have not issued a decision on institution. The parties
have settled their dispute. Motion 2—-3. Under the circumstances, it is
appropriate to dismiss the petitions. See 37 C.F.R. § 42.71(a).

We have reviewed the Settlement Agreement between Petitioner and
Patent Owner. Because the Settlement Agreement contains business

confidential information about the settlement terms, it is appropriate to treat

! Although entitled “JOINT MOTION TO TERMINATE PROCEEDING
UNDER 35 USC §317(A),” (Motion 1), section 317(a) provides, in relevant
part, “[a]n inter partes review instituted under this chapter shall be
terminated with respect to any petitioner upon the joint request of the
petitioner and the patent owner, unless the Office has decided the merits of
the proceeding before the request for termination is filed.” 35 U.S.C.

8 317(a) (emphasis added). Because we have not issued a decision on
institution in either case, we treat the requests as seeking dismissal of the
petitions.



Case IPR2018-01628 (9,699,444 B2)
Case IPR2018-01629 (9,716,874 B2)

the Settlement Agreement as business confidential information under
37 C.F.R. § 42.74(c).

ORDER
Accordingly, it is:

ORDERED that the Motion is granted,;

FURTHER ORDERED that the petitions in IPR2018-01628 and
IPR2018-01629 are dismissed; and

FURTHER ORDERED that the request that the Settlement
Agreement be treated as business confidential information and be kept

separate from the patent files under 37 C.F.R. 8 42.74(c) is granted.
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For PETITIONER:

Gregory S. Gewirtz

Jonathan David

Andrew Lane

LERNER DAVID LITTENBERG KRUMHOLZ & MENTLIK LLP
GGewirtz.ipr@lernerdavid.com

JDavid.ipr@lernerdavid.com

ALane@Ilernerdavid.com

For PATENT OWNER:

Tarek N. Fahmi

Holly Atkinson

ASCENDA LAW GROUP, PC
tarek.fahmi@ascendalaw.com
holly.atkinson@ascendalaw.com
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