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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
____________ 

 
 

AT&T CORP AND AT&T MOBILITY LLC, 
Petitioners, 

 
v. 

 
VERTICAL CONNECTION TECHNOLOGIES LLC, 

Patent Owner.  
____________  

  
Case IPR2018-01750 (Patent 7,245,917 B2) 
Case IPR2018-01753 (Patent 7,245,917 B2) 

____________  
  
  
Before WILLIAM M. FINK, Vice Chief Administrative Patent Judge, 
MICHAEL W. KIM and NORMAN H. BEAMER, Administrative Patent 
Judges. 
 
BEAMER, Administrative Patent Judge. 

 
 

ORDER 
Granting Joint Motions to Terminate Proceedings Due to  

Settlement after Institution and 
Granting Joint Requests to Treat Settlement Agreement as 

Business Confidential Information 
35 U.S.C. § 317; 37 C.F.R. §§ 42.72, 42.74 
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On March 27, 2019, Petitioner and Patent Owner (collectively 

referred to as “the Parties”) filed, with Board authorization, a Joint Motion 

to terminate the proceeding in each of the above-identified inter partes 

review proceedings in accordance with 35 U.S.C. § 317(a) and 37 C.F.R. 

§ 42.72.  Paper 14 (“Joint Motion” or “Joint Mot.”).1  The Parties also filed 

copies of their settlement agreement covering, inter alia, Patent No. 

7,245,917 B2, at issue in the above-identified inter partes reviews.  

Ex. 1028, 2–16 (“Settlement Agreement”).  The Parties represent that the 

filed copies of the Settlement Agreement are true copies.  Joint Mot. 1–2.   

Under 35 U.S.C. § 317(a), “[a]n inter partes review instituted under 

this chapter shall be terminated with respect to any petitioner upon the joint 

request of the petitioner and the patent owner, unless the Office has decided 

the merits of the proceeding before the request for termination is filed.”  It is 

also provided in 35 U.S.C. § 317(a) that if no petitioner remains in the inter 

partes review, the Office may terminate the review. 

We instituted trials in the above-identified proceedings on February 

21, 2019.  Paper 12.  We have not yet decided the merits of the above-

identified proceedings, and final written decisions have not been entered.  

The Parties represent that they have settled the underlying District Court 

litigation in the Eastern District of New York (captioned Vertical 

Connection Techs. LLC v. AT&T Corp, 2:17-cv-04990 (E.D.N.Y.)).  Joint 

Mot. 1.  The Parties filed copies of a Joint Motion for Entry of Order of 

Dismissal and a proposed Order of Dismissal for dismissing Patent Owner’s 

                                           
1 For expediency, we refer to papers and exhibits filed in IPR2018-01750.  
Similar papers and exhibits were filed in IPR2018-01753. 
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claims with prejudice in the District Court litigation.  Ex. 1028, 18–21.  The 

Parties further represent that they have settled their dispute with respect to 

Patent No. 7,245,917 B2 in the above-identified proceedings.  Joint Mot. 1.  

Notwithstanding that the above-identified proceedings have moved beyond 

the preliminary stage, we determine that the Parties have adequately shown 

that termination of the proceedings is appropriate.   

The Parties also filed a Joint Request in each of the above-identified 

proceedings to treat the Settlement Agreement as business confidential 

information.  Paper 14, 3 (“Joint Request”).  The Parties request that the 

Settlement Agreement be kept separate from the files of the above-identified 

proceedings, and only be made available to Federal Government agencies on 

written request, or to any person showing good cause.  Id.  

“A party to a settlement may request that the settlement be treated as 

business confidential information and be kept separate from the files of an 

involved patent or application.  The request must be filed with the 

settlement.  If a timely request is filed, the settlement shall only be available:  

(1) To a Government agency on written request to the Board; or (2) To any 

other person upon written request to the Board to make the settlement 

agreement available, along with the fee specified in § 42.15(d) and on a 

showing of good cause.”  37 C.F.R. § 42.74(c).  After reviewing the 

Settlement Agreement between the Parties, we find that the Settlement 

Agreement contains confidential business information regarding the terms of 

settlement.  We determine that it is appropriate to treat the Settlement 

Agreement as business confidential information pursuant to 

35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c). 
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This Order does not constitute a final written decision pursuant to 

35 U.S.C. § 318(a). 

It is 

ORDERED that the Joint Motions to terminate the proceedings in 

IPR2018-01750 and IPR2018-01753 are granted; 

FURTHER ORDERED that the Joint Requests in IPR2018-01750 and 

IPR2018-01753 to treat the Settlement Agreement as business confidential 

information under 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c) are granted; 

and 

FURTHER ORDERED that the proceedings in IPR2018-01750 and 

IPR2018-01753 are terminated with respect to Petitioner and Patent Owner 

pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 42.72. 

 

PETITIONERS: 

Wayne Stacy  
Lauren Dreyer  
Eileen Hyde  
Eliot Williams  
BAKER BOTTS L.L.P.  
wayne.stacy@bakerbotts.com  
lauren.dreyer@bakerbotts.com  
eileen.hyde@bakerbotts.com  
eliot.williams@bakerbotts.com 
 

PATENT OWNER: 

Anthony Simon  
Anthony Friedman  
THE SIMON LAW FIRM, P.C.  
asimon@simonlawpc.com  
afriedman@simonlawpc.com 


