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UNITED STATES PATENT AND TRADEMARK OFFICE 

_____________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

EXPEDIA, INC., HOMEAWAY.COM, INC., HOTELS.COM L.P., 
HOTWIRE, INC., AND ORBITZ, LLC., 

Petitioner, 
 

v. 
 

INTERNATIONAL BUSINESS MACHINES CORP., 
Patent Owner. 
____________ 

 
Case IPR2019-01316 
Case IPR2019-01317  
(Patent 6,374,359 B1) 

____________ 
 
Before JONI Y. CHANG, KRISTEN L. DROESCH, and 
DAVID C. McKONE, Administrative Patent Judges.  
 
DROESCH, Administrative Patent Judge. 

 
 

DECISION 
Granting Joint Motions to Dismiss 

35 U.S.C. § 317; 37 C.F.R. §§ 42.71(a), 42.74 
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On October 3, 2019, Expedia, Inc., Homeaway.com, Inc., Hotels.com 

L.P., Hotwire, Inc., and Orbitz, LLC (collectively, “Petitioner”) and 

International Business Machines Corp. (“Patent Owner”) filed joint motions 

to dismiss these proceedings pursuant to 35 U.S.C. § 317 and 37 C.F.R. 

§§ 42.72, 42.74.  IPR2019-01316, Paper 6 (“1316 Mot.”); IPR2019-01317, 

Paper 6.  The motions each were accompanied by a copy of a settlement 

agreement (IPR2019-01316, Ex. 2001; IPR2019-01317, Ex. 2101), and a 

joint request to treat the settlement agreement as business confidential 

information, to be kept separate from the patent file, pursuant to 35 U.S.C. 

§ 317(b) and 37 C.F.R. § 42.74(c) (IPR2019-01316, Paper 7; IPR2019-

01317, Paper 7). 

The parties represent in their joint motions that they have settled all of 

their disputes involving the patent challenged in these proceedings and that 

they have jointly moved to dismiss with prejudice the only pending litigation 

between the parties involving the challenged patent, International Business 

Machines Corp. v. Expedia, Inc., Case No. 17-1875-LPS-CJB (D. Del.).  

See, e.g., 1316 Mot. 1, 2; IPR2019-01316, Ex. 2002.  The parties further 

represent that the filed settlement agreement is a true copy and certify that 

there are no collateral agreements or understandings made in connection 

with, or in contemplation of, the dismissal of these proceedings.  See, e.g., 

1316 Mot. 1, 2.   

The Board generally expects that a case “will terminate after the filing 

of a settlement agreement, unless the Board has already decided the merits.”  

Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,768 (Aug. 14, 

2012); see 37 C.F.R. § 42.72.  These proceedings are in a preliminary stage.  
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Patent Owner has not yet filed any preliminary response, and no decisions 

on whether to institute any trial have been issued.  Under the circumstances 

presented here, we determine that it is appropriate to dismiss the petitions 

and terminate these preliminary proceedings with respect to both Petitioner 

and Patent Owner.  Accordingly, we grant the parties’ joint motions to 

dismiss.   

We also determine that the parties have complied with the 

requirements of 37 C.F.R. § 42.74(c) to have the settlement agreement 

treated as business confidential information and kept separate from the 

patent files of the challenged patent.  Thus, we grant the joint requests to 

treat the settlement agreement as business confidential. 

Accordingly, it is   

ORDERED that the joint motions to dismiss are GRANTED;  

FURTHER ORDERED that the petitions for inter partes review in 

Cases IPR2019-01316 and IPR2019-01317 are DISMISSED; and 

FURTHER ORDERED that the joint requests to treat the parties’ 

settlement agreement as business confidential information, to be kept 

separate from the patent file, are GRANTED. 
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FOR PETITIONER: 

Brian W. Oaks 
Chris V. Ryan  
Mark Speegle 
BAKER BOTTS L.L.P. 
brian.oaks@bakerbotts.com 
chris.ryan@bakerbotts.com 
mark.speegle@bakerbotts.com 
 
FOR PATENT OWNER: 
 
Kevin K. McNish  
DESMARAIS LLP 
kkm-ptab@desmaraisllp.com 
 
 
 
 
 
 
   

 

 

 


