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Instituted Grounds

Pet., 12. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0002 
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Claim 1

EX1001, claim 1; Pet. 86-87.

1[a]. A playback device for playing protected content from a plurality of alternative streams, comprising: 
[b] a set of one or more processors; and 
a non-volatile storage containing an application for causing the set of one or more processors to perform the steps of: 
[c] obtaining a top level index file identifying a plurality of alternative streams of protected video, 
[d] wherein each of the alternative streams of protected video includes partially encrypted video frames 
[e] that are encrypted using a set of common keys comprising at least one key, 
[f] and wherein the partially encrypted video frames contain encrypted portions and unencrypted portions of data; 
[g] obtaining a copy of the set of common keys; 
[h] detecting streaming conditions for the playback device; 
[i] selecting a stream from the plurality of alternative streams of protected video based on the detected streaming 
conditions; 
[j] receiving a container index that provides byte ranges for portions of the selected stream of protected video within 
an associated container file; 
[k] requesting portions of the selected stream of protected video based on the provided byte ranges; 
[l] locating encryption information that identifies encrypted portions of frames of video within the requested portions 
of the selected stream of protected video; 
[m] decrypting each encrypted portion of the frames of video identified within the located encryption information 
using the set of common keys; and 
[n] playing back the decrypted frames of video obtained from the requested portions of the selected stream of 
protected video. 

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0003 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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DivX only disputes limitations [1e] and [1l]

EX1001, claim 1; Reply, 3.

1[a]. A playback device for playing protected content from a plurality of alternative streams, comprising: 
[b] a set of one or more processors; and 
a non-volatile storage containing an application for causing the set of one or more processors to perform the steps of: 
[c] obtaining a top level index file identifying a plurality of alternative streams of protected video, 
[d] wherein each of the alternative streams of protected video includes partially encrypted video frames 
[e] that are encrypted using a set of common keys comprising at least one key, 
[f] and wherein the partially encrypted video frames contain encrypted portions and unencrypted portions of data; 
[g] obtaining a copy of the set of common keys; 
[h] detecting streaming conditions for the playback device; 
[i] selecting a stream from the plurality of alternative streams of protected video based on the detected streaming conditions;
[j] receiving a container index that provides byte ranges for portions of the selected stream of protected video within an associated 
container file; 
[k] requesting portions of the selected stream of protected video based on the provided byte ranges; 
[l] locating encryption information that identifies encrypted portions of frames of video within the requested portions of the 
selected stream of protected video; 
[m] decrypting each encrypted portion of the frames of video identified within the located encryption information using the set of 
common keys; and 
[n] playing back the decrypted frames of video obtained from the requested portions of the selected stream of protected video. 

PO does not dispute that Ground 1 teaches all other claim limitations

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0004 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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The title of the ’588 patent identifies using a common set of keys

EX1001; EX1008, 62-67; Pet., 10-11; EX1003, ¶¶94-
96.

1[a]. A playback device for playing protected content from a plurality of alternative streams, comprising: 
…
[d] wherein each of the alternative streams of protected video includes partially encrypted video frames 
[e] that are encrypted using a set of common keys comprising at least one key, 
…

’588 Patent:

Hurst: Hurst discloses using a 
common set of keys for the 

alternative streams

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0005 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Remaining Disputes

Petitioner Patent Owner

1. Whether Chen may be relied 
upon for its teaching of adaptive 
bitrate streaming
(motivation to combine)

Undisputed that 
Chen teaches 
adaptive bitrate 
streaming

PO’s arguments 
contradict Federal 
Circuit precedent

2. Whether the Board’s 
construction from institution was 
correct for limitation [1l] 
(“locating encryption information that 
identifies encrypted portions of frames 
of video…”)

The Petition applied 
the natural reading 
of this limitation, 
which is supported 
by the specification

PO attempts to 
rewrite the claim, 
contradicting the 
intrinsic evidence

3. Whether the combination 
teaches limitation [1e]
(“encrypted using a set of common 
keys…”)

The prior art 
expressly discloses 
this limitation

PO’s arguments 
contradict Federal 
Circuit precedent

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0006 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Ground 1 Overview
(Chen in view of Lindahl and Hurst)

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0007 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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It is undisputed that adaptive bitrate streaming was known in the art

EX1001, 1:45-2:34; Pet., 9-10; EX1003, ¶¶85-92.

’588 Patent:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0008 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Dr. Nielson admitted that adaptive bitrate streaming was known in the art

Q. Yeah.  And I’m just referring to “adaptive 
bitrate streaming” as that term is used in the 
’588 patent.
So would you agree that before the ’588 
patent, adaptive bitrate streaming was 
known in the art?

A. Give me just a quick second.  I just want to 
look at how the term is used in the ’588 just 
before I give my answer. (Examined exhibit.)
Yes, there were technologies in the art that 
were called that prior to the ’588 patent.

EX1029, 188:2-192:7, 200:21-201:4; Reply, n.1.

Dr. Nielson:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0009 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO cannot dispute that Chen teaches known adaptive bitrate streaming 
techniques with alternative streams of video

EX1006, ¶¶[0063-0064]; Pet., 17-20; EX1003, ¶¶113-
128.

Chen:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0010 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Hurst teaches DRM for adaptive bitrate streaming

EX1008, Abstract, 18:47-55; Pet., 17-20; EX1003, 
¶¶113-128.

DRM

Adaptive streaming

Hurst:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0011 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Hurst teaches using the same key for encrypting alternative streams for ABS

EX1008, 18:66-67, Fig. 2b, 3b; Pet., 32-35; Reply, 24.

low

medium

high

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0012 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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It is undisputed that partial encryption was known in the art

EX1001, 2:47-62 ; EX1029, 200:21-201:4; Pet., 9-10; 
Reply, n.1.

’588 Patent: Dr. Nielson:

Q. So would you agree that partial frame 
encryption was known in the art for 
video before 2011?

A. There have been different approaches to 
doing what you could call partial frame 
encryption prior to 2011.

*   *   *

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0013 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Lindahl teaches partial encryption

EX1007, ¶[0010], Figs. 6A-6B; Pet., 52-55; EX1003, 
¶¶182-187.

Lindahl:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0014 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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The Petition combines known adaptive bitrate streaming with 
known partial encryption techniques

EX1010, Abstract; Pet., 19-20; EX1003, ¶117; Reply, 
16.

PO fails to address the prior art’s express teaching, suggestion, and 
motivation for the combination

Chen-924:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0015 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Adaptive bitrate streaming and partial encryption 
had widely known advantages

Bitrate adaptation for bandwidth variability Address piracy with
power-efficient computational burden

EX1006, ¶[0065]; EX1007, ¶[0095]; Pet., 17-20; EX 
1003, ¶¶113-128.

Chen: Lindahl:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0016 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 17

Lindahl combines its DRM teachings with streaming media

EX1007, ¶[0065]; Pet., 20; EX1003, ¶¶118, 122.

Lindahl:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0017 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO argues there is “just one sentence” for the motivation to combine;
the Petition included 6 pages

POR: Petition:

Pet., 17-22; Reply, 3-5; POR, 4. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0018 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO argues there is “just one sentence” for the motivation to combine;
the Petition included 6 pages

Petition:

Pet., 18, 20; Reply, 3-5; POR, 4. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0019 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO argues there is no motivation to apply Lindahl’s partial encryption
to Chen’s file format

EX1006 ¶119; EX1007 ¶67; Pet., 6, 43, 47; EX1003 
¶68; Reply, 15-16; EX1031 ¶¶4-5

Lindahl:

Chen:

Chen teaches the 
MP4 file format.

Lindahl applies its 
partial encryption to 
the MP4 file format.

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0020 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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The Petition cited Chen-924 for express teaching, suggestion, and motivation
to combine Chen with Lindahl

EX1010, 2:59-3:6, 5:63-6:9; Pet. 6, 15-16, 19-20; 
EX1003, ¶ ¶ 68, 117; Reply, 15; EX1031, ¶3.

Chen-924 (Ex. 1010):

Chen-924 teaches partial frame encryption for the MP4 and 3GP file formats

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0021 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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An express teaching, suggestion, and motivation is one of the classic 
foundations for the motivation to combine

“Here, because a person of skill in the art reading Grab would readily envisage the 
combination of ruthenium binders and PVD coatings, it would have been obvious to 
that person that these two could be combined with a reasonable expectation of 
success.”

Kennametal, Inc. v. Ingersoll Cutting Tool Co., 780 F.3d 1376, 1385 (Fed. Cir. 2015) 

“Furthermore, the references in this case go beyond just illuminating a known 
problem; they also expressly propose the claimed solution… Accordingly, the prior 
art's direct recommendations to use 24/4 and 23/5 dosing regimens to minimize the 
risks of escape ovulation would have motivated one of ordinary skill in the art to 
implement such a shortened pill-free interval for use with known low-dose COCs, as 
recited in the asserted claims.”

Bayer Healthcare v. Watson Pharmaceuticals, Inc., 713 F.3d 1369, 1375-1376 (Fed. 
Cir. 2013) 

Reply, 16 Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0022 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO does not dispute that a POSITA would have knowledge and skills necessary 
to build systems with DRM and adaptive streaming

EX1003, ¶¶65-68; Pet., 14-16.

Dr. McDaniel (Ex. 1003):

*   *   *

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0023 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO does not dispute that a POSITA would have been able to use 
the MP4 and 3GP file formats

EX1003 ¶68; Pet., 15-16; EX1031 ¶5; Reply, 16-17.

Dr. McDaniel (Ex. 1031):

*   *   *

Dr. McDaniel (Ex. 1003):

PO does not dispute that the MP4 and 3GP file formats were extensible by design

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0024 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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A POSITA would have known how to modify the MP4 file format 
to add information for partial frame encryption

EX1018, 22:7-45; EX1031, ¶6; Reply, 17; Pet., 15-16; 
EX1003 ¶68.

*   *   *

Ex. 1018:Dr. McDaniel (Ex. 1031):

Adding encryption information to 
MP4 files was known in the art

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0025 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Dispute #1
Chen teaches adaptive bitrate streaming.

PO attacks Chen’s optional embodiments, which is improper as a matter of law.

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0026 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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The Petition relies on Chen’s basic teachings of adaptive bitrate streaming—
its “simplest case”

EX1006, ¶[0070]; Pet., 48-49; EX1003, ¶¶175-181; 
Reply, 9.

Chen:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0027 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO does not dispute that Chen teaches adaptive bitrate streaming,
but argues that other features must also be included in the combination

Reply, 5-7; POR, 3.

POR:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0028 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Chen cannot be limited to other embodiments, even if allegedly preferred

“A reference must be considered for everything that it teaches, not simply the 
described invention or a preferred embodiment.”
CRFD Research, Inc. v. Matal, 876 F.3d 1330, 1348-49 (Fed. Cir. 2017).

“A reference must be considered for everything it teaches by way of technology and 
is not limited to the particular invention it is describing and attempting to protect. 
On the issue of obviousness, the combined teachings of the prior art as a whole 
must be considered.”
EWP Corp. v. Reliance Universal Inc., 755 F.2d 898, 907 (Fed. Cir. 1985).

Reply, 5.

PO’s arguments regarding FEC and scalable video layers contradict 
Federal Circuit precedent

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0029 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Chen’s other features do not preclude a POSITA from utilizing Chen’s basic 
teaching of adaptive bitrate streaming

“One of ordinary skill in the art is not foreclosed from combining the Breivogel
dimensions with the Weling cross-sectional shape merely because Breivogel
discloses triangular grooves. A reference must be considered for everything that it 
teaches, not simply the described invention or a preferred embodiment. Even 
though Breivogel describes grooves with a particular cross-sectional shape, this 
does not preclude one of ordinary skill in the art from utilizing Breivogel's other 
teachings on the width, depth, and pitch in combination with other features of the 
Weling pad. One of ordinary skill in the art is not an ‘automaton.’ KSR, 550 U.S. at 
421, 127 S.Ct. 1727.”

In re Applied Materials, 692 F.3d 1289, 1298 (Fed. Cir. 2012) (citations omitted)

Reply, 5. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0030 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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The challenged claims do not require FEC or scalable video layers

“But an unclaimed and undisclosed feature such as the ‘specialized screw’ cannot 
be the basis for finding Synthes's patent to be non-obvious over the prior 
art. See E.I. Du Pont de Nemours & Co. v. Phillips Petroleum Co., 849 F.2d 1430, 1433 
(Fed. Cir. 1988), quoting McCarty v. Lehigh Valley R. Co., 160 U.S. 110, 116, 16 S.Ct. 
240, 40 L.Ed. 358 (1895) (‘[N]o principle of law ... would authorize us to read into a 
claim an element which is not present, for the purpose of making out a case of 
novelty....’).”

Smith & Nephew, Inc. v. Rea, 721 F.3d 1371, 1381 (Fed. Cir. 2013) 

Reply, 7. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0031 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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The Federal Circuit has rejected alleged incompatibilities 
that are not required by the claims

“Baker Hughes next argues that … [the prior art’s] cup packers would be unsuitable 
for use in an open-hole bore. We disagree. As noted above, the claims do not 
require a particular type of packer. Moreover, obviousness does not require the 
bodily incorporation of the teachings of one reference to another reference—an 
ordinary artisan has the capacity for ordinary creativity when combining 
references.”
Packers Plus Energy Services Inc. v. Baker Hughes Oilfield Operations, LLC, 2019 WL 
2420139, *4 (Fed. Cir. 2019) (nonprecedential) (emphasis added).

Reply, 23-24 Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0032 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Whether Lindahl is compatible with Chen’s optional embodiments 
is irrelevant to obviousness

“Any alleged nonequivalence in the type of circuit is irrelevant to the Board's 
determination since the examiner did not rely on art-recognized equivalence in 
substituting the crossbar arrays. It is well-established that a determination of 
obviousness based on teachings from multiple references does not require an 
actual, physical substitution of elements. In re Etter, 756 F.2d 852, 859 (Fed. Cir. 
1985) (en banc) (‘Etter's assertions that Azure cannot be incorporated in Ambrosio 
are basically irrelevant, the criterion being not whether the references could be 
physically combined but whether the claimed inventions are rendered obvious by 
the teachings of the prior art as a whole.’); In re Sneed, 710 F.2d 1544, 1550 (Fed. 
Cir. 1983) (‘[I]t is not necessary that the inventions of the references be physically 
combinable to render obvious the invention under review.’); In re Keller, 642 F.2d 
413, 425 (CCPA 1981) (‘The test for obviousness is not whether the features of a 
secondary reference may be bodily incorporated into the structure of the primary 
reference....’).”

In re Mouttet, 686 F.3d 1322, 1332 (Fed. Cir. 2012)

Reply, 6. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0033 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Whether Lindahl is compatible with Chen’s optional embodiments 
is irrelevant to obviousness

“Contrary to Allied's position, ‘it is not necessary that [Caterpillar and Ogawa] be 
physically combinable to render obvious the ['489 patent].’ In re Sneed, 710 F.2d 
1544, 1550 (Fed. Cir. 1983); see also In re Etter, 756 F.2d 852, 859 (Fed. Cir. 1985) (en
banc) (‘Etter’s assertions that Azure cannot be incorporated in Ambrosio are 
basically irrelevant, the criterion being not whether the references could be 
physically combined but whether the claimed inventions are rendered obvious by 
the teachings of the prior art as a whole.’). ‘The test for obviousness is not whether 
the features of a secondary reference may be bodily incorporated into the 
structure of the primary reference,’ In re Keller, 642 F.2d 413, 425 (CCPA 1981). See 
also In re Mouttet, 686 F.3d 1322, 1332 (Fed. Cir. 2012) (citing In re Keller, 642 F.2d 
at 425), but rather whether ‘a skilled artisan would have been motivated to 
combine the teachings of the prior art references to achieve the claimed 
invention,’ Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 1361 (Fed. Cir. 2007).”

Allied Erecting and Dismantling Co, Inc. v. Genesis Attachments, LLC. 825 F.3d 1373, 
1381. (Fed. Cir. 2016)

Reply, 6. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0034 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO’s counsel once again relies on improper bodily incorporation—
a mistake the PTAB has explained previously

“Patent Owner attempts to defeat the teachings of Blake through bodily 
incorporation of those teachings into Bernstein; however, the Court of Appeals for 
the Federal Circuit has consistently held . . . that “[t]he test for obviousness is not 
whether the features of a secondary reference may be bodily incorporated into 
the structure of the primary reference; nor is it that the claimed invention must be 
expressly suggested in any one or all of the references. Rather, the test is what the 
combined teachings of the references would have suggested to those of ordinary 
skill in the art.” 

Hulu, LLC v. Sound View Innovations, LLC, IPR2018-00366, Paper 41 at 23-24, 31 
(PTAB Apr. 9, 2019)

Reply, 6. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0035 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Chen states that viable systems “need not include all of” its features

EX1006, ¶[0062]; Reply, 11.

Chen:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0036 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO’s allegedly integral features are optional

EX1006, ¶¶[0376], [0386], [0527], [0534]; Reply, 9-
12.

Some embodiments modify “known” adaptive 
streaming techniques with scalable layers

FEC is not required

Chen:Chen:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0037 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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For FEC, PO relies on an optional embodiment with 5 concurrent TCP 
connections

EX1006, Fig. 24; Reply, 9-10.

Chen:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0038 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Chen explains that FEC with multiple TCP connections has drawbacks

EX1006, ¶[0532]; Reply, 10.

Chen:

25% overhead from 
additional HTTP 

connection for FEC

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0039 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO argues that Chen requires both scalable layers and FEC,
but fails to identify a single embodiment with both features

POR cites Exhibit 1006, ¶¶[0379-0384]: POR cites Exhibit 1006, ¶¶[0529-0534]:

Scalable layer embodiment FEC embodiment

Reply, 11; POR, 13-18.

The Sur-Reply had no answer

No overlap

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0040 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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PO argues that Chen requires fragment-level encryption

EX1006, ¶[0522]; Reply, 11-12; POR, 6.

Chen:

PO relies on a mention of fragment-level encryption in a hypothetical discussion

Chen uses a hypothetical to 
“simplify this discussion” of 
bandwidth calculations

The hypothetical 
“suppose[s]” various 
conditions

Fragment-level encryption is 
one possible supposition, 
offered as an example

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0041 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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According to PO, Petitioner must prove that Lindahl’s partial encryption was 
“better” than fragment-level encryption, scalable layers, and FEC

POR, 19

POR:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0042 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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The Federal Circuit has held PO’s arguments to be “improper”

“‘[O]ur case law does not require that a particular combination must be the 
preferred, or the most desirable, combination described in the prior art in order to 
provide motivation for the current invention.’ In re Fulton, 391 F.3d 1195, 1200 (Fed. 
Cir. 2004); see also Bayer Healthcare Pharm., Inc. v. Watson Pharm., Inc., 713 F.3d 
1369, 1376 (Fed. Cir. 2013). It is thus improper to require West-Ward to prove that 
a person of ordinary skill would have selected everolimus over other prior art 
treatment methods.”

Novartis Pharm. Corp. v. W.-Ward Pharm. Int’l Ltd., 923 F.3d 1051, 1059 (Fed. Cir. 
2019)

Reply, 8. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0043 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)
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Even if Chen’s optional features were better, it would not make the combination 
inapt for obviousness

“This court has further explained that just because better alternatives exist in the 
prior art does not mean that an inferior combination is inapt for obviousness 
purposes. Gurley, 27 F.3d at 553.”

In re Mouttet, 686 F.3d 1322, 1334 (Fed. Cir. 2012);

Reply, 8. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0044 
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For unclaimed features, it is irrelevant whether the prior art combination would 
be less effective than one reference alone

“We agree with the Board, however, that the ’483 patent claims do not require 
absorption of specific resonances at specific frequencies, nor any specific 
threshold with respect to signal loss. … It is irrelevant whether Tomonori and 
Sadaie together would be less effective than Sadaie alone at avoiding the 
absorption of certain low frequencies.”
Slot Speaker Technologies, Inc. v. Apple Inc., 680 Fed.Appx. 932, 940 (Fed. Cir. 
2017).

Reply, 7-8

FEC and scalable video layers are not required by the challenged claims.
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Even if Chen’s optional embodiments offered benefits, they do not undercut 
Chen’s teaching of adaptive bitrate streaming

“While acknowledging that Irie's principal focus is on the addition of antimony in 
conjunction with hot-band annealing, the Board found that Irie nonetheless teaches 
that ‘the addition of antimony to a steel composition improves the magnetic 
properties of the steel, even in the absence of a hot band annealing step.’… Thus, 
Irie's recitation of the benefits of the preferred procedure, which includes 
annealing, does not undercut Irie's teaching that adding antimony is useful even in 
the absence of annealing.”

In re Inland Steel Co., 265 F.3d 1354 (Fed. Cir. 2001)
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Alleged disadvantages do not obviate the motivation to combine

“Although modification of the movable blades may impede the quick change 
functionality disclosed by Caterpillar, ‘[a] given course of action often has 
simultaneous advantages and disadvantages, and this does not necessarily obviate 
motivation to combine.’”
Allied Erecting and Dismantling Co, Inc. v. Genesis Attachments, LLC. 825 F.3d 1373, 
1381. (Fed. Cir. 2016) (citations omitted)
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PO does not address the Petition’s explanation that Lindahl’s 
partial encryption reduces computational load

Pet., 18; SR, 17-18.

But the Petition specifically explained 
computational efficiency (reduced 
computational load) as the motivation to 
apply Lindahl’s partial encryption to 
Chen

PO argues against generic “efficiency” for 
the reason to modify Chen with Lindahl’s 
partial encryption

Sur-Reply:

Pet., 18:

PO does not dispute that partial 
encryption reduces computational load
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Evidence confirms that a POSITA would have known how to implement FEC with 
partial encryption

EX1023, 217; Reply, 12-13; EX1031, ¶¶10-12.

Kunkelmann:

PO assumes FEC is applied before partial 
encryption, contrary to known best practices
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Dispute #2
PO’s construction for limitation [1l] is contradicted by the intrinsic record

[1l]

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0050 
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The Petition explained limitation [1l] under its plain and ordinary meaning

Pet., 16; EX1003, ¶¶100-101; ID, 8.

Petition:

Institution Decision:
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The plain and ordinary meaning is the claim limitation, 
read in the order it is written

Reply, 20; ID, 30.

[1l]

Institution Decision:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0052 
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The Petition addressed the natural, plain and ordinary meaning

Pet., 52-55; EX1003, ¶¶182-187.

[1l]

Petition:
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PO does not dispute that the combination teaches limitation [1l] 
under the plain and ordinary explained in the Institution Decision

EX1007, ¶¶[0056, 0072], Fig. 6A; Pet., 16, 52-55; 
EX1003, ¶¶100-101, 182-187.

Lindahl:
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PO attempts to rewrite the claim

POR, 35; Reply, 21-23.

locating encryption information that identifies encrypted portions of frames of video 
within the requested portions of the selected stream of protected video. 

POR:

[1l]
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PO’s supposed plain meaning adds new verbs to the claim and 
changes its sentence structure

POR, 35; Reply, 21-23.

locating encryption information that identifies encrypted portions of frames of video 
within the requested portions of the selected stream of protected video. 

[1l]

POR:

and is
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PO attempts to rewrite the claim based on non-existent language

Reply, 21-23; POR, 28.

POR:

This purported quote 
appears nowhere in 
the ’588 patent.

• Not in the claims
• Not in the specification
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Embodiments cited by PO also support the plain and ordinary meaning 
that was applied by the Petition

EX1001, 3:55-60, 4:39-58; ID, 30; POR, 28; Reply, 20-
21.

ID:

POR:

’588 Patent:

DRMInfo identifies encrypted portions of frames 
of video within the requested portions of the 
selected stream of protected video 
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According to PO, the specification requires encryption information to be inside the 
requested portions of the selected stream

Based on an identical specification, the 
’588 parent recites encryption (DRM) 
information outside the requested portions 
of the selected stream.

The top level index file is outside of the 
streams (it identifies the alternative 
streams).

The encryption information (“DRM 
information”) is in the top level index file, 
not the video container files.

EX1026, 27:35-41, 9:30-37; EX1029, 145:17-147:4; 
EX1001, 9:38-43; Reply, 20-21.

US 9,621,522 (parent of the ’588 patent):

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0059 
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PO argues that “encryption information” and “DRM information”
are two different things

Sur-Reply, 4

Sur-Reply:
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But PO and its expert admitted that the “DRM information” in the specification 
is the “encryption information” recited in the claims

Q: Is the DRM information described here in 
column 5 the encryption information that's 
recited in the challenged claims?

…
Q: Column 5, lines 4 through 11.
A: (Examined exhibit.) Let's see. So it says that 

the DRM information indicates portions of 
frames of videos that are encrypted.
… 
Yes, I would say that that is encryption 
information that indicates portions of 
frames of video that are encrypted.

EX1029, 145:17-147:4; Reply, 20-21; POR, 28.

Dr. Nielson:POR:
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In the parents of the ’588 patent, PO included the limitation it now seeks to insert—
but omitted that limitation from the ’588 patent

EX1027, claim 1; EX1028, claim 1; Reply, 22-23.

US 9,247,311 (Claim 1):US 8,909,922 (Claim 1):

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0062 
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PO argues that locating encryption information is “central” to the alleged 
invention—but did not mention this feature in district court

224. The ’588 claims are directed to “perform[ing] adaptive bitrate streaming using alternative 
streams of protected content.” ’588 patent, 2:66-3:1. The ’588 invention reduces the complexity of 
the cryptographic information needed to ensure content security for multiple, alternative video 
streams so that a user performing ABS experiences fewer stalls, delays, or errors caused by processing 
of the cryptographic information on the playback device. The ’588 patent is directed to a new 
encryption architecture for digital video streams that uses common frame encryption keys to encode 
alternate video streams, reducing playback stalls and improving performance during ABS. The 
inventions recited in the ’588 patent enable Netflix to offer its users an improved experience for ABS 
while maintaining the content security that it and other content providers require to make video 
content available over the internet.

EX1015, ¶224; Reply, 23; POR, 29.

Indeed, locating encryption information within the requested portions of the
stream is one of the central aspects of the ’588’s inventive system. 

PO’s District Court Complaint :

POR:

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0063 
IPR2020-00558 (Netflix, Inc. and Hulu, LLC v. DivX, LLC)



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 64

Dispute 3
The combination teaches limitation [1e] (“… encrypted using a set of common keys …”)

[1e]

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0064 
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The Combination teaches Limitation [1e] two alternative ways

Hurst Lindahl’s Global Key

EX1008, 18:66-67, Fig. 2b; Pet., 30-35; EX1003, 
¶¶143-151; Reply, 23.

Petition:
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Hurst teaches adaptive bitrate streaming

EX1008, 6:32-58, Fig. 2b; Pet., 28, 32-35; EX1003, 
¶¶139, 147-150.

Hurst:

low

medium

high
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Hurst teaches encrypting the alternative streams using the same key

EX1008, 18:66-67, Fig. 3b; Pet., 32-35; EX1003, 
¶¶147-151; Reply, 24-25; EX1031, ¶¶16-17.

low

medium

high

Annotations added
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Using the same key was a natural approach for adaptive streaming

EX1006, ¶¶[0063-0064]; EX1003 ¶116; Pet., 24.

Dr. McDaniel (Ex. 1003):

Chen explains that client devices switch 
between alternative streams.

Chen:

Since the alternative streams are accessed as 
a group, it was obvious to encrypt them as a 
group, as Hurst teaches.
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Hurst teaches using the same key as one of two possibilities

EX1008, 18:66-19:8, Figs. 2b, 3b; Reply, 24; Pet., 20; 
EX1003, ¶125.

EX1008, 18:66-67: 
“The streamlets 304 of different bitrates may be 
encrypted with the same key.”

EX1008, 18:67-19:2:
“Alternatively, the encoder module 406 may be 
configured to encrypt each bit rate with a 
different set of encryption keys.”

Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0069 
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There is no dispute that Hurst discloses limitation [1e]

Reply, 24; POR, 52.

POR:
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Hurst suggests using different keys for an “alternative[]” usage model
with standard and premium versions of content

EX1008, 19:1-6; Pet., 20; EX1003 ¶125.

Hurst: Petition:

The Petition did not rely on this alternative usage model
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PO argues teach-away based on a benefit of using different keys—
but a benefit for one of two possibilities “does not amount to a teaching away”

“But the teaching away inquiry does not focus on whether a person of ordinary skill in the art would 
have merely favored one disclosed option over another disclosed option. In assessing whether prior 
art teaches away, that ‘better alternatives exist in the prior art does not mean that an inferior 
combination is inapt for obviousness purposes.’ In re Mouttet, 686 F.3d 1322, 1334 (Fed. Cir. 2012). 
When there are only two possible formulations and both are known in the art at the time, the fact 
that there may be reasons a skilled artisan would prefer one over the other does not amount to a 
teaching away from the lesser preferred but still workable option.”

Bayer Pharma AG v. Watson Laboratories, Inc., 874 F.3d 1316, 1327 (Fed. Cir. 2017) 

Reply, 25.

POR:

Federal Circuit:
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Known techniques do not become patentable simply because 
supposedly better options are known

“A known or obvious composition does not become patentable simply because it 
has been described as somewhat inferior to some other product for the same use.”

In re Gurley, 27 F.3d 551, 552–53 (Fed. Cir. 1994) 

Reply, 25. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0073 
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PO argues teach-away based on an alleged benefit of using different keys

EX1008, 3:24-43; Reply, 25.

Hurst:

PO contradicts Hurst’s express teachings
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When there is a motivation to pursue one of multiple potential options, 
there is a motivation to combine

“After reviewing the prior art, the district court found that a person of ordinary skill 
‘would have been motivated to pursue everolimus as one of several potential 
treatment options for advanced solid tumors, including advanced 
RCC.’ Decision, 287 F. Supp. 3d at 516. This finding should have affirmatively 
answered whether there would have been a motivation to combine.”

Novartis Pharm. Corp. v. W.-Ward Pharm. Int’l Ltd., 923 F.3d 1051, 1059-1060 (Fed. 
Cir. 2019) 

Reply, 26. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0075 
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The combination of Lindahl and Chen leaves only a finite number of possibilities

Pet., 32; EX1003, ¶146.

Petition:
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Lindahl teaches using a global key to encrypt media files

EX1007, ¶[0066]; Pet., 30-32; EX1003, ¶¶143-146; 
Reply, 27.

Lindahl:
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PO argues that Lindahl “never” discloses encrypting media files
with the global key

EX1007, ¶[0066]; Pet., 30-32, 38-39; EX1003, ¶¶143-
146, 154-157; Reply, 27

POR:

Lindahl: Lindahl expressly 
teaches using the global 

key for media files
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PO argues that Lindahl “only teaches” encrypting metadata with the global key

EX1007, ¶[0066]; Pet., 30-32; EX1003, ¶¶143-146; 
Reply, 27.

z

POR:

Lindahl:

Metadata is discussed in 
the next sentence.

The media file and 
metadata are both 

decrypted using the 
global key.
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Shi:

A global key is sufficiently secure for many applications

EX1017, 83; Pet., 31-32; EX1003, ¶144-145; Reply, 29; 
EX1031, ¶21.
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PO’s new Sur-Reply evidence
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PO’s Sur-Reply evidence is prohibited

“All arguments for the relief requested in a motion must be made in the motion. A 
reply may only respond to arguments raised in the corresponding opposition, 
patent owner preliminary response, patent owner response, or decision on 
institution. A sur-reply may only respond to arguments raised in the corresponding 
reply and may not be accompanied by new evidence other than deposition 
transcripts of the cross-examination of any reply witness.”

37 CFR § 42.23(b)
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DivX’s new evidence is irrelevant

EX2025, 1.

No mention of RTP until Sur-Reply
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PO misunderstands its new evidence

EX2025, 25. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0084 
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PO mischaracterizes Kunkelmann

SR, 15. Netflix, Inc. and Hulu, LLC - Ex. 1035, Page 0085 
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