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Claims Require “Locating Encryption Information … Within The 
Requested Portions Of … Video”

4

1 locating encryption information

2 that identifies encrypted 
portions of frames of video

3 within the requested portions of 
the selected stream of 
protected video

POR, Section III
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Plain Meaning: “Encryption Information” Must Be “Locat[ed]” 
“Within The Requested Portions” Of Video 

5POR, 27; Ex. 2012 [Nielson Decl.] ¶ 87

Prof. Seth Nielson
Univ. Texas at Austin
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Every Embodiment Supports Patent Owner’s Construction

6POR, 27-28; Ex. 1001 [‘588 Patent] (citations above); Ex. 2012 [Nielson Decl.] ¶ 88; Surreply, 1-2

Requested Portion Of Video

Encryption Information
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Petitioner’s Expert Agrees:  Every Embodiment Supports Patent 
Owner’s Construction

7POR, 28; McDaniel Depo., 47:2-49:20; Surreply, 2



Demonstrative Exhibit – Not Evidence

Petitioner’s Expert:  Could Not Identify A Single Embodiment 
Contrary To Patent Owner’s Construction

8POR, 27-28; Ex. 2013 [McDaniel Depo.], 55:5-15; Sur-Reply, 2
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Claim Construction Is Guided By The Embodiments

9Surreply, 1-2; Pet., 52-55; Ex. 1003 [McDaniel Decl.] ¶¶ 100-101, 182-187

• “We cannot look at the ordinary meaning of the term ... In a 
vacuum.  Rather, we must look at the ordinary meaning in the 
context of the written description and the prosecution history.”  -
Medrad, Inc. v. MRI Devices Corp., 401 F.3d 1313, 1319 (Fed. Cir. 
2005)

• Kinetic Concepts, Inc. v. Blue Sky Med. Grp., Inc., 554 F.3d 1010, 
1018-19 (Fed. Cir. 2009) (limiting “wound” to “skin wounds” where 
“[a]ll of the examples described in the specification involve skin 
wounds”) 

• In re Abbott Diabetes Care Inc., 696 F.3d 1142, 1149-50 (Fed. Cir. 
2012) (construing “electrochemical sensor” to exclude external 
cables or wires where “every embodiment shows an 
electrochemical sensor without external cables or wires”); 

• Wisconsin Alumni Res. Found. v. Apple Inc., 905 F.3d 1341, 1351-52 
(Fed Cir. 2018) (limiting “prediction” to dynamic prediction where 
all embodiments describe dynamic prediction and allowing the 
term to cover static prediction “would ‘expand the scope of the 
claims far beyond anything described in the specification’”) 
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‘588 Modified Industry Standard Container File To Locate 
Encryption Information Within Requested Portions 

10Ex. 1001 [’588 Pat.] 11:45-50; POR, 29; Nielson Decl., ¶ 90 
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Petitioner’s And Dr. McDaniel’s Analysis Concerning The 
Correct Claim Construction?

11Surreply, 1-2; Pet., 52-55; Ex. 1003 [McDaniel Decl.] ¶¶ 100-101, 182-187

• No analysis in opening declaration

• No analysis in reply declaration

• Do not address Dr. Nielson’s claim 
construction analysis

• Neither Petitioner nor Dr. McDaniel parse 
claim language

• No mention of “plain meaning” in Reply

• No specification support identified in 
Petitioner’s briefing

• No caselaw support
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• “Dr. Sonka’s testimony is unrebutted by Petitioner’s expert … His reply 
declaration does not address the meaning of the In Focus limitation … nor 
whether that limitation is taught or suggested by the prior art.”  - 3Shape A/S v. Align 
Tech., IPR2019-00163, Paper 37, 16-24 (PTAB Jun. 9, 2020)

• “Petitioner’s expert, Dr. Freedman, does not construe the ‘upload’ limitation 
and did not provide a declaration responsive to Dr. Burger’s testimony.  
Accordingly, Dr. Burger’s testimony is unrebutted.” -Limelight Networks v. Akamai Techs., 
IPR2016-01894, Paper 30, 16 (PTAB Mar. 1, 2018) 

• “…Patent Owner does not direct us to any evidence, such as expert 
testimony, negating Petitioner’s three other alternative meanings.”  -Volkswagen 
Grp. of Am., Inc. v. Michigan Motor Techs., IPR2019-01274, Paper 47, 64-65 (PTAB Dec. 21, 2020)

• “... rather than to explain with reasons, references to embodiments in the 
Specification, and supporting testimony from a technical witness, Patent 
Owner simply concludes that it is clear the language at issue carries a certain 
meaning.  Such conclusory disagreement, without analysis and factual 
underpinning, is not sufficient to persuade. Petitioner correctly notes that 
Patent Owner’s arguments are merely ‘raw attorney argument, citing no 
evidence or expert testimony.’ Reply 30. Argument of counsel cannot take 
the place of evidence lacking in the record.  -Marvell Semiconductor, Inc. v. Uniloc 2017 
LLC, IPR2019-01350, Paper 24, 75-76 (PTAB Feb. 1, 2021) 

Dr. Nielson’s “Unrebutted Testimony” Should Be Dispositive

12Surreply, 1-2; Pet., 52-55; Ex. 1003 [McDaniel Decl.] ¶¶ 100-101, 182-187
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Institution Decision: Relied On 24:63-25:2 

13Inst. Dec., 29-30
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24:63-25:2 Is About Byte Ranges; Confirms Requested Portion 
(BlockGroup) Contains Encryption Information (DRMInfo)

14

Top Level Index File Contains 
Information To Request “Byte 
Ranges” Of Video

Requested Portion Of Video 
(BlockGroup) Contains DRMInfo

Ex. 1001 [’588 Pat.] 24:58-25:21 (cited by Inst. Dec., 29-30); POR, 31
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Dr. Nielson: 24:63-25:2 Is About The Location Of An Index Of 
Byte Ranges, Not “Encryption Information” 

15Ex. 2012 [Nielson Decl.] ¶ 91; Ex. 1001 [’588 Pat.] 24:58-25:21 (cited by Inst. Dec., 29-30); POR, 31
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Institution Decision Also Relied Upon Grammar

16Inst. Dec., 30
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Grammatical Treatises Support Patent Owner’s Construction

17

“The lawn mower that is broken is in the 
garage.  (Tells which one.)”

“The meeting, which starts at 10 a.m., is 
about the Matthews case.”  

POR, 32; Ex. 2014 [Strunk & White] 87; Ex. 2015 [Garner] 5
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Grammatical “Best Practices” Do Not Outweigh The 
Specification

18

Nestle’s Food Co. v. United States, 16 Ct. Cust. 451, 455 (1929 Ct. Cust. App.) 
(“While it is the general rule that a dependent or modifying clause relates to 
and modifies its nearest antecedent, such rule must yield, if to adhere to it 
would defeat the purpose of the Congress.”).

Quality Edge, Inc. v. Rollex Corp., 709 Fed. Appx. 1000, 1006-7 (Fed. Cir. 
2017) (reversing claim construction where no “hard and fast” grammatical 
rule and specification mandated alternative construction to the one 
suggested by a general grammatical best practice).

Kingsley v. United States, 24 Ct. Cl. 219, 222-223 (1889 Ct. Cl.) (“The 
language of the section, grammatically considered, might justify that 
construction, but other considerations indicate that Congress did not so 
intend it.”) 

POR, 34
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Reordering Clauses Would Not Have Added Clarity

19POR, 33
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Petitioner Compares Apples And Oranges: Parent’s Claim 
Concerns Different Information Stored In A Different Place

20Sur-Reply, 4-5

Claim 1 of the parent does not even require partial frame encryption
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Different Claim Terms In ’588 And Parent Presumed To Have 
Different Meanings

21Sur-Reply, 4-5

“the [parent] patent’s prosecution history is irrelevant to 
the meaning of this limitation because the two patents 
do not share the same claim language.” 
-Resqnet.com, Inc. v. Lansa, Inc., 346 F.3d 1374, 1383 (Fed. Cir. 2003) 

“In the absence of any evidence to the contrary, we 
must presume that the use of these different terms in 
the claims connotes different meanings.” 
-CAE Screenplates Inc. v. Heinrich Fiedler Gmbh, 224 F.3d 1308, 1317 (Fed. Cir. 2000)
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Even If Some Unsubstantiated “Phantom” Embodiment Were Present, The 
Parent’s Claim Would Reinforce Patent Owner’s Construction 

22Sur-Reply, 4-5

Petitioner Does Not Point To Any Actual Embodiment In Support Of Its Position

“The mere fact that there is an alternative 
embodiment ... not encompassed by [our] 
claim construction does not outweigh the 
language of the claim, especially when 
the court's construction is supported by the 
intrinsic evidence.” ... This is especially true 
where, as here, other unasserted claims in 
the parent patent cover the excluded 
embodiments.  ...

August Tech. Corp. v. Camtek, Ltd., 655 F.3d 1278, 1285 
(Fed. Cir. 2011) (citations omitted).

EMBODIMENT
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Petitioner’s Minor Points Fail

23Sur-Reply, 6-8

q Every claim construction dispute could be resolved by clearer 
drafting

q Any uncertainty is best resolved by reference to the specification, 
not arbitrarily in Petitioner’s favor.  Phillips v. AWH Corp., 415 F.3d 
1303, 1315-1316 (Fed. Cir. 2005) (en banc)

q Patent Owner does not seek to add the word “is” or import 
limitations into the claims 

q Patent Owner’s construction is entirely consistent with the plain 
meaning which requires “locating encryption information ... within 
the requested portions of the selected stream of the protected 
video”
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All Evidence Supports Patent Owner’s Construction

24Sur-Reply, 6-8

5-10x cheaper

Every 
Embodiment

Unrebutted Expert 
Testimony

McDaniel’s 
Admissions

Grammatical 
Treatises

Plain meaning Caselaw

No rebuttal 
testimony

Parent Claim

Ceramic chip 

carrier

24:63-25:2

No Direct 
McDaniel 
Testimony
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Claim Construction Is Dispositive:  Petitioner Presents No
Argument Under Patent Owner’s Construction

26Surreply, 1; POR, 35-37; Reply 20-22
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The Petition Relies Solely On Lindahl For The Disclosure Of 
“Locating” Limitation

27Pet., 54-55
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Petitioner Does Not Argue That Lindahl Discloses Locating 
Encryption Information “Within Requested Portion” Of Video

28Pet., 54-55

“Retrieved” From Where?
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Petitioner’s Reply Does Not Dispute That The Petition Fails Under 
Patent Owner’s Construction

29

Reply Only Challenges Patent 
Owner’s Construction

Reply, 20-23; Surreply, 1
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Undisputed: Lindahl Does Not Disclose “Locating Encryption Information 
… Within The Requested Portion Of The Selected Stream”

30POR, 35-36; Ex. 2012 [Nielson Decl.] ¶ ¶ 96-97
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In Lindahl, The Entire Media File Must Be Requested And 
Downloaded; i.e., There Are No “Requested Portions”

31Ex. 1007 [Lindahl] ¶ 66; POR, 35-36
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Undisputed:  Lindahl Does Not Disclose Requesting Any 
“Portion” Of Video

32Ex. 2013 [McDaniel Depo.] 69:18-20; POR, 35-36
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Petitioner Has Not Provided Any Analysis Whatsoever To Modify 
Lindahl Beyond Its Teaching

33

“Petitioner has not presented an analysis 

sufficient to support modifying [the single 

reference] beyond the teachings of [the 

reference] itself.” 

Microsoft Corp. v. IpLearn-Focus LLC, 
IPR2015-00095, Paper 33, 29 (PTAB Apr. 11, 2016) 

POR, 37
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“Video Includes Partially Encrypted Video Frames”

35Ex. 1001 [’588 Pat.] cl. 1
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Petition Relies On Importing Partial Frame Encryption From 
Lindahl/Hurst Into Chen

36Pet., 18
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Petitioner’s Combination Assumes Chen Permits Any Type Of 
Encryption, Including Partial Frame Encryption

37

Pet., 18
FALSE
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Undisputed:  Chen Requires A Modification Of The Standard File 
Formats To Implement Partial Frame Encryption

38Ex. 2013 [McDaniel Depo.], 35:25-36:12; POR, 23
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Chen Discloses Encrypting Fragments, Not “Partial Frame 
Encryption”

39Ex. 1006 [Chen] ¶ 522; POR, 6

This Is The Only Encryption Disclosure In Chen Cited By Petition (at 18).
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Each Fragment Consists Of Multiple Frames

40POR, 6-7; Ex. 2012 [Nielson Decl.]  ¶ 51

One partially 
encrypted frame

One Fragment 
(12-30 frames)

One Segment (75-180 frames)
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Undisputed: Fragment Level Encryption Is Not Partial Frame 
Encryption

41POR, 6-7; Ex. 2012 [Nielson Decl.]  ¶ 50
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Other Chen Disclosures Teach Encryption Information For 
“Presentation” (i.e., Each Alternate Stream), Not Each Frame

42Ex. 2012 [Nielson Decl.]  ¶ 52; Ex. 1006 [Chen] Fig. 9(a); POR, 8



Demonstrative Exhibit – Not Evidence

Chen’s System Utilizes Segment-Level Encryption, Not Partial 
Frame Encryption.

43

Patent Owner’s Expert Analysis Petitioner’s Expert Analysis

Ex. 2012 [Nielson Decl.] ¶ ¶ 49-53

ü Analysis of Chen’s embodiments

ü Analysis of other Chen statements 
and figures

ü Analysis that partial frame 
encryption would require a 
modification of the standard file 
format in Chen
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Petitioner Proposes Two Reasons To Modify Chen To Implement 
Partial Frame Encryption 

44Pet., 18

1 2
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1. No Evidence That Partial Frame Encryption Is Better Than 
Chen’s Own Full Segment Encryption For “Piracy Concerns”

45

Full Segment 
Encryption

Partial Frame 
Encryption

Piracy Concerns

POR, 3-9
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2. Partial Frame Encryption Will Not “Improve Efficiency” In 
Chen

46

Chen Without 
Partial Frame 

Encryption

Chen With Partial 
Frame Encryption

Efficiency

POR, 9-23
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A POSITA Would Have To Eliminate Integral Features Of Chen To 
Implement Partial Frame Encryption

47Ex. 2012 [Nielson Decl.] ¶ 70; POR, 17

a

b
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2a. Chen’s “Layers” Implement Its Scalable Video Coding 
(SVC)

48POR, 11-12; Ex. 2012 [Nielson Decl.]  ¶ 58
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Scalable Video Coding (“SVC”) Encodes Video In Multiple 
Layers Of Quality

49

Layer 1
Layer 2
Layer 3
Layer 4

Ex. 2012 [Nielson Decl.] ¶¶ 57-60
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Scalable Video Coding Is Integral To Chen’s System

50Ex. 1006 [Chen] Title; POR, 11
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Every Embodiment Of Chen Contains Scalable Blocks

51Ex. 1006 [Chen] ¶ 27; Sur-Reply, 9-10

Petitioner Fails To Cite A Single Chen Embodiment Without Scalability
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Every Embodiment Of Chen Contains Scalable Layers

52Ex. 1006 [Chen] ¶¶ 385-389; Sur-Reply, 10
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Every Embodiment Of Chen Contains Scalable Layers; In Some 
Embodiments The Layers Are “Independent”

53Ex. 1006 [Chen] ¶¶ 27, 377, 380; Sur-Reply, 19
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Reply’s Attorney Argument Incorrectly Implies That Chen’s 
“Simplest Case” Does Not Include Scalability 

54

Reply, 9

What Petitioner’s Reply Claims:

What Chen Really Says:

Irrelevant to whether Chen’s Alternative Representations utilize scalability.

Sur-Reply, 9-10
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Efficiency: Chen’s Scalability Method Allows Presentations To 
Continue Despite Bandwidth Changes

55Ex. 1006 [Chen] ¶ 376; POR, 11-12, 19-20
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Efficiency:  Without Scalability, “Quality Is Necessarily Much 
Lower”

56Ex. 1006 [Chen] ¶ 379; POR, 20
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No Motivation/Reasonable Likelihood: Beyond A POSITA’s Skill 
To Implement Partial Frame Encryption With Scalable Coding 

57Ex. 2012 [Nielson Decl.] ¶¶ 64, 70; POR, 13-17
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Dr. Nielson: Unencrypted Portion Of One Layer Could Be Used 
To Reconstruct Encrypted Portion Of Another Layer

58

Layer 1
Layer 2
Layer 3
Layer 4

Encrypted Portion

Ex. 2012 [Nielson Decl.] ¶¶ 64; POR, 13-15



Demonstrative Exhibit – Not Evidence

What If A POSITA Wanted To Reduce Encryption Burden Without 
Reducing Chen’s Efficiency?

59

Frame 1 (Encrypted)

Frame 5 (Encrypted)

Frame 2 (Unencrypted) Frame 3 (Unencrypted)

Frame 4 (Unencrypted) Frame 6 (Unencrypted)

Ex. 2012 [Nielson Decl.] ¶¶ 76, 67; POR, 21-22
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A POSITA Would Not Have Eliminated Chen’s Scalability Just To 
Implement Partial Frame Encryption

60

Patent Owner’s Expert Analysis Petitioner’s Expert Analysis

Ex. 2012 [Nielson Decl.] ¶¶ 54-77

ü Analysis of Chen’s system

ü Analysis of scalability of 
Chen’s system

ü Analysis of compatibility of 
scalability with partial frame 
encryption

ü Analysis of Chen with and 
without scalability

ü Analysis of POSITA’s skills in 
implementing partial frame 
encryption with scalability
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Bruce Schneider, Leading Cryptography Expert:  You Cannot 
Tack Cryptography On A System As An Afterthought

61Ex. 2018 [Schneier] 1; Ex. 2017 [Schnier Blog] 1; POR, 17; Ex. 2012 [Nielson Decl.] ¶ 71
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Petitioner Had The Burden To Show How And Why A POSITA 
Would Have Modified Chen As Proposed

62

“At the very least, Petitioner has not adequately 

supported its ‘good idea’ rationale for storing recovery 

information in the main memory database. We 

consider the added cost, limited capacity, and 

volatility of main memory databases at the time of the 

invention to be further reasons why an ordinarily skilled 

artisan would not have modified O’Neil’s databases 

as proposed by Petitioner.”

Hulu LLC v. Sound View Innovations LLC, 
IPR2018- 00582, Paper 34 at 20-21 (PTAB Aug. 5, 2019) (informative) 

POR, 5
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Incompatibility of Chen’s Scalability With Partial Frame 
Encryption Is Sufficient To Deny The Petition

63
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POSITA Could Not Implement Yet Additional “Efficiency” 
Features Of Chen With Partial Frame Encryption

64Ex. 2012 [Nielson Decl.] ¶ 70; POR, 16-17
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POSITA Could Not Implement Yet Additional “Efficiency” 
Features Of Chen With Partial Frame Encryption

65Ex. 2012 [Nielson Decl.] ¶ 61; POR, 12
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Dr. Nielson Explains: It Was Beyond A POSITA’s Skills To 
Implement FEC With Partial Frame Encryption

66Ex. 2012 [Nielson Decl.] ¶ 68; POR, 15-16
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Undisputed: Chen’s Forward Error Correction (FEC) Improves Its 
Efficiency By Up To 70% 

67Ex. 1006 [Chen] ¶ 533; POR, 20-21
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Petitioner’s Expert: Exhibit 1023 Proves That Partial Frame 
Encryption “Does No Harm” To FEC

68Ex. 1031 [McDaniel 2nd Decl.] ¶ 12
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Ex. 1023: Partial Frame Encryption Not Harmful To FEC Only If 
FEC Is Not “Applied To The Application Layer Data”

69Ex. 1023, 217; Sur-Reply, 15-16
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Chen Applies Its FEC Code To Its Application Layer Data 

70Ex. 1006 [Chen] ¶ 136; Sur-Reply, 15-16
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Ex. 1023 Confirms Dr. Nielson By Identifying “Redundancy Of 
The Transmitted Data” As A Threat With Partial Frame Encryption

71Ex. 1023, 217; Sur-Reply, 15-16
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Petitioner’s Expert:  Partial Encryption Is Safe If FEC Created 
After Partial Encryption As An Unencrypted FEC Stream

72

Petitioner’s Expert’s Diagram
Ex. 1031 [McDaniel 2nd Decl.] ¶ 12

Encrypted Data Stream

Unencrypted FEC Stream

Sur-Reply, 14-15; Ex. 2026 [McDaniel-2nd-Depo.] 12:1-6 



Demonstrative Exhibit – Not Evidence

FEC Standard: Unencrypted FEC Stream With Encrypted Data 
Creates A “Layering Violation”

73Ex. 2025 [Standard] 45; Sur-Reply, 14-15
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Chen Discusses Non-FEC Method Only To Show Why A POSITA 
Should Use The FEC Method

74Ex. 1006 [Chen] ¶ 530; Sur-Reply, 10-11

Chen Does Not Identify A Single Drawback For Its FEC Method
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Petitioner Had To Present An Analysis Of Benefits And Drawbacks

75

“The Board must weigh the benefits and drawbacks of 

the modification against each other, to determine 

whether there would be a motivation to combine.” 

Arctic Cat Inc. v. Polaris Indus., Inc., 
795 F. App’x. 827, 833 (Fed. Cir. 2019) 

Sur-Reply, 19
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Petitioner Chose To Place Improved “Efficiency” As A 
Motivation To Modify Chen

76

“Petitioner chose to argue that a [POSITA] 

implementing the teachings of Kim would have been 

motivated to consider Huang to obtain ‘better image 

quality’ (Pet. 39), and therefore retains the burden to 

prove the same. Had Petitioner not contended that 

combining Huang results in better image quality than 

Kim alone, we would not have needed to consider 

whether the combination results in ‘better image 

quality.’”

Unified Patents Inc. v. DivX LLC, 
IPR2019-01379, Paper 52, 35 (PTAB Feb. 8, 2021) (Ahmed, J.) 

Sur-Reply, 18
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Petitioner’s Argument Against Claimed “Bodily Incorporation” Is 
Misplaced

77

“Rather than requiring Petitioner to demonstrate 

‘bodily incorporation,’ Patent Owner’s arguments and 

evidence show that an ordinarily skilled artisan would 

not have expected to achieve Petitioner’s stated 

rationale in combining the references’ teachings in 

the way Petitioner proposes.”

Unified Patents Inc. v. DivX LLC, 
IPR2019-01379, Paper 52, 36-39 (PTAB Feb. 8, 2021) (Ahmed, J.) 

Sur-Reply, 19
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Yet More Reasons Against Modifying Chen: A POSITA Would 
Have To Modify The Standard File Format

78Ex. 2013 [McDaniel Depo.], 35:25-36:12; POR, 23
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Petition’s Showing That A POSITA Would Have Had A Reasonable 
Expectation Of Success In Modifying The Standard File Format

79POR, 22-23
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Reply’s Change Of POSITA And New Evidence To Argue Prima 
Facie Case Of Reasonable Expectation Of Success Are Untimely

80

Petitioner In Petition Petitioner In Reply

Did not recognize the need to 
modify the standard file format

Expert opined that POSITA could 
“use” standard file formats. Ex. 1003, ¶68

No expert opinion on the subject

No exhibits in support

Argues that a POSITA had a 
reasonable expectation of success 
in modifying the standard file format

Expert opines that a POSITA could 
modify standard file formats. Ex. 1031, ¶5

Five pages of new expert opinion to 
argue prima facie case

Five new exhibits to argue prima 
facie case (Exs. 1017-1018; 1020-
1022)

POR, 22-24; Sur-Reply, 20-22
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Board Routinely Rejects Arguments On Reasonable Expectation 
Of Success Raised For The First Time In Petitioner’s Reply

81

“[T]he expedited nature of IPRs bring with it an 

obligation for petitioner to make their case in their 

petition to institute.” 

Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 
821 F.3d 1359, 1369 (Fed. Cir. 2016)

Sur-Reply, 19



Demonstrative Exhibit – Not Evidence

A POSITA Would Consider The Need To Modify File Format As Yet 
Another “Disadvantage” Against Motivation To Modify Chen

82

“As further evidence against Petitioner’s proposed 

combination, Patent Owner argues that an ordinarily skilled 

artisan would have considered other disadvantages of main 

memory databases. 

…

Thus, in the absence of other persuasive reasons to modify 

O’Neil, the record evidence of high cost and limited 

capacity associated with main memory databases tends to 

undermine the implication that an ordinarily skilled artisan 

would have used main memory instead of conventional disk-

based memory.”

Hulu LLC v. Sound View Innovations LLC, 
IPR2018- 00582, Paper 34 at 19 (PTAB Aug. 5, 2019) (informative) 

POR, 22-23
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Table Of Contents

1. Petitioner Fails To Show “Locating Encryption Information … Within The Requested 
Portions Of The Selected Stream Of Protected Video.”

1.A. In Contrast To Petitioner’s Attorney Arguments, Patent Owner’s 
Construction Is Supported By The Plain Meaning, Every Embodiment, And 
Unrebutted Expert Testimony.

1.B. The Petition Does Not Argue The “Locating” Limitation Is 
Disclosed/Obvious Under Patent Owner’s Construction.

2. Petitioner Fails To Show That A POSITA Would Have Modified Chen To Implement 
Partial Frame Encryption.

3. Petitioner Fails To Show That A POSITA Would Have Encrypted Alternative Streams 
Of Protected Video With “A Set Of Common Keys Comprising At Least One Key.”

83
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“[E]ach Of The Alternative Streams Of Protected Video … Are Encrypted 
Using A Set Of Common Keys Comprising At Least One Key”

84Ex. 1001 [’588 Pat.] cl. 1
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The Petition Relies On Lindahl And Hurst To Modify Chen To 
Encrypted Alternative Streams With A Common Set Of Keys

85Pet., 30
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It Is Not Sufficient That Individual Claim Limitations May Have 
Been Separately Known

86

“We have observed that the prejudice of hindsight 

bias often overlooks that the genius of invention is 
often a combination of known elements which in 

hindsight seems preordained. We have also 

recognized that, when the art in question is 

relatively simple, as is the case here, the opportunity 

to judge by hindsight is particularly tempting.”

Polaris Indus. v. Arctic Cat, Inc., 
882 F.3d 1056, 1068 (Fed. Cir. 2018) 

Sur-Reply, 24-25
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A POSITA Would Not Have Used A Set Of Common Keys In The 
Context Of A System With Claimed Features

87

Sophisticated system that includes a top-level index file 
and video encoded in alternate streams

Partial frame encryption that requires modification of the 
standard file format and custom made decoders

Sophisticated receiver that selects a stream and requests 
portions of video based on byte ranges

Generally less secure

Ex. 2012 [Nielson Decl.] ¶ 113; POR, 48; Sur-Reply, 23-24
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A POSITA Would Not Have Used A Set Of Common Keys In The 
Context Of A System With Claimed Features

88Ex. 2012 [Nielson Decl.] ¶ 113; POR, 48
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Protection System For DVDs Was Rendered Obsolete In The 90s 
For Using Too Few/Global Keys

89Ex. 2016 [Patrizio] 1; POR, 49-50
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Even Free Broadcast Systems Did Not Use Global Keys

90Ex. 2020 [Free-To-View] 1; POR, 49
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Petitioner’s Expert Cites No Evidence That It Was “Well-Known” 
To Use The Same Key To Encrypt All Streams

9137 C.F.R. 42.65(a); POR, 48-49
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Petitioner’s Expert Only Presents Conclusory Assertions

92

Ex. 1003 [Reader Decl.] ¶ 116

Why?
What Is The Processing Gain?
How Does It Compare To Loss Of Security?

POR, 55-56



Demonstrative Exhibit – Not Evidence

Lindahl Does Not Help Petitioner--Undisputed That It Has No 
Disclosure About Alternative Streams

93Ex. 2013 [McDaniel Depo.], 70:6-10; POR, 40
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Lindahl Does Not Help Petitioner--Undisputed That Lindahl Is Not 
Even About Streaming

94Ex. 2013 [McDaniel Depo.], 65:4-9; POR, 42-43
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Hurst Does Not Help Petitioner--Undisputed That It Gives No 
Particular Reason To Use A Set Of Common Keys

95Ex. 2013 [McDaniel Depo.], 91:20-92:3; POR, 53-54
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Hurst Only States That A POSITA Could Use A Single Key, But 
Would “Beneficially” Use Different Keys

96Ex. 1008 [Hurst] 18:62-19:8; POR, 53
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Hurst Does Not Suggest Using The Same Key And Partial Frame 
Encryption Together

97Ex. 2012 [Nielson Decl.] ¶ 118; POR, 54
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Petitioner Failed Its Burden To Show Why A POSITA Would Have 
Use A Single Key For All Alternative Streams In Chen

98

“It is not enough to say that...to do so would ‘have 

been obvious to one of ordinary skill.’ Such circular 
reasoning is not sufficient—more is needed to sustain 

an obviousness rejection.”

Kingston Tech. Co., Inc. v. Polaris Innovations Ltd., 
IPR2016-01622, Paper 7, 15- 16 (PTAB Feb. 15, 2017) 
(citing In re Chaganti, 554 Fed. Appx. 917, 922 (Fed. Cir. 2014)) 

POR, 56-57

“[T]ak[ing] the inventor’s disclosure as a blueprint for 

piecing together the prior art to defeat patentability” 

in this manner is “the essence of hindsight.”

In re Dembiczak, 175 F.3d 994, 999 (Fed. Cir. 1999) 
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Petition’s Use Of Patent As A Roadmap Is Impermissible

99

PETITION

’588 PATENT

Pet., 19

Ex. 1001 [’588 Pat.] 13:11-21
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Reserve

100
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It Is Not Practical To Encrypt Only Overlapping Portions Of 
Layers In Scalable Video Coding

101Ex. 2012 [Nielson Decl.] ¶ 66; POR, 14-15
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The ’588 Patent Teaches At Length How To Modify The Standard 
File Format

102POR, 24, 29

Ex. 1001 [’588 Pat.] 16:21-52

Ex. 1001 [’588 Pat.] 11:45-50



Demonstrative Exhibit – Not Evidence

Petitioner’s Reliance On Ex. 1030 [Demos] To Argue Compatibility 
Of Scalable Coding With Partial Frame Encryption Is Misplaced

103

Petitioner does not show that Demos utilizes scalable video coding 
and partial frame encryption in the same embodiment

Demos states that partial frame encryption only works in certain 
types of encryption, e.g., where “GOPs are used as a unit of 
encryption.” 

Demos has no teaching about how to implement scalable coding 
with partial frame encryption

Demos does not show that a POSITA, as opposed to an expert, could 
implement scalable coding with partial frame encryption

Not surprisingly, Petitioner does not provide any expert support

Sur-Reply, 12-13
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Petitioner Misrepresents Dr. Nielson’s Testimony

104

Reply’s Claim:

Reply, 12-13

Reality : Dr. Nielson Was Not Provided The MPEG Standard 
To Answer Questions About Details Of MPEG-4

Ex. 1029 [Nielson 2nd Depo.] 91:15-21

Sur-Reply, 13-14
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Dr. Nielson: Professor And Researcher On Network Security; 
Industry Expert On Security And Data Breach

105

Ex. 1029
24:4-6

Ex. 1029 
24:16-18

Ex. 1029 
26:19-25

Ex. 1029 
26:5-10

Ex. 1029 
27:18-22

Ex. 1029 
30:19-24

Ex. 1029 
31:12-19

Ex. 1029 
33:19-24

Ex. 2012 [Nielson-Decl.] ¶¶7-30; Ex. 1029, 24:4- 27:22; 30:19-33:22
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