
Trials@uspto.gov Paper 10 
571-272-7822 Date: February 1, 2021 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 

SHARKNINJA OPERATING LLC,  
SHARKNINJA MANAGEMENT LLC, and  

SHARKNINJA SALES COMPANY, 
Petitioner, 

v. 

IROBOT CORPORATION, 
Patent Owner. 

 

IPR2020-01641 
Patent 8,950,038 B2 

 

Before WILLIAM V. SAINDON, TERRENCE W. MCMILLIN, and  
JASON W. MELVIN, Administrative Patent Judges. 

MCMILLIN, Administrative Patent Judge.  

DECISION 
Settlement Prior to Institution of Trial 

37 C.F.R. § 42.74 
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I. INTRODUCTION 

On January 25, 2021, pursuant to our authorization, Petitioner and 

Patent Owner (collectively, “the Parties”) filed a Joint Motion to Terminate 

the above-identified proceeding.  Paper 8 (“Joint Motion”).  In support of the 

Joint Motion, the Parties filed a copy of a Confidential Settlement 

Agreement (Ex. 2002 (“Settlement Agreement”), as well as a Joint Request 

to File Settlement Agreement as Confidential Business Information pursuant 

to § 37 C.F.R. § 42.74(c) (Paper 9 (“Joint Request”)). 

II. DISCUSSION 

In the Joint Motion, the Parties represent that they have reached an 

agreement to jointly seek termination of the above-identified inter partes 

review proceeding, that the filed copy of the Settlement Agreement is a true 

and correct copy, and that there are no other agreements or understandings 

between the parties made in connection with, or in contemplation of, the 

termination of this proceeding.  Paper 8, 1–2. 

This proceeding is at an early stage, and we have not yet decided 

whether to institute a trial in the proceeding.  In view of the early stage of 

the proceeding and the settlement between the Parties, we determine that 

good cause exists to terminate the proceeding with respect to the Parties.  

The Parties also filed a Joint Request that the Settlement Agreement 

be treated as business confidential information and be kept separate from the 

file of the patent involved in this inter partes proceeding.  Paper 9.  After 

reviewing the Settlement Agreement between Petitioner and Patent Owner, 

we find that the Settlement Agreement contains confidential business 

information regarding the terms of settlement.  We determine that good 

cause exists to treat the Settlement Agreement between Petitioner and Patent 
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Owner as business confidential information pursuant to 37 C.F.R. 

§ 42.74(c).  

This Order does not constitute a final written decision pursuant to 35 

U.S.C. § 318(a). 

III. ORDER 

In consideration of the foregoing, it is hereby: 

ORDERED that the Joint Motion to Terminate IPR2020-01641 is 

granted;  

FURTHER ORDERED that IPR2020-01641 is terminated; and 

FURTHER ORDERED that the Joint Request to Treat the Settlement 

agreement as Business Confidential Information is granted, and the 

Settlement Agreement shall be kept separate from the files of Patent 

8,950,038 B2 and made available only to Federal Government agencies on 

written request, or to any person on a showing of good cause, pursuant to 37 

C.F.R. § 42.74(c). 
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FOR PETITIONER: 

Erika H. Arner 
Daniel C. Tucker 
Michael V. Young Sr. 
Kai Rajan 
Finnegan, Henderson, Farabow, Garrett, & Dunner LLP  
erika.arner@finnegan.com  
daniel.tucker@finnegan.com 
michael.young@finnegan.com 
kai.rajan@finnegan.com 
 

FOR PATENT OWNER: 

W. Karl Renner  
Roberto J. Devoto  
Jeremy J. Monaldo  
Fish & Richardson P.C. 
axf-ptab@fr.com 
devoto@fr.com 
jjm@fr.com 


