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Asserted Grounds

Petition (Paper 3) at 3-4; Institution Decision (Paper 13) at 9
Demonstrative Exhibit – Not Evidence 2

Ground Claims Basis for Challenge
I 1, 3-12 Obvious over Wiltshire and 

Saha
II 2 Obvious over Wiltshire, Saha, 

and Chen
III 6, 11, 12 Obvious over Wiltshire, Saha, 

and PC Magazine (EX1007)



Petitioner’s Invalidity Theories Fail

• No “compressing the at least one updated image” (claims 1, 8) 
(Ground I)

• No ”server [that] transmits the updated image as a [compressed] 
frame” (claims 1, 8) (Ground I)

• No “mobile device” (claims 6, 11, 12) (Grounds I, III)

• No motivation to combine PC Magazine with Wiltshire and Saha 
(claims 6, 11, 12) (Ground III)

• No motivation to combine Chen with Wiltshire and Saha (claim 2) 
(Ground II)

POR (Paper 17) at 10-21, 24-63; Sur-Reply (Paper 26) at 2-25
Demonstrative Exhibit – Not Evidence 3



No “Compressing The At Least One Updated Image”

POR (Paper 17) at 24-32; Sur-Reply (Paper 26) at 12-15
Demonstrative Exhibit – Not Evidence

EX1001, 9:55-10:2 (highlighting added)

4EX1001, 10:27-45 (highlighting added)



No “Compressing The At Least One Updated Image”

POR (Paper 17) at 24-26
Demonstrative Exhibit – Not Evidence 5

EX1001, Fig. 2B (annotated)

EX1001, Fig. 2D (annotated)



No “Compressing The At Least One Updated Image”

POR (Paper 17) at 24-27
Demonstrative Exhibit – Not Evidence 6

Mantech Envtl. Corp. v. Hudson Envtl. Servs., Inc., 
152 F.3d 1368, 1376 (Fed. Cir. 1998)

“[T]he sequential nature of  the claim steps is 
apparent from the plain meaning of  the claim 
language and nothing in the written 
description suggests otherwise.”



No “Compressing The At Least One Updated Image”

POR (Paper 17) at 27, 31-32
Demonstrative Exhibit – Not Evidence

Petition (Paper 3) at 27 (highlighting added)

7



No “Compressing The At Least One Updated Image”

POR (Paper 17) at 24-32; Sur-Reply (Paper 26) at 12-15
Demonstrative Exhibit – Not Evidence 8

EX1001, Fig. 2B (annotated)

EX1001, Fig. 2D (annotated)

Wiltshire – EX1004, Fig. 2 (annotated)



No “Compressing The At Least One Updated Image”

POR (Paper 17) at 28-30; Sur-Reply (Paper 26) at 12-13
Demonstrative Exhibit – Not Evidence 9

Wiltshire – EX1004, Fig. 2 (annotated)

Wiltshire – EX1004, 7:9-18  (highlighting added)

Wiltshire – EX1004, 8:8-11 (highlighting added)



No “Compressing The At Least One Updated Image”

POR (Paper 17) at 24-32; Sur-Reply (Paper 26) at 12-15
Demonstrative Exhibit – Not Evidence 10

EX1001, Fig. 2B (annotated)

EX1001, Fig. 2D (annotated)

Wiltshire – EX1004, 7:62-64



Petitioner’s Invalidity Theories Fail

ü No “compressing the at least one updated image” (claims 1, 8) 
(Ground I)

• No ”server [that] transmits the updated image as a [compressed] 
frame” (claims 1, 8) (Ground I)

• No “mobile device” (claims 6, 11, 12) (Grounds I, III)

• No motivation to combine PC Magazine with Wiltshire and Saha 
(claims 6, 11, 12) (Ground III)

• No motivation to combine Chen with Wiltshire and Saha (claim 2) 
(Ground II)

POR (Paper 17) at 10-21, 24-63; Sur-Reply (Paper 26) at 2-25
Demonstrative Exhibit – Not Evidence 11



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 11-18, 32-39; Sur-Reply (Paper 26) at 2-8, 15-17
Demonstrative Exhibit – Not Evidence

EX1001, 9:55-10:2 (highlighting added)

12EX1001, 10:27-45 (highlighting added)



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 11-18, 32-39; Sur-Reply (Paper 26) at 2-8, 15-17;
Petition (Paper 3) at 29; Reply (Paper 22) at 2
Demonstrative Exhibit – Not Evidence 13

Claim term IPL’s 
position

Sony’s
positions

frame a single instance 
of the display

(1) picture (Petition); 
(2) represents a single 
instance in time of a 
video sequence or 
animation (Reply)



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 11-13; Sur-Reply (Paper 26) at 4
Demonstrative Exhibit – Not Evidence 14

Hart Decl. – EX2009, ¶ 45 (highlighting added) 

Hart Decl. – EX2009, ¶ 46 (highlighting added) 



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 13-14; Sur-Reply (Paper 26) at 4-5
Demonstrative Exhibit – Not Evidence 15

EX1001, 2:1-14 (highlighting added)

EX1001, 6:63-66 (highlighting added)



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 12-15; Sur-Reply (Paper 26) at 4-5
Demonstrative Exhibit – Not Evidence 16

“The present invention further includes a method of  
displaying an image on a client ….”

“If  the system 10 is displaying a series of  images on 
the client ..., the visual server 12 transmits the 
modified image to the client 16,18,20 as a frame ….”

“… the client successfully received and displayed the 
frame.”

“the visual server and client can provide a sequential 
display of  modified frames on client ….”

EX1001, Abstract (emphasis added) 

EX1001, 4:17-32 

EX1001, 6:63-7:1 (emphases added) 

EX1001, 8:29-30 (emphasis added) 



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 12; Sur-Reply (Paper 26) at 6-7
Demonstrative Exhibit – Not Evidence 17

“A single display image analogous to a frame in a
motion picture.”

IEEE Dictionary – EX2002, 3 (display frame)



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 12; Sur-Reply (Paper 26) at 6-7
Demonstrative Exhibit – Not Evidence 18

“A single screen-sized image that can be displayed in 
sequence with other, slightly different, images to create 
animated drawings.”

Microsoft Computer Dictionary – EX2003, 3



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 7, 16, 35; Sur-Reply (Paper 26) at 5-6
Demonstrative Exhibit – Not Evidence

Yamada – EX2005, 19:33-35 (emphasis added), 
cited in EX2004, 289

19

“The MPEG decoder 52 decompresses image 
data such as a background image and a character 
image used in the game, supplied from the STB 6 
via the wireless communication.”



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 7, 16-18, 35, 37; Sur-Reply (Paper 26) at 5-6
Demonstrative Exhibit – Not Evidence 20

EX2004, 273 (emphases added)

“[A]n applicant’s argument that a prior art reference is distinguishable 
on a particular ground can serve as a disclaimer of  claim scope even 
if  the applicant distinguishes the reference on other grounds as well.”

Andersen Corp. v. Fiber Composites, LLC, 474 F.3d 1361, 1374 (Fed. Cir. 2007)

“Yamada does not teach or suggest ‘compressing the at least one 
updated image and transmitting the compressed updated image to 
the client device’ much less transmitting the ‘updated image as a 
compressed frame’.  First, there is absolutely no mention of a 
‘frame’ in Yamada.  Second, there is nothing to suggest that 
Yamada first generates a frame of image data and then 
compresses that frame prior to transmitting it to a remote 
client device.

“[D]isavowing statements … does not require the applicant to parrot 
back language used by the examiner when clearly and deliberately 
responding to a particular grounds for rejection.”

Biogen Idec, Inc. v. GlaxoSmithKline LLC, 713 F.3d 1090, 1096 (Fed. Cir. 2013)



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 15; Sur-Reply (Paper 26) at 7
Demonstrative Exhibit – Not Evidence 21

”Frameless Rendering: Double Buffering Considered Harmful” 
by Henry Fuchs et al. - EX2008, Abstract (highlighting added)

Fuchs Depo. – EX2010, 65:18-66:2 (highlighting added)

Fuchs Depo. – EX2010, 66:16-18 (highlighting added)



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 11, 36-37
Demonstrative Exhibit – Not Evidence 22

Petition (Paper 3) at 28-29 (highlighting added)



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 33-36; Sur-Reply (Paper 26) at 15-17
Demonstrative Exhibit – Not Evidence 23

Wiltshire – EX1004, 7:13-22 
(highlighting added)



No “Server [That] Transmits The Updated Image As A [Compressed] Frame”

POR (Paper 17) at 36-39
Demonstrative Exhibit – Not Evidence 24

Hart Decl. – EX2009, ¶ 87 (highlighting added); 
see also id., ¶ 86



Petitioner’s Invalidity Theories Fail

ü No “compressing the at least one updated image” (claims 1, 8) 
(Ground I)

ü No ”server [that] transmits the updated image as a [compressed] 
frame” (claims 1, 8) (Ground I)

• No “mobile device” (claims 6, 11, 12) (Grounds I, III)

• No motivation to combine PC Magazine with Wiltshire and Saha 
(claims 6, 11, 12) (Ground III)

• No motivation to combine Chen with Wiltshire and Saha (claim 2) 
(Ground II)

POR (Paper 17) at 10-21, 24-63; Sur-Reply (Paper 26) at 2-25
Demonstrative Exhibit – Not Evidence 25



No “Mobile Device”

POR (Paper 17) at 18-21, 39-46; Sur-Reply (Paper 26) at 8-12, 17-20
Demonstrative Exhibit – Not Evidence

EX1001, 10:19-20 (highlighting added)

26

EX1001, 10:54-59 (highlighting added)



No “Mobile Device”

POR (Paper 17) at 18-21, 39-46; Sur-Reply (Paper 26) at 8-12, 17-20
Demonstrative Exhibit – Not Evidence 27

Claim term IPL’s 
position

Sony’s
position

mobile device handheld 
computing device

Includes a portable 
laptop computer



No “Mobile Device”

POR (Paper 17) at 19, 39-40; Sur-Reply (Paper 26) at 8-9
Demonstrative Exhibit – Not Evidence

EX1001, 3:26-30 (highlighting added)

28

EX1001, 5:51-53 (highlighting added)

“[A] patent applicant need not expressly state 
‘my invention does not include X’ to indicate his 
exclusion of  X from the scope of  his patent 
because ‘the patentee’s choice of  preferred 
embodiments can shed light on the intended 
scope of  the claims.’”

Trustees of Columbia Univ. v. Symantec Corp., 
811 F.3d 1359, 1364 (Fed. Cir. 2016)



No “Mobile Device”

POR (Paper 17) at 19; Sur-Reply (Paper 26) at 9
Demonstrative Exhibit – Not Evidence 29

Rothschild Mobile Imaging Innovations, LLC v. Mitek Sys., Inc., 
IPR2016-00457, Paper 8 at 10 (P.T.A.B. July 27, 2016)

“The construction of  the term ‘mobile device’ 
proffered by [patent owner] of  ‘a mobile 
communication device, such as a mobile telephone 
handset or Personal Digital Assistant …’ is, in our view, 
consistent with the descriptions of  the term as it is 
used in the Specification, and does not impermissibly 
import limitations from various embodiments.”



No “Mobile Device”

POR (Paper 17) at 20, 44-45; Sur-Reply (Paper 26) at 10
Demonstrative Exhibit – Not Evidence 30

U.S. Auto. Ass’n v. Wells Fargo Bank, N.A., No. 2:18-cv-366-JRG, 
2019 WL 3423652, at *11 (E.D. Tex. July 29, 2019)

“The Court understands that under its customary 
meaning, a ‘mobile device’ is distinct from a ‘portable 
device’ in that the ‘mobile device’ is a handheld device 
whereas a ‘portable device’ would encompass a device 
such as a laptop computer.”



No “Mobile Device”

POR (Paper 17) at 20; Sur-Reply (Paper 26) at 10
Demonstrative Exhibit – Not Evidence 31

Uniloc 2017 LLC v. Google LLC, No. 2:18-CV-00493-JRG-RSP, 
2020 WL 339802, at *21 (E.D. Tex. Jan. 20, 2020)

“The Court … construes ‘mobile device’ to mean 
‘computing device that is handheld in its ordinary 
use.’”



No “Mobile Device”

POR (Paper 17) at 20; Sur-Reply (Paper 26) at 11
Demonstrative Exhibit – Not Evidence 32

EX2007, 24 (highlighting added)

EX2007, 25 (highlighting added)



No “Mobile Device”

Sur-Reply (Paper 26) at 11
Demonstrative Exhibit – Not Evidence 33

EX1027, 9 (emphases added)

EX1027, 37

“mobile telephones and other handheld computing 
devices”

“Several PDAs, also referred to as handheld devices 
or palm pilots”

“mobile telephones and other handheld devices to
access the Internet, as well as laptop computers and 
printers without cables”

EX1027, 66



No “Mobile Device”

Institution Decision (Paper 13) at 32-35; POR (Paper 17) at 40-44; Sur-Reply (Paper 26) at 17-19
Demonstrative Exhibit – Not Evidence 34

Wiltshire – EX1004, Fig. 1D (annotated)

Institution Decision (Paper 13) at 34-35 
(highlighting added)



No “Mobile Device”

POR (Paper 17) at 20-21, 44-46; Sur-Reply (Paper 26) at 19-20
Demonstrative Exhibit – Not Evidence 35

PC Magazine – EX1007, 10 
(highlighting added)



Petitioner’s Invalidity Theories Fail

ü No “compressing the at least one updated image” (claims 1, 8) 
(Ground I)

ü No ”server [that] transmits the updated image as a [compressed] 
frame” (claims 1, 8) (Ground I)

ü No “mobile device” (claims 6, 11, 12) (Grounds I, III)

• No motivation to combine PC Magazine with Wiltshire and Saha 
(claims 6, 11, 12) (Ground III)

• No motivation to combine Chen with Wiltshire and Saha (claim 2) 
(Ground II)

POR (Paper 17) at 10-21, 24-63; Sur-Reply (Paper 26) at 2-25
Demonstrative Exhibit – Not Evidence 36



No Motivation To Combine PC Mag. With Wiltshire And Saha

POR (Paper 17) at 46-52; Sur-Reply (Paper 26) at 20-22
Demonstrative Exhibit – Not Evidence 37

Wiltshire – EX1004, Fig. 1D

Institution Decision (Paper 13) at 33-34 
(emphases added)

“Wiltshire’s system is directed at commercial 
gaming where gaming stations include ‘a 
display device, a wager or bet-acceptor, and 
controls such as buttons, keyboards, levers or 
the like,’ and support casino games.”



Wiltshire – EX1004, 12:10-13 
(highlighting added)

No Motivation To Combine PC Mag. With Wiltshire And Saha

Institution Decision (Paper 13) at 15; POR (Paper 17) at 8, 51; Sur-Reply (Paper 26) at 20-21
Demonstrative Exhibit – Not Evidence 38

Wiltshire – EX1004, 2:22-25 
(highlighting added)



No Motivation To Combine PC Mag. With Wiltshire And Saha

POR (Paper 17) at 51; Sur-Reply (Paper 26) at 20
Demonstrative Exhibit – Not Evidence 39

Fuchs Depo. – EX2010, 58:17-59:19 (highlighting added)

Fuchs Depo. – EX2010, 59:20-60:9 
(highlighting added)



No Motivation To Combine PC Mag. With Wiltshire And Saha

POR (Paper 17) at 49-51
Demonstrative Exhibit – Not Evidence 40

Institution Decision (Paper 13) at 39

Palo Alto Networks, Inc. v. Finjan, Inc., IPR2015-01979, Paper 62 at 62-63 (P.T.A.B. 
Mar. 15, 2017) (quoting KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007))   

“It is not enough to assert that the prior art provides 
two options and that it would have been predictable to 
implement either.  An obviousness rationale generally 
requires some identification of  ‘a design need or 
market pressure to solve a problem’ before looking at 
the ‘finite number of  identified, predictable solutions.’” 



No Motivation To Combine PC Mag. With Wiltshire And Saha

POR (Paper 17) at 50; Sur-Reply (Paper 26) at 21-22
Demonstrative Exhibit – Not Evidence 41

“[O]bviousness concerns whether a skilled artisan not 
only could have made but would have been motivated 
to make the combinations or modifications of  prior 
art to arrive at the claimed invention.”

Belden Inc. v. Berk-Tek LLC, 805 F.3d 1064, 1073 (Fed. Cir. 2015) 
(bold added)



Petitioner’s Invalidity Theories Fail

ü No “compressing the at least one updated image” (claims 1, 8) 
(Ground I)

ü No ”server [that] transmits the updated image as a [compressed] 
frame” (claims 1, 8) (Ground I)

ü No “mobile device” (claims 6, 11, 12) (Grounds I, III)

ü No motivation to combine PC Magazine with Wiltshire and Saha 
(claims 6, 11, 12) (Ground III)

• No motivation to combine Chen with Wiltshire and Saha (claim 2) 
(Ground II)

POR (Paper 17) at 10-21, 24-63; Sur-Reply (Paper 26) at 2-25
Demonstrative Exhibit – Not Evidence 42



No Motivation To Combine Chen With Wiltshire And Saha

POR (Paper 17) at 53-55
Demonstrative Exhibit – Not Evidence 43

Chen – EX1006, 4 (highlighting added)

Chen – EX1006, 5 (highlighting added)

Chen – EX1006, 8



No Motivation To Combine Chen With Wiltshire And Saha

POR (Paper 17) at 56-57; Sur-Reply (Paper 26) at 23
Demonstrative Exhibit – Not Evidence 44

Wiltshire – EX1004, Fig. 1D

Institution Decision (Paper 13) at 33-34 
(emphases added)

“Wiltshire’s system is directed at commercial 
gaming where gaming stations include ‘a 
display device, a wager or bet-acceptor, and 
controls such as buttons, keyboards, levers or 
the like,’ and support casino games.”



No Motivation To Combine Chen With Wiltshire And Saha

Sur-Reply (Paper 26) at 22-23
Demonstrative Exhibit – Not Evidence 45

POR (Paper 17) at 59 (highlighting added)

Reply (Paper 22) at 26 (highlighting added)



No Motivation To Combine Chen With Wiltshire And Saha

POR (Paper 17) at 61
Demonstrative Exhibit – Not Evidence 46

Institution Decision (Paper 13) at 40-41 (highlighting added)

Fuchs Depo. – EX2010, 70:1-9



No Motivation To Combine Chen With Wiltshire And Saha

POR (Paper 17) at 61; Sur-Reply (Paper 26) at 24-25
Demonstrative Exhibit – Not Evidence 47

Institution Decision (Paper 13) at 44-45 (highlighting added)

Fuchs Decl. – EX1002, ¶ 200 (highlighting added) 



No Motivation To Combine Chen With Wiltshire And Saha

POR (Paper 17) at 62
Demonstrative Exhibit – Not Evidence 48Fuchs Depo. – EX2010, 74:10:21 (highlighting added)

Fuchs Depo. – EX2010, 15:2-5 (highlighting added); 
see also Fuchs Decl. – EX1002, ¶ 224



No Motivation To Combine Chen With Wiltshire And Saha

Sur-Reply (Paper 26) at 23-24
Demonstrative Exhibit – Not Evidence 49

Reply (Paper 22) at 27 (highlighting added)

Petition (Paper 3) at 20-21 (challenged claim 1) 
(highlighting added)

Petition (Paper 3) at 61 (challenged claim 2) 
(highlighting added)



Petitioner’s Invalidity Theories Fail

ü No “compressing the at least one updated image” (claims 1, 8) 
(Ground I)

ü No ”server [that] transmits the updated image as a [compressed] 
frame” (claims 1, 8) (Ground I)

ü No “mobile device” (claims 6, 11, 12) (Grounds I, III)

ü No motivation to combine PC Magazine with Wiltshire and Saha 
(claims 6, 11, 12) (Ground III)

ü No motivation to combine Chen with Wiltshire and Saha (claim 
2) (Ground II)

POR (Paper 17) at 10-21, 24-63; Sur-Reply (Paper 26) at 2-25
Demonstrative Exhibit – Not Evidence 50




