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Throughout the IPR proceeding, Patent Owner (“PO”) argued that 

Wiltshire’s client-server gaming system (Ex. 1004) is limited to casino games and 

large, commercial casino establishments, and thus would not work with non-casino 

video games like “Doom.”  The Final Written Decision (“FWD”) agreed, finding 

that Wiltshire’s system could not be implemented with Doom.  FWD at 26-27. 

In vacating the Board’s FWD, the Federal Circuit expressly reversed this 

finding, holding “[t]he Board erred when it narrowed the disclosure of Wiltshire to 

exclude Doom and only focused on the more detailed examples.”  Opinion (Paper 

41) at *8.  The Federal Circuit instructed that “[a] reference must be considered for 

everything that it teaches, not simply the described invention or a preferred 

embodiment.”  Id. at *8-9 (quoting CRFD Rsch., Inc. v. Matal, 876 F.3d 1330, 

1349 (Fed. Cir. 2017).1  “Therefore, the Board erred by not crediting Wiltshire’s 

disclosure of applying its system to video games like Doom[.]”  Id. at *9.   

When Wiltshire’s full disclosure is considered, PO’s remaining arguments 

fail.  Claims 1-12 of U.S. Patent 10,681,109 (“’109 patent”) should be canceled.  

I. ARGUMENT 

A. The Federal Circuit’s Opinion Confirms that Wiltshire Discloses 
the “Compressing” Terms (All Claims) 

SIE’s Petition proved that Wiltshire discloses “compressing the at least one 

 
1 Emphasis appearing in quotations has been added unless otherwise noted. 
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updated image and transmitting the compressed updated image to the client 

device,” as recited in claims 1 and 8 of the ’109 patent.  Pet. at 27-34.  In 

particular, Wiltshire’s Figure 2 and its accompanying descriptions disclose that 

when the system decides to “update” an image (step 220 in Figure 2), an “image is 

generated,”2 and the image can be compressed as a “compressed video MPEG 

stream” for transmission to the client computer.  Ex. 1004 at Fig. 2, 7:7-22.  

Wiltshire reiterates that the bandwidth between the server and client “can be 

further reduced using data compression[.]”  Id. at 7:57-64.  These “compressing” 

disclosures are summarized below: 

 

 
2 The Federal Circuit also rejected PO’s argument and the FWD’s finding that 

“Display/update image?” in step 220 of Wiltshire’s Figure 2 does not show how 

the image was modified (POR at 29).  See Opinion at *5 (finding “if the answer is 

yes, ‘[t]he image is generated’” by the game program running on the server). 
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Ex. 1004, Fig. 2 (excerpted, annotated); see also Petitioner’s Reply at 14-15.  

Despite Wiltshire’s express teachings of forming “compressed video 

MPEG” and applying “data compression techniques” to reduce “bandwidth,” PO 

has argued that Wiltshire is limited to pre-existing compressed video files.  See 

POR at 28 (arguing that “the server could send a video clip banner (compressed 

video MPEG stream)” which “need not involve the creation of a new image or 

compression”); id. at 28-29; id. at 30-31 (arguing that Wiltshire’s disclosure 

“refer[s] to ‘a previously encoded video stream’”); Oral Hearing Tr. (Paper 37) at 

50:21-22 (arguing that “we’re talking about grabbing something that pre-exists”). 

Petitioner’s Reply explained how PO’s argument makes no sense in the 

context of real-time interactive video games like “Doom”—a game expressly 

contemplated in Wiltshire as the Federal Circuit emphasized—because Doom 

generates updated images in real time and thus requires real-time compression 

when used in Wiltshire’s Figure 2.  Reply at 16 (“Nor would sending pre-

compressed MPEG files be suitable for interactive video games like ‘Doom,’ 

which generate updated images in response to user inputs in real time, as discussed 

above.”); id. at 13 (“Pre-loaded images would also make no sense for interactive 

video games like ‘Doom,’ which generate updated images in response to user 

inputs in real time.”); see also Ex. 1033 (Fuchs Reply Decl.) ¶¶ 42-43, 49-50.   

PO’s Sur-reply did not dispute that running Doom on the server of 



Petitioner’s Opening Brief on Remand 
IPR2021-00237 

4 
 

Wiltshire’s Figure 2 system would require the server to perform real-time 

compression of the images that Doom generates.  Sur-reply at 12-13.  Instead, PO 

argued “Wiltshire never applies ‘Doom’ to Figure 2.”  Id. 

But this, of course, is the very argument the Federal Circuit rejected.  

Compare id. with Opinion at *8-9.  Confirming Petitioner’s reading of Wiltshire, 

the Federal Circuit held “Wiltshire explicitly discloses that Figure 2 is to be applied 

to games like Doom.”  Opinion at *8.  Moreover, the Federal Circuit found it 

indisputable that Doom requires generating new images in real time.  Id. at *4-5.   

Thus, by teaching that Wiltshire’s Figure 2 server can compress updated 

images that a game program like Doom generates in real time—such as into a 

“compressed video MPEG stream” to reduce transmission “bandwidth”—Wiltshire 

expressly discloses a server that compresses new, updated image(s) in real time for 

transmission to Figure 2’s client device.  Wiltshire is, in other words, not limited 

merely to use of a video pre-loaded or pre-existing on the client, as PO incorrectly 

argued.  Indeed, Wiltshire’s disclosure of real-time compression of new, updated 

images is confirmed by Wiltshire’s Figure 2 and 7:15-18, which teach transmitting 

a “video stream” (step 230) that can be a “compressed video MPEG stream,” and 

Wiltshire’s disclosure of a video game such as Doom, which would send such 

compressed video streams in real time.  See Ex. 1033 ¶ 46.  

The Federal Circuit likewise rejected PO’s argument that just because 
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Wiltshire discloses an embodiment that may use pre-loaded images, Wiltshire’s 

system is limited to pre-loaded images.  Opinion at *7 (“The Board similarly erred 

by focusing on embodiments in Wiltshire where images are pre-loaded.  The 

existence of those examples does not exclude other examples where new images 

are created.”).  The same applies to “compressing.”  Just because certain 

embodiments in Wiltshire may contemplate using pre-loaded images on the client 

does not take away from the fact that Wiltshire also discloses that its Figure 2 

server compresses new, updated images in real-time when running games like 

Doom, which the Federal Circuit held Wiltshire “explicitly discloses[.]”  Id. at *8.   

Accordingly, the Federal Circuit’s opinion confirms that Wiltshire discloses 

“compressing the at least one updated image and transmitting the compressed 

updated image to the client device” for the reasons set forth in the Petition. 

B. The Federal Circuit’s Opinion Confirms that the Combination of 
Wiltshire and Saha Discloses Transmitting the “Updated Image as 
a [Compressed] Frame” (All Claims) 

The Federal Circuit’s finding that Doom applies to Wiltshire’s Figure 2 also 

means that Wiltshire discloses transmitting the updated image as a (compressed) 

“frame” as recited in claims 1 and 8 of the ’109 patent—even under PO’s 

erroneous construction of a “frame” to mean a “single instance of a display.”   

SIE’s Petition demonstrated that the combination of Wiltshire and Saha 

discloses a compressed “frame.”  Pet. at 28-34.  Indeed, Saha expressly discloses 
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compressed “frames” as part of its MPEG encoding process.  Id. at 28-29. 

Unable to overcome Saha’s express disclosure of “[compressed] frames,” 

PO argued in its POR for an unsupported construction of “frame” to mean a 

“single instance of the display,” and then argued (incorrectly) that Wiltshire and 

Saha do not disclose compressing a “single instance of the display.”  POR at 11-

18, 36.3   

During oral argument, however, PO conceded that if a game generates a 

“frame” under its construction, and that frame is compressed using MPEG, that 

would produce a “[compressed] frame” within the meaning of the claims.  Oral 

Hearing Tr. (Paper 37) at 58:24-59:3 (conceding that “[i]f you start with a frame 

and you compress it using MPEG, yes, it’s a compressed frame”).   

There is no dispute that this is precisely what Doom does when running on 

the server, and thus the Federal Circuit’s ruling that Doom applies to Wiltshire’s 

Figure 2 means that Wiltshire and Saha disclose a “frame” even under PO’s flawed 

claim construction.  In particular, Doom generates “frames” under PO’s 

construction, and those “frames,” when input into Saha’s MPEG encoder, result in 

“[compressed] frames” just as PO conceded.  For example, PO’s expert, Dr. Hart, 

 
3 PO’s claim construction should be rejected and, in any event, Wiltshire and Saha 

disclose a “frame” even under PO’s construction.  Petitioner’s Reply at 1-7, 18-20. 
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admitted that Doom displays the contents of a “frame buffer” and has a frame rate.  

Ex. 1025 (Hart Dep. Tr.) at 52:2-8, 53:22-25.  According to PO, a “frame buffer” 

stores “frames” under PO’s construction.  Oral Hearing Tr. (Paper 37) at 61:18-

62:5 (“[A] double buffer display has two memory buffers.  Each stores a frame. … 

What is a frame?  It’s a single instance of the display.  There’s a single instance 

in both of those buffers ….”).  Petitioner’s expert, Dr. Fuchs, likewise confirmed 

that Doom generates frames, including by providing example screen displays from 

Doom in his Reply Declaration—each one a full instance of the display as opposed 

to just part of the display.  Ex. 1033 (Fuchs Reply Decl.) ¶ 42.  There is thus no 

dispute that Doom produces “frames” under PO’s construction.  And PO does not 

dispute that if the input to Saha’s MPEG encoder is a “frame”—such as when 

Figure 2’s server runs Doom—then the output is a “[compressed] frame” as 

claimed.  Oral Hearing Tr. (Paper 37) at 58:24-59:3.   

In sum, because the Federal Circuit held that Doom is a game that runs on 

the server in Wiltshire’s Figure 2, the combination of Wiltshire and Saha discloses 

“[compressed] frames” even under PO’s erroneous claim construction.   

C. The Federal Circuit’s Opinion Confirms a POSITA’s Motivation 
to Combine Wiltshire and the iBook from PC Magazine for the 
“Mobile Device” Limitation (Claims 6, 11, 12) 

The Federal Circuit’s finding that Wiltshire is not limited to casino games 

confirms a POSITA’s motivation to combine Wiltshire with PC Magazine’s iBook 
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to render obvious the “mobile device” term of claims 6, 11, and 12 of the ’109 

patent.   

SIE’s Petition demonstrated how an Apple iBook laptop as described in PC 

Magazine is a “mobile device” as claimed, and why a POSITA would have been 

motivated to use an iBook as Wiltshire’s client device.  Pet. at 66-71.  For 

example, Wiltshire teaches that the client device in Figure 2 can be “any type” of 

“general purpose computer” such as “a Mac® PowerPC computer,” and thus 

Wiltshire teaches using PowerPC-based laptops like the iBook described in PC 

Magazine.  Id. at 68 (quoting Ex. 1004 (Wiltshire) at 5:14-17). 

Despite Wiltshire’s express teaching to use a broad range of client devices, 

PO argued that there would have been no motivation to use a laptop as a client 

device because Wiltshire’s preferred embodiments are, PO said, directed to 

commercial casino establishments, which use “large, bulky gaming stations” that 

are immobile.  POR at 46-52.  The Federal Circuit’s opinion again refutes IPL’s 

argument. 

As the Federal Circuit held, Wiltshire “must be considered for everything 

that it teaches, not simply the described invention or a preferred embodiment.”  

Opinion at *8-9 (quoting CFRD, 876 F.3d at 1349); In re Applied Materials, Inc., 

692 F.3d 1289, 1298 (Fed. Cir. 2012) (same).  PO’s argument improperly ignores 

Wiltshire’s teachings that (1) Wiltshire’s system can be used for “non-casino” 
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games like Doom, and (2) “any type” of “general purpose computer” can be used 

as a client, such as computers with a mouse or keyboard like the iBook.  Pet. at 68-

71; Reply at 24-25; Ex. 1004 (Wiltshire) at 12:11; 5:14-17; 5:59-65.   

D. The Federal Circuit’s Opinion Confirms a POSITA’s Motivation 
to Combine Wiltshire and Chen for the “Asymmetric” Bandwidth 
Limitation (Claim 2) 

The Federal Circuit’s findings that Doom applies to Wiltshire and that 

Wiltshire is not limited to casino games also confirm a POSITA’s motivation to 

combine Wiltshire and Chen for the “asymmetric” bandwidth limitation of claim 2 

of the ’109 patent. 

SIE’s Petition demonstrated how Chen’s “Asymmetric DSL” (“ADSL”) 

satisfies the limitations recited by claim 2 and why a POSITA would have been 

motivated to use ADSL for Wiltshire’s Internet connectivity.  Pet. at 59-65. 

Unable to dispute that ADSL teaches the limitations of claim 2, PO argued 

in its POR that there would be no motivation to combine ADSL with Wiltshire 

because Wiltshire was supposedly limited to commercial casino establishments and 

Chen’s ADSL was supposedly limited to residential applications.  POR at 53-59.  

PO argued that Chen’s ADSL was supposedly not sufficient for a commercial 

casino operation servicing many customers because the ADSL in Chen can only 

provide bandwidth for a single MPEG stream at a time.  POR at 61-62.  

Here again, however, PO’s alleged distinction was based upon the illusory 
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and now rejected premise that Wiltshire’s teachings are limited to casino 

embodiments, as opposed to looking at Wiltshire for “everything that it teaches.”  

Opinion at *8-9.  The Federal Circuit’s finding that the server of Wiltshire’s Figure 

2 can run Doom—a non-casino game that was typically played at home—refutes 

PO’s arguments that Wiltshire’s teachings are limited to commercial casino 

establishments.  See Ex. 1025 (Dr. Hart Dep. Tr.) at 36:4-12 (“I believe I played 

[Doom] on a desktop and laptop computer in the ’90s.  Q.  And have you ever 

played Doom in a casino?  A.  No, I have not.  Q.  Have you ever played Doom in 

a commercial gaming establishment?  A.  No, I have not.”). 

In sum, the Federal Circuit’s opinion confirms that a POSITA would have 

been motivated to combine Wiltshire and Chen as described in the Petition.   

II. CONCLUSION 

The Federal Circuit’s opinion and Wiltshire’s full teachings refute PO’s 

arguments for each of the challenged claims as explained above.  When the full 

disclosure of Wiltshire is considered—including its use of Doom and other video 

games (and not just Wiltshire’s casino embodiments)—challenged claims 1-12 of 

the ’109 patent are unpatentable for the reasons set forth in the Petition. 

Respectfully Submitted, 

/Joseph F. Haag/ 

Joseph F. Haag 
Registration No. 42,612  
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