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HEWLETT PACKARD ENTERPRISE COMPANY,
Petitioner,

V.

INTELLECTUAL VENTURES I LLC,
Patent Owner.
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Before KEN B. BARRETT, NABEEL U. KHAN, and
STEPHEN E. BELISLE, Administrative Patent Judges.

BARRETT, Administrative Patent Judge.

TERMINATION
Due to Settlement After Institution of Trial
35US8.C.§317,37 CFR §42.74
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On June 7, 2022, we instituted an inter partes review of claims
1-5 and 9—12 of U.S. Patent No. 6,779,082 B2 (“the 082 patent™). Paper 8.
On January 24, 2023, with our authorization, the parties filed a “Joint
Motion to Terminate Pursuant to 35 U.S.C. § 317.” Paper 23 (“Mot.” or
“Motion”). The parties represent in the Motion that they have settled their
disputes. Mot. 1. The Motion was accompanied by a document (Ex. 1022)
that the parties represent to be a true and correct copy of the written
settlement agreement in connection with this proceeding. Id. at 2-3. The
parties certify that “that there are no other ‘collateral agreements referred to
in such agreement or understanding, made in connection with, or in
contemplation of, the termination of [the] inter partes review.’” Id. at 3
(quoting 35 U.S.C. § 317(b) (alteration in original)). Id. at 4. Based on the
parties’ representations, we understand that are no other agreements or
understandings between Petitioner and Patent Owner made in connection
with, or in contemplation of, the termination of this proceeding.

The parties also filed, with our authorization, a “Joint Request to Keep
Separate Pursuant to 35 U.S.C. § 317 and 37 C.F.R. § 42.74” (Paper 25),
requesting that the settlement agreement be treated a business confidential
information and be kept separate from the file of the *082 patent, pursuant to
35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c).

The Board generally expects that a case “will terminate after the filing
of a settlement agreement, unless the Board has already decided the merits.”
Patent Trial and Appeal Board Consolidated Trial Practice Guide 86 (Nov.
2019), available at https://www.uspto.gov/sites/default/files/documents/
tpgnov.pdf; see 37 C.F.R. § 42.72. We have not decided yet the merits of

this proceeding, and a final written decision has not been entered. Under the
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circumstances presented here, we determine that it is appropriate to
terminate this proceeding with respect to both Petitioner and Patent Owner.
Accordingly, we grant the parties’ motion to terminate the proceeding.

We also determine that the parties have complied with the
requirements of 37 C.F.R. § 42.74(c) to have their settlement agreement
treated as business confidential information and kept separate from the
patent files of the challenged patent. Thus, we grant the parties’ joint
request to treat the settlement agreement as business confidential
information.

This Order does not constitute a final written decision pursuant to 35
U.S.C. § 318(a).

Accordingly, it is

ORDERED that the Joint Motion to Terminate this inter partes review
1s granted,

FURTHER ORDERED that this proceeding is terminated,

FURTHER ORDERED that the Joint Request to Keep Separate is
granted; and

FURTHER ORDERED that the parties’ settlement agreement, Exhibit
1022, is to be kept separate from the file of the involved U.S. Patent No.
6,779,082 B2 under the provisions of 35 U.S.C. § 317(b) and 37 C.F.R.

§ 42.74(c).
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PETITIONER:

Eliot Williams

Morgan Mayne

Jacob McDonald

BAKER BOTTS L.L.P.
Eliot.williams@bakerbotts.com
Morgan.grissum@bakerbotts.com
Jacob.mcdonald@bakerbotts.com

PATENT OWNER:

Daniel Block

Byron Pickard

James Hietala

Steven Pappas

Todd Thurheimer

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.
Dblock-ptab@sternekessler.com
Bpickard-ptab@sternekessler.com
Jhietala-ptab@sternekessler.com
Spappas-ptab@sternekessler.com
Tthurheimer-ptab@sternekessler.com

Russell Rigby
INTELLECTUAL VENTURES
rrigby@intven.com


mailto:Eliot.williams@bakerbotts.com
mailto:Morgan.grissum@bakerbotts.com
mailto:Jacob.mcdonald@bakerbotts.com
mailto:Dblock-ptab@sternekessler.com
mailto:Bpickard-ptab@sternekessler.com
mailto:Jhietala-ptab@sternekessler.com
mailto:Spappas-ptab@sternekessler.com
mailto:Tthurheimer-ptab@sternekessler.com
mailto:rrigby@intven.com

	TERMINATION

