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Roku petitions for IPR of claims 1-23 of U.S. Patent No. 10,860,691.

l. INTRODUCTION

The ’691 patent claims are directed to a system that identifies requested
digital media content using “fingerprints,” and provides, to third-party retailers,
statistics summarizing collected demographic data for users who accept and
decline to stream content. EX1001, 8:27-37, 11:52-12:14.

But tracking demographic data and content using fingerprints in response to
users accepting and declining to stream was already disclosed by several prior art
references, including U.S. Patent Publication Nos. 2011/0191246 (EX1004,
“Brandstetter”), 2004/0010417 (EX1003, “Peled”), 2008/0140433 (EX1006,
“Levy”), and 2005/0004873 (EX1005, “Pou”). T his Petition thus demonstrates the
unpatentability of all claims of the 691 patent.

Il.  IDENTIFICATION OF UNPATENTABILITY GROUNDS

Ground Prior Art Basis Claims

1 Brandstetter-Levy 35U.S.C. 8103 1-4,6-12,14-17
Brandstetter-Levy-Vijay

2 (EX1008) §103 5,13
Brandstetter-Levy-

3 Rassool (EX1016) 5103 18-20
Brandstetter-Levy-Flory

4 (EX1078) 8103 21-23

5 Peled-Pou § 103 1-4,6-12,15-17

6 Peled-Pou-Vijay 8103 5,13

7 Peled-Pou-Brandstetter | § 103 14

8 Peled-Pou-Rassool §103 18-20

9 Peled-Pou-Flory 8103 21-23
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The earliest alleged priority date of the 691 patentis November 4, 2011.1

The references qualify as prior art as follows:

Brandstetter is prior art under pre-AlA 35 U.S.C. 8§ 102(a) because it was
published on August 4, 2011.

Peled is prior art under § 102(b) because it was published on January 15,
2004,

Levy is prior art under § 102(b) because it was published on June 12,
2008.

Pou s prior art under § 102(b) because it was published on January 6,
2005.

Vijay is prior art under § 102(e) because it was filed on May 31, 2011.
Rassool is prior art under 8 102(b) because it issued on May 9, 2006.
Flory is prior art under 8 102(b) because it was published on June 28,
2007.

I11. LEVEL OF ORDINARY SKILL IN THE ART

A person of ordinary skill in the art (“POSA”) at the time the *691 patent

was filed would have a bachelor’s degree in electrical engineering, computer

engineering, computer science, or equivalent degree with at least two years of

relevant industry experience, including in digital media content delivery, digital

1 Petitioner reserves the right to challenge that priority date in other

proceedings.
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media content protection, and statistical analysis of digital media consumption.
EX1002, 111-48.

V. OVERVIEW OF THE "691 PATENT

The’691 is generally directedto (1) licensing and distributing digital media
content, and (2) targeted marketing. However, these concepts were well-known.
EX1002, 1149-77, 103-57.

A. Disclosure
1. Distributing Media Content Using Fingerprints
The 691 patent describes a platform for distributing, licensing, and

marketing digital media content. EX1001, Abstract, 1:17-20, 1:61-63, 3:35-42,

FIG. 2.
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\_,_| Statistics Statistics

Record Record

Digital Media File
Digital Media File

EX1001, FIG. 2 (annotated).
The platform includes a “licensing system 16” (green) and user “device 10”
(red). Id., 3:26-34, 3:65-4:7. The patent broadly describes its functionality as
capable of being implemented at either of these devices. Id., 8:8-19, 10:17-21,

11:37-41; EX1002, 1178-85. Figures 4-5 depict this functionality:
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“Licensing system 16” is loaded with a “catalog of media content items.”
EX1001, FIG. 3, 7:39-43, 8:21-56, 13:25-28. The content items are analyzed to
determine “identifying characteristics” that are “inherently present.” Id., 4:13-31,
6:57-67, 8:27-50, 9:3-10, 9:17-21. This may be a “fingerprint” or “digital
watermarking.” 1d., 4:31-37, 13:25-28. A fingerprint embodies inherent properties
of the media content so as to allow the system to distinguish between multiple
versions of content and to ensure that the system can accurately identify content
even if it has been remastered or modified. Id., 4:26-31, 9:18-24; EX1002, 1185-
87.

A user may then request to evaluate streaming content, and if not licensed to
do so, acquire a license. EX1001, 4:2-11, 4:31-52, 9:22-38, 9:64-11:1; EX1002,
188.

2.  Targeted Marketing

User demographic data is collected when a user accepts or declines a license
and is provided as reports so that content providers can gauge interest and perform
targeted marketing. EX1001, 5:30-38, 7:61-8:7, 9:49-57, 11:12-36, 11:61-12:25;

EX1002, 1189-91. Figure 7 depicts this process:
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FIG.7

EX1001, FIG. 7.

B. Prosecution History

During prosecution of the *691 patent’s parent, the applicant amended the
claims to recite user data being extracted when the user acquires “or” declines a
license. EX1009, 196. The Examiner found that the prior art taught this limitation,
which led the applicant to once again amend the claims, this time to require that
user data be collected both when the user acquires “and” declines a license. Id.,
224-25, 227, 305, 307, 345. In allowing these amended claims, the Examiner found

that the prior art does not disclose “storing demographic data about users that
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decline a media license in order to inform a marketing analysis.”? 1d., 376. The
’691 patent issued based on the Examiner’s similar determination. EX1013, 131.
The Examiner was unaware, however, that this feature is disclosed in Brandstetter
and Peled as further explained below. EX1002, 1101-02.

C. Claims

The 691 patent contains twenty-three claims, four of which (claims 1, 7, 9,
and 15) are independent. A Claim Appendix has been included with this Petition.

Claim 1 recites a computer-implemented method in which requested media
content is identified based on fingerprints ([LA]-[1B]) and user demographic data
Is collected, for purposes of targeted marketing, when one user accepts to stream
content and another declines to stream the same content ([1C]-[11]). EX1002,
1192-97.

Claim 1 does not explicitly require a single device or system to performall
of its steps. 1d., 193. Indeed, when Patent Owner (“PO”) intended to claim a single
device, it did so expressly. EX1077, claim 1 (reciting a “multimedia hardware
device” performing certain functions). Rather, the context of claim 1 suggests that
at least some of its limitations would be practiced by the licensing systemona

server, such as “receiving a ... request ... to evaluate streaming the media content

item,” “aggregating ... user datainto a ... statistics record,” “storing” the record in

2 All emphasis added unless otherwise noted.
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a database, and “analyzing” the records. EX1001, FIG. 5, 7:61-8:7, 10:54-11:2,
11:20-36; EX1002, 193.

Under any interpretation, however, the grounds of unpatentability presented
below render claim 1 obvious when occurring at either a user device or a licensing
system. EX1002, 1194.

D. Other Patents

Petitioner has filed IPR petitions challenging other patents in the same
family. Claim features unigue to the individual patents can be found, for example,
at 1198-100 of the Declaration of John Tinsman (EX1002).

Each of these patents recites identifying whether a user has accepted or
declined an offer, recording user demographic data, and providing a summary of
the user demographic data. EX1002, 1198-100. The 691 patent likewise claims
these concepts but refers specifically to streaming, a “media fingerprint,” and two
users requesting the same media content item.

V. CLAIMCONSTRUCTION

In IPRs, claims must be given their ordinary and customary meaning as
understood by one of ordinary skill in the artat the time of the invention in light of
the specification and the prosecution history. 35 U.S.C. § 282(b); 37 C.F.R.

8 42.100(b); Phillipsv. AWH Corp., 415 F.3d 1303, 1312-1313 (Fed. Cir. 2005)

(en banc); 83 Fed. Reg. 51,340 (Oct. 11, 2018).
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In the parallel litigation, PO represented to the court that the “decline”
limitation (e.g., [1D]) “does not require an affirmative act by a user,” and that “a
user’s passive interaction with a device, such as navigating or scrolling pastan
offer to license or stream media content” was sufficient. EX1070, 3. Petitioner
disagrees with that broad interpretation, as it would unreasonably cover any action
by the user that is not an affirmative acceptance. Further, PO’sinterpretation is
Inconsistent with narrowing amendments made during prosecution. T o obtain
allowance, the applicant narrowed the claims to require extracting user data when
the user declines a license, which the Examiner found was not disclosed in the
prior art. Section IV.B. PO cannot now disavow the narrowing amendment that
allowed the patent to issue in the first place.

Regardless, under any reasonable interpretation of a user “decline,” the prior
art presented here discloses it. EX1002, Sections IX.B.5, XI111.B.5. Thus, while
PO’s interpretation of “decline” in the parallel litigation is wrong, the construction
of that term is immaterial to the outcome of this proceeding.

Likewise, no other claim term requires construction. Id., 1158-59.

VI. GROUND 1: CLAIMS 1-4, 6-12, AND 14-17 ARE OBVIOUS OVER
BRANDSTETTER-LEVY.

A. Overview of Brandstetter

Brandstetter discloses a platform where content creators can market and

distribute digital content. EX1004, Abstract, 169, 118. The platform includes a

-10 -
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central server communicating with user client devices. Id., 1191, 109.
Brandstetter’s platform licenses and distributes digital media content to its users.
Id., 1177, 98, 120, 126, 173; EX1002, 11104-08.

Brandstetter also includes a report module that “collects information about
user activity with respect to media content on the platform.” EX1004, {171, 83, 96.
This includes “user demographics (e.qg., ages, geographical locations, ethnicities,
genders),” as well as media characteristics and how users interacted with media
content. Id., 1165, 71. Brandstetter tracks user “activity up to and including a
purchase” so that, “even if a purchase is not made, data related to audience
interaction with content on the website can be indexed and used for later analysis.”
Id., 1130; EX1002, 19109-16. T he data is then used to generate activity reports that
allow third parties to engage in targeted marketing of media content. EX1004, 8,
65, 71, 73, 75-76, 78, 80, 84-86, 96-97, 130, 133, 172.

B. Overview of Levy

Levy describes “integrating content identifiers with digital rights
management systems.” EX1006, 13, 5-6, 10, 17. To manage digital rights, Levy
describes a “Media Server” user device, which may be a “cell phone, MP3 player,
IPod® and personal computer[]” that includes “Client Player Application”
software for playing content. Id., 1183-84. When a “user selects raw content for

playing,” the Media Server identifies a corresponding digital watermark (DWM)
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Content ID. Id., 1108. A “fingerprint (e.g., a hash, derived signature or reduce-bit
representation of content)” allows Levy’s system to “uniquely identify” media
content. 1d., 11140, 142. Levy’s Media Server “calculates or derives a fingerprint
of content” and uses the fingerprint to identify corresponding “Usage Rights.” Id.
“Usage Rights” refersto a “License” and define the conditions for playing the
media content. Id., 187. The content is then distributed in accordance with the
Usage Rights. 1d., 1190, 97-98, 110, 112, 115; EX1002, 130-41.

C. A POSAwouldhave combined Brandstetterand Levy.

1. A POSA would have been motivated to improve
Brandstetter’s platform with Levy’s content identification
and fingerprinting framework.

A POSAwould have been motivated to combine Brandstetter with Levy to:
(1) provide an efficient mechanism for tracking purchased licenses, and
(2) confirm adherence to license terms for downloaded media files. EX1002,
11160-72.

First, the Brandstetter-Levy combination results in a system that efficiently
tracks purchased licenses. Brandstetter tracks user purchase history and all
“audience interaction” with Brandstetter’s platform. EX1004, 115-9, 130, FIGs.
27-44. For example, Brandstetter describes tracking user license purchases via
active rentals and a download history, an example of which is illustrated in Figure

28 below. EX1004, FIGs. 26-29, 166.

-12-
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EX1004, FIG. 28.

Brandstetter uniquely identifies the content using a “globally constant

description.” 1d., 118. And this tracking helps with “marketing and distribution

strategies for media content.” Id., 117, 66; EX1002, §1164-68. Acommon way to

uniquely track purchased media content would be using a unique content identifier.

EX1002, §168. Levy recites such techniques, including the use of watermarks and

digital fingerprints (e.g., “Content ID”). EX1006, 110, 14, 58-66, 85, 140. A

POSAwould have been motivated to combine these techniques with Brandstetter

to efficiently track user purchases and identify previously obtained media content.

Id., 1158-66; EX1002, 1168. A fingerprint is a compact, “reduce-bit representation
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of content” and therefore enables fast and computationally efficient comparisons.
EX1006, §142; EX1002, 1168. Brandstetter-Levy would track licenses on a server
platform as well as media files local to client devices using such fingerprints.
EX1004, 1177, 125, 145, 166, 169, 173; EX1002, 1168.

Levy’s techniques would even allow Brandstetter’s platform to distinguish
between different versions of content using Content IDs and/or fingerprints rather
than the full versions themselves. EX1006, §142; EX1004, 6. T hus, implementing
Levy’s unique Content ID or fingerprinting would provide an efficient mechanism
for organizing purchased licenses. EX1002, 1168.

Second, the Brandstetter-Levy combination aids in confirming adherence to
license terms for downloaded media files. Id., 11169-70. While Brandstetter offers
licenses to download, a POSAwould have recognized that content creators would
not want licensees to freely distribute downloaded files due to revenue stream
harms. 1d., 1169; EX1006, {113, 66; EX1004, 114-5, 77, 125, 145, 166. Combining
Levy’s Content ID or fingerprint checking to control access via Usage Rights
would help to prevent unauthorized access to media content. EX1002, 11169-70;
EX1006, 1106-14. APOSAwould have been motivated to implement such
control with Brandstetter to prevent the unauthorized distribution of downloaded
media content items and to allow content creators to secure revenue streams.

EX1004, 114-5; EX1002, 11170-72.
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2. A POSAwould have known howto combine Brandstetter
and Levy and would have had a reasonable expectation of
success.

A POSAwould have known how to combine Brandstetter and Levy and
would have had a reasonable expectation of success. EX1002, 1173. APOSA
would have implemented Levy’s purchase and license tracking/fingerprinting
techniques with Brandstetter to distribute licensed content. EX1005, 156-73, 76-
79. The combined system would manage different rentals and/or purchases and
control downloaded content. Section VI.C.1; EX1002, 1173; EX1004, {177, 125,
145, 166, 169, 173.

Both Brandstetter and Levy describe conventional systems for managing
digital media files. EX1004, 1190-101; EX1006, 917, 49-57. APOSAwould have
easily combined the references using well-known computer programming
techniques. EX1002, 1174. Combining Brandstetter and Levy would have been
predictable and would have simply amounted to updating Brandstetter’s license
management software algorithm to include Levy’s Content ID or fingerprint
management. Id., §§174-75.

D. Brandstetter-Levy DisclosesClaim 1.
1.  [1P].
Tothe extent the preamble is limiting, Brandstetter provides a “platform ...

by which a plurality of content providers can market and distribute media content
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to users.” EX1004, 116-10. Brandstetter’s “client device 111” discloses the claimed

“multimedia hardware device.” Id., 1191-92, 102-10, FIG. 1C; EX1002, 11176-78.

EX1004, FIG. 1C (annotated).

Server 101 distributes media content to the “user’s computer,” client device
111. EX1004, 1169, 90-109. This distribution includes “streaming” a media
content “item” included in a digital media file. EX1002, 11179-81; EX1004, 117,
67,69, 118, 167,173, FIGs. 2, 16, 19, 30, 35-39. Brandstetter thus discloses the

preamble.
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Although the preamble recites a “multimedia hardware device,” it is directed
more generally to a “computer implemented method for configuring” the device
“to stream a media content item.” Thus, even to the extent the preamble is limiting,
it merely requires that the performance of the steps recited in the body of the claim
result in a device that is configured “to stream a media content item.” The
preamble does not require all claim steps to be performed only on the multimedia
hardware device. Section 1V.C. Indeed, the context of claim 1 suggests that at least
some of its limitations would be performed by the licensing system on a server. Id.;
EX1002, 1181.

Regardless, a POSAwould have found it obvious that each of the claim
steps could be performed either on Brandstetter’s server or its client devices.
Brandstetter explains that “there may be little or no difference between the
architecture of the serving devices and the client devices,” and that “other
embodiments that do not make use of a client-server architecture are possible.”
EX1004, 172; EX1002, 11182-86.

2. [LA] “receiving a first request from a first user to evaluate
streaming the media content item and a second request

from a second user to evaluate streaming the media content
item.”

Brandstetter’s platform receives requests from a “plurality” of users—i.e., at
least two users—to evaluate streaming content when the users browse for content.

EX1004, Abstract, 16, 10, 66, 69, 71, 75-81, 91, 98, 141-47, FIG. 48; EX1002,

-17 -



Petition for Inter Partes Review of
U.S. Patent No. 10,860,691

191187-88. Such requests may be made, for example, by “click[ing] on an
advertisement” or using a “search” bar in one of Brandstetter’s interfaces. EX1004,
1171, 87, 120-27; FIGs. 4, 25-36. Those requests are received by a “distribution
module” 140 at Brandstetter’s server. Id., 198; EX1002, 1187.

A POSAwould have understood that multiple users can request the same
media content item, and that users’ requests to stream are in fact requests to
“evaluate streaming” because users can “click[] on an advertisement for ... media
content,” and thereafter “purchase[] a license to the media content.” EX1004, 171;
EX1002, 188-91. Theact of clicking on an advertisement for particular content
(i.e., requesting to stream that content) enables the user to evaluate streaming that
content rather than actually streaming it. EX1002, 1188.

3. [1B] “identifying the media content item by determining a
media fingerprint ...”

Brandstetter’s platform identifies requested media content items, generally,
as there would be no way to provide a user with the requested item without first
identifying that which the user has requested. EX1002, 11192-94. Indeed,
Brandstetter states that its system obtains “the characteristics of the media content
with which each of the users interact, such as the type of media content (e.g.,
video, audio, graphic, or literary work).” EX1004, 171, 83, FIGs. 1A-1B; see also
id., 1118 (referring to “static elements corresponding to aspects of the content that

remain constant (e.g., or unchanging) in the platform,” including title, plot, genre,
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ratings, credit). Brandstetter further explains that this “static information” uniquely
identifies contentand includes a “globally constant description” that individually
identifies content. Id., 1118.

And, while Brandstetter may not expressly disclose using fingerprints to
identify media content, Levy does. Levy describes an algorithm by which

multimedia files such as songs, videos, and images are “identified” before being

rendered, EX1006, 114, 42, 69, 93: see also id., FIGs. 17a-18, 11108-09:

Fig. 1

Identify Content

S1

Determine
Usage Rights §2
from Content |~
Identifiers and

Database

Track Usage
and/cr Billing
based on
Identifiers

Repackage
Contentbased | ___- S4
on Identifiers, if

Needed

EX1006, FIG. 1 (annotated).
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This identification can be performed using “fingerprints,” which was the most
common way to identify digital media content in the prior art. Id., Abstract, {7,
12,13, 42, 47-48,54-58, 77, 80, 89, 108-09, 140-42, claims 19, 23, 26, 33, 39;
EX1002, 11195-96. Levy describes its fingerprints as comprising “a hash, derived
signature or reduce-bit representation of content” that allows Levy’s system to
“uniquely identify” media content. EX1006, 11140, 142. T his fingerprint “is
generated during content creation.” Id., §140. Thus, Levy’s fingerprints identify a
unigue characteristic inherently present in the media content item captured during
the recorded creation of the media content item, and exclude information
introduced to the media content item extraneous to the recorded creation. EX1002,
19196-98.

Indeed, Levy uses the same language to describe its fingerprinting algorithm
as the ’691 patent itself. Compare EX1001, 4:16-22, 9:6-13 (’691 patent describing
fingerprints that embody characteristics “inherently present in the media content
item” and that distinguish between different versions of a song), with EX1006,
947, 85, 142, claim 23 (fingerprints “derive[] from the content itself” and
“uniquely identify versions of songs”); EX1002, 1199.

To the extent the claimed “identifying” step is interpreted to occur at the
user device, Levy discloses this. Levy’s media content “is identified before

rendering,” without specifying where that step takes place. EX1006, 1142, 152
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(stating that Levy’s embodiments can be “interchang[ed] and substitut[ed]”). Levy
provides examples in which a user’s device (i.e., Levy’s “Media Server” with
“Client Player Application” software) can perform the identification step by
extracting a fingerprint from the content and looking up the fingerprint in a
database, which Levy states can be a “local” database residing on the user’s device.
Id., 1110, 43, 51, 54-55, 76, 83-84, 98. Levy’s “Media Server includes a fingerprint
reader” that “calculates or derives a fingerprint of content.” Id., 1140; EX1002,
191200-02.

Tothe extent the claimed “identifying” step is interpreted to occur at a
server remote from a user device, Levy likewise discloses this. For example,

Levy’s “Media Server” (i.e., user device) may communicate a derived “Fingerprint
Content ID” to a “Fingerprint Rights Registry to obtain corresponding Usage
Rights.” EX1006, 1140. APOSAwould have understood and it would have been
obvious that for the remote Rights Registry to store an association of Usage Rights
to content fingerprints, a remote server would have needed to identify the content
using a fingerprint. 1d., 1110, 43, 90, 105, 110, 112, 140; EX1002, 203-04.
A POSAwould have been motivated to implement Levy’s fingerprinting

identification algorithm at either Brandstetter’s client devices or its server and had

a reasonable expectation of success for all the reasons previously discussed.

Section VI.C; EX1002, 19202-05.
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4, [1C] “extracting first user data specific to the first user
when the first user accepts to stream the media content
item.”

Brandstetter’s platform “collect[s] information about the users (e.g., their
demographics) and user activity.” EX1004, {165, 83, 130; EX1002, §206. Such
data includes “ages, geographical locations, ethnicities, [and] genders.” EX1004,
I71. Brandstetter tracks “all activity up to and including a purchase,” id., 1130,
and thus extracts data for rental and purchase licenses to stream, id., 1175, 77, 83,
87,93, 119, 120, 123, 124, 126, FIGs. 16, 19, 35A; EX1002, 11207-08

Brandstetter’s “report module 134” summarizes the user demographic data
to generate “activity reports.” EX1004, 196. These reports reflect any and all user
activity on the platform. Id., 165. Brandstetter’s Figures 40-49 illustrate examples

of such reports.
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EX1004, FIG. 48 (annotated).
“FIGS. 40-49 show exemplary interfaces for interacting with content to generate
and display reports.” Id., 1174. The reports may provide “graphic interpretations
(e.g., scatter plot, pie chart, bar chart, etc.) of the selected content.” Id. For
example, Figure 48 illustrates a “bar chart graphic interpretation 4801 of content
reflective of “collect[ed] information about the users ... compiled into reports for
use by content creators” (e.g., copyright owners). Id., 1165, 179; EX1002, 11207-

09.
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5. [1D] “extracting second user data specific to the second user
when the second user declines to stream the media content
item:”

Brandstetter also extracts such data when a user declines to stream media
content. As explained above, Brandstetter’s platform collects user-specific data
“up to and including a purchase” so that, “even if a purchase is not made, data
related to audience interaction with content on the website can be indexed and used
for later analysis” (i.e., in Brandstetter’s activity reports). EX1004, 1130.

A user may implicitly decline to stream content by viewing the content and
then navigating away. EX1002, §9210-11. Alternatively, a user may explicitly
decline to stream by declining a particular offer provided by Brandstetter’s
platform. For example, as shown in Figure 16, a user may select a “rental” license
rather than a “purchase” license, in which case the user affirmatively declines the
“purchase” license. EX1004, FIG. 16, 175, 77, 87, 119, 120, 123-26, 130, 147.
Likewise, a user may choose a certain licensing package over another, which will
have the effect of affirmatively declining the other package. Id., 1169. In either
case, user data is tracked and extracted to ascertain the demographics of users who
“are not interested in” certain media content. Id., 177, 130, 173; EX1002, 19211-

15.
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6. [1E] “aggregating the extracted ... datainto a first[/second]
statistics record ...”

Brandstetter describes aggregating data that its platform gathers, including
the demographic data described above. EX1004, 171; Sections VI.D.4-5. Such data
Is used to generate “intelligence” and “statistics” for particular users. EX1004,
19132-33, 172. The “intelligence” and/or “statistics” disclose the claimed
“statistics record[s].” Brandstetter uses them to generate activity reports. Id.;
Section V1.9; EX1002, 216.

As explained above, Brandstetter collects for analysis—and thus aggregates
Into statistics records—user data, both when a user accepts and declines to stream
content. EX1004, 1130. Further,a POSA would have understood that
Brandstetter’s platform can aggregate data on a per-user basis such that each user’s
data is aggregated into a different record. Id., 11128, 133; EX1002, 11217-109.

7. [1F]: “storing ... the first[/second] statistics record ... so that

the summarized ... user data ... is accessible to a third
party online retailer.”

Brandstetter stores user activity and demographic data to build statistics and
reports for content providers. Sections VI1.D.4-6. Brandstetter stores these statistics
for subsequent retrieval when generating activity reports. EX1004, 1974, 85, 93,
172, FIG. 1C; EX1002, 19220-21. As depicted in Figure 1C, “report module 134"
within memory 114 collects user data, stores this data in report database 136, and

then generates activity reports. EX1004, {193, 96.
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EX1004, FIG. 1C (annotated).

Brandstetter’s statistics are used to generate activity reports that summarize
the user data. 1d., 1165, 93; Section VI.D.9. Those reports, in turn, can be provided
to any user who requests them, which can include a third-party online retailer. Id.,
193. Brandstetter states that its reports “may be provided to ... content
provider[s],” and makes clear that “[a] content provider is any third party granted
the rightto market or distribute (including, without limitation, subdistribution,
syndication, and licensing of) a content creator’s content or content-related data.”

Id., 118-9, 159. Brandstetter states that a content provider can comprise a “sales
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agent.” 1d., 159. APOSAwould have understood from this disclosure that
Brandstetter’s statistics records are accessible to third-party online retailers—i.e.,
third parties who have authorization to sell media content. 1d., 1110, 91-92, FIG.
1C; EX1002, 19221-27.

8. [1G] “retrieving the first[/second] statistics record ... with
the identity of the media content item determined by the
media fingerprint.”

As explained above, Brandstetter’s intelligence and/or user statistics (i.e.,
the claimed “statistics records”) are stored in a database. Section VI.D.7.
Brandstetter’s reports containing the statistics can be “retrieved from persistent
storage and provided to” the requesting party. EX1004, 74; EX1002, 1228.

Further, as explained above, Levy discloses identifying a requested media
content item based on the item’s fingerprint. Section VI.D.3. Giventhat Levy’s
fingerprint corresponds to a unique identifier for a media content item, a POSA
would have been motivated to use such a fingerprint to identify a media content
item and to retrieve Brandstetter’s reports from the database based on that identity,

and had a reasonable expectation of success for the reasons explained above.

Sections VI.C, VI.D.3; EX1002, 1229-30.
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[1H]: “analyzing the retrieved first[/second] statistics

record ...
contentitem...”

to determine a target demographic of the media

Brandstetter’s process leading to the generation of “activity reports”

discloses the analysis of a plurality of statistics records. Sections VI.D.6-8;

EX1002, §231. Brandstetter’s “report module 134" analyzes the aggregated data to

generate reports and to identify a user demographic for targeted marketing of

media content. EX1004, {16, 66, 73-79, 83, 86, 97, 115, 132-33. Brandstetter

analyzes the indexed site activity to generate statistics for particular users and to

generate reports. Id., 116, 8-10, 130, 132-33, 172; EX1002, 11232-34. T he reports

contain “historical information regarding purchases ... by one or more

demographicgroups.” EX1004, 16, FIG. 48.
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EX1004, FIG. 48.
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Figure 48 shows an example report that provides gender information, but
Brandstetter’s reports can also categorize other user demographic and interaction
data. 1d., 11173-74, 179; EX1002, 11235-37. Brandstetter describes a demographic
of individuals who accept and decline to stream content. EX1004, 1130. APOSA
would have understood that Brandstetter’s reports therefore analyze user data for
both categories of users. Id., 181; EX1002, 1238-40.

10. [11] “providing the third party online retailer the target
demographic to market the media contentitem...”

Brandstetter states that its activity reports—which convey a target
demographic—can be “retrieved from persistent storage and provided to the”
requesting party. EX1004, 174. Reports can be provided, for example, by
displaying them *“via an appropriate interface device, such as a display screen
connected to the client computer.” Id., 185. As another example, Brandstetter
states that its server “transmits ... activity reports to client device 111 via network
121" to a requesting party. Id., 196. In either scenario, the report is provided to the
requesting party, including a third-party online retailer. Section V1.D.7; EX1002,
111241-42.

The reports contain target demographic information used by the requesting
party to “efficiently market and distribute their content to a target audience.”
EX1004, §6; see also id., 114-9, 65-66 (reports allow content creators to

“develop[] and execut[e] one or more strategies for marketing and distributing
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their own content” to particular demographics), 75 (reports allow a creator “to
market his particular item of media content (e.g., to users of a particular
demographic (15) or known interest)”), 79, 81, 89, FIG. 1A; EX1002, 1243-47.

E. Claim?7.

Claim 7 is similar to claim 1 in most material respects, but its preamble
focuses on a “media content streaming and verification system,” which is not
patentably distinct. Again, as described above, the claim steps need not occur at
any particular device. Sections IV.C, VI.D.1. Brandstetter-Levy renders claim 7
obvious for the reasons presented in claim 1, and as further explained below.

EX1002, 11248-53.

[7P] Section VI.D.1.
[7A] Section VI.D.2.
[7B] Section VI.D.3.
[7C] Section VI.D.4.
[7D] Section VI.D.5.
[7E] Section VI.D.6.
[7F] Section VI.D.7.
[7G] Section VI.D.8.
[7H] Sections VI.D.9-10.

Claim 7 recites a “media content streaming and verification system’ and
user “external devices,” and requires the stored data be accessible “to a party other
than the first and second user.” Regarding the “media content streaming and
verification system” in [7P], aPOSAwould have understood that Brandstetter’s

central server 101 is such a system. EX1004, {172, 91-92, 98; EX1002, 1249.

-30 -



Petition for Inter Partes Review of
U.S. Patent No. 10,860,691

Regarding the “external devices,” Brandstetter’s media content items are
distributed to “hundreds of thousands” of user “client devices” 111, each of which
may comprise a “personal computer (e.g., desktop or laptop computer) or any
form of mobile computing device (e.g., an iPhone, BlackBerry, and the like).”
EX1004, 1169, 91, 101, 109. Brandstetter’s client devices constitutes the claimed
“external devices.” Section VI.D.1; EX1002, 1250.

Finally, regarding “a party other than the first and second user” in [7F] and
[7H], as explained above, Brandstetter discloses that any party—including a third-
party content provider and retailer—can access Brandstetter’s intelligence and/or
statistics (i.e., the claimed “statistics record[s]”). Sections VI.D.7, VI.D.9-10;
EX1002, 19251-52.

F. Claim9.

Claim 9 recites a “system” that performs substantially the same method
recited in claim 1, which is not patentably distinct. Again, as described above, the
claim steps need not occur at any particular device. Section IV.C, VI.D.1.
Brandstetter-Levy thus renders claim 9 obvious for the reasons presented in claim

1 and as further explained below. EX1002, 11254-57.

[9P] Section VI.D.1.
[9A.1] See below.
[9A.2] See below.
[9B] Section VI.D.2.
[9C] Section VI.D.3.
[9D] Section VI.D.4.
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[9E] Section VI.D.5.
[9F] Section VI.D.6.
[9G] Section VI.D.7.
[9H] Section VI.D.8.
[91] Sections VI.D.9-VI.D.10.

Claim 9 recites a “processor” and “memory.” Regarding the “processor” in
[9A.1], Brandstetter’s central server “will typically have one or more processing
units (CPUs) 10.” EX1004, 192. Likewise, Brandstetter’s client device 111
contains “one or more processing units (CPUs).” Id., 11102-03. Both sets of
processors may be “general [or] special purpose microprocessors, and any one or
more processors of any kind of digital computer.” Id., §183; EX1002, 1255.

Regarding the “memory” in [9A.2], Brandstetter’s server contains “a
memory 114” that stores the operating system and software required to carry out
Brandstetter’s server-side tasks. EX1004, 1192-99. Likewise, Brandstetter’s client
device contains “a memory 54” that stores an operating system and the software
required to carry out Brandstetter’s client-side tasks. Id., 1105; EX1002, §256.

G. Claim 15.

Claim 15 is similar to claim 1 in most material respects except that it
involves a single user requesting to stream two different media content items,
which is not patentably distinct. Again, as described above, the claim steps need

not occur at any particular device. Section IV.C, VI.D.1. Brandstetter-Levy thus
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renders claim 15 obvious for the reasons presented in claim 1 and as further

explained below. EX1002, 1258-65.

[15P] Section VI.D.1.
[15A] Section VI.D.2.
[15B] Section VI.D.3.
[15C] Section VI.D.3.
[15D] Section VI.D.4.
[15E] Section VI.D.5.
[15F] Section VI.D.6.
[15G] Section VI.D.7.
[15H] Section VI.D.8.
[151] Section VI.D.9.
[15J] Section VI.D.10.

Claim 15 recites a multimedia hardware device configured to stream a
“plurality of media content items” and requires the system to identify and analyze
data from one user and two different media content items. Regarding streaming a
“plurality of media content items” in [15P], Brandstetter’s “users can interface
with the platform so as to view information about different available items of
media content.” EX1004, 187. Brandstetter elsewhere states that its server
“receives user requests for distribution of items of media content” and distributes
“such items” to users. Id., 198. And a POSAwould have understood that a single
user can request to stream multiple media content items rather than justa single
item, as required in [15A]. Section VI.D.2; EX1004 §9120-26, FIGs. 26-29;

EX1002, 11259-60.
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Likewise, regarding the use of multiple fingerprints in [15C], a POSA
would have understood that Levy’s fingerprints can identify multiple media
content items rather than just a single item. Levy describes its fingerprinting
algorithm in the context of media content distribution, generally, and states that
the algorithm can be used to distinguish between different “versions of songs”
requested by users. EX1006, 1142. APOSAwould have been motivated to
Implement Levy’s fingerprinting techniques in either Brandstetter’s consumer
devices or its server and had a reasonable expectation of success for the reasons
discussed above. Sections VI.C, VI.D.3; EX1002, 261.

Regarding a single user’s data being aggregated into separate records in
[15F], a POSAwould have found it obvious to generate different sets of
intelligence and statistics for each media content item a user requests. EX1002,
262. Likewise, regarding [151] and [15J], it would have been obvious to use
Brandstetter’s aggregated data to determine a single target demographic or
multiple demographics for two separate media content items rather than for just a
single item. Brandstetter explains that a single demographic or multiple
demographics for media content items may be targeted, and that those
demographics may overlap. EX1004, 1178-79, 81. From this disclosure, a POSA
would have understood that Brandstetter’s platform statistics may be analyzed to

determine a target demographic based on the data of users who accept and decline
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to stream content. Sections VI.D.9-VI.D.10; EX1002, 19263-64.

H. Claims2 and 10 (“receiving a license” and “preventing
reproduction ... when the first and second requests are declined
by the licensing system™).

Brandstetter-Levy discloses receiving a license when a user’s request is
granted. EX1004, 1187, 99, 166, FIGs. 26, 28. When a user purchases a license, the
user account receives a license, which is tracked by Brandstetter’s platform. Id.;
EX1002, 1266-267. Brandstetter also prevents reproduction when the request is
declined. EX1004, 114-5; EX1002, 268.

Levy likewise discloses its “Media Server” receiving a license after a
purchase has been made. EX1006, 1197-98, 110, 112. Levy’s Media Server
receives “DRM-packaged” content that is packaged with corresponding Usage
Rights. Id., 1188, 98, 112. The Usage Rights are stored in a “DWM or re-linking
Rights Registry,” which may be “stored locally on the Media Server.” 1d., 1190,
97, 110. Therefore, Levy’s Media Server also receives a license. EX1002, 1269.
Levy also discloses preventing reproduction of media content when the licensing
request is declined—the “Client Player Application preferably prohibits access.”
EX1006, 1110; EX1002, 11270-73. APOSAwould have been motivated to use
this feature of Levy in Brandstetter’s platform to prevent contravention of

Brandstetter’s licenses and had a reasonable expectation of success. Section VI.C;

EX1002, 11273-75; EX1004, 112-5.
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l. Claims 3 and 11 (“plurality of [streaming/reproduction]
parameters”).

“Streaming” and “reproduction parameters” refer to the terms of a license.
EX1002, 1276-77. Brandstetter discloses parameters that would have been used in
combination, such as tracking a “number of times” a content may be played as
defined in a license. EX1004, 1147. Brandstetter also varies licenses and their price
based on video quality, bonus content, or downloadability. Id., 1175, 120, 125,
141. A POSAwould have understood that Brandstetter would have used a plurality
of reproduction parameters depending on the terms of the license obtained by the
consumer. EX1002, 11278-80.

Levy’s “copy control information (CCI)” bits also disclose
streaming/reproduction parameters because they specify copy restrictions for
streamed or copied media. EX1006, 137, 86, 122-23; EX1002, 11281-82.

J. Claims4 and 12 (“stor[ing] in a license database the first[/second]

user data ... thatis accessible to the third party online media
retailer’).

Claims 4 and 12 refer to allowing a “third party online media retailer” to
access the stored user data. Brandstetter explains that user statistics and data—
which include age, geographical location, gender, and ethnicity—are stored in a
“report database” 136 on the server. EX1004, FIG. 1C, {165, 93, 96, 100, 131;
Section VI.D.7. Brandstetter recognizes that other storage may also be possible,

including storage on client devices. EX1004, 185. Brandstetter expressly discloses
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that its memory 114 stores information relating to licenses. 1d., 193. Accordingly, it
would have been obvious that Brandstetter’s memory 114 is a license database. Id.
Moreover, Brandstetter also describes that such user activity may include user
credentials and digital rights status. Id., §71; EX1002, 11283-87.

Further, aPOSA would have understood that multiple users would use
Brandstetter’s system, and thus Brandstetter’s database stores user data associated
with multiple users. Section VI.D.7; EX1002, 1288. As described above, the stored
user data is accessible to a third party, including third-party online media retailers
that have been selected by the copyright owner to distribute the media-content
item. Section VI.D.7; EX1002, 11289-90.

K. Claims6 and 16 (“geographic location”).

Brandstetter discloses tracking geographic location information as part of the
stored demographic user data. Sections VI.D.4; EX1004, 1171, 142-43, 174, FIG.
40. Figure 40 depicts an example of sorting the user data based on geographic

location. EX1002, 11291-94.
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EX1004, FIG. 40.

L. Claim8 (generating and storing a “license record in a registered
user database™).

Brandstetter-Levy discloses storing license information in a registered user
database and granting licenses to user devices attempting to reproduce content.
EX1002, 1295-96. Brandstetter generates a license record and stores license
records with user profiles in memory 114 and/or 120. EX1004, 1192, 98-100, 166,

FIG. 25; EX1002, 11297-98. Users may then view their purchased licenses.

EX1004, 1166, FIGs. 26, 28.
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EX1004, FIG. 26 (annotated).

Brandstetter also registers users as seen from Figure 25, which depicts an

interface for creating/editing a profile with a user name and password. Id., 198;

EX1002, 1299.
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EX1004, FIG. 25.

Levy also updates a registered user database when a user purchases a license
via an online content store. EX1006, {152, 101. “The Media Server/User will
typically maintain an account with the online store ... .” Id., 19112, 114; EX1002,
11300-01. Levy also stores purchased license information by updating a “DRM

Rights Registry.” EX1006, 1101; EX1002, 11300-03.

M.  Claim 14 (user data includes “quantity of times” and “additional
media content items” previously accessed).

Brandstetter discloses identifying additional media content items that a user

has previously accessed. EX1002, 11304-05; EX1004, 171, 123. Brandstetter’s
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description of “cross-selling” and offering secondary content also discloses
tracking additional media content that a user has previously accessed, “e.g., if you
like A, you canbuy A and B together for $10.00.” EX1004, 11150-53; EX1002,
1306.

Brandstetter also tracks a quantity of times that the user has previously
accessed the media content item. EX1004, 19147, 173. For example, this is tracked
when enforcing a “play n-number of times licensing package.” Id.; EX1002,
11307-08.

N. Claim 17 (first and second versions of audiovisual works).

Brandstetter’s platform allows users to request and stream different types of
digital media content, including “audiovisual work[s]” such as movies and videos.
EX1004, 117,69, 71, 118, 120, 123, 141, 152, 164, 173, 176-177; Section VI.D.1;
EX1002, 11309-10.

Brandstetter expressly refers to multiple versions of movies, stating that its
system can distribute “a standard definition version of a film” as well as “a high
definition version of the film.” EX1004, 1126; EX1002, 11311-12.

VIlI. GROUND 2: CLAIMS5 AND 13 ARE OBVIOUS OVER
BRANDSTETTER-LEVY-VIJAY.

Dependent claims 5 and 13 require storing user data such that it is
“accessible to a hardware device manufacturer.” EX1001, 15:63-16:4, 17:58-65.

Vijay discloses this feature.
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Vijay discloses protecting electronic content using a “digital rights

management (‘DRM’) system.” EX1008, {12-3.
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EX1008, FIG. 1 (excerpted).

Device manufacturer 114 (Fig. 1 above) provides client devices 110 with
DRM protection. EX1008, 1122, 25, 27. “[D]evice manufacturer 114 may develop
both an operating system 116 and a hardware processor 118 for the client device
113" to provide “hardware-based encryption.” Id., 1122, 23, 27, 45-46. To achieve
this feature, device manufacturer 114 provides client devices 110 with a “DRM
adaptor.” 1d., 1122, 25, 27. Vijay thus discloses storing user data such that it is
accessible to a “hardware device manufacturer.” EX1002, 19149-51, 313-17.
EX1008, 1123, 27, 45-46. Brandstetter, in turn, provides user data to any party
requesting the report. Section VI.D.7; EX1002, 1318. Brandstetter-Levy-Vijay thus

disclose providing user data to a “hardware device manufacturer.” And, as

-43 -



Petition for Inter Partes Review of
U.S. Patent No. 10,860,691

described above, Brandstetter-Levy disclose storing user data in a “license
database.” Section V1.J; EX1002, 1320.

A POSAwould have found it obvious to allow a DRM device manufacturer
to access encryption-related information to provide additional “secure, dynamic
device profiling” prior to decrypting content for reproduction and had a reasonable
expectation of success. EX1008, 1129, 34, 39, 56, 60, 73-76; EX1002, 11319-20.
For example, Brandstetter-Levy-Vijay would use a consumer’s geographic location
information to confirm an expected user device prior to decrypting content for
reproduction. Section VI.D.4; EX1002, 11319-20. APOSAwould have been
motivated to combine Vijay with Brandstetter and Levy to provide this additional
security and had a reasonable expectation of success. EX1002, 11319-21.

VIIl. GROUND 3: CLAIMS 18-20 ARE OBVIOUS OVER
BRANDSTETTER-LEVY-RASSOOL.

Dependent claims 18-20 require the requested media content item to be a
song, and the unique characteristic inherently present in the media content item to
be “selected from the group consisting of lyrics included in the song, notes played
in the song, and a sampled sound wave included in the song.” EX1001, 18:60-19:7.
As explained above, Levy discloses an algorithm for identifying digital media
content, including audiovisual works, using digital fingerprints. Section VI.D.3.

Levy does not restrict the type of fingerprinting that can be used to identify digital
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content and refers specifically to watermarks/fingerprints that can be used to
identify “audio” content. EX1006, 14, 7, 55; EX1002, {1322-23.

Like Levy, Rassool describes techniques “for identifying a media file
transmitted over a network” using fingerprints. EX1016, Abstract, 2:27-45.
Rassool explains that its fingerprinting algorithm can be used to uniquely identify
an unknown media content item by matching its fingerprint to that of a known
item. 1d., 5:9-46; see also id., 4:50-52, 6:8, 22:61-62. For music files, Rassool
describes an algorithm in which a fingerprint is generated based on the occurrence
of “dominant frequencies” at certain times “to represent the melody note that is
being played at that point in the music.” Id., 23:33-62. Rassool makes clear that its
algorithm can be applied to “only a portion of an audio file” rather than to the
entire file. 1d., 24:4-11; EX1002, 1152-54.

Accordingly, the frequencies and melodies used in Rassool’s fingerprinting
algorithm comprise unique characteristics of the song. Further, those
characteristics are based on both notes played in the song and a sampled sound
wave included in the song. EX1002, 11324-26. APOSAwould have been
motivated to use Rassool’s fingerprints in Brandstetter’s platform to more
efficiently identify Brandstetter’s audiovisual works and to determine whether a
particular consumer is licensed to stream a requested work, and had a reasonable

expectation of success. Section VI.D.3; EX1002, §327. Indeed, Rassool itself states
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that its algorithm allows copyright holders to more efficiently manage and track
the distribution of their work so as to “police copyright violations of media files.”
EX1016, 2:19-23, 4:33-47. Rassool’s algorithm is useful for “determin[ing]
whether or nota copyrighted or otherwise protected music file is being offered
without permission for distribution or play.” 1d., 23:2-5. Thus, aPOSAwould have
understood that Rassool’s fingerprinting algorithm would facilitate Brandstetter’s
goal of monetizing digital media content. EX1002, {{327-28.

IX. GROUND4: CLAIMS 21-23 ARE OBVIOUS OVER
BRANDSTETTER-LEVY-FLORY.

Dependent claims 21-23 require the media content item to be a “book in
digital format” and the unique characteristics to be “a preselected number of words
in the book.” EX1001, 19:8-19. Brandstetter-Levy-Flory discloses these
limitations.

Brandstetter’s platform distributes any type of multimedia content, including
“literary works (e.qg., ‘digital books’)” and “e-books.” EX1004, 169, 118, claims
3, 46; EX1002, 11329-30. Further, Flory discloses fingerprints (referred to in Flory
as “thumbprints”) that “unique[ly]” identify “digital” documents such as books
“based on the contents of the document.” EX1078, 1660, claim 1. Flory explains
that the fingerprint is a “unique digital string generated based on content characters

and layout (number of words, characters, spaces, date, etc).” Id. Thus, documents

containing different content will have different thumbprints, and a comparison of
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thumbprints allows one to distinguish between different versions of a document.
Id. 111660-62; EX1002, 11155-57, 331. APOSAwould have understood and it
would have been obvious that the number of words used by Flory’s fingerprinting
algorithm is preselected. Indeed, it was well known in the prior art that
fingerprinting algorithms for digital text—including books—were based on blocks
of text containing “a fixed number of words” preselected—i.e., “chosenby the
user.” EX1062, 117; EX1002, 11332-35. Such fingerprinting techniques can be
used to “discriminat[e] the texts of differentauthors.” EX1062, 118-119
(explaining that fingerprint can “reveal that the structure of ... two books is totally
different”); EX1079 (describing breaking digital text into chunks containing a
predefined number of words).

A POSAwould have been motivated to use Flory’s fingerprinting technique
in combination with Brandstetter and Levy and had a reasonable expectation of
success. Levy does not restrict the type of fingerprinting algorithms that can be
used and refers specifically to using watermarks/fingerprints to identify “electronic
documents.” EX1006, 194, 7. Flory describes one such fingerprinting technique for
digital books and other such texts. EX1002, 336-39. Flory’s technique is
advantageous because it allows computer-based systems to efficiently distinguish
between multiple versions of text and to “manage, control, [and] track” such text in

a networked environment, which is precisely what Levy’s fingerprinting technique
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does. EX1078, 11660-62, claim 1; Section VI.D.3. Thus, given the discriminating
power of Flory’s technique, a POSAwould have been motivated to use it as part of
Levy’s algorithm for identifying digital files and had a reasonable expectation of
success. Such techniques, moreover, have long been used to protect against piracy
of e-books and would have been useful for that purpose in Brandstetter’s platform.
EX1002, 1338.

X, GROUNDS5: CLAIMS 1-4,6-12, AND 15-17 ARE OBVIOUS OVER
PELED-POU.

A. Overview of Peled

Peled discloses a system for marketing and distributing digital content.
EX1003, Abstract, 111-2, 3, 7, 155; EX1002, 11117-25. Peled also “provides the
ability to study online requests for content”—and most importantly, “online
requests that do not resultin a sale.” EX1003, 11155, 168-69, 175-78, 186, 196-
97. Peled provides user data and “statistical information” to third parties such as
content providers so that they can understand the reason for refusal. 1d., §{176-77.
Peled also tracks demographic data related to the user and groups of users. Id.,
1169. Peled compiles this demographic data and generates “reports to individual
content providers” or distributors. Id., 11168, 183, 199. These reports may be used
to focus marketing efforts. Id., §200; see alsoid., 119, 157, 196; EX1002, {1126-

29.
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B. Overview of Pou

Pou describes “digital rights management” and “facilitating authorized
licensing and distribution of digital media,” such as music, movies, and e-books.
EX1005, Abstract, 112, 8, 42. Pou’s system includes a “central server” 240, as well
as a plurality of “user devices” 205. Id., 1131, 43, 57. Pou, like the *691 patent,
uses “watermarkingand fingerprinting techniques” to identify the content, which
Pou notes were “known in the field of digital rights management.” Id., 1113, 51,
53-54; EX1002, 11142-48.

C. A POSA Would Have Combined Peled and Pou.

1.  APOSAwouldhave been motivated to improve Peled’s
distribution of content by including Pou’s licensing
management and fingerprinting framework.

A POSAwould have been motivated to combine Peled and Pou to provide a
comprehensive license management framework. Pou would improve the efficiency
and accuracy of Peled’s identification and distribution of content. EX1002, {340-
42. For example, a POSAwould have recognized that Pou’s content licensing,
tracking of previously obtained media licenses, and offering of new media licenses
to consumers would improve Peled’s management of content purchases and
gathering of user data related to media transactions. Id., 11340-44. As another
example, Pou’s license management and fingerprint checking techniques improve

Peled’s ability to track user purchases and generate reports that identify reasons a
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user refused to purchase a license (i.e., because the user has already obtained the
media content). Id., 11345-49.

Peled already describes tracking user purchases and purchase history to
perform market analyses. EX1003, {{1-2, 7, 177. APOSAwould have understood
that a well-known way to track purchased media content would be to use unique
content identifiers. EX1002, 11346-50. Pou describes one technique that uses a
“fingerprint” or “*Unique File ID’ (UFID)” to identify media files. EX1005, 1151-
55, 65, 83, 111. APOSAwould have combined Pou’s fingerprint and UFID
techniques with Peled to track user purchases, including licenses, and identify
media content that a user has already obtained. Id., 1155-56, 59; EX1002, {1350-
51. Pou’s checking of whether a user has already obtained a license would also
improve the efficiency and accuracy of Peled’s content distribution system to
direct licensed content to a consumer. EX1005, 155-56, 59; EX1003, 11159-60.
For example, a fingerprint is a compact, “reduce-bit representation of content” and
therefore provides fast and computationally efficient comparisons. EX1006, 1142;
EX1002, 11346-51.

The Peled-Pou combination would also help combat and prevent “illegal
content distribution.” EX1003, §184; EX1005, 13; EX1001, 1:26-47. For example,

through the use of Pou’s license management and fingerprint or UFID techniques,
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content providers or distributors would be able to identify and thus better address
illegal content distribution. EX1003, 112-9, 196-98, 200; EX1002, §1351-52.

2.  APOSAwould have known howto combine Peled and Pou
and would have had a reasonable expectation of success.

A POSAwould have known how to combine Peled and Pou and would have
had a reasonable expectation of success. EX1002, 11353-55. APOSA would have
implemented Pou’s purchase and license tracking and fingerprinting and UFID
techniques with Peled to distribute licensed content. EX1005, {151-56, 59, 65, 83,
111. The combined system would determine whether a user has already obtained a
license and potentially identify reasons for refusal. Section X.C.1; EX1002, 1353.

Both Peled and Pou describe conventional server systems for managing
digital media files. EX1003, 11164-66; EX1005, 1155, 59. APOSAwould have
easily selected the relevant technology described by the references and combined
them using well-known computer programming techniques. EX1002, 11354-55;
EX1003, 11168-69.

D. Peled-Pou discloses Claim 1.
1.  [1P].
Tothe extent the preamble is limiting, Peled distributes media content items
(digital media files) to content consumers. EX1003, 191, 7, 10, 158, 166, 173-77,

197. Consumers 14 use a general-purpose computer (i.e., the claimed “multimedia

hardware device”) to consume the content. Id., 11121, 159; EX1002, 11356-59.
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Peled’s “apparatus 20” distributes authorized reproductions of media content

items to content consumers. EX1004, 11166-68, FIG. 6.
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EX1003, FIG. 6 (annotated).
Content directing/packaging unit 32 directs “video files/streams” and other digital
“content items” to consumers and therefore allows the consumers to stream
content. Id., 1114-15, 166, 176-78,197; EX1002, 11361-62. Pou also describes
streaming media files to a “user device.” EX1005, 1150, 55, 64, 108-10. Peled-Pou
thus discloses the preamble. EX1002, 11360.

As explained above, the context of claim 1 suggests that at least some of its
limitations recited below would be practiced by the licensing system on the server,
and it would have been obvious to perform any of these claim steps at the server or
client. Sections IV.C, VI.D.1. Indeed, Peled explains that its system “is not limited

in its application to the details of construction and the arrangement of the
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components set forth” in its disclosure and figures, and that “other embodiments”
are possible, and the system can be “carried out in various ways.” EX1003, 11156,
201; EX1002, 11363-68.
2. [LA] “receiving a first request from a first user to evaluate
streaming the media content item and a second request

from a second user to evaluate streaming the media content
item.”

Peled’s consumers can make “online requests for content” using their
computing devices by interacting with a website to browse and “order content.”
EX1003, 1161, 155, 159; see also id., 161, 164, 175-78, 180; EX1002, 11369-70.
Peled describes scenarios, for example, in which consumers “request a particular
movie.” EX1003, 11158, 175-78. Thoserequests are received by Peled’s server.
Id., 1128, 159, 167, claims 12, 112; EX1002, 1369.

A POSAwould have understood that multiple consumers can
simultaneously make requests for the same media content item and that consumers’
requests to stream are in fact requests to “evaluate streaming” because consumers
can ultimately “decline[] to complete the transaction” even after having requested a
particular media content item. EX1003, {159, 169, 176-77; EX1002, {{370-72.
Thus, the act of requesting media content enables the consumer to evaluate

streaming that content rather than actually streaming it. EX1002, §370.
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3. [1B] “identifying the media content item by determining a
media fingerprint ...”

Peled’s system identifies requested media content items, generally, as there
would be no way to provide a consumer with the requested item without first
identifying that which the consumer has requested. EX1002, {1373-74. Indeed,
Peled expressly states that its system “independently analyz[es] content requests”
for that purpose. EX1003, 1158. To fulfill a consumer’s request for media content,
Peled’s server “knows where content is located around the Internetand is able to
instruct such locations to supply content to consumers in accordance with its
directions.” Id., §173; see also id., 1180, 94, 111, 158-60, 182; EX1002, 1374.

While Peled may not expressly disclose using fingerprints to identify media
content, Pou does. Pou describes an algorithm by which multimedia files such as
music, movies, books, and other works are “examined using file identification
software in an attempt to identify the file (step 110).” EX1005, FIG. 1, 1113, 51,

42,64, 82.
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EX1005, FIG. 1 (annotated).
Pou’s software uses “watermarkingand fingerprinting techniques” for this
purpose, which Pou states were “known in the field of digital rights management.”
Id., 154. Pou extracts “a digital fingerprint” that embodies the “internal attributes”
of the file and “compares the extracted fingerprint to a database of known works.”
Id., 1113, 51, 54, 82. Thus, Pou’s fingerprints identify a unique characteristic

inherently presentin the media content item captured during recorded creation of
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the media content item, and excluding information introduced to the media content
item extraneous to the recorded creation. EX1002, 1375-78.

Indeed, Pou uses the same language to describe its fingerprinting algorithm
as the 691 patent itself. EX1005, 153-54 (fingerprints are based on “implicit
characteristics” of a media content item and “allow for accurate identification of
the file even if someone has attempted to disguise the file”). Pou also incorporates
by reference Wells, which explains that fingerprints are derived from “intrinsic
properties of” digital content and are advantageous because “nothing is added”
after the content has been recorded. 1d., 151; EX1049, 119. Further, Pou
incorporates by reference Roberts, which states that fingerprints can be used with
other information to “differentiat[e] between live and studio version of the same
song.” EX1005, 151; EX1063, 146; EX1002, 1379.

To the extent the claimed “identifying” step is interpreted to occur at the
user device, Pou discloses this. Pou describes analyzing digital files at a user
device to determine a fingerprint or unique identification. EX1005, 157 (user
device 205 “may monitor files and other data that pass through the 1/0O port 225 for
purposes of identifying protected (e.g., copyrighted) music, video, software, or
other files”). For example, at steps 105 and 110 of Figure 1, Pou detects a loaded

file and then identifies the file. Id., 151. Pou’s user device “extracts a digital
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fingerprint from a digital file and compares the extracted fingerprint to a database
of known works.” Id.; EX1002, 11380-82.

To the extent the claimed “identifying” step is interpreted to occur at the
server, Pou likewise discloses this. For example, Pou describes referring to “one or
more license databases, which may be stored locally (e.g., onthe user device)
and/or remotely (e.g., ata central server)” using the fingerprint to determine
whether a file has been licensed. EX1005, 55. This process includes “extracting a
digital fingerprint from the media file and comparing the fingerprint with
fingerprints of known media files.” 1d., §82. From this disclosure, a POSA would
have understood that Pou’s fingerprint-identification algorithm would be
performed on Pou’s server to load Pou’s central database with digital fingerprints
for subsequent comparison. 1d., 1143, 52; EX1002, 1183-84.

A POSAwould have been motivated to implement Pou’s fingerprint-
identification algorithm at either Peled’s user devices or its server for and had a
reasonable expectation of success all the reasons previously discussed. Section
X.C; EX1002, 11380-85.

4. [1C] “extracting first user data specific to the first user

when the first user accepts to stream the media content
item.”

Peled extracts user demographic data when users accept to stream content.

EX1003, f11-2, 169, 172, 175-77, 186. Peled analyzes personal data for “approved
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purchase requests” and content “actually sold.” Id., 12, 177, 199. The user data
“may include profiles of individual consumers or groups of consumers,” including
“geographical factors” or “personal data.” 1d., §169; see also id., 1156-57, 74, 169-
77, claims 31-32, 45-46, 128-29, 142-143.

Peled generates “reports” for content providers, which summarize the user
data. Id., 1168; see also id., 154, 69-70, 155, 172, 180. The reports include
demographic information and a “statistical analysis of data of non-completed
requests taken together to determine why requests are not being completed.” Id.,
191168-69, 175, 183. This enables third parties to gauge demographics of those who
have acquired or declined a license. Id., 19, 155, 172, 177, 196-98, 200; EX1002,
11386-88.

5. [1D] “extracting second user data specific to the second user

when the second user declines to stream the media content
item:”

Peled also extracts such data when a consumer declines to stream media
content. EX1003, 11155, 169, 175-77, 186. Peled’s “system further provides the

ability to study online requests for content or for products and services in general,
in particular for online requests that do not result in a sale, for the purpose of
providing content providers with information about potential new markets that are
currently being excluded and also to provide consumers with acceptable

alternatives.” 1d., 1155; EX1002, 11389-90.
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A user may implicitly decline to stream content—e.g., “where a consumer
simply looks at a content item but then chooses not to buy it.” EX1003, ]185.
Alternatively, a user may explicitly decline to stream content—e.g., where a user
“made a purchase attempt” but then aborted the attempt. Id., 1186. Peled describes
several examples of extracting user data based on a user declining to stream
content. In one example, an Italian-speaking consumer requests a movie from an
American-based company only to discover that the movie is in English and does
not have subtitles. The consumer thus “declines to complete the transaction.”

Id., 1176. Peled’s system notes the refusal and extracts from the consumer’s profile
his or her “location in Italy.” Id., §§176-77; EX1002, 11390-91.

By tracking this information, Peled’s system can determine the reason why

the requested media content item was declined. EX1003, §186; EX1002, 11392-94.

6. [1E] “aggregating the extracted ... datainto a first[/second]
statistics record ...”

Peled aggregates user data into a statistics record correspondingto the
license request. EX1003, 111-2, 169, 172, 175-77, 186; Sections X.D.4-5. Peled
aggregates gathered user demographic information, such as “personal data,”
geographic location, and age. EX1003, 11169, 199. Peled combines the aggregated
information into “profiles,” which correspond to the claimed “statistics record|[s].”
Id., 19169, 172, 175-77, 180. The user profiles are tracked along with acceptance

and refusal information. Id., 91-2, 169, 172, 176-77, 180; EX1002, 14395-99.
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7. [1F]: “storing ... the first[/second] statistics record ... so that
the summarized ... user data ... is accessible to a third
party online retailer.”

Peled stores user demographic data within a user profile (claimed “statistics
record”) in “database 31.” EX1003, 11169-70, FIG. 6; Section X.D.6. T he database

includes refusal data, user profiles, and personal data. EX1003, 11169-70.
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EX1003, FIG. 6 (annotated).

Thus, Peled describes storing a statistics record in a database to generate
reports for content providers. EX1002, 11400-02; Section X.D.9. “[R]equest failure
analysis unit 26” generates these reports and provides user data summaries to
content providers, such that the user data is accessible. EX1003, 1155, 168-69,

172,177,187,196, 199-200. Those reports, in turn, are “provided ... to individual
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content providers” or any “party requesting the report.” 1d., 11168, 183; Section
X.D.10. Specifically, Peled explains that reports may be provided “on a content
provider basis, or on a per distributor basis.” EX1003, 1183. Peled uses the terms
“distributor” or content “distributors 12” to refer to third-party online retailers. Id.,
111157-58, 166, FIGs. 1-2, 6. And, in fact, Peled refers specifically to “content
retailers” who make content available to consumers “via the Internet.” Id., 157;
EX1002, 11403-08.

8. [1G] “retrieving the first[/second] statistics record ... with

the identity of the media content item determined by the
media fingerprint.”

As explained above, Peled’s user “profiles” (i.e., the claimed “statistics
record[s]””) are stored in a database on its server. Section X.D.7. Peled’s profiles
are provided to content providers and other interested third parties in the form of
reports. Section X.D.9. User profiles are “retrieved” from the database in which
they are stored before they are provided to requesting parties. EX1002, 14009.

Further, as explained above, Pou discloses identifying a requested media
content item based on the item’s fingerprint. Section X.D.3. Given that Pou’s
fingerprint corresponds to a unique identifier for a media content item, a POSA
would have been motivated to use such a fingerprint to identify a media content
item and to retrieve Peled’s reports from the database based on that identity and

had a reasonable expectation of success for all the reasons provided above.
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Sections X.C, X.D.3; EX1002, 11410-11.
9. [1H]: “analyzing the retrieved first[/second] statistics

record ... to determine a target demographic of the media
contentitem...”

Peled analyzes a plurality of statistics records and provides aggregated user
data to content providers in the form of reports. Section X.D.6; EX1003, {169.
Peled describes building a “personal profile” for individual users and a profile for
“groups of consumers.” EX1003, 11169, 180, 183. Peled performsa “statistical
analysis” of the user data to generate and provide summary reports. Id., 183.
Peled also allows content providers to query the data for analysis. 1d., 187. The
analyzed data may “reveal an otherwise hidden demand for products and/or
services in segments that a company is not selling to or serving at a given time, or
may reveal a hidden demand or preferences for products and/or services that a
company can supply, provided that a change is made to the product as currently on
offer.” 1d., 1196.

When generating, Peled discloses analyzing user profile information to
determine a target demographic. Id.; EX1002, {1412-17.

10. [11] “providing the third party online retailer the target
demographic to market the media contentitem...”

Peled describes “providing” reports to content providers and third parties,
such as content distributors. EX1003, 1193, 110, 127, 177, 183. The target

demographic data “is then provided into reports, either on a per content item basis,
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or on a content provider basis, or on a per distributor basis.” Id., 1183. As
explained above, Peled’s third-party content distributors disclose third-party online
retailers. Section X.D.7; EX1002, 1418.

The reports contain target demographic information used by the requesting
party to engage in targeted marketing of that demographic. Section X.D.9. In
particular, Peled explains that its reports enable requesting parties “to focus
marketing efforts on potential market segments (both for the relevant content
and for similar content items).” EX1003, §200. Peled makes clear that such
segments include the “type of buyers and their characteristics, and more.” Id.,
1196. T his information comprises a “target demographic” for the particular media
content item. EX1002, 11419-21.

E. Claim?7.

Claim 7 is similar to claim 1 in most material respects, but its preamble
focuses on a “media content streaming and verification system,” which is not
patentably distinct. Again, as described above, the claim steps need not occur at
any particular device. Section IV.C, X.D.1. Peled-Pou renders claim 7 obvious for

the reasons presented in claim 1, and as further explained below. EX1002, 422-

27.

[7P] Section X.D.1.
[7A] Section X.D.2.
[7B] Section X.D.3.
[7C] Section X.D.4.
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[7D] Section X.D.5.
[7E] Section X.D.6.
[7F] Section X.D.7.
[7G] Section X.D.8.
[7TH] Sections X.D.9-10.

Claim 7 recites a “media content streaming and verification system” and
user “external devices,” and requires that the stored data be accessible “toa party
other than the first and second user.” Regarding the “media content streaming and
verification system” in [7P], aPOSAwould have understood that Peled’s server-
based apparatus 20 is such a system. EX1003, 11166-67; EX1002, 1423. Regarding
the “external devices,” Peled’s consumers request and access content using
computing devices. Section X.D.1. Pou also describes distributing media files to a
“user device, such as a computer.” EX1005, 1150, 64, 108; Section X.D.1. Peled’s
and Pou’s computing devices are the claimed “external devices.” EX1002, 1424.

Finally, regarding “a party other than the first and second user” in [7F] and
[7H], as explained above, Peled discloses that any party, including third-party
content providers and retailers, can access Peled’s reports containing the
underlying user profile data (i.e., the claimed “statistics record[s]”). Sections
X.D.7, X.D.9-10; EX1002, 11425-27.

F. Claim9.

Claim 9 recites a “system” that performs substantially the same method

recited in claim 1, which is not patentably distinct. Again, as described above, the
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claim steps need not occur at any particular device. Section IV.C, X.D.1. Peled-
Pou thus renders claim 9 obvious for the reasons presented in claim 1 and as

further explained below. EX1002, 11428-31.

[9P] Section X.D.1.
[9A.1] See below.
[9A.2] See below.
[9B] Section X.D.2.
[9C] Section X.D.3.
[9D] Section X.D.4.
[9E] Section X.D.5.
[9F] Section X.D.6.
[9G] Section X.D.7.
[9H] Section X.D.8.
[91] Sections X.D.9-10.

Claim 9 recites a “processor” and “memory.” Regarding the “processor” in
[9A.1], Peled explains that its server contains “a processor ... for analyzing
failures to fulfill the requests and to use the analysis to repackage the content to
minimize the failures to fulfill, or to obtain pre-repackaged content.” EX1003,
1962-63, 69, 74, claims 33-34, 40, 45, 130-31, 137, 142. Likewise, a POSA would
have understood that the consumer’s computing device (i.e., the claimed “external
device”) includes a processor. All such devices require processors to operate, and
such devices would require processors to perform Peled’s methods. In any event,
Pou’s “user device 205 includes a processor 210.” EX1005, 1157, 113; EX1002,

11429.
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Regarding the “memory” in [9A.2], Peled’s server contains a database in
which various data is stored, as explained above. Section X.D.7. APOSA would
have understood and it would have been obvious that in order for the database to
store data, the server includes memory. EX1002, 1430. Further,aPOSAwould
have also understood that the consumer’s computing device includes a memory. Id.
Additionally, Pou’s “user device 205 includes a processor 210, which may execute
Instructions stored ina memory 215.” EX1005, {157, 113; EX1002, §430.

G. Claim 15.

Claim 15 is similar to claim 1 in most material respects except that it
involves a single user requesting to stream two different media content items,
which is not patentably distinct. Again, as described above, the claim steps need
not occur at any particular device. Section IV.C, X.D.1. Peled-Pou thus renders
claim 15 obvious for the reasons presented in claim 1 and as further explained

below. EX1002, 1Y431-39.

[15P] Section X.D.1.
[15A] Section X.D.2.
[15B] Section X.D.3.
[15C] Section X.D.3.
[15D] Section X.D.4.
[15E] Section X.D.5.
[15F] Section X.D.6.
[15G] Section X.D.7.
[15H] Section X.D.8.
[151] Section X.D.9.
[15J] Section X.D.10.
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Claim 15 recites a multimedia hardware device configured to stream a
“plurality of media content items” and requires the system to identify and analyze
data from one user and two different media content items. Regarding streaming a
“plurality of media content items” in [15P], Peled states that its system can
“provide different content items from different data holding sites to fulfill a single
request.” EX1003, 1114, 23, 80, 94, 111. Peled also states that its system offers “a
range of content items to consumers.” Id., 128, 159, 167-68. And a POSA would
have understood from this disclosure that a single consumer could request multiple
media content items, as required in [15A]. Section X.D.2; EX1002, 11433-34.

Likewise, regarding the use of multiple fingerprints in [15C], a POSAwould
have understood that Pou’s fingerprints can identify multiple media-content items
rather than justa single item. Indeed, Pou describes its fingerprinting algorithm in
the context of media-content distribution, generally, and states that the algorithm
“can be used to recognize” multiple media “files.” EX1005, Abstract. APOSA
would have been motivated to implement Pou’s fingerprinting techniques in either
Peled’s consumer devices or its server and had a reasonable expectation of success.
Sections X.C, X.D.3; EX1002, 1435.

Regarding a single user’s data being aggregated into separate records in
[15F], a POSAwould have understood that different profiles could be compiled for

each media content item a user requests. EX1003, 1183 (noting that collected data
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can be provided into reports “on a per content item basis”). Likewise, regarding
[151] and [15J], a POSAwould have understood that Peled’s aggregated user data
can be used to determine a single target demographic or multiple demographics for
two separate media-content items rather than for justa single item. In particular, a
single report for each media-content item may be generated, or a single report for
both content items may be generated. Id., 1183 (explaining that aggregated data is
provided into reports “either on a per content item basis, or on a content provider
basis, or on a per distributor basis™). From this disclosure, a POSAwould have
understood that Peled’s statistics may be analyzed to determine a target
demographic based on the data of users who accept and decline to stream content.
Sections X.D.9-10; EX1002, 11436-38.

H. Claims2 and 10 (“receiving a license” and “preventing

reproduction ... when the first and second requests are declined
by the licensing system”).

Pou updates its local or central database when a user has purchased a license
to a media file. EX1005, 911, 13, 17,56, 77-79, 85, 101. If purchased, the user
device receives and stores the license so that “access to the media file on the
user[’s] device is allowed.” Id., 1125-27, 56, 101; EX1002, 11440-43.

Poualso prevents reproduction when the licensing request is declined, for

example, when “no payment method offered is validated.” EX1005, 1156, 80;

EX1002, 11444. A POSAwould have been motivated to use this feature of Pou in
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Peled’s system to prevent contravention of Peled’s licenses and had a reasonable
expectation of success. Section X.C; EX1002, 446-48. Further, Peled describes
declining a request to obtain a license based on business rules as well as to prevent
fraud. EX1003, 11175, 187; EX1002, 1445

l. Claims 3 and 11 (“plurality of streaming[/reproduction]
parameters”).

Peled describes packaging content with “additional advertising content” that
may affect the price of a license. EX1003, {158, 177. Peled also offers a “lower
resolution or edited versions of the movie” to reduce costs. Id., 11158, 175-76
(“Italian subtitles” and age restrictions). These examples show Peled reproducing
content based on different parameters. EX1002, 1449-52.

Pou similarly describes “distribution limitations” and “license terms, such as
duration, use and distribution limitations” set forth in a license that control
reproduction. EX1005, §56. Pou also discloses “temporary licenses” with an
“expiration date/time.” Id., 196; see also id., 1144, 65, 83, 103-11. Pou’s duration
and use license terms also disclose the claimed parameters. EX1002, 1453-55.

J. Claims4 and 12 (“stor[ing] in a license database the first[/second]
user data ... thatis accessible to the third party).

Peled explains that “profiles of individual consumers or groups of

consumers”—which include “geographical factors” and “personal data of the
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individual consumers”—are stored in a “database” 31 located on Peled’s server-
based apparatus. EX1003, FIG. 6, 1169; Section X.D.7; EX1002, 1456-57.

Further, aPOSA would have understood that multiple consumers would use
Peled’s system, and thus Peled’s database stores user data associated with multiple
consumers. Section X.D.7; EX1002, 1460. Indeed, Peled states that the database
stores “personal data of a statistically constructed group of consumers.” EX1003,
1169. As described above, the stored data is accessible to a third party, including
third-party online media retailers that have been selected by the copyright owner to
distribute the media-content item. Section X.D.7. Indeed, copyright owners—by
definition—have exclusive rights to distribute their content. EX1003, 1183;
EX1002, 11461.

Finally, a POSA would have found it obvious to store Peled’s user profile
data in a licensing database, such as the “central license database 250" described in
Pou because both are conventional memory systems. Section X.C; EX1002, 1459.
Peled’s and Pou’s databases commonly organize media information based on
particular users—allowing for the efficient management of the license management

system. EX1002, 11458-61.
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K. Claims6 and 16 (“geographic location”).

Peled discloses tracking geographic location information as part of the
stored demographic user data. Section X.D.4; EX1003, {156, 74, 169, 176, 186,
196; EX1002, 11462-65.

L. Claim8 (generating and storing a “license record in a registered
user database”).

Peled-Pou discloses storing license information corresponding to different
users and granting licenses to user devices attempting to reproduce content.
Sections X.7, X.H. Peled-Pou also discloses generating and storing license records
in a registered user database. EX1002, 11466-68. Pou stores user license
information for “individual users” in a local database and/or a central database,
which discloses the claimed generation and storage of a “license record.” EX1005,
19127, 55, 59, 85, 101; EX1002, 11468-69.

Peled-Pou also track “registered” users and store records in a “registered
user database.” EX1002, 11468-70. Peled tracks user identification and purchase
habits via a “cookie” or a user “logging in” with registered user credentials.
EX1003, 1177, 187, 194. Pou also describes a central server identifying a user
based on user-login credentials. EX1005, 1191, 96. Therefore, Peled-Pou tracks

registered user information. EX1002, 11469-74.
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M. Claim 17 (first and second versions of audiovisual works).

Peled’s system allows consumers to request and stream different types of
digital media content, including movies, which are types of audiovisual works.
Section X.D.1; EX1003, 117, 158, 175-77; EX1002, 11475-76.

A POSAwould have understood that consumers could request different
versions of an audiovisual work. Indeed, Peled expressly refers to multiple
versions of movies, stating that its system can distribute original versions as well
as “lower resolution or edited versions of the movie.” EX1003, 11158, 175
(describing an example in which a consumer is offered “an edited version of [a]
movie which is suitable for all ages”). Peled likewise refers to versions of movies
from foreign content providers containing subtitles for non-English speaking
consumers. Id., 1176; EX1002, §9477-78.

Xl.  GROUND 6: CLAIMS 5 AND 13 ARE OBVIOUS OVER PELED-
POU-VIJAY.

Vijay discloses hardware device manufacturers that provide DRM
protection, as explained in Section VII. EX1002, 11149-51, 479-85; EX1008, {2-
3, 22-23, 25, 27, 45-46, FIG. 1. Peled-Pou-Vijay discloses providing user data to a
“hardware device manufacturer.” APOSAwould have found it obvious to allow a
DRM device manufacturer to access Peled’s reports to provide additional “secure,
dynamic device profiling” prior to decrypting content for reproduction, and had a

reasonable expectation of success. EX1008, 1129, 34, 39, 56, 60, 73-76. For
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example, Peled-Pou-Vijay could use a consumer’s geographic location

information to confirm an expected user device prior to decrypting content for
reproduction. EX1002, 1479-84. APOSA would have been motivated to combine
Vijay with Peled and Pou to provide this additional security and had a reasonable
expectation of success. Id., 11484-85. Peled-Pou discloses storing user data in a
“license database.” Section X.J; EX1002, 1484.

XIl. GROUND 7: CLAIM 14 1S OBVIOUS OVER PELED-POU-
BRANDSTETTER.

Dependent claim 14 requires the user data to include “a quantity of times
that the first user and the second user has previously accessed the media content
item and additional media content items.” EX1001, 17:66-15:2. Peled discloses
tracking user data including additional media content items. Section X.D.4;
EX1003, 1177; seealso id., 11162, 169, 181, 200; EX1002, 1486.

Brandstetter’s description of “cross-selling” and offering secondary content
also discloses tracking additional media content that a user has previously
accessed, “(e.qg., if you like A, you can buy A and B together for $10.00).”
EX1004, 11150-53. Brandstetter also tracks a quantity of times that the user has
previously accessed the media-content item. Id., 11147, 173. For example, this is
tracked when enforcing a “play n-number of times licensing package.” Id.;

EX1002, 11486-88; Section VI.M.
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A POSAwould have made the Peled-Pou-Brandstetter combination to
provide additional accuracy for Peled’s user demographic data and to provide a
rental option that tracks a number of plays. EX1003, 1169; EX1002, 1489. For
example, tracking the number of times a user has previously accessed a content
item may aid Peled’s system when offering alternative content to a user. EX1002,
1489; EX1003, 1177. Also, Brandstetter’s rental option may be offered for a lower
price and be provided when a consumer has “shown a willingness to purchase at a
given lower price” as explained in Peled. EX1002, 1489; EX1003, 1177; EX1004,
11175, 120. Implementing Brandstetter’s tracking would provide rental functionality
for offering content and also provide additional accuracy for Peled’s user
demographic data. EX1002, §489.

XI1l. GROUND 8: CLAIMS 18-20 ARE OBVIOUS OVER PELED-POU-
RASSOOL.

As explained above, Pou discloses an algorithm for identifying digital media
content, including audiovisual works, using digital fingerprints and does not
restrict the type of fingerprinting that can be used. Section X.D.3. Rassool
describes an algorithm in which a fingerprint is generated based on the occurrence
of “dominant frequencies” at certain times “to represent the melody note that is
being played at that point in the music.” EX1016, 23:33-62; Section VIII; EX1002,

1152-54, 490-95.
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As explained above, a POSAwould have been motivated to use Rassool’s
fingerprints in Peled’s system and had a reasonable expectation of success.
Sections VIII, X.D.3; EX1002, 11495-97.

XIV. GROUND 9: CLAIMS 21-23 ARE OBVIOUS OVER PELED-POU-
FLORY.

Peled refers generally to electronic media “content” and does not limit the
type of content that can be used with its system. Further, Peled specifically refers
to “books” in describing the problems inherent in online targeted marketing that its
system tries to solve. EX1003, §7. Similarly, Pou states that its fingerprinting and
licensing algorithms can be used for “any type of proprietary digital files including
music and other recordings, movies and other video, books and other written
works, and other files.” EX1005, 142; EX1002, 11498-500.

Further, Flory discloses fingerprints correspond to “a preselected number of
words in” an e-book. In particular, Flory describes generating a “unique digital
string generated based on content characters and layout (number of words,
characters, spaces, date, etc).” EX1078, 1660. A POSA would have understood and
found it obvious that the number of words is preselected, as it was well known in
the art that fingerprints for digital texts relied on blocks of text containing a
number of words “chosen by the user.” EX1062, 117; EX1079; EX1002, 11155-57,
501-05. Flory’s fingerprint can be used to distinguish between different versions of

text. EX1078, 11660-62.
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A POSAwould have been motivated to use Flory’s fingerprinting technique
in combination with Peled and Pou and had a reasonable expectation of success.
Pou explains that “fingerprinting techniques” can be used to identify the media file,
which were well known in the art. EX1005, 154. Flory describes one such
fingerprinting technique for digital text. EX1002, §1506-09. Flory’s technique is
advantageous because it allows computer-based systems to efficiently distinguish
between different versions of digital content, which is precisely what Pou’s
fingerprints are intended to do. Sections X.D.3, IX. Such techniques, moreover,
have long been used to protect against piracy of e-books and would have been
useful for that purpose in Pou’s system. EX1002, §508.

XV. SECONDARY CONSIDERATIONS OF NON-OBVIOUSNESS.

Petitioner is unaware of any evidence of secondary considerations, or that
PO has made any non-conclusory assertions of any secondary considerations of
non-obviousness. EX1002, 11510-11.

XVI. THE BOARD SHOULD NOT EXERCISE ITS DISCRETION TO
DENY THIS PETITION.

The Board should not deny the Petition under § 314(a) or § 325(d).

A.  The Board Should Deny the Petition Under § 314(a).
1.  Thiscaseis at its very earliest stages.

The Board should reach the strong merits of this Petition. The Fintiv factors

weigh strongly against the Board’s exercise of discretion to deny review.
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On January 8, 2021, PO filed a lawsuit against Petitioner asserting the *691
patent in the Western District of Texas. EX1064. PO did not serve Petitioner until
January 19, 2021. EX1069. Thus the triggering date for § 315(b) is January 19,
2022. On December 7, 2021, the case was transferred to the Northern District of
California. EX1065. This occurred before any significant investment in the
proceeding and prior to the submission of any claim construction briefing.
EX1066, 1. Following transfer, a case management conference has been scheduled
for March 15, 2022, but no other deadlines have been set. EX1071. And, on
average, patent cases in the Northern District of California take nearly three years
to get to trial. EX1080. Thus, given the scheduling uncertainty, the Fintiv factors
weigh in favor of institution.

a. Factors 1 and 2 weigh in favor of institution.

The Board has recognized that even cases with schedules are unpredictable.
Sand Revolution Il, LLC v. Continental Intermodal Group—Trucking LLC,
IPR2019-01393, Paper24at 9 (P.T.A.B. June 16, 2020). Given the speculative
nature of any schedule in this case, factor 2 weighs heavily in favor of institution.

Factor 1 is neutral. VMware, Inc. v. Intellectual Ventures|l LLC, IPR2020-

00859, Paper13at 12 (P.T.A.B. Nov. 5, 2020).
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b.  Factors 3-5weigh in favorof institution.

Given that no case schedule has been set, by the time of institution, the
investment in the co-pending district court litigation will have been minimal, with
Markman briefing unlikely to have been completed. Factor 3 therefore weighs
against denial.

It is unclear at this stage whether there will be any overlap with the issues
raised in the Petition. However, Petitioner represents that, if instituted, it will not
rely in district courton IPR prior art references asserted in any ground here.
Therefore, Fintiv factor 4 weighs against denial.

The IPR parties are the same as in the litigation. Weighing this factor against
institution prejudices Petitioner merely for being sued. The Board should therefore
consider Fintivfactor 5 neutral.

C. Factor 6 weighs in favor of institution.

The strength of the merits weighs heavily in favor of institution as fully laid

out above.

* * %

Thus, the Fintivfactors weigh in favor of institution.
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2. The Board should not avoid the merits of the case under
General Plastics.

The Board should not exercise discretionary authority under § 314(a). There
have been no previous or current IPRs, reexams, or reissues involving the patent.
Therefore, General Plastics does not provide a basis to deny the Petition.

B.  This Case Does Not Implicate § 325(d).

The Board analyzes discretionary denial under § 325(d) using the Advanced
Bionicsfactors. These factors address whether the IPR seeks a “do-over” of
examination of the patent. Here, the primary references (Brandstetter and Peled)—
which disclose the alleged point of novelty—were never considered by the
USPTO. While the Examiner identified Pou, Pou was never discussed in an Office
Action or applied in any rejection. EX1009, 157-83. Thus, the art combinations
and arguments presented in this Petition are new and non-cumulative.

XVII.MANDATORY NOTICES (37 C.F.R. §42.8(A)(1))
A. RealParty InInterest (37 C.F.R. 842.8(b)(1))

The real party-in-interest is Petitioner Roku, Inc.

B. Related Matters (37 C.F.R. § 42.8(b)(2))

The 691 patent was at issue in a district court litigation proceeding
captioned Media Chain, LLC v. Roku, Inc., Case No. 1:21-cv-00027 (WDTX),

filed January 8, 2021. On December 7, 2021, the case was transferred to the
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Northern District of California, Case No. 3-21-cv-09528 (NDCA), and is currently
pending.

The ’691 patentand U.S. Patent Nos. 9,898,590, 10,657,226, 10,515,191,
10,885,154, 10,650,120, and 10,489,560 claim the benefit of U.S. Patent No.
9,715,581. Pending U.S. Patent Application Nos. 16/877,349 and 16/877,360 also
claim the benefit of the *581 patent.

Petitioner is concurrently filing petitions for inter partes review against U.S.
Patent Nos. 9,715,581 (IPR2022-00389), 9,898,590 (IPR2022-00390), 10,489,560
(IPR2022-00391), 10,515,191 (IPR2022-00392), and 10,885,154 (IPR2022-
00394), which were also asserted in the Media Chain, LLC v. Roku, Inc. district
court litigation proceeding.

C. Leadand Back-up Counsel (37 C.F.R. §42.8(b)(3))
Pursuantto 37 C.F.R. 8§42.8(b)(3) and 42.10(a), Petitioner appoints Lestin

L. Kenton (Reg. No. 72,314) as lead counsel. Additionally, Petitioner appoints
Jon E. Wright (Reg. No. 50,720), Nirav N. Desai (Reg. No. 69,105), Richard A.
Crudo (Reg. No. 65,245), and Timothy L. Tang (Reg. No. 75,187) as back-up
counsel, at the address: Sterne, Kessler, Goldstein & Fox P.L.L.C., 1100 New
York Avenue, N.W., Washington, D.C., 20005, phone number (202) 371-2600,

and facsimile (202) 371-2540.
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D.  Service Information (37 C.F.R. §42.8(b)(4))

Petitioner consents to electronic service by email at: Ikenton-
PTAB@sternekessler.com, jwright-PTAB@sternekessler.com, ndesai-
PTAB@sternekessler.com, rcrudo-PTAB@sternekessler.com, ttang-
PTAB@sternekessler.com, and PTAB@sternekessler.com.

XVIIl.  STANDING (37 C.F.R. § 42.104(a))

Petitioner certifies that the 691 patent is available for IPR, and that
Petitioner is not barred or estopped from requesting an IPR of the 691 patent. The
assignee of the ’691 patent, Media Chain, LLC, served a complaint against
Petitioner in the Western District of Texas (case no. 1:21-cv-00027) on January 19,

2021, asserting the *691 patent. EX1069.
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The Board should institute IPR and find all claims unpatentable.

Date: January 10, 2022

1100 New York Avenue, N.W.
Washington, D.C. 20005-3934
(202) 371-2600

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & FOXP.L.L.C.

/Lestin Kenton/

Lestin L. Kenton (Reg. No. 72,314)
Attorney for Petitioner Roku, Inc.
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APPENDIXA: LISTING OF CHALLENGED CLAIMS

1. [1P] A computer implemented method for configuring a multimedia
hardware device to stream a media content item, comprising:

[1A] receiving a first request from a first user to evaluate streaming the
media content item and a second request from a second user to evaluate streaming
the media content item;

[1B] identifying the media content item by determining a media fingerprint
that identifies a unique characteristic inherently present in the media content item
captured during recorded creation of the media content item, and excluding
information introduced to the media content item extraneous to the recorded
creation;

[1C] extracting first user data specific to the first user when the first user
accepts to stream the media content item;

[1D] extracting second user data specific to the second user when the second
user declines to stream the media content item;

[1E] aggregating the extracted first user data into a first statistics record and
the extracted second user data into a second statistics record, wherein the first
statistics record summarizes the first user data and the second statistics record

summarizes the second user data;
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[1F] storing in a database the first statistics record and the second statistics
record so that the summarized first user data and second user data is accessible to a
third party online retailer;

[1G] retrieving the first statistics record and the second statistics record with
the identity of the media content item determined by the media fingerprint;

[1H] analyzing the retrieved first statistics record and the retrieved second
statistics record to determine a target demographic of the media content item based
on a first demographic corresponding to the first user data that accepted to stream
the media content item and a second demographic correspondingto the second
user data that declined to stream the media content item; and

[11] providing the third party online retailer the target demographic to
market the media content item to a plurality of other users correspondingto the

target demographic of the media content item.

2. Themethod of claim 1, further comprising:

receiving a license to reproduce the media content from a licensing system
when at least one of the first request and second request is granted by a licensing
system; and

preventing reproduction of the media content item when the first and second

requests are declined by the licensing system.
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3. Themethod of claim 2, further comprising:
streaming the media content item based on a plurality of streaming

parameters in the license that is received from the licensing system.

4, The computer implemented method of claim 1, further comprising:

storing in a license database the first user data and the second user data that
Is associated with the respective first user and second user that is attempting to
stream the media content item that is accessible to the third party online media
retailer that has been selected by a copyright owner to distribute the media content

item.

5. The computer implemented method of claim 1, further comprising:

storing in the license database the first user data and the second user data
that is associated with the respective first user and second user that is attempting to
reproduce the media content item that is accessible to a hardware device
manufacturer that manufacturershardware that is implemented by the multimedia

hardware device.
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6.  Themethod of claim 1, wherein the first user data and the second user data
includes a respective first and second geographic locations of the first user and the

second user who are requesting the media content item.

7. [7P] A computer implemented method for configuring a media content
streaming and verification system to stream media content comprising:

[7A] receiving a first request from a first external device associated with a
first user to evaluate streaming the media content item and a second request from a
second external device associated with a second user to evaluate streaming the
media content item;

[7B] identifying the media content item by determine a media fingerprint
that identifies a unique characteristic inherently present in the media content item
captured during recorded creation of the media content item ad excluding
information introduced to the media content item extraneous to the recorded
creation;

[7C] extracting first user data specific to the first user when the user accepts
to stream the media content item;

[7D] extracting second user data specific to the second user when the second

user declines to stream the media content item;



Petition for Inter Partes Review of
U.S. Patent No. 10,860,691

[7E] aggregating the extracted first user data into a first statistics record and
the extracted second user data into a second statistics record, wherein the first
statistics record summarizes the first user data and the second statistics record
summarizes the second user data;

[7F] storing in a database the first statistics record and the second statistics
record so that the summarized fist user data and second user data is accessible to a
party other than the first user and the second user,

[7G] retrieving the first statistics record and the second statistics record with
the identity of the media content item determined by the media fingerprint;

[7H] analyzing the retrieved first statistics record and the retrieved second
statistics record to determine a target demographic of the media content item based
on a first demographic corresponding to the first user data that accepted to stream
the media content item and a second demographic correspondingto the second
user data that declined to stream the media content item to provide a party other
than the first user and the second user the target demographic to market the media
content item to a plurality of other users correspondingto the target demographic

of the media content item.

8.  Themethod of claim 7, further comprising:
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generating a license record that includes license granting information
associated with the license granted to the external device; and
storing the license record in a registered user database that is associated with

the user.

9. [9A] A system for configuring a multimedia hardware device to generate an
authorized reproduction of a media content item included in a digital media file,
comprising:

[9A.1] at least one processor; and

[9A.2] a memory coupled with the processor, the memory including
instructions that, when executed by the processor cause the processor to:

[9B] receive a first request from a first user to evaluate streaming the media
content item and a second request from a second user to evaluate streaming the
media content item,

[9C] identify the media content item by determining a media fingerprint that
identifies a unique characteristic inherently present in the media content item
captured during recorded creation of the media content item and excluding
information introduced to the media content item extraneous to the recorded

creation,
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[9D] extract first user data specific to the first user when the user accepts to
stream the media content item,

[9E] extract second user data specific to the second user when the second
user declines to stream the media content item,

[9F] aggregate the extracted first user data into a first statistics record and
the extracted second user data into a second statistics record, wherein the first
statistics record summarizes the first user data and the second statistics record
summaries the second user data,

[9G] store in a database the first statistics record and the second statistics
record so that the summarized first user data and the second user data is accessible
to a third party online retailer, and

[9H] retrieve the first statistics record and the second statistics record with
the identity of the media content item determined by the media fingerprint;

[91] analyze the retrieved first statistics records and the second retrieved
statistics record to determine a target demographic of the media content item based
on a first demographic corresponding to the first user data that accepted to stream
the media content item and a second demographic correspondingto the second
user data that declined to stream the media content item to provide the third party

online retailer the target demographic to market the media contentitem to a
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plurality of other users corresponding to the target demographic of the media

content item.

10. Thesystem of claim 9, wherein the processor is further configured to:
receive a license to reproduce the media content item from a licensing
system when the at least one of the first request and second request is granted by
the licensing system; and
prevent reproduction of the media content item when the first and second

requests are declined by the licensing system.

11. Thesystem of claim 9, wherein the processor is further configured to
reproduce the media content item based on a plurality of reproduction parameters

included in the license that is received from the licensing system.

12. Thesystem of claim 9, wherein the processor is further configured to store
in the license database the first user data that is associated with the first user that is
accepting to stream the media content item and the second user data that is
associated with the second user that is declining to stream the media content item
that is accessible to the third party online media retailer that has been selected by a

copyright owner to distribute the media content item.



Petition for Inter Partes Review of
U.S. Patent No. 10,860,691

13. Thesystem of claim 9, wherein the processor is further configured to store
in the license database the first user data that is associated with the first user that is
accepting to stream the media content item and the second user data that is
associated with the second user that is declining to stream the media content item
that is accessible to a hardware device manufacturer that manufacturers hardware

that is implemented by the multimedia hardware device.

14. Thesystem of claim 9, wherein the first user data and the second user data
includes a quantity of times that the first user and the second user has previously

accessed the media content item and additional media content items.

15.  [15P] A computer implemented method for configuring a multimedia
hardware device to stream a plurality of media content items, comprising:

[15A] receiving a first request from a user to evaluate streaming a first
media content item and a second request from the user to evaluate streaming a
second media content item;

[15B] identifying the first media content item by determining a first media
fingerprint that identifies a first unique characteristic inherently present in the first

media content item captured during recorded creation of the first media content
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item, and excluding information introduced to the first media content item
extraneous to the recorded creation;

[15C] identifying the second media content item by determining a second
media fingerprint that identifies a second unique characteristic inherently present
in the second media content item captured during recorded creation of the second
media content item, and excluding information introduced to the second media
content item extraneous to the recorded creation;

[15D] extracting first user data specific to the user when the user accepts to
stream the first media content item;

[15E] extracting second user data specific to the user when the user declines
to stream the second media content item;

[15F] aggregating the extracted first user data into a first statistics record
and the extracted second user data into a second statistics record, wherein the first
statistics record summarizes the first user data and the second statistics record
summarizes the second user data;

[15G] storing in a database the first statistics record and the second statistics
record so that the summarized first user data and second user data is accessible to a

third party online retailer;
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[15H] retrieving the first statistics record and the second statistics record
with the identity of the first and second media content items determined by the first
and second media fingerprints;

[151] analyzing the retrieved first statistics record and the retrieved second
statistics record to determine a target demographic of the first and second media
content items based on the first user data that accepted to stream the first media
content item and the second user data that declined to stream the second media
content item; and

[15J] providing the third party online retailer the target demographic to
market the first and second media content items to a plurality of other users
corresponding to the target demographic of the first and second media content

items.

16. The method of claim 15, wherein the first and second user data includes
geographic location of the user who is requesting the first and second media

content items.

17. The method of claim 1, wherein the first media content item is a first version
of an audiovisual work and the second media content item is a second version of

the audio visual work.
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18. Themethod of claim 1, wherein the media content item is a song, and the
unique characteristic inherently resent in the media content item is selected from
the group consisting of lyrics included in the song, notes played in the song, and a

sampled sound wave included in the song.

19. The method of claim 7, wherein the media content item is a song, and the
unique characteristic inherently present in the media content item is selected from
the group consisting of lyrics included in the song, notes played in the song, and a

sampled sound wave included in the song.

20. Themethod of claim 9, wherein the media content item is a song, and the
unique characteristic inherently present in the media content item is selected from
the group consisting of lyrics included in the song, notes played in the song, and a

sampled sound wave included in the song.

21. Themethod of claim 1, wherein the media content item is a book in digital
format, and the unique characteristic inherently present in the media content item is

a preselected number of words in the book.
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22.  Themethod of claim 7, wherein the media content item is a book in digital
format, and the unique characteristic inherently present in the media content item is

a preselected number of words in the book.

23. Themethod of claim 9, wherein the media content item is a book in digital
format, and the unique characteristic inherently present in the media content item is

a preselected number of words in the book.
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