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Petitioner Roku, Inc. (“Petitioner”), hereby moves for an order dismissing 

the Petition for Inter Partes Review (IPR) filed on January 10, 2022, directed to 

U.S. Patent No. 10,885,154 (“the ’154 patent”) and assigned case number 

IPR2022-00394. Petitioner has conferred with Patent Owner, who does not oppose 

this motion. 

Patent Owner did not filed a preliminary response. The Board has yet to 

issue a decision to institute trial. 

 REASONS WHY TERMINATION IS APPROPRIATE 

On May 16, 2022, the Board provided email authorization to Petitioner to 

file this Motion to Dismiss the Petition. Dismissal is proper because this IPR 

proceeding is still in its early stages, and the Board has not yet “decided the merits 

of the proceeding.” Samsung Electronics Co., Ltd. et al v. Neodron Ltd., IPR2020-

01682, Paper 14, 3 (P.T.A.B. Feb. 18, 2021); see also Samsung Electronics Co., 

Ltd. v. Fundamental Innovation Systems Int’l, IPR2018-00605, Paper 10, 2 

(P.T.A.B. July 16, 2018) (noting that 35 U.S.C. § 317 “does not govern settlement 

prior to institution,” but explaining that “it is appropriate to dismiss the 

proceedings pursuant to 37 C.F.R. § 42.71(a)”).  Accordingly, dismissal is 

appropriate here. 

Petitioner is filing herewith as Exhibit 1100 a true copy of the confidential 

settlement agreement entered between the parties. See 37 C.F.R. § 42.74(c).  The 
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confidential settlement agreement was entered into in contemplation of the 

dismissal of the Petition. There are no collateral agreements or understandings 

made in connection with, or in contemplation of, the dismissal of the Petition. See 

37 C.F.R. § 42.74(b). A request is being filed herewith to treat this agreement as 

“business confidential information” and to keep it separate from the files of the 

involved patent. See 37 C.F.R. § 42.74(c). 

 STATUS OF PROCEEDINGS INVOLVING THE CHALLENGED 
PATENT 

The ’154 patent is currently at issue in the related litigation Roku, Inc. v. 

Media Chain, LLC, Case No. 3:21-cv-09528 (N.D. Cal.). Petitioner and Patent 

Owner have agreed to terminate that litigation pursuant to their confidential 

settlement agreement.  

The parties do not contemplate any other litigation or proceeding between 

the parties concerning the ’154 patent in the foreseeable future. 

 CONCLUSION 

The parties have settled all disputes relating to the challenged patent. This 

inter partes review is in an early stage, and the Board has not entered an institution 

decision in this proceeding. Accordingly, Petitioner respectfully requests that the 

Board dismiss the Petition and terminate this proceeding in its entirety. 
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