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UNITED STATES PATENT AND TRADEMARK OFFICE 
____________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 
 

SAMSUNG ELECTRONICS CO., LTD., and 
SAMSUNG ELECTRONICS AMERICA, INC., 

Petitioner, 
 

v. 
 

SONRAI MEMORY LIMITED, 
Patent Owner. 
____________ 

 
IPR2022-00437 

Patent 6,920,527 B2 

____________ 
 

 
Before STACEY G. WHITE, GARTH D. BAER, and 
MICHAEL T. CYGAN, Administrative Patent Judges. 
 
CYGAN, Administrative Patent Judge. 
 

 
TERMINATION 

Due to Settlement After Institution of Trial and  
Granting Joint Request to Treat Settlement Agreement as 

Business Confidential Information 
35 U.S.C. § 317; 37 C.F.R. § 42.74 
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On December 19, 2022, with authorization of the Board, Petitioners 

Samsung Electronics Co., Ltd. and Samsung Electronics America, Inc. 

(collectively “Samsung”) and Patent Owner Sonrai Memory Limited 

(“Sonrai” or “Patent Owner”) (collectively “the parties”) filed a Joint 

Motion to Terminate the Proceeding.  Paper 17 (“Joint Motion”).  The 

parties also filed a copy of a Settlement Agreement.  Ex. 2001.  The parties 

further request that the Settlement Agreement be treated as business 

confidential information, and be kept separate, pursuant to 35 U.S.C. 

§ 317(b) and 37 C.F.R. § 42.74(c).  Paper 18 (“Joint Request”). 

Under 35 U.S.C. § 317(a), “[a]n inter partes review instituted under 

this chapter shall be terminated with respect to any petitioner upon the joint 

request of the petitioner and the patent owner, unless the Office has decided 

the merits of the proceeding before the request for termination is filed.”  

35 U.S.C. § 317(a) also provides that if no petitioner remains in the inter 

partes review, the Office may terminate the review. 

We instituted trial for the above-identified inter partes review 

proceeding on July 29, 2022.  Paper 7.  Substantive briefing following 

institution has not yet occurred, we have not yet decided the merits of the 

proceeding, and a final written decision has not been entered.  The Parties 

indicate that the Settlement Agreement “completely resolves all pending 

controversies” between the Parties with respect to the ’527 patent.  Paper 17.  

The Parties further indicate that no other collateral agreements have been 

made in connection with, or in contemplation of, the termination of the 

proceeding.  Under these circumstances, we determine that good cause exists 

to terminate the proceeding with respect to the Parties.  Id.  We determine 

that the Parties have provided an adequate showing to justify termination of 

the proceeding. 
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After reviewing the Settlement Agreement, we find that the document 

contains confidential business information regarding the terms of settlement.  

Thus, good cause exists to treat the Settlement Agreement as business 

confidential information pursuant to 37 C.F.R. § 42.74(c).  This Order does 

not constitute a final written decision pursuant to 35 U.S.C. § 318(a). 

 

Accordingly, it is hereby: 

ORDERED that the Joint Motion to terminate IPR2022-00437 is 

granted; 

FURTHER ORDERED that IPR2022-00437 is terminated with 

respect to Petitioner and Patent Owner; and 

FURTHER ORDERED that the Joint Request to is granted, and the 

Settlement Agreement (Ex. 2001) in IPR2022-00437 shall be kept separate 

from the file of U.S. Patent No. 6,920,527 and made available only to 

Federal Government agencies on written request, or to any person on a 

showing of good cause, pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. 

§ 42.74(c). 
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For PETITIONER:  

 
David Hoffman  
FISH & RICHARDSON P.C.  
hoffman@fr.com  
 
Martha Hopkins  
LAW OFFICES OF S.J. CHRISTINE YANG  
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For PATENT OWNER: 
 
Brett Cooper 
BC LAW GROUP 
bcooper@bc-lawgroup.com 
 

Robert A. Auchter 
AUCHTER PLLC  
robert@auchterlaw.com 
 

 


