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PATENT OWNER’S DEMONSTRATIVE EXHIBITS – NOT EVIDENCE

Summary of Issues

– Overview of the ’737 Patent

– Construction of Limitation [1.5]

– Ground 1 fails to teach limitation [1.5]

– Ground 2 fails to teach limitation [1.5]

– The Petition is deficient for independent claims 16 and 26 

– Ground 1 fails for claims 9 and 10

– Decisive evidence of secondary considerations of non-obviousness
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EX2041 (redacted)
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Background on ’737 Patent – Roof Estimate Report System

3
EX1001, 3:40-55, 1:7-11, Fig. 1; POR, 3-4. 

EX2041 (redacted)
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Background on ’737 Patent – Report Generation Engine

4
EX1001, Fig. 1, 3:40-46, 6:28-39, 1:55-64, Fig. 8, 15:57-16:36; POR, 9-10; EX2032, ¶35. 

EX2041 (redacted)
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Background on ’737 Patent – Roof Estimate Report

5

Generated roof estimate report 
includes roof measurement 
information for repair and/or 
constructing the roof structure of the 
building, e.g.:
• Line drawing 303a of roof 

structure
• Ridge lines 303b, 303c
• Dimensions of roof sections

EX2041 (redacted)
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Claim 1 of ’737 Patent

6

 Petitioner’s Ground 1
(Heller+Quam) does not teach
[1.5].

 Petitioner’s Ground 2
(Heller+Quam+Deaton) does
not teach [1.5].

 Limitations [1.5(a)] & [1.5(b)]
are entitled to patentable
weight.

 Independent claims 16 and 26
recite similar features:
– [16.3]
– [26.3]

[1.0]

[1.1]

[1.2]

[1.3]

[1.4]

[1.5]
(a)

(b)

EX2041 (redacted)
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Petitioner’s Proposed Construction of [1.5] is Wrong

8

¶

Petitioner’s argument that the entirety of limitation [1.5] lacks patentable weight 
is incorrect.

Pet., 6

EX2041 (redacted)
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The Board Did Not Decide that the Entirety of [1.5] Lacks Patentable Weight
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* * * *

EX1010, 18

Limitations [1.5(a)] & 
[1.5(b)] are not directed to: 
(1) “the claimed content of 
the information,” or 
(2) “the detailed 
requirements as to the 
contents of the roof 
estimate report.”

[1.5]

(a)

(b)

EX2041 (redacted)
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Petitioner’s Improper New Claim Construction Argument

10

The Board should disregard Petitioner’s improper new claim construction 
argument for limitation [1.5(b)].

This argument was never raised or even suggested in the Petition, and is not 
responsive to any argument in Patent Owner’s Response.

Reply, 3

EX2041 (redacted)
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Collateral Estoppel Does Not Apply to the Board’s Prior Decision

11

Collateral estoppel does not apply because:
• The Xactware IPR did not necessarily require determination of the 

identical issue.
• In the Xactware IPR, the Board did not necessarily require 

determination of whether portions of limitations [1.5], [16.3], and 
[26.3] are entitled to patentable weight.

• The Board found the claims patentable based on “decisive” evidence 
of non-obviousness despite finding that a portion of limitations [1.5], 
[16.3], and [26.3] is not entitled to patentable weight.

• Claims not construed in Xactware IPR: 

EX1010, 6

EX2041 (redacted)
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Ground 1 Does Not Render Obvious Limitation [1.5]

13

Ground 1 is based on Petitioner’s erroneous construction that the entirety of 
limitation [1.5] is not entitled to patentable weight. 

Petitioner’s Ground 1 analysis of [1.5]:

Pet., 34

Petitioner’s Ground 1 analysis of [1.5] does not address [1.5(a)] or [1.5(b)]:

[1.5]
(a)

(b)

EX2041 (redacted)
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The Heller-Quam Combination Does Not Teach [1.5(a)] or [1.5(b)]

14

Heller and Quam are directed to creating a 3D model of the basic geometry of the site 
under examination, not generating and outputting a roof estimate report.

Heller Quam

EX2041 (redacted)
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Petitioner’s New Reply Argument is Improper and Wrong
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Petitioner’s new Reply argument:

Reply, 6

* * * *

• These are improper, new arguments that were never raised in the Petition.
• Quam’s “roof data” is not generated and output by a report generation 

engine, as recited in [1.5(a)].

EX2041 (redacted)
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Ground 2 Fails to Teach Limitation [1.5(a)]

17

Petitioner:

Pet., 53

Petitioner’s Ground 2 does not show that Deaton teaches limitation [1.5(a)]:

[1.5]
(a)

EX2041 (redacted)
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Ground 2 Fails to Teach Limitation [1.5(a)]

18

Petitioner’s Ground 2 argument:

Pet., 53

Deaton’s ¶ 10 does not disclose any reports. Rather, it’s directed to collecting “roof 
inspection information” at the physical site of a roof structure. 

EX2041 (redacted)
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Ground 2 Fails to Teach Limitation [1.5(a)]

19

Deaton’s “project report” cannot correspond to the claimed “roof estimate report” 
because Deaton does not teach that the “project report” is “generat[ed] and 
output[]…using a report generation engine,” as recited in [1.5(a)].

EX2041 (redacted)
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There is Insufficient Motivation to Combine Deaton with Heller-Quam

20

Petitioner:

Pet., 50

This proposed combination is not supportable because:
• Heller and Quam are directed to creating 3D models.
• Neither Heller nor Quam generates or outputs a roof estimate report 

based on their 3D models. 
• Deaton is directed to collecting “roof measurement information” based 

on the physical inspection of a roof on-site.
• There is no teaching in Heller or Quam of being able to incorporate 

“roof inspection information” from a physical, on-site inspection.

EX2041 (redacted)
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Deaton Does Not Support Petitioner’s Proposed Modification
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Petitioner:

Deaton’s “project report” is created from the physical inspection of a roof on-site, 
not from 3D models. 

Pet., 53-54

Deaton

EX2041 (redacted)
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The Petition Does Not Address Unique Limitations of Claims 16 and 26

23

The Petition relies exclusively on the analysis of claim 1 for claims 16 and 26. 
The Petition’s analysis does not address unique limitations of claims 16 and 26.  

EX2041 (redacted)
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Petitioner’s Construction of Claim 9 is Wrong

25

Claim 9 should be construed as transmitting the roof measurement information 
outside the roof estimate report system, e.g., to “third-party systems that generate 
roof estimate reports based on the provided information.” 

EX1001, 16:13-17.

EX2041 (redacted)
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Heller-Quam Does Not Teach Claim 9

26

Petitioner theorizes that changing the size of a line drawing or adjusting the slope of 
a roof in Heller-Quam would correspond to “roof measurement information.”  
Petitioner is wrong because:
• There’s no teaching in Heller or Quam that links a line drawing or mouse

movements to a measurement (or reference) scale.

EX1001, claim 9

EX1004, Heller

EX2041 (redacted)
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Heller-Quam Does Not Teach Claim 10

27

Quam does not teach [10.2]:

Petitioner’s argument:

Petitioner has not shown that Quam’s “world coordinate system” is a reference grid 
corresponding to a 3D model of a roof, as required by [10.2]. 

Pet., 43-44

EX2041 (redacted)
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Extensive and Compelling Evidence of Non-Obviousness

29

Patent Owner’s secondary considerations evidence further 
illustrate non-obviousness of claims.

• Evidence shows both commercial success of and industry praise for 
Twister and Render House products that embody the challenged claims.

• Same extensive evidence of nexus presented in this IPR as was 
presented in Xactware IPR. 

• In Xactware IPR, the Board found Patent Owner presented 
“extensive evidence” that Twister and Render House are 
coextensive with claims, and secondary considerations evidence 
confirmed non-obviousness of claims. 

• Federal Circuit affirmed Board’s finding of non-obviousness based 
on secondary considerations evidence. 

• Dr. Bajaj submitted claim charts showing how each challenged claim is 
embodied by Twister and Render House products. EX2032, ¶179 (pp. 
113-173); POR, 38-57.

EX2041 (redacted)
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There is a Presumption of Nexus

30

Patent Owner is entitled to a presumption of nexus.
• Patent Owner’s Twister and Render House products are the invention 

claimed in the ’737 patent.
• Patent Owner has shown that that these products are “essentially the 

claimed invention,” by showing that Twister and Render House embody 
the challenged claims. EX2032, ¶179 (pp. 113-173); POR, 38-57. 

• Petitioner does not contest that Twister and Render House embody 
challenged claims other than dependent claim 9. 

• “[P]resuming nexus is appropriate when the patentee shows that the 
asserted objective evidence is tied to a specific product and that 
product embodies the claimed features, and is coextensive with them.” 
Fox Factory, Inc. v. SRAM, LLC, 944 Fed. Cir. 1366, 1373 (Fed. Cir. 2019).

• Petitioner has not rebutted strong showing of presumption of nexus. 

EX2041 (redacted)
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Patent Owner Has Proven a Nexus with Commercial Success Evidence

31

Patent Owner’s commercial success is the direct result of sales of roof 
estimate reports generated with Twister and Render House.  
• Exponential revenue growth of more than  from  to  from 

sales of reports using Twister and Render House.
• Chris Johnson Declaration (EX2011): revenue data reflects sales of reports.

EX2041 (redacted)
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Patent Owner Has Proven a Nexus with Industry Praise Evidence

32

Industry praise is the direct result of roof estimate reports generated 
with Twister and Render House.  

EX1026, 1 EX1028

EX2041 (redacted)



PATENT OWNER’S DEMONSTRATIVE EXHIBITS – NOT EVIDENCE

Nearmap US, Inc. v. 
Eagle View Technologies, Inc. – EX2041

PATENT OWNER’S DEMONSTRATIVE EXHIBITS – NOT EVIDENCE

Nearmap US, Inc.
Petitioner

v.

Eagle View Technologies, Inc.
Patent Owner

_______________

IPR2022-00734 (U.S. Patent No. 9,135,737)
_______________

Patent Owner’s Demonstratives

Haynes and Boone, LLP
August 8, 2023

33


	�Nearmap US, Inc. �Petitioner��v.��Eagle View Technologies, Inc. �Patent Owner�_______________��IPR2022-00734 (U.S. Patent No. 9,135,737)��_______________���Patent Owner’s Demonstratives
	Summary of Issues
	Background on ’737 Patent – Roof Estimate Report System
	Background on ’737 Patent – Report Generation Engine
	Background on ’737 Patent – Roof Estimate Report
	Claim 1 of ’737 Patent
	Summary of Issues
	Petitioner’s Proposed Construction of [1.5] is Wrong
	The Board Did Not Decide that the Entirety of [1.5] Lacks Patentable Weight
	Petitioner’s Improper New Claim Construction Argument
	Collateral Estoppel Does Not Apply to the Board’s Prior Decision
	Summary of Issues
	Ground 1 Does Not Render Obvious Limitation [1.5]
	The Heller-Quam Combination Does Not Teach [1.5(a)] or [1.5(b)]
	Petitioner’s New Reply Argument is Improper and Wrong
	Summary of Issues
	Ground 2 Fails to Teach Limitation [1.5(a)]
	Ground 2 Fails to Teach Limitation [1.5(a)]
	Ground 2 Fails to Teach Limitation [1.5(a)]
	 There is Insufficient Motivation to Combine Deaton with Heller-Quam
	 Deaton Does Not Support Petitioner’s Proposed Modification
	Summary of Issues
	The Petition Does Not Address Unique Limitations of Claims 16 and 26
	Summary of Issues
	Petitioner’s Construction of Claim 9 is Wrong
	Heller-Quam Does Not Teach Claim 9
	Heller-Quam Does Not Teach Claim 10
	Summary of Issues
	Extensive and Compelling Evidence of Non-Obviousness
	There is a Presumption of Nexus
	Patent Owner Has Proven a Nexus with Commercial Success Evidence
	Patent Owner Has Proven a Nexus with Industry Praise Evidence
	�Nearmap US, Inc.�Petitioner�� v.��Eagle View Technologies, Inc.�Patent Owner��_______________��IPR2022-00734 (U.S. Patent No. 9,135,737)�_______________���Patent Owner’s Demonstratives



