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I.  INTRODUCTION AND OVERVIEW OF RELIEF REQUESTED 

When reaching an outcome-determinative conclusion that turns on a claim 

construction dispute, the Board must address the dispute.  Here, the Board failed to 

do so, repeatedly.  The Final Written Decision reflects a pattern of failure to 

consider and address disputed claim constructions, despite finding non-

obviousness based on the relative weight of secondary considerations—a finding 

that necessarily implicates unresolved disputes over claim constructions.   

Competing constructions of two claim terms were fully briefed by the 

parties—features related to content of the roof estimate report in claim 1, and 

“transmitting” in claim 9.  Neither was addressed by the Board, which merely (and 

wrongly) indicated that construction of each is unnecessary to resolve validity. Yet, 

the Board’s findings cannot be sustained under one of the competing constructions 

for each term, as its conclusion that alleged embodying products practiced these 

features, and its corresponding conclusion that those same products were 

coextensive with the claims, both fail under one of the competing interpretations.  

Allowing the decision to stand serves to endorse the Board’s legal error and worse, 

its pattern of failing to address disputed claim constructions.1   

 
1 The Board ignored its own prior construction that the roof report content was not 

limiting, consistent with Petitioner’s construction here.  Reply, 1-3 (EX1010, 18).   
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Further, the Board applied the wrong legal standard to determine the 

challenged claims are coextensive with Patent Owner’s commercial products, 

incorrectly placed the burden on Petitioner to show the challenged claims are not 

coextensive, and reached its conclusion of nonobviousness based solely on 

secondary considerations without weighing the prior art obviousness showing.   

Petitioner respectfully requests Director Review of the Board’s faulty 

analysis, and implicated findings. For instance, Petitioner seeks resolution of 

construction for each of the two disputed claim terms, and the impacted secondary 

considerations findings.     

II. ARGUMENT 

A. Director Review Should be Granted to Correct the Board’s Error 
in Finding a Presumption of Nexus Without Addressing an Underlying 
Claim Construction Dispute 

The Final Written Decision failed to address the construction of the 

“generating and outputting a roof estimate report” element appearing in claim 1.  

The parties offered extensive briefing on the disputed meaning of this language, 

and yet, the Decision neither construes this language nor even acknowledges the 

dispute over its meaning.  More, despite the failure to consider or resolve the 

disputed meaning of this language, the Board found that the claims were embodied 

in a product and thus applied a presumption of nexus, and the Board also found the 

presumption unrebutted.  But if petitioner is correct that the content of the roof 
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report of claim 1 is not entitled to patentable weight, there is no basis for 1) the 

Board’s finding of a presumption of nexus or 2) a finding of actual nexus, as the 

secondary considerations evidence is focused on the content of roof reports. Each 

finding constitutes reversible legal error, and implicates an important issue of law 

and policy.   

Construction of the “generating and outputting a roof estimate” limitations 

drives right to the heart of the secondary considerations analysis—if the content 

aspects of claim 1 are not limiting, there is even less correspondence between the 

alleged embodying products and claims.  Moreover, because  industry praise and 

commercial success evidence relied upon by the Decision is directed to roof 

reports purchased for their content, the evidence relates to unclaimed features, not 

features of claim 1.  Due process considerations require the Board to construe a 

claim where parties address the meaning of a disputed claim term and the Board 

reaches an outcome-determinative conclusion that depends upon the claim 

meaning.  See O2Micro Int’l Ltd. v. Beyond Innovation Tech., Co. Ltd., 521 F.3d. 

1351 (Fed. Cir. 2008) (“determination that a claim term ‘needs no construction’ . . . 

may be inadequate”).  While the parties contended different meanings of this claim 

term, the Board failed to resolve the dispute.    

Claim 1 recites “generating and outputting a roof estimate report” wherein 
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the roof estimate report “includes numerical values for corresponding slope, area, 

or lengths of edges of at least some of a plurality of planar roof sections of the 

roof,” and “wherein the generated roof estimate report is provided for repair and/or 

constructing the roof structure of the building.”  EX1001, cl. 1.  The briefing 

discussed at length the meaning of these limitations, including whether the recited 

content (e.g., “numerical values for corresponding slope, area, or lengths of edges,” 

and information “used for repair and/or constructing the roof structure of the 

building”) is entitled to patentable weight under the printed matter doctrine.2  See, 

Pet., 6-8; Response, 11-15, Reply, 1-3.  Disputing the analysis set forth in the 

Petition, Patent Owner alleged that, at a minimum, “generating and outputting a 

roof estimate report using a report generation engine,” and “wherein the generated 

roof estimate report is provided for repair and/or constructing the roof structure of 

the building,” are not directed to content and are thus limiting.  See, Response, 13-

14.  These opposing alternatives inform opposite findings on secondary 

considerations—evidence of correspondence between the content of 

Twister/Render House reports and claim 1 relied upon by the Board is not relevant, 

and thus the finding of a presumption of nexus (and nexus-in-fact) unsupported, if 

the content of the roof report of claim 1 is not entitled to weight. 

 
2Patent Owner also disputed the meaning of the last wherein clause of claim 1.   
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The Decision never addressed the meaning of the “generating and outputting 

a roof estimate report” element of claim 1, despite the parties briefing this term at 

length (see Pet., 6-8; Reply, 1-3; POR, 11-15) and the Board explicitly resolving 

consistent with Petitioner’s interpretation in a prior proceeding (EX1010, 18).  The 

Decision instead offers only the following boiler-plate language: “[w]e find no 

claim terms require express construction for us to determine whether Petitioner has 

shown the challenged claims are unpatentable.”  Decision, 6.  While true that no 

construction was necessary to determine the claims invalid in view of Grounds 1 

and 2 that disclosed the claim features under any reasonable interpretation, the 

Board’s conclusions related to secondary considerations cannot be sustained if one 

of the disputed constructions is adopted for each implicated claim term.   

For example, the Board credited Patent Owner’s analysis of content features 

of claim 1 in finding a “strong correspondence between Patent Owner’s products 

and the challenged claims” and applying a presumption of nexus.  Decision, 11 

(citing POR, 38-57, including PO’s mapping of the content limitations of claim 1 

at 42-44).  And Patent Owner’s evidence of secondary considerations cited in the 

Decision is focused on roof report content.  If the content of the roof report of 

claim 1 is not entitled to weight, there exists no evidence to sustain the Board’s 

finding of a presumption of nexus, nor a finding of nexus-in-fact between industry 
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praise and commercial success related to roof report content and the properly 

construed ’737 claims. 

First, as to the Board’s conclusion of a presumption of nexus, the Board was 

obligated to consider the meaning of disputed content limitations relied upon in 

reaching that conclusion.  The Decision relied on Patent Owner’s element-by-

element comparison of the challenged claims to the embodying products, including 

Patent Owner’s analysis with respect to the content features of claim 1.  Decision, 

11 (citing PO Resp. 38-57).  It was this evidence, in part, that led to the 

determination of a “strong correspondence” between the challenged claims and 

alleged embodying products.  Id.  To the extent the content features in claim 1 are 

not limiting, the correspondence is undermined—the claim features account for an 

even smaller aspect of the Twister and Render House software, and the unclaimed 

aspects of the software become even greater.  Simply put, the Board relied on 

Patent Owner’s mapping of content features, rather than heeding the lacking 

significance of these content features based on record arguments and evidence 

demonstrating that these features are not limiting.  Id.   

Second, as to Patent Owner’s secondary considerations evidence, the 

Decision relies almost entirely on evidence focusing on roof report content.  The 

Decision cites industry praise regarding “sophisticated aerial pictures of roofs” and 
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suggests that software “accurately measures lengths, pitches, valleys, and other 

hard-to-see areas on roofs.”  Decision, 14 (citing EX1027).  But this type of 

information corresponds to the content features of claim 1, the meaning and 

limiting effect of which were disputed and unresolved by the Board.  Cl. 1 

(“numerical values for corresponding slope, area, or lengths of edges”).3   

The Decision’s industry praise analysis cited a survey (prepared by Patent 

Owner) that “praised the ‘[q]uality of reports’ by giving them an ‘[e]xcellent’ 

rating.”  Decision, 15 (citing PO Resp. 62).  Patent Owner’s own declarant 

confirmed, however, that this praise was directed to the quality of the information 

in the report—the report content.  Reply, 22 (citing EX1054 25:17-26:12, 26:13-

27:9, and 29:21-30:9).   

The Decision cites articles that characterize Patent Owner’s reports as the 

“industry standard.”  Decision, 14 (citing EX1025, EX1026).  But here again, this 

characterization is based on report content, such as “measurements” and 

“diagrams” included in the report.  See, EX1025 (“accurate measurements”); 

EX1026 (“accurate measurements” and “diagrams and roof layout”).   

The Decision’s improper reliance on report content without construing the 

 
3 To be clear, there is no dispute that “aerial pictures” and accuracy are not recited 

or dictated by the claims.   
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content features of claim 1 is not rendered moot by characterization of the reports 

as delivered “faster” and “at less expense,” or reducing “liability and risk.”  

Decision, 12-13.  These comparisons are in relation to “climbing onto roofs and 

manually measuring,” and directed to “accuracy” of report content, not anything 

recited by the claims.  See, e.g., Reply, 15, 22; EX1019; EX1025, 1.   

The Decision’s conclusion as to commercial success likewise warranted 

resolution of the disputed claim construction because it too is focused on roof 

report content.  If content of reports is not relevant to the claims, the alleged 

correspondence between the claims and report sales does not provide evidence of 

commercial success of the claims.4   

B. The Board Erred in Concluding Render House and Twister 
Embody Claim 9 Without Construing the Disputed Claim Term 

The Decision ignored the disputed construction of dependent claim 9.  Yet, 

without addressing the meaning of claim 9, the Board improperly concluded that 

 
4 Relatedly, the Decision’s conclusion that the reports were produced at “less 

expense than previous solutions” is unsupported by bare revenue numbers, and   

whether the reports were less expensive than manual measurement techniques has 

little bearing on the secondary considerations analysis, especially in view of known 

techniques (e.g., Grounds 1 and 2) and the “dozen competitors” (EX1025, 2).       
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claim 9 was embodied by the Render House and Twister software.  And, as 

explained in the briefing, a determination of whether the purported embodying 

products include each claim 9 element does indeed depend on whether petitioner’s 

construction of claim 9 is adopted.  The Decision fails to heed or resolve the claim 

construction dispute, much less articulate a basis for refusing petitioner’s 

construction. The Decision’s analysis of claim 9 thus represents clear legal error. 

More, in its treatment of claim 9, the Decision implicates an important issue of law 

and policy, as it here again reaches an outcome-determinative decision that turns 

on the meaning of a claim term—without addressing the meaning of the claim 

term.  Director review is requested to correct the Board’s error here, and to ensure 

the Board addresses claim construction disputes when necessary to reaching the 

ultimate legal conclusion.   

In more detail, claim 9 recites “transmitting roof measurement information 

based at least in part on the change of the line drawing representing a feature of the 

roof that overlies the first aerial image of the roof.”  As set forth in the Petition, the 

plain language and the specification indicate that claim 9 “should be interpreted 

broadly enough to encompass transmitting roof measurement information between 

components of the same computer system.”  Petition, 11-12.  Patent Owner 

disputed this interpretation, alleging that claim 9 requires “transmitting the roof 
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measurement system outside the roof estimate report system” such as to “third-

party systems.”  Response, 18 (citing EX1001, 17:12-20). 

In finding that the challenged claims, including claim 9, were embodied by 

Twister and Render House products, the Board credited Patent Owner’s element-

by-element mapping at pages 38 through 57 of the POR.  The Decision indicated 

that “Patent Owner steps through each challenged claim on an element-by-element 

basis and, for each limitation, directs us to screen shots from its Render House and 

Twister products as well as passages from the products’ user guides to show that 

the products embody the challenged claims.”  Decision, 11.  The analysis of claim 

9 at page 47 of Patent Owner’s Response, however, offers only naked reference to 

¶179 of the Bajaj Declaration. POR, 47.  And the Bajaj Declaration never 

addresses Patent Owner’s proposed construction that requires transmitting “outside 

the roof estimate report system.”  Indeed, the Bajaj Declaration provides only 

screenshots that he was unable to explain. Reply, 22.   

From this, it is apparent that Patent Owner never even alleged that the 

Twister and Render House software include the relevant claim 9 feature if 

interpreted according to Patent Owner.  The implication is plain—if Patent 

Owner’s construction were adopted such that claim 9 requires transmitting 

“outside the roof estimate report system,” Patent Owner’s mapping cited by the 
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Decision plainly fails to demonstrate claim 9 is embodied by Twister and Render 

House.5   

The Board, in reaching a conclusion that claim 9 was embodied, never 

addressed Patent Owner’s terse analysis, never addressed Petitioner’s explanation 

of the deficiencies in the mapping, and, critically, never addressed the meaning of 

Claim 9 that dispositively forecloses the conclusion the Board reached if Patent 

Owner’s interpretation were adopted.  To be clear, the claims were shown to be 

obvious in view of the prior art under Petitioner’s interpretation, and there exists 

no evidence of record supporting the Board’s finding of secondary considerations 

as to claim 9. Indeed, the construction of claim 9 was disputed by the parties, and 

the Board ignored the dispute in reaching a determination that turns on, and 

necessitates, construction of claim 9.    

The faulty analysis of the Board reflected by this Decision not only presents 

plain legal error, but raises an important issue of law and policy that impacts the 

credibility of the PTAB.  Where the parties dispute the meaning of a claim term, 

and the meaning impacts an outcome-determinative issue, the Board has a duty to 

 
5 To be clear, Patent Owner’s analysis of claim 9 is deficient under any 

interpretation of claim 9.  Reply, 22-23.  The Board reached its conclusion the 

claim 9 was embodied without addressing the deficiencies identified by Petitioner.   
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construe the claim term.  See O2Micro, 521 F.3d. 1351 (Fed. Cir. 2008) (“duty to 

resolve it.”).  Its procedurally improper to reach a determination where a predicate 

construction is left unresolved, and it is incumbent on the Board reach the 

construction (even if additional briefing is appropriate to do so).  See Axonics, Inc. 

v. Medtronic, Inc., 75 F.4th 1374, 1384, (Fed. Cir. 2023). 

The present Decision itself reflects a pattern by the Board of declining 

construction on the basis that construction is not required to resolve the validity 

dispute.  Where true, this is a proper exercise in judicial restraint.  But where not 

true, as in the present case, such an approach raises due process alarms and creates 

risk of an outright wrong conclusion that is unsupported by the proper construction 

of the claim term.  Here, the Board engaged in this prohibited behavior twice, 

declining to address disputed constructions while reaching legal conclusions that 

turn on the construction of these terms.      

C. The Board Erred in Finding Coextensiveness with a Focus on 
Patent Owner’s Commercial Products 

The only evidence the Board cites for the “coextensiveness” showing is 

evidence that the Twister and Render House products practice the claims.  But 

whether the claims are 1) embodied and 2) coextensive are separate 

requirements—finding a presumption of nexus requires a showing that “the 

product embodies the claimed features, and is coextensive with them.”  Teva 
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Pharms. Int’l GmbH v. Eli Lilly & Co., 8 F.4th 1349, 1360 (Fed. Cir. 

2021).  Beyond whether the claims are embodied, the coextensiveness inquiry 

“requires the fact finder to consider the unclaimed features of the stated products to 

determine their level of significance and their impact on the correspondence 

between the claim and the products.”  Id. at 1361.  Patent Owner’s own declarant 

admitted that Twister and Render House had many unclaimed components and 

features beyond those of the challenged claims. See, Reply 14; EX1044, 18:11-21.  

Still, Patent Owner never addressed these admittedly unclaimed features or their 

level of significance.  The Board thus reached its finding of coextensiveness in err, 

without evidence from Patent Owner and without applying the proper legal 

framework in finding coextensiveness.  Indeed, in the absence of proof from Patent 

Owner on the significance of unclaimed features acknowledged by its expert, the 

Board improperly criticized Petitioner (which does not bear the burden on 

establishing coextensiveness) for failing to show that the unclaimed features were 

individually “critical” and “more important” than the claimed features or that the 

practicing products would have been successful without the claimed features. 

D. The Board Erred in Criticizing Petitioner for Failing to Show 
Unclaimed Features Were Critical 

The Board compounded its failure to apply the correct test for 

coextensiveness by erroneously shifting the burden to Petitioner to show that the 



Proceeding No.:  IPR2022-00734 
Attorney Docket: 53317-0003IP1 

 

14 
 

challenged claims are not coextensive.  Fox Factory, Inc. v. SRAM, LLC, 944 F.3d 

1366, 1373 (Fed. Cir. 2019) (requiring “the patentee demonstrate that the product 

is essentially the claimed invention”).  After resolving that the products practiced 

the claims, the Board criticized Petitioner for failing to demonstrate the existence 

or significant of unclaimed features within the products (Decision, 11-12). In doing 

so, the Board overlooked the absence of any evidence from Patent Owner on 

coextensiveness (which, as discussed above, was narrowly limited to showing that 

the products practice the claims, and which did not address unclaimed features or 

their significance).  Naturally, the Board also failed to cite any evidence from 

Patent Owner supporting the Board’s factual findings that the unclaimed features 

are too insignificant for the claims not to be coextensive with the commercial 

products, as none exists.  By instead criticizing Petitioner’s evidence without first 

looking to Patent Owner’s showing as to the importance of unclaimed features, the 

Board misallocated the burdens.  Further, because of Patent Owner’s failure to 

address its own burden to show coextensiveness, the Board’s factual findings 

concerning the unclaimed features lack evidentiary support. 

E. The Board Erred in Holding the Challenged Claims Nonobvious 
Based Solely on Secondary Considerations 

The Decision’s obviousness analysis was both substantively and 

procedurally flawed because it only addressed secondary considerations.  The 
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Board had an obligation under the Administrative Procedure Act to explain how it 

weighed the other Graham factors and why secondary considerations purportedly 

outweighed them.  Its failure to do so was legal error.  Under a proper obviousness 

analysis, Petitioner’s prior art and other obviousness evidence outweigh secondary 

considerations even if Patent Owner had established a nexus to the claims.  See 

Leapfrog Enters., Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. Cir. 2007) 

(holding secondary considerations inadequate to overcome strong primary 

showing); see also Wyers v. Master Lock Co., 616 F. 3d 1231 Fed. Cir. (2010). 

III. CONCLUSION  

The Decision here reflects a pattern of failing to address claim construction 

issues while reaching conclusions that turn on the underlying construction, as set 

forth in Sections II.A-B.  Director Review is necessary to correct the Board’s 

failure to address the disputed constructions, to address the important issue of law 

and policy flowing from the Board’s repeated failure to resolve disputed claim 

constructions that impact the overall outcome, and to address the other legal errors 

set forth herein.  Petitioner respectfully requests consideration of the disputed 

claim terms, and reconsideration of the Board’s analysis of secondary 

considerations, which turn on the proper interpretation of claim 1 and claim 9.   
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       Respectfully submitted, 
 
 
Dated:  11/27/2023       /W. Karl Renner/          

W. Karl Renner, Reg. No. 41,265 
Thomas Rozylowicz, Reg. No. 50,620  
Craig A. Deutsch, Reg. No. 69,264 
Fish & Richardson P.C. 
60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 
Tel: 202-783-5070 
Fax: 877-769-7945 
      
  
Attorneys for Petitioner 
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