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____________ 
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____________ 

 
HISENSE INTERNATIONAL CO. LTD. and 

HISENSE INTERNATIONAL (HONG KONG) AMERICA  
INVESTMENTS CO. LTD., 

Petitioner, 
 

v. 
 

VISTA PEAK VENTURES, LLC, 
Patent Owner. 
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Before DONNA M. PRAISS, LARRY J. HUME, and  
MICHELLE N. WORMMEESTER, Administrative Patent Judges. 
 

HUME, Administrative Patent Judge. 
 

 
TERMINATION 

Due to Settlement After Institution of Trial 
35 U.S.C. § 317; 37 C.F.R. § 42.74) 
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On June 16, 2013, with prior Board authorization provided via email 

sent June 13, 2023, the parties filed a Joint Motion to Terminate this 

proceeding (“Joint Motion”) (Paper 11), along with a copy of what they 

indicate is their written settlement agreement (Ex. 1010) made in connection 

with the termination of the instant proceeding.  Pursuant to 37 C.F.R. 

§ 42.74(c), the parties also concurrently filed a Joint Request to Keep 

Separate (“Joint Request”) pertaining to their settlement agreement 

(“Settlement Agreement”).  Paper 12.   

The Joint Request to treat the Settlement Agreement as business 

confidential information includes a request that the Settlement Agreement be 

kept separate from the patent file.  Id.; see also 37 C.F.R. § 42.74(c) (“A 

party to a settlement may request that the settlement be treated as business 

confidential information and be kept separate from the files of an involved 

patent or application.”).  After reviewing the parties’ settlement agreement, 

we find that the settlement agreement contains confidential business 

information regarding the terms of settlement.  We determine good cause 

exists to treat the settlement agreement as business confidential information 

and to keep it separate from the file of the patent in the above-identified 

proceeding pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c). 

The parties state the subject IPR petition is related to a lawsuit filed in 

the Eastern District of Texas asserting the ʼ070 Patent (Vista Peak Ventures, 

LLC v. Hisense International Co. Ltd. et al., Case No. 2:21-cv-00263).  

Paper 1 at 51; Paper 11 at 2, n.1.  “Pursuant to the terms of the Settlement 

Agreement, the parties filed Stipulations of Dismissal in the aforementioned 

cases, and the parties’ disputes have been dismissed by the court.”  Paper 11 

at 2.   



IPR2022-01425  
Patent 7,593,070 B2 
 

3 

The parties indicate good cause exists to terminate the above-

identified IPR Proceedings.  Id. at 2–3.  According to counsel, the parties 

have settled their disputes, and have reached agreement to terminate this IPR 

proceeding.  See id. at 1–2.  In addition to being unopposed, the parties state 

that the proceeding is at an early stage, no Patent Owner Response has been 

filed, and there is no pending court litigation.  Id.   

We agree that this proceeding is at an early stage.  The Patent Owner, 

Vista Peak Ventures, LLC, has not filed a Patent Owner’s Response.  The 

parties represent that Exhibit 1010 is “a true and correct copy” of their 

settlement agreement, and that their settlement agreement “will resolve the 

parties’ dispute regarding the challenged patent[].”  Id. at 1–2.  The parties 

further represent that “[t]here are no other agreements, oral or written, 

between the parties made in connection with, or in contemplation of, the 

termination of this proceeding.”  Id. at 2.  Based on the facts of this case, it is 

appropriate to dismiss the Petition and terminate the proceeding without 

rendering a final written decision, as doing so will preserve both the Board’s 

and the parties’ resources while also epitomizing the Patent Office’s policy 

of “secur[ing] the just, speedy, and inexpensive resolution”; and this is a just 

and fair resolution.   

Accordingly, the Joint Motion to terminate the above-identified 

proceeding and the Joint Request to treat the Settlement Agreement as 

business confidential information are granted.  As requested by the parties, 

the Settlement Agreement will be treated as business confidential 

information, and kept separate from the patent file.  37 C.F.R. § 42.74(c).  

This paper does not constitute a final written decision pursuant to 35 U.S.C. 

§ 318(a).   



IPR2022-01425  
Patent 7,593,070 B2 
 

4 

Therefore, it is  

ORDERED that the Joint Motion to terminate the above-captioned 

proceedings is granted, and the instant proceeding is terminated; and  

FURTHER ORDERED that the parties’ Joint Request is granted, and 

that the Settlement Agreement (Ex. 1010) shall be treated as business 

confidential information, be kept separate from the file of each involved 

patent, and made available only to Federal Government agencies on written 

request, or to any person on a showing of good cause under 37 C.F.R. 

§ 42.74(c).   
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