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I. INTRODUCTION 

Contrary to Novarad’s arguments, opinions on the perspective of a POSA 

are admissible only when offered by a POSA.  Having waived the right to 

challenge Medivis’s definition of a POSA, Novarad argues for the first time in its 

opposition that Mulumudi and Rosenberg each qualify as a POSA—without 

explaining how either satisfies the undisputed definition.  Novarad has never 

argued any definition of a POSA in this matter, and neither of its experts qualifies 

as a POSA under the other’s post hoc definitions in their supplemental declarations.   

Neither Mulumudi’s “perspective of an actual medical doctor” nor 

Rosenberg’s alleged “understanding of augmented reality” (Opp., 1) is sufficient to 

qualify them as a POSA.  Novarad does not argue that either proposed expert has 

the required AR device experience.  Because neither expert qualifies as a POSA, 

their opinions regarding the perspective of a POSA must be excluded.  The Board 

must, therefore, exercise its gatekeeping role and exclude both Mulumudi’s and 

Rosenberg’s opinions (as declared in Exhibits 2002, 2004, 2008, and 2009) 

because they lack the relevance and reliability required for admission.   

II. NOVARAD ADMITTED ALL OF MEDIVIS’S MATERIAL FACTS  

Rule 42.23(a) requires that any opposition to a motion that contains a 

statement of material facts (SOMF) include “a listing of facts that are admitted, 

denied, or cannot be admitted or denied” and provides that “[a]ny material fact not 
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specifically denied may be considered admitted.”  Even though, in its motion to 

exclude (MTE), Medivis specifically notified Novarad that “[a]ny material facts 

not specifically denied should be deemed admitted” (MTE, 15), Novarad did not 

specifically deny any of the facts in Medivis’s SOMF and therefore all of the facts 

in Medivis’s SOMF should be deemed admitted.   

III. ADMISSIBILITY OF EXPERT TESTIMONY IS GOVERNED BY 
THE FEDERAL RULES AND CASELAW 

The Federal Rules require the Board to address admissibility of expert 

testimony before any consideration of the weight of that evidence.  See MTE, 7-9. 

Novarad admits that Rule 702 applies in an IPR.  Opp., 4 (citing FRE 702).  The 

Federal Circuit further requires that to opine on the perspective of a POSA, “an 

expert must … possess ordinary skill in the art.”  Kyocera Senco Industrial Tools 

Inc. v. ITC, 22 F.4th 1369, 1377 (Fed. Cir. 2022).  The cases that Novarad cites, for 

the incorrect proposition that challenges to an expert’s qualifications go to weight 

not admissibility, conflict with the controlling Federal Circuit precedent and Rule 

702, as clarified in the recent amendment.   

IV. MEDIVIS’S DEFINITION OF A POSA IS UNDISPUTED 

Novarad has never disputed Medivis’s POSA definition and has not 

proposed a specific definition of its own, likely because no reasonable definition 

would qualify both of its proffered experts.  Mulumudi’s and Rosenberg’s 

proposed definitions conflict with each other.  See Ex. 2009, ¶ 5; Ex. 2008, ¶ 5.  
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Mulumudi does not qualify under Rosenberg’s definition (Ex. 2008 ¶ 5, requiring 

academic degrees that Mulumudi does not have), and Rosenberg does not qualify 

under Mulumudi’s (Ex. 2009 ¶ 5, requiring familiarity with “conventional medical 

imaging data and visualization of that data for use during a medical procedure,” 

which Rosenberg never claimed).  This conflict confirms that Novarad’s experts 

did not apply consistent or correct standards when opining on the perspective of a 

POSA.  And as discussed below, neither qualifies under Medivis’s definition, the 

only definition either party actually proffered in this case.   

V. THE MULUMUDI DECLARATION SHOULD BE EXCLUDED 

The undisputed definition of a POSA requires “a bachelor’s degree in 

computer science, electrical engineering, or a related field.”  But “Mulumudi is not 

a computer science or electrical engineering major.”  Opp., 7.  Mulumudi’s 

medical degree does not qualify as a degree “related” to computer science or 

electrical engineering, and Novarad’s speculation that “the [required] 

undergraduate degrees would not alter [Mulumudi’s] opinion” (id.) is irrelevant 

and further demonstrates the unreliability of those opinions.   

Another requirement for a POSA is “several years of experience in the 

design, development, and study of augmented reality devices.”  Novarad makes 

much of Mulumudi’s experience with “augmented reality with biofeedback.”  Opp., 

2, 7.  But while Mulumudi’s CV uses the words “augmented reality” in two 
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headings, the underlying descriptions of his actual experience include only VR.  

See Ex. 2003, 1, 3 (discussing only VR experience).  According to Novarad, “VR 

solutions are not solutions to the challenges of projecting medical imaging onto a 

real patient in an AR environment.”  Sur-reply, 20, 22 (citing Ex. 2004, ¶ 119).  

Novarad cannot now conflate AR and VR to qualify Mulumudi.   

Mulumudi claims that he qualifies as a POSA because “the ’271 Patent does 

not disclose new hardware, but new software.”  Opp., 8.  But, unlike the degree 

required by the undisputed POSA definition, Mulumudi’s medical degree does not 

prove an understanding of AR device software.  Mulumudi, therefore, does not 

qualify as a POSA because he lacks necessary qualifications and experience.  

Additionally, Mulumudi was not familiar with the 3D Slicer software 

application.  Ex. 1022, 130:6-8, 131:3-6, 131:7-10.  As even Novarad admits, a 

POSA is “presumed to have known the relevant art at the time of the invention.”  

Opp., 3.  Medivis’s petition stated “[a] POSA would have been familiar with the 

3D Slicer application and its ability to load and display data for a user.”  Pet., 17 

(citing Ex. 1012, ¶ 41).  Contrary to Novarad’s argument, this is not a new addition 

to the POSA definition.  Rather, Mulumudi’s lack of familiarity with this widely-

known application shows that he is not a POSA because he is unfamiliar with all of 

the relevant art.  And even if Mulumudi qualified as a POSA, to reliably opine on 

obviousness, he would at least need to be familiar with the cited references.  He 
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was not.  Ex. 1022, 150:10-21.  His declaration should be excluded.   

VI. THE ROSENBERG DECLARATION SHOULD BE EXCLUDED  

Novarad admits that Rosenberg lacks experience with “augmented reality 

devices.”  Opp., 12 (citing Ex. 2008, ¶ 5).  Rosenberg admitted that he is “not an 

expert in the specifics of medical imaging.”  Opp., 14 (citing Ex. 2004, ¶ 79).  

Contrary to Novarad’s suggestion (Opp., 13-14), Rosenberg’s work in “application 

areas, including … healthcare,” and his corporate experience related to digital 

stethoscopes and medical records—which are not AR devices—do not demonstrate 

a familiarity with conventional medical imaging data and visualization.  For 

example, a stethoscope collects audio—not imaging—data.  See, e.g., Opp., 6 

(“acoustic collection system [e.g., stethoscope]”).  He is not a POSA and his 

declaration should be excluded.   

VII. CONCLUSION 

Because neither of Novarad’s experts qualifies as a POSA here, the Board 

should exclude Novarad’s proffered opinions (as stated in Exhibits 2002 and 2004, 

as well as their supplemental declarations, Exhibits 2008 and 2009).  If admitted, 

each opinion should be given no weight.  All of the material facts in Medivis’s 

motion should be deemed admitted.   

 Respectfully submitted, 

Dated:  January 16, 2024 By:   /s/ Kia L. Freeman    
  Kia L. Freeman 
  Registration No. 47,577 



Patent No. 11,004,271  Attorney Docket No. 127971-00012 
 

6 
ME1 47351420v.4 

  Attorney for Petitioner 
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