Trials@uspto.gov Paper 8
571-272-7822 Date: December 21,2023

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

AO KASPERSKY LAB,
Petitioner,

V.

OPEN TEXT INC.,
Patent Owner.

IPR2023-01199
Patent 9,578,045 B2

Before JUSTIN T. ARBES, MICHELLE N. WORMMEESTER, and
AARON W.MOORE, Administrative Patent Judges.

WORMMEESTER, Administrative Patent Judge.

DECISION
Granting Institution of Inter Partes Review
35US8.C.§314

Granting Motion for Joinder
35US8.C.§315(c);37C.F.R. §42.122
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[. INTRODUCTION

AO Kaspersky Lab (“Petitioner”) filed a Petition (Paper 1, “Pet.”)
requesting inter partes review of claims 14, 7-10, 12, and 15-18 of U.S.
Patent No. 9,578,045B2 (Ex. 1001, “the ’045 patent™). Petitioner also filed
a Motion for Joinder (Paper 2, “Joinder Mot.”) seeking to join this
proceeding with CrowdStrike, Inc. v. Open Text Inc., IPR2023-00124
(“the 124 IPR”). Open Text Inc. (“Patent Owner”)! did not file an
opposition to the Motion for Joinder, but did file a Preliminary Response
(Paper 7, “Prelim. Resp.”).

We have authorityunder35 U.S.C. § 314 and 37 C.F.R. § 42.4(a).
Pursuantto 35 U.S.C. § 314(a), an inter partes review may not be instituted
“unless. .. thereis a reasonable likelihood that the petitioner would prevail
with respect to at least 1 of the claimschallenged in the petition.” For the
reasons that follow, we institute an inter partes review of the challenged

claims and grant the Motion for Joinder.

II. INSTITUTION OF INTER PARTES REVIEW
In the 124 IPR, we instituted an inter partes review of the challenged

claims on the following grounds. 124 IPR, Paper 11.

"' The Petition’s caption identifies Webroot Inc. as the patent owner. In
Patent Owner’s mandatory notices, however, Patent Owner identifies itself,
Open Text Inc., as the patent owner “due to a change in ownership of U.S.
Pat. No. 9,578,045.” Paper 5, 1 n.1.
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Claims Challenged Basis References
1,2,4,8-10,12,16 35U.S.C.§103 Morris?
1-4,8-10,12,16 35U.S.C.§ 103 Morris, van Oorschot?

1,2,4,7-10,12,15-18 [35U.S.C.§103 Capalik*

1-4,7-10,12, 15-18 35U.S.C.§103 Capalik, van Oorschot

Here, Petitioner represents that the instant Petition is “essentially a
copy” of the petition in the 124 IPR, and that the instant Petition “includes
the identical grounds presented” in the 124 IPR. Joinder Mot. 1.

In its Preliminary Response, Patent Ownerargues that “[t ]he Board
should deny institution for multiple reasons.” Prelim. Resp. 1. For example,
Patent Owner argues that “[t|he groundsraised by Petitioner in this
proceeding are identical in substance tothe grounds raised by [the petitioner]
inthe [124] IPR,” and, “[f]or the same reasons set forth in Patent Owner’s
Response in the [ 124] IPR, Petitioner has not shown a reasonable likelihood
of success as to any challenged claim” in the instant proceeding. /d. at 1-2.
Patent Owner states that it “incorporates the arguments presented therein by
reference.” Id. at 2.

Patent Owner’sargument is unavailing. Our rules specifically
prohibit incorporation by reference. See 37 C.F.R. §42.6(a)(3) (“Arguments
must not be incorporated by reference from one document into another
document. Combined motions, oppositions, replies, or other combined

documents are not permitted.”). We therefore decline to consider, at this

2 Morris et al., U.S. Publ’n No. 2007/0016953 A1, published Jan. 18, 2007
(Ex. 1005).

3 van Oorschotet al., U.S. Patent No. 8,087,087 B1, issued Dec. 27, 2011
(Ex. 1006).

4 Capalik et al., U.S. Publ’nNo. 2011/0321166 A1, published Dec. 29, 2011
(Ex. 1008).
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stage, the arguments presented in the Patent Owner Response in the

124 TPR. Because PatentOwnerdoes not offer other arguments on the
merits, for the reasons given in ourinstitution decision in the 124 IPR, we
determine that the information presented in the Petition shows a reasonable
likelihood that Petitioner will prevail in showing that the challenged claims
would have been obvious. See 124 IPR, Paper 11.

Patent Owner further argues that Petitioner’s “motion for joinder
should be denied as moot, and institution of inter partes review denied,
because there will be no proceeding to be joined and, without joinder, the
petition is time-barred.” Prelim. Resp. 2. Patent Owner asserts that “by the
time the Board issues its institution decision in the instant proceeding, the
[124] IPR will likely be terminated,” as Patent Owner and the petitioner in
the 124 IPR “have already resolved their disputes with respect to the
’045 patent and jointly filed a motion to terminate the [124] IPR.” Id. at 3.

Patent Owner’sargument in thisregard also is unavailing. The
124 TPR was instituted on June 15, 2023, and Petitioner filed its joinder
motion on July 14, 2023, before the joint motion to terminate in the 124 IPR
was filed on November 20, 2023. The joinder motion is timely because
joinder was requested no later than one month after institution of the
124 IPR. See37 C.F.R. §42.122(b). Additionally, the 124 IPR is still
pending. The Petition therefore is not time-barred. Under these
circumstances, we may grant Petitioner’s joinder motion.

Patent Owner further argues that Petitioner fails to identify all real
parties in interest, including Kaspersky Labs Limited and Kaspersky Lab
Switzerland GmbH. Prelim. Resp. 4-5. According to Patent Owner, “it
appears that [Kaspersky Labs Limited and Kaspersky Lab Switzerland
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GmbH] are in privity with Petitioner and also real-parties-in-interest in this
proceeding.” Id. at 5. Patent Owner asserts that both unnamed parties are
“Petitioner’s co-defendants in parallel district court litigation,” that “[b]oth
are corporate relatives of Petitioner,” and that “both are represented by the
same counsel.” Id. at 4-5. Patent Owner adds that “Petitioner has failed to
update its mandatory notices to identify its Corporate Relatives as real-
parties-in-interest.” Id. at 5.

This argument also is unavailing. We neednot decide whether a party
has identified all real parties in interest at the institution stage absent an
implication of a time bar or an estoppel under 35 U.S.C. § 315. SharkNinja
Operating LLCv. iRobot Corp., IPR2020-00734, Paper 11 at 18-20 (PTAB
Oct. 6,2020) (precedential). We recognize Patent Owner’sallegation that,
“without joinder, the [P]etition is time-barred.” Prelim. Resp. 2 (emphasis
added). Asexplained above, however, the Petition is not time-barred, given
that Petitioner hastimely filed its joinder motion and the 124 IPR is still
pending. Patent Owner does not allege a time bar or other estoppel would
prevent institution if an unnamed party were identified as a real party in
interest.

Patent Owner further argues that we should discretionarily deny the
Petition under 35 U.S.C. § 314(a) for the “same reasons” set forth in its
preliminary response in the 124 IPR, and that “Patent Owner incorporates
the arguments presented therein by reference.” Prelim. Resp. 5. Asnoted
above, incorporation by reference is specifically prohibited. 37 C.F.R.

§ 42.6(a)(3). Nevertheless, we note that we have already found Patent

Owner’s reasons insufficient to support exercising our discretion to deny
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institution in the 124 IPR. See 124 IPR, Paper 11. Thus, we decline to
exercise our discretion to deny institution here.

Lastly, Patent Owner argues that “institution of the [P]etition and
joinder of Petitioner to the settled and to-be-terminated [ 124] [PR would
result in further delay and inefficiencies.” Prelim.Resp. 5. According to
Patent Owner, “Petitioner failed to comply with the Board’s requirement that
‘[a] party who files a motion for joinder should arrange a conference call
with the panel, petitioner, and patent owner of the first proceeding within
five business days of filing themotion.”” Id. at 5 (quoting Patent Trial and
Appeal Board Consolidated Trial Practice Guide 76 (Nov. 2019)).> Patent
Owner asserts that “[w]ere Petitionerto be joined to the [ 124] IPR following
Patent Owner’sand [the 124 IPR petitioner’s] settlement, the existing
schedule in the [124] IPR would require adjustment, as the deadline for [the]
[pletitioner’sreply in the[124] IPR . . . passed weeks before the filing of
this [P]reliminary [R]esponse and long before the Board’s expected
institution decision on [this] [P]etition.” Id. at 6.

We disagree with Patent Owner. Our Trial Practice Guide does not
require Petitioner to arrange a conference call with the panel, petitioner, and
patent owner of the 124 IPR; rather, it recommends arranging such a
conference call where “[t]he purpose of the conference call is for the panel
to timely manage the proceedings.” Trial Practice Guide 76. That Petitioner
did not arrange this call is insufficient basis for denyinginstitution.
Moreover, we note that we have already indicated by e-mail that we will

extend the due dates for the petitioner’s reply and the patent owner’s sur-

> Available at https://www.uspto.gov/TrialPracticeGuideConsolidated.
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reply in the 124 IPR (without extending any other due dates that might cause
the ultimate decision in the 124 IPR to be delayed), should we grant
institution and joinder in this proceeding. See Ex. 2003. Additionally, we
note that Petitioner here “agreesto adhereto all applicable deadlines set
forth in the [124] IPR Scheduling Order.” Joinder Mot. 6—7.

In view of the foregoing, we institute an inter partes review on the

same grounds on which we instituted review in the 124 IPR.

III. GRANT OF MOTION FOR JOINDER
The 124 IPR was instituted on June 15, 2023, and Petitioner filed its
joinder motion on July 14, 2023. Asexplained above, the joinder motion is
timely because joinderwas requested no later than one month after
institution ofthe 124 IPR. See37 C.F.R. §42.122(b).
The statutory provision governing joinder in inter partes review
proceedings is 35 U.S.C. § 315(c), which provides,

If the Director institutes an inter partes review, the Director, in
his or her discretion, may join as a party to that inter partes
review any person who properly files a petition under section 311
that the Director, after receiving a preliminary response under
section 313 or the expiration of the time for filing such a
response, determines warrants the institution of an inter partes
review under section 314.

A motion for joinder should (1) set forth reasons why joinder is
appropriate; (2) identify any new grounds of unpatentability asserted in the
petition; (3) explain what impact (if any) joinder would have on the trial
schedule for the existing review; and (4) address specifically how briefing
and discovery may be simplified. See Kyocera Corp. v. Softview LLC,
IPR2013-00004, Paper 15, 4 (PTAB Apr. 24,2013).
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As noted above, the Petition asserts the same unpatentability grounds
on which we instituted review in the 124 IPR, relying on substantially the
same evidence.® Joinder Mot. 1. Ifjoinder is granted, Petitioner agrees to
assume an “understudy” role and states that “[u]nless and until the current
petitioners in IPR2023-00124 cease to participate in the instituted [ 124] IPR
proceeding, [Petitioner] will not assume an activerole.” Id. at 7-9.
Petitioner represents that “[n]oadditional grounds or arguments are being
introduced, no new evidence or issues are being added, andno additional
discovery or briefing or oral argument should be necessary as a result of
[Petitioner’s]joinder.” Id. at 9. Petitioner further “agrees to adhere to all
applicable deadlines set forth in the[124] IPR Scheduling Order.” Id. at 6—
7.

We agree with Petitionerthat joinder with the 124 IPR is appropriate
under these circumstances. Patent Owner did not file an opposition to

Petitioner’s joinder motion. Accordingly, we grant the joinder motion.

IV. ORDER
For the reasons given, it is
ORDERED that, pursuantto 35 U.S.C. § 314(a), an inter partes

review is instituted as to all challenged claims of the *045 patent, namely,

® Petitionerrepresents that “[tJhe supporting expert declaration of V.S.
Subrahmanian, Ph.D. submitted by [Petitioner] agrees with the facts,
analysis, and conclusions of the expert declaration in the [124] IPR,” and
that “[t]hedeclaration of V.S. Subrahmanian does not contain any new
opinions not included in the [124] IPR expert declaration.” Joinder Mot. 4
n.2. Patent Owner does not address this difference in its Preliminary
Response.
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claims 1-4, 7-10, 12, and 15-18, based on all grounds presented in the
Petition;

FURTHER ORDERED that the Motion for Joinder is granted, and
that Petitioner AO Kaspersky Lab is joined as a petitioner in IPR2023-
00124;

FURTHER ORDERED that, subsequent to joinder, the grounds for
trial in IPR2023-00124 remain unchanged and the scheduling order in place
for IPR2023-00124 remains unchanged, except that DUE DATE 2
(Petitioner’s Reply) is extended to December 28, 2023, and DUE DATE 3
(Patent Owner’s Sur-reply) is extended to February 8, 2024;

FURTHER ORDERED that the case caption in IPR2023-00124 shall
be changed to reflect joinder of AO Kaspersky Lab as a petitioner; and

FURTHER ORDERED that a copy of this Decision shall be entered
into the record of [IPR2023-00124.
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PETITIONER:

Joseph T. Miotke

Eric Chadwick

Erin Block
DEWITTLLP
Jjtm@dewittllp.com
ehc@dewittllp.com
eblock@dewittllp.com

PATENT OWNER:

Brian Eutermoser

Russell E. Blythe

Mikaela Stone

KING & SPALDING LLP
beutermoser@kslaw.com
rblythe@kslaw.com

mikaela.stone@kslaw.com
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