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On March 28, 2023, the Board authorized this Reply to Patent Owner’s
Preliminary Response on the Fintiv factors. As detailed below, all of the Fintiv
factors counsel towards the same result—institution.

A.  The District Court Litigation Has Been Transferred and Stayed

On December 15, 2022, the district court for the Western District of Texas
transferred the co-pending litigation between the parties to the district court for the
Northern District of California (“District Court”; Case No. 5:23-cv-00095). On
March 30, 2023, the District Court granted Petitioner’s motion to stay the litigation
pending the outcome of this inter partes review. Petitioner will provide copies of
these two orders on request from the Board.

B. Now That the District Court Litigation Is Stayed, Every Fintiv
Factor Conclusively Favors Institution

The Petition explained that each of the Fintiv factors was either neutral or in
favor of institution. See Pet., 79-81. Patent Owner is unable to rebut the Petition on
these points. For example, Patent Owner did not account for the median time to trial
in either the original or transferee forum. See POPR, 6-7. Nor did Patent Owner
account for Petitioner’s contingent stipulation to avoid identical prior art grounds in
District Court. See POPR, 8-9; Pet., 81.

Regardless, now that the District Court litigation is stayed, there is no question

that all of the Fintiv factors favor institution.
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Factors 1 and 2—“A district court stay of the litigation pending resolution of
the PTAB trial allays concerns about inefficiency and duplication of efforts.” Apple
Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 6 (PTAB March 20, 2020)
(precedential). “Accordingly, consideration of the first Fintiv factor weighs strongly
against exercising discretion to deny institution.” Snap, Inc. v. SRK Tech. LLC,
IPR2020-00820, Paper 15 at 9 (PTAB Oct. 21, 2020) (precedential). Likewise, for
the same reasons, “consideration of the second Fintiv factor also does not weigh in
favor of exercising discretion to deny institution.” /d.

Factor 3—If, at the time of the institution decision, the District Court has
not issued orders related to the patent at issue in the petition, this fact weighs against
exercising discretion to deny institution.” Fintiv, 9-10. So is the case here.
Moreover, as the District Court acknowledged, although contentions have been
exchanged and briefs have been filed, “these are generally events that happen early
in the life of a case.” Regents of Univ. of Minnesota v. LSI Corp., 2018 WL 2183274,
at *2 (N.D. Cal. May 11, 2018). Like the first and second factors, the third Fintiv
factor favors institution.

Factor 4—“[D]ue to the stay of the parallel District Court proceeding, the
Board will likely address patentability issues prior to the District Court reaching
invalidity issues at trial, thereby obviating concerns of inefficiency and conflicting

decisions.” Snap, 15-16. Thus, the fourth Fintiv factor favors institution.
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Factor 5—This factor favors institution because the Board will reach a final
written decision before any jury trial. As a result, instituting this inter partes review
will narrow the issues before the District Court, either by canceling the 779 patent’s
claims or estopping Petitioner under 35 U.S.C. § 315(e)(2).

Factor 6—The merits should decide this case, and the Petition’s merits are

strong. This sixth Fintiv factor, and all the factors as a whole, support institution.

Respectfully submitted,

Date: April 7, 2023 /Kenneth Wayne Darby Jr./
W. Karl Renner, Reg. No. 41,265
David Holt, Reg. No. 65,161
Kenneth W. Darby Jr., Reg. No. 65,068
John-Paul Fryckman, Reg. No. 62,880
Fish & Richardson P.C.
60 South Sixth Street, Suite 3200
Minneapolis, MN 55402
T: 202-783-5070
F: 877-769-7945
Attorney for Petitioner
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Robert A. Auchter, Reg. No. 38,069
Auchter PLLC
1629 K Street, NW, Suite 300
Washington, DC 20006
robert(@auchterlaw.com

/Crena Pacheco/

Crena Pacheco

Fish & Richardson P.C.
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Minneapolis, MN 55402
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