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Patent Owners Plotagraph, Inc. and Sascha Connelly (“Patent Owners™)
hereby submit this Preliminary Response to the Petition filed by Lightricks
Ltd. (“Petitioner”) on January 23, 2023 in case I[PR2023-00154 for review of

claims 1-2, 6-13, and 18 of U.S. Patent No. 10,621,469 (the ‘469 Patent).

1. Introduction

Petitioner filed a Petition for Inter Partes Review of U.S. Patent No.
10,621,469 Under 35 U.S.C. §312 (Paper 1) on January 23, 2023 (IPR2023-
00154, Paper No. 1 (“Petition”)). But inter partes review is barred under 35
U.S.C. §315(b) because Petitioner was served, twice, with a Complaint
alleging infringement of the ‘469 Patent more than one year before the Petition

was filed.

II. Inter Partes Review is Barred Because Petitioner was Served with a
Complaint More than One Year Prior to the Petition

Patent Owners filed a Complaint alleging infringement of three patents,
including the ‘469 Patent, on November 26, 2021 in the U.S. District Court
for the Southern District of Texas. The Complaint is attached as EX2001 (see
pps. 10-11) That case, which the Petition refers to as “the Litigation,” was
Plotagraph, Inc. v. Lightricks, Ltd., No. 4:21-cv-03873 (S.D. Tex. 2022).

Exhibit 2002 is a Declaration attesting to facts showing that Patent Owners



served Petitioner with the Complaint at its Haifa, Israel office on December

23,2021.

CERTIFICATE

The undersigned authority, upon authorization from the Director of Courts, has the honor to certify,

in conformity with Article 6 of the Convention,

1) That the documents directed to Lightricks have been served*
o The 23\12\21
o At Andrei Saharov @ Street. Haifa 3508409 Israel.

(See EX2002, p. 5). Then, Patent Owners served Petitioner at its Jerusalem,

Israel office on January 4, 2022.

CERTIFICATE

The undersigned authority, upon authorization from the Director of Courts, has the honor to certify,
in conformity with Article 6 of the Convention,
1) That the documents directed to Lightricks Company have been served*
o The 04\01\22
o At Prof. Rakach Street 5.4, Jerusalem 9190401 Israel.
a) In accordance with the provisions of sub-paragraph (a) of the first paragraph of Article 5 of the

Convention™.

(EX2002, p. 7). Both service locations are Lightricks offices according to its

website:



[} @ lightricks.com/contact-us

Jerusalem Haifa
Professor Racah 5t, Building 5.4, @ Andrei Sakharov 5t,
Jerusalem, Israel, 9190401 Building 22, Matarn Park,

Haifa, Israel, 3508409

Beer Sheva London

72 Ha-Palmakh 5t, 1Finsbury Avenue,
Beer Sheva, Israel, 8421236 London, EC2M 2PF UK
Chicago

448 N LaSalle St,
Chicago, IL 60654

www.lightricks.com/contact-us retrieved on March 17, 2023. Both of those

service dates are more than one year before Petitioner filed the present petition
on January 23, 2023.

35 U.S.C. §315(b) states that “[a]n inter partes review may not be
instituted if the petition requesting the proceeding is filed more than 1 year
after the date on which the petitioner . . . is served with a complaint alleging
infringement of the patent.” 35 U.S.C. §315(b). Inter partes review is

statutorily barred here. In order to be timely, Petitioner Lightricks needed to


http://www.lightricks.com/contact-us

file its petition no later than December 23, 2022. But Petitioner neglected to

file its petition until one month after that deadline.

111 Conclusion

The Petition for inter partes review should be and must be denied.

Dated this 7th day of June, 2023.

Respectfully submitted,

/s/ /Shawn Hunter/

Shawn Hunter

Reg. No. 36,168

David A. Walker

Reg. No. 52,334
SCHNEIDER WALLACE
COTTRELL KONECKY LLP
3700 Buffalo Speedway, Suite
960

Houston, Texas 77098

(713) 338-2560
shunter@schneiderwallace.com
dwalker@schneiderwallace.co
m

Raymond R. Ferrera

Reg. No. 47,559

ADAMS AND REESE LLP
One Houston Center

1221 McKinney, Suite 4400
Houston, Texas 77010
(713) 308-0127
ray.ferrera@arlaw.com
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Counsel for Patent Owners



CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. §42.6(e) the undersigned certifies that on June 7,
2023, the foregoing PATENT OWNERS PLOTAGRAPH, INC. AND
SASCHA CONNELLY’S RESPONSE was served via electronic mail upon
the following counsel of record for the Petitioner:

Robert Greeson
robert.greeson@nortonrosefulbright.com
Reg. No. 52,966

Norton Rose Fulbright US LLP

2200 Ross Avenue, Suite 3600

Dallas, Texas 75201-7932

(214) 855-7430

R. Ross Viguet
ross.viguet(@nortonrosefulbright.com
Reg. No. 42,203

Norton Rose Fulbright US LLP

2200 Ross Avenue, Suite 3600
Dallas, Texas 75201-7932

(214) 855-8185

Lu Ling
lu.ling@nortonrosefulbright.com
Reg. No. 78,121

Norton Rose Fulbright US LLP
1301 McKinney, Suite 5100
Houston, Texas 77010

(713) 651-5327

Counsel for Petitioner Lightricks, Ltd.

By: /s/Shawn Hunter
Shawn Hunter
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3700 Buffalo Speedway, Suite
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Houston, Texas 77098
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CERTIFICATE OF WORD COUNT

The foregoing PATENT OWNERS PLOTAGRAPH, INC. AND
SASCHA CONNELLY’S PRELIMINARY RESPONSE complies with the
type-volume limitations of 37 C.F.R. §42.24(b)(2). Excluding the items listed
in 37 C.F.R. 42.24(a)(1) as not included in the word count, and using the word
count of the word-processing system used to prepare the paper (Microsoft
Word), the Response contains 371 words.

/s/ Shawn Hunter
Shawn Hunter
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