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TRANSCRI PT OF PROCEEDI NGS
FEBRUARY 22, 2024
11: 01 A M

THE COURT: Good afternoon. This call is for
| PR 202300224 and 00317. | am Judge Pollock. On the
line with me are Judges Jenks and Majors. Who do we
have on the line for petitioner Foresight Di agnostics?

MR. KRAUSE: For petitioner you have Andrew
Krause fromlrell and Manell a.

THE COURT: Good afternoon. Who do we have on
the line for patent owner Personalis.

MR. LUMAN:  Your Honor, this is Nate Luman on
behal f of patent owner.

THE COURT: Good afternoon M. Luman. W have a
court reporter. Do we have a court reporter on the
line?

COURT REPORTER: Good afternoon, this is Teckla
Cl ay.

THE COURT: Good norning Teckla. The parties
shall submit the transcript as an exhibit in both cases
and will constitute the record of this conference.

| understand petitioner seeks
authorization to file notions to strike exhibits 2178,

2181 and 2183 in the 00224 | PR and exhibits 2178, 2181,
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2185 and 2186 in the 00317 IPR as well as the
correspondi ng portions of patent owner's sur-replies.

M. Krause, would you please explain why
t hese exhibits argunments do not respond to argunents
raised in the reply as permtted are under 37 CFR
42.23(b). You have the floor.

MR. KRAUSE: Thank you, your Honor. Yes our
position on this is that 37 CFR 42.23(b) in connection
with the surreply authorizes as proper surreply
evi dence deposition transcripts of the
cross-exam nation of reply witnesses. And so we're not
objecting to the subm ssion of the second Quackenbush
deposition transcript which is Exhibit 2188.

But we're seeking relief with respect to
t he other exhibits nmentioned as exceedi ng the scope of
that rule. And certainly we're aware that there are
sonme Board deci sions which have allowed the subm ssion
of additional exhibits when needed to clarify or
understand a deposition transcript.

But that is largely not the case here.
And this is only one exhibit where that's arguably the
case.

THE COURT: The Chicago Manual of Style you're
referring to.

MR. KRAUSE: Correct the Chicago Manual of Style
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I s discussed in the context of some deposition
testinony. However, to address that one first, Dr.
Quakenbush explains that it's an exhibit that opposer
| i kely woul dn't have seen. And so therefore it's not
really necessary to understand the testinony if it's
bei ng used to bol ster one of Patent Owner's substantive
argunment s.

The remai ning exhibits which are 2181,
2183, 2185 and 2186 when those are raised in the
surreply there's no correspondi ng di scussi on of any
deposition testinony what soever there being used as
substantive evidence to support nerits argunents.

And if they wanted to submt those, they
could have submtted themearlier. All of these
exhi bits existed when the petition was filed. To now
then, they're sinply untinely on surreply, when we
don't have an opportunity to fully respond to them

And | think, you know, one of the issues
here we think kind of as a procedure of how this cones
up in these proceedings is prejudicial to the
petitioner because patent owner for exanple sought
aut hori zation and | eave to submt these exhibits in
advance. It's unlikely in that posture that the notion
woul d be granted.

Here under this approach patent owner can

Veritext Lega Solutions
Caendar-CA @veritext.com 866-299-5127

Foresight EX1080
Foresight v Personalis
IPR2023-00224



© 00 N oo o0 b~ wWw N P

N N N N NN P P P P P P PP PR
o A W N B O © 00 N O U b~ Ww N +—» O

6

engage in sort of self help. And the onus is on the
petitioner to enforce the requirenents of Rule 42.23
limting the evidence of the reply wtness deposition
transcript.

So for those reasons we think these are
all untinmely new exhibits. And that's why we're
requesting the authorization to strike those. And
unl ess there are further questions, we thank the Board
for the time and consi deration and request the
aut horization for the notions.

THE COURT: All right. M. Luman, would you
pl ease respond. And note |I'mparticularly interested
In your justification with respect to Exhibits 2181 and
2183. As | read your surreply they're very tenuously
connected to anything in the reply. So please let ne
know what you think about this.

MR. LUMAN: 2183 and 2185, your Honor?

THE COURT: 81 and 83.

MR. LUMAN: Thank you. Thank you, your Honors.
So the exhibit that petitioner wants to strike they
were introduced into the proceedi ngs during the
Cross-exam nation of petitioner's expert Dr.
Quackenbush. And we | earned inportant things when we
asked Dr. Quackenbush about each of these exhibits.

And so first Dr. Quackenbush's reply
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declaration didn't identify any instance where PCR
prinmers were used as capture probes. Instead he
Identified a few instances where the word capture was
used at the sane instance as PCR. And one of those

i nstances had the word capture in quotes.

So during cross-exanm nati on we presented
Exhi bit 2178. That's the excerpt fromthe Chicago
manual styl e about these quotes. W asked Dr.
Quackenbush about that exhibit in connection with the
word capture being in quotes and what the quotes
desi gnat e.

And that deposition transcript spans
several pages of these, and we cited the rel evant
portions of the transcript in the surreply including
his testinmony about placing the word capture in scare
quot es.

The second with respect to whole GV
sequenci ng we asked Dr. Quackenbush during his
deposition about Exhibit 2183 and that's one that your
Honors asked about. That's a publication by Leary from
the year 2012. And this publication was cited in Dr.
Quackenbush's reply declaration, Exhibit 1225 at
par agraph 32.

And petitioner did not file Leary 2012 as

an exhibit with it's reply brief. So we asked Dr.
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Quackenbush about it during his deposition which only
seened fair since he cited it in the first place. And
the article in the first instance where the Leary G oup
used the term whol e genone sequenci ng span page 209 to
217 of the deposition transcript.

And we can take the other remaining
exhi bits together that's Exhibit 2181, 2185 and 2186.
These are publications that were authored by the
scientific professors that founded petitioner's
conpany. They're not new exhibits to petitioner
because patent owner cited themin the related matters
of I PR 2023-00545 and 546.

And we asked Dr. Quackenbush about these
exhibits during his deposition. And we |earned that
Dr. Quackenbush had not seen these articles before. So
t hese exhibits inpeached Dr. Quackenbush's credibility
because it revealed petitioner's bias in the materials
that it nmade available to it's expert.

And so it's expert's testinony aren't
based on sufficient facts and they're not the product
of reliable principles because petitioner wthheld
t hose articles that were authored by it's own founders
fromthe expert witnesses. And so their shielding of
these experts fromthe exhibits is an exanpl e of

petitioner's efforts to avoid the teachings of it's
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founders statenments that are discussed in the patent
owner response and the surreply.

And if the Board would like pin cites of
the exact transcript that's at pages 141 to 144 and 256
to 266. Now with respect to Exhibits 2181, that is
where their founders tal ked about hybrid capture
wor kf |l ows having |long turnaround times. And that's an
exanpl e of why a person stealing the art would not
change fromusing PCR priners over to capture probes
and the relevance there that petitioner did not allow
their expert to see the founders statenments about
hybrid capture workfl ow.

And now patent owner believes that these 5
exhi bits are not new evidence. |It's under rule
42.53(f)3 which is the rule that governs deposition
exhibits. It says that exhibits used during the
deposition shall be accepted pending any Board deci sion
on objections raised by the other party.

So we believe that the exhibits becane
part of the proceeding through their use to
cross-exam ne Dr. Quackenbush under the rul e that
governs deposition exhibits. And rule 42.53 has it's
own built-in nmechanismfor a party to oppose deposition
exhibits which is to file a motion to exclude.

And so petitioner is pointing to a
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10

different rule, Rule 42.23 to exclude the deposition
exhibits. But that rule shouldn't be interpreted
contrary to rule 42.53 because patent owner they need
to be able to introduce exhibits during
cross-examnation to test petitioner's wtness.

Ot herwi se the patent owner would | ose the
ability to effectively cross-exam ne petitioner's
expert. |'Il nmention here that petitioner did not neet
and confer with patent owner before reaching out to the
Board with this evidentiary dispute.

And what | wanted to say was that here the
Board has already preauthorized petitioner to file a
notion to exclude in this proceeding and that's in the
scheduling order. And so patent owner woul d not object
to petitioner briefing it's objections to the exhibits
t hrough that previously authorized notion. W're not
trying to preclude petitioner fromvoicing their
obj ecti ons.

But a notion to exclude is the nmechani sm
provi ded by Rule 42.53 for deposition exhibits. And
that's what patent owner believes should be all owed
here. And that option was not explored by the parties.
But just last night petitioner did serve objections to
evi dence on those exhibits indicating that it does

intend to file a notion to excl ude.
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So allow ng petitioner to brief their
position in a notion to strike and then again in a
notion to exclude that would present nultiple briefs on
overl appi ng i ssues which I don't think would be a good
use of the parties or the Board' s resources.

Because - -

THE COURT: M. Luman, aside fromthe Chicago
Manual of Style why weren't these exhibits raised in
t he patent owner response? Wiy wait until now? Wy
wait until the surreply?

MR. LUMAN:  Well we didn't know what Dr.
Quackenbush was going to raise in his declaration in
his reply declaration. So, for exanple, he brought up
the Leary 2012 reference which is Exhibit 2183 in his
decl aration, but didn't provide a copy of it. So we
felt that it was inportant since they brought it up for
us to be able to make sonme comments.

And sane thing with the other exhibits,
that the Exhibits 2181, 2185 and 2186 we wanted to know
I f they had allowed Dr. Quackenbush to review those
references and in fact he hadn't. And so that was
I mportant information to us because it shows that they
have been shielding their witness fromthese types of
exhi bits.

And | wanted to nention that if the Board
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woul d authorize a notion to strike that would be up to
6 rounds of briefing with there being an opening
notion, opposition and a reply on a notion to strike
and a notion to excl ude.

So if the Board were going to authorize a
notion to strike I think that the briefing could be
done succinctly and that petitioner should not be
allowed to do overl apping argunments in notions to
exclude. | did want to enphasi ze that patent owner
wants to conply with the Board's determ nation
regardi ng these exhibits.

We believe that they were properly
I ntroduced into the proceedi ngs through the
cross-exam nation of petitioner's expert and that we
| earned i nportant things through questioning the expert
with this exhibit.

If the Board sees things differently then
patent owner will pronptly conply with the Board's
I nstructions on how to proceed. Thank you.

THE COURT: M. Krause, we've heard sone very
i nteresting context regarding these exhibits. Do you
have any responses?

MR. KRAUSE: Yes. |'Il begin by noting, |"'II
start with the allegation that we did not neet and

confer. That is not true. We nmet and conferred with
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them at the deposition and then obviously net and
conferred with themvia e-mail in advance of requesting
t he conference call. That's point 1.

Point 2 is | think there's a conflation in
the argunents that we heard about a notion to strike as
opposed to a notion to exclude. And this has conme up
i n other cases addressing the issue of untinely
surreply evidence where the petitioner is faulted for
not seeking authorization to nove to strike the
untinely evidence. And a notion to exclude woul d
address issues relating to the adm ssibility of the
evi dence.

So there's | think sonme, and we're happy
to file a single brief on this and keep it short and
probably not even need a reply on it, but just to be
clear on the issue of briefing, we're trying to follow
the precedent that's out there.

On the issue of the Leary 2012 exhibit |
wll note that the reason that that is addressed in Dr.
Quackenbush's reply declaration is because Dr. Furnow
raises it in paragraph 107 of his declaration Exhibit
2031 when he di scusses Newman and he fl ags sone
f oot not es.

And in his reply declaration Dr.

Quackenbush relies on the title of that to explain what
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the reference is about. And I'lIl also note that for
Dr. Quackenbush's reply declaration all of the exhibits
cited, they did not object in anyway for conpl eteness
or mssing exhibits. So those exhibits were all filed
and no objection cane from petitioner on any basis

t here.

On the other docunments | think the
al l egation that he was shielded from seeing these
exhibits is incorrect. And | think they came up at
deposition. However, they were not a record in these
proceedings. And | think that argunent is a little bit
of a m sdirection.

And certainly they were all available for
themto file at a prior tinme. And notably all of those
docunents post date are the priority of these patents.
| believe that hits the points, unless your Honors have
further questions.

THE COURT: | do not at the nmonent. But let nme
confer wth ny colleagues and |I'Il put you all on hold

for a m nute.

(Recess)

THE COURT: This is judge Pollock. M. Krause,

are you there?
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MR. KRAUSE: | am here, your Honor.

THE COURT: And M. Luman?

MR. LUMAN: Yes, your Honor.

THE COURT: Wonderful. Al right. The panel
has conferred and | think we're unaninous in that we're
not going to authorize the notion to strike. However,
in the interest of fairness we're going to all ow
petitioner to file a 3 page response to the argunents
concerning those exhibits due in 5 business days. Any
questions or coments?

MR. LUMAN: No, your Honor. To confirmthat
woul d be next Thursday essentially.

THE COURT: That sounds good. Cl ose of business
next Thursday, is that acceptable?

MR. KRAUSE: | apologize, this is Andrew Krause.
That is acceptable. Thank you, your Honors.

MR. LUMAN: Sane, Nate Luman. Thank you, your
Honor s.

THE COURT: G ven that we have these additional
exhibits to deal with, do both parties still want 45
m nutes for the oral hearing?

MR. LUMAN: Patent owner side --

THE COURT: |I'msorry | didn't get that.

MR. LUMAN: Sorry your Honor, from patent owner

that would be preferable. There's 2 proceedi ngs we
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t hi nk 45 m nutes would be a fair anmount of tine.

THE COURT: Petitioner, is 45 mnutes still
sufficient?

MR. KRAUSE: Yeah and for petitioner 45 m nutes
is still sufficient. This is Andrew Krause.

THE COURT: All right. 1Is there anything el se
bef ore we concl ude?

MR. KRAUSE: Not from petitioner, your Honor.

MR. LUMAN: Not from patent owner, your Honor.

THE COURT: All right. Thank you gentl enen.

We're now off the record.

(Proceedi ngs concluded at 11:22 a.m)
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California Code of Civil Procedure
Article 5. Transcript or Recording

Section 2025.520

(a) If the deposition testimony is
stenographically recorded, the deposition officer
shall send written notice to the deponent and to
all parties attending the deposition when the
Original transcript of the testimony for each
session of the deposition is available for reading,
correcting, and signing, unless the deponent and
the attending parties agree on the record that the
reading, correcting, and signing of the transcript
of the testimony will be waived or that the
reading, correcting, and signing of a transcript of
the testimony will take place after the entire
deposition has been concluded or at some other
specific time.

(b) For 30 days following each notice under
subdivision (a), unless the attending parties and
the deponent agree on the record or otherwise in
writing to a longer or shorter time period, the
deponent may change the form or the substance of
the answer to a gquestion, and may either approve

the transcript of the deposition by signing it, or
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refuse to approve the transcript by not signing it.

(c) Alternatively, within this same period, the
deponent may change the form or the substance of
the answer to any question and may approve or
refuse to approve the transcript by means of a
letter to the deposition officer signed by the
deponent which is mailed by certified or registered
mail with return receipt requested. A copy of that
letter shall be sent by first-class mail to all
parties attending the deposition.

(d) For good cause shown, the court may shorten
the 30-day period for making changes, approving, or
refusing to approve the transcript.

(e) The deposition officer shall indicate on the
original of the transcript, if the deponent has not
already done so at the office of the deposition
officer, any action taken by the deponent and
indicate on the original of the transcript, the
deponent's approval of, or failure or refusal to
approve, the transcript. The deposition officer
shall also notify in writing the parties attending
the deposition of any changes which the deponent
timely made in person.

(f) If the deponent fails or refuses to approve

the transcript within the allotted period, the
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deposition shall be given the same effect as though
it had been approved, subject to any changes timely
made by the deponent.

(g) Notwithstanding subdivision (f), on a

seasonable motion to suppress the deposition,
accompanied by a meet and confer declaration under
Section 2016.040, the court may determine that the
reasons given for the failure or refusal to approve
the transcript require rejection of the deposition

in whole or in part.

(h) The court shall impose a monetary sanction

under Chapter 7 (commencing with Section 2023.010)
against any party, person, or attorney who
unsuccessfully makes or opposes a motion to

suppress a deposition under this section, unless

the court finds that the one subject to the

sanction acted with substantial justification or

that other circumstances make the imposition of the

sanction unjust.

DISCLAIMER: THE FOREGOING CIVIL PROCEDURE RULES
ARE PROVIDED FOR INFORMATIONAL PURPOSES ONLY.
THE ABOVE RULES ARE CURRENT AS OF APRIL 1,
2019. PLEASE REFER TO THE APPLICABLE STATE RULES

OF CIVIL PROCEDURE FOR UP-TO-DATE INFORMATION.
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VERITEXT LEGAL SOLUTIONS

COMPANY CERTIFICATE AND DISCLOSURE STATEMENT

Veritext Legal Solutions represents that the
foregoing transcript is a true, correct and complete
transcript of the collogquies, gquestions and answers
as submitted by the deposition officer. Veritext
Legal Solutions further represents that the attached
exhibits, if any, are true, correct and complete
documents as submitted by the deposition officer
and/or attorneys in relation to this deposition and
that the documents were processed in accordance with

our litigation support and production standards.

Veritext Legal Solutions is committed to maintaining
the confidentiality of client and witness information,
in accordance with the regulations promulgated under
the Health Insurance Portability and Accountability
Act (HIPAA), as amended with respect to protected
health information and the Gramm-Leach-Bliley Act, as
amended, with respect to Personally Identifiable
Information (PII). Physical transcripts and exhibits
are managed under strict facility and personnel access

controls. Electronic files of documents are stored

in encrypted form and are transmitted in an encrypted
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fashion to authenticated parties who are permitted to
access the material. Our data is hosted in SSAE 16

certified facilities.

Veritext Legal Solutions complies with all federal and
State regulations with respect to the provision of
deposition services, and maintains its neutrality and
independence regardless of relationship or the
financial outcome of any litigation. Veritext requires
adherence to the foregoing professional and ethical
standards from all of its subcontractors in their

independent contractor agreements.

Inquiries about Veritext Legal Solutions'
confidentiality and security policies and practices
should be directed to Veritext's Client Services
Assoclates indicated on the cover of this document or

at www.veritext.com.
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