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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

 
BAY MATERIALS, LLC, 

 
Plaintiff, 

 
v. 
 

3M COMPANY,  
 

Defendant. 
 

)
)
)
)
)
)
)
)
) 
)

 
 
 
      

C.A. No. 21-1610-RGA 
 

DEFENDANT 3M COMPANY’S IDENTIFICATION OF PRIOR ART REFERENCES 

Pursuant to Federal Rule of Civil Procedure 26(a)(1) and the Court’s Scheduling Order 

(D.I. 57), Defendant 3M Company (“3M”) makes the following identification of prior art 

references to Plaintiff Bay Materials, LLC. 3M makes these disclosures based on its current 

understanding of the issues in the case and information reasonably available at the time of these 

disclosures. 3M’s investigations are continuing and 3M expressly reserves the right to amend or 

modify these disclosures based on additional information obtained through continued formal 

discovery from Plaintiff Bay Materials, LLC (“Plaintiff”) or through any other means.  

3M identifies the following prior art references with regard to asserted U.S. Patent No. 

10,870,263: 

1. WO 2017/007962 Al (“Boronkay”) 

2. WO 2020/225657 Al (“Yu”) 

3. WO 2018/222864 A1 (“Stewart ’864”) 

4. WO 2010/043419 A1 (“Hinz”) 

5. US 2009/0130624 A1 (“Sun”) 

6. WO 2013/172812 Al (“Pehlert”) 
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7. US 2015/0010740 A1 (“Chen ’740”) 

8. Align Technology Inc.’s SmartTrack® (Invisalign®) material 

9. Erkodent Erich Kopp GmbH’s Erkoloc-Pro material 

10. US 8,758,009 (“Chen ’009”) 

11. US 8,905,756 (“Schwartz”) 

12. Great Lakes Orthodontics, Ltd’s (and Great Lakes Dental Technologies’) Smart 

Moves® (Invisacryl Hard/Soft) material 

3M identifies the following prior art references with regard to asserted U.S. Patent No. 

10,946,630: 

1. WO 2017/007962 Al (“Boronkay”) 

2. WO 2010/043419 A1 (“Hinz”) 

3. US 2009/0130624 A1 (“Sun”) 

4. WO 2013/172812 Al (“Pehlert”) 

5. US 9,718,917 (“Wamprecht”) 

6. US 8,758,009 (“Chen ’009”) 

7. WO 2013/130552 A1 (“Stewart ’552”) 

8. Align Technology Inc.’s SmartTrack® (Invisalign®) material 

9. Erkodent Erich Kopp GmbH’s Erkoloc-Pro material 

10. Scheu-Dental GmbH’s Durasoft® material 

11. Ortho Caps GmbH’s (and Rocky Mountain Orthodontics’) TwinAligner® 

(Orthocaps®) material 

12. Great Lakes Orthodontics, Ltd’s (and Great Lakes Dental Technologies’) Smart 

Moves® (Invisacryl Hard/Soft) material 
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OF COUNSEL: 
 
Jonathan G. Graves 
COOLEY LLP 
One Freedom Square 
Reston Town Center 
11951 Freedom Drive 
Reston, VA 20190-5656 
(703) 456-8000 
 
Adam M. Pivovar 
Elizabeth Shrieves 
Naina Soni 
COOLEY LLP 
1299 Pennsylvania Avenue, NW 
 Suite 700 
Washington, DC 20004 
(202) 842-7800 

/s/ Kelly E. Farnan    
Kelly E. Farnan (#4395) 
Richards, Layton & Finger, P.A. 
One Rodney Square 
920 North King Street 
Wilmington, DE 19801 
(302) 651-7700 
farnan@rlf.com 
 
Attorneys for Defendant 3M Company 

 
Dated: April 15, 2022 
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CERTIFICATE OF SERVICE 

I hereby certify that April 15, 2022, true and correct copies of the foregoing document were 

caused to be served on the following counsel of record as indicated: 

BY ELECTRONIC MAIL 
Steven J. Balick 
Andrew C. Mayo  
Ashby & Geddes 
500 Delaware Avenue, 8th Floor 
Wilmington, DE 19801 

BY ELECTRONIC MAIL 
J. Michael Jakes 
Kathleen A. Daley 
Charles T. Collins-Chase 
Andrew E. Renison 
Paul Townsend 
Kayvon M. Ghayoumi 
Melissa C. Santos 
Finnegan, Henderson, Farabow, 
Garrett & Dunner, LLP 
901 New York Avenue, NW 
Washington, DC 20001-4431 
 

 
/s/ Kelly E. Farnan   

       Kelly E. Farnan (#4395) 
       farnan@rlf.com 

 
 




