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Instituted Grounds

2

IPR2023-00244 (’021 Patent)
Claims Challenged Basis Applied References
1-2, 4, 7-10, 12-13,

15-16 35 U.S.C. § 103 Sasaki, Ellis, Jacobi

5-6, 14, 18-19 35 U.S.C. § 103 Sasaki, Ellis, Jacobi, Havinis

3, 11, 17 35 U.S.C. § 103 Sasaki, Ellis, Jacobi, Teicher

IPR2023-00246 (’960 Patent)
Claims Challenged Basis Applied References
1, 5-6, 8-11, 15-16, 

20-21, 25 35 U.S.C. § 103 Sasaki, Ellis, Jacobi

2-4, 12-14, 17-19,
22-23 35 U.S.C. § 103 Sasaki, Ellis, Jacobi, Teicher

7, 24 35 U.S.C. § 103 Sasaki, Ellis, Jacobi, Havinis

IPR2023-00244, DI, 6, 46; IPR2023-00246, DI, 6, 34
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Agenda

3

► The ’021 and ’960 Patents

► The Applied Art does not Render Obvious the “inferring” Limitations

► The Applied Art does not Render Obvious the “current location” Limitations

► ’021 Patent Dependent Claims 2 and 9



Patent Owner’s Demonstrative Exhibit – Not Evidence

The ’021 and ’960 Patents

4IPR2023-00244, EX1001, 1-2; IPR2023-00246, EX1001, 1-2

EX1001, Abstract.

IPR2023-00244, EX1001, FIG. 1
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’021 Patent Exemplary Claims

5

IPR2023-00244, EX1001, Claim 1 

IPR2023-00244, EX1001, Claim 10 
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’960 Patent Exemplary Claims

6

IPR2023-00246, EX1001, Claim 1 
IPR2023-00246, EX1001, Claim 11 
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Agenda

7

► The ’021 and ’960 Patents

► The Applied Art does not Render Obvious the “inferring” Limitations

► The Applied Art does not Render Obvious the “current location” Limitations

► ’021 Patent Dependent Claims 2 and 9
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The ’021 Patent Independent Claims Recite Four Media Content Types

8

’021 Patent

IPR2023-00244, EX1001, Claim 1; see also Claims 10, 16 

The server infers entertainment preferences based on a plurality of media content types

IPR2023-00244, POR, 6-12, 30-40
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The file history requires each of the recited media content 
types: textual, image, audio, and video media

9

Dependent claim 22 was amended to enumerate the plurality of media types

IPR2023-00244, EX1002, 164

IPR2023-00244, POR, 6-12, 30-40
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The file history requires each of the recited media content 
types: textual, image, audio, and video media

10

The Examiner rejected claim 22 over Spiegelman and Martin. The Examiner interpreted claim 
22 as requiring each of the recited media types. 

IPR2023-00244, EX1002, 150-151

The Examiner stated that Spiegelman disclosed 
music, podcast, and video media.

The Examiner acknowledged that Spiegelman did 
not disclose textual and image media.

The Examiner relied on Martin for textual and image 
media.

IPR2023-00244, POR, 6-12, 30-40
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The file history requires each of the recited media content 
types: textual, image, audio, and video media

11

IPR2023-00244, EX1002, 93

Claim 21 was amended to require a plurality of 
media content types

The Applicant argued that Martin did not render 
claim 21 obvious because it utilized only a single 
type of media, namely audio

IPR2023-00244, EX1002, 101

IPR2023-00244, POR, 6-12, 30-40
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The file history requires each of the recited media content 
types: textual, image, audio, and video media

12

The Examiner rejected claim 22 over the combination of Spiegelman, Baudino, and Martin, 
again requiring each of the recited media types. 

IPR2023-00244, EX1002, 74-75

The Examiner stated that Spiegelman and Baudino
disclosed music, podcast, and video media

The Examiner acknowledged that Spiegelman and 
Baudino did not disclose textual and image media

The Examiner relied on Martin for textual and image 
media

IPR2023-00244, POR, 6-12, 30-40
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The file history requires each of the recited media content 
types: textual, image, audio, and video media

13

The Applicant amended claim 21 to incorporate 
claim 22’s language, replacing music and podcast 

media with ”audio media”

IPR2023-00244, EX1002, 51

The Applicant argued that it was improper to 
combine Martin with Spiegelman and Baudino

IPR2023-00244, EX1002, 58-59

IPR2023-00244, POR, 6-12, 30-40
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The file history requires each of the recited media content 
types: textual, image, audio, and video media

14

IPR2023-00244, EX1002, 37

The Examiner allowed pending claim 21, agreeing that it was improper to combine Martin with 
Spiegelman and Baudino

IPR2023-00244, POR, 6-12, 30-40
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Petitioner’s Position

15

Petitioner’s Dr. Houh

IPR2023-00244, EX1003, ¶95

IPR2023-00244, Pet., 36

Petition

Petitioner argued that a POSITA would have 
combined Sasaki’s plurality of media content types 
with Ellis’s capabilities of determining user 
preferences based on audio media consumption

IPR2023-00244, POR, 6-12, 30-40
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Petitioner’s proposed combination does not disclose or suggest 
inferring a user’s preferences based on each of the claimed plurality of 

media content types

16

IPR2023-00244, EX1005, ¶185

Ellis discloses a radio system that infers user preferences based only on audio data

IPR2023-00244, EX1005, ¶221

IPR2023-00244, EX1005, ¶212

IPR2023-00244, EX1005, Abstract

IPR2023-00244, POR, 6-12, 30-40
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Petitioner’s proposed combination does not disclose or suggest 
inferring a user’s preferences based on each of the claimed plurality of 

media content types

17

Sasaki teaches that user preferences are entered by the user, not inferred

IPR2023-00244, EX1004, ¶128

IPR2023-00244, EX1004, ¶73

IPR2023-00244, EX1004, Fig. 3C

IPR2023-00244, POR, 6-12, 30-40
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Petitioner’s proposed combination does not disclose or suggest 
inferring a user’s preferences based on each of the claimed plurality of 

media content types

18

Neither Sasaki nor Ellis disclose inferring a user’s entertainment preferences based on a 
plurality of media types -- let alone based on textual, image, audio, and video media.

Patent Owner’s Mr. Stillerman

IPR2023-00244, EX2007, ¶161

IPR2023-00244, POR, 6-12, 30-40
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The ’960 Patent Independent Claims Require a Plurality of Media

19

’960 Patent

IPR2023-00246, EX1001, Claim 1; see also Claims 11, 16, 21

IPR2023-00246, POR, 4-6, 20-29, 42 
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Petitioner’s Position

20

Petitioner’s Dr. Houh

IPR2023-00246, EX1003, ¶90
IPR2023-00246, Pet., 33

Petition

Petitioner argued that a POSITA would have 
combined Sasaki’s plurality of media with Ellis’s 
capabilities of determining user preferences based 
on audio media consumption

IPR2023-00246, POR, 4-6, 20-29, 42 
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Petitioner’s proposed combination does not disclose or suggest 
inferring a user’s preferences based on a plurality of media

21

IPR2023-00246, EX1005, ¶185

Ellis discloses a radio system that infers user preferences based only on audio data

IPR2023-00246, EX1005, ¶221

IPR2023-00246, EX1005, ¶212

IPR2023-00246, EX1005, Abstract

IPR2023-00246, POR, 4-6, 20-29, 42 
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Petitioner’s proposed combination does not disclose or suggest 
inferring a user’s preferences based on a plurality of media

22

IPR2023-00246, EX1004, ¶73

Sasaki teaches that user preferences are entered by the user, not inferred

IPR2023-00246, EX1004, ¶128

IPR2023-00246, EX1004, Fig. 3C (annotated)

IPR2023-00246, POR, 4-6, 20-29, 42 
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Petitioner’s proposed combination does not disclose or suggest 
inferring a user’s preferences based on a plurality of media

23

Neither Sasaki nor Ellis disclose inferring a user’s entertainment preferences based on a 
plurality of media

Patent Owner’s Mr. Stillerman

IPR2023-00246, EX2007, ¶145

IPR2023-00246, POR, 4-6, 20-29, 42 
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Agenda

24

► The ’021 and ’960 Patents

► The Applied Art does not Render Obvious the “inferring” Limitations

► The Applied Art does not Render Obvious the “current location” Limitations

► Overview of Sasaki’s Two Distinct, Alternative Embodiments

► The Applied Art does not Render Obvious Transmitting Location Information to a Server

► The Applied Art does not Render Obvious a server accessing event/venue information proximal to a location of the 

user

► The Applied Art does not Render Obvious a server inferring the location of the user

► ’021 Patent Dependent Claims 2 and 9
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Sasaki’s terminal-to-terminal embodiment

25IPR2023-00244, POR, 22-28, 40-53; IPR2023-00246, POR, 12-18, 30-42

IPR2023-00244, EX1004, ¶¶24, 29; IPR2023-00246, EX1004, ¶¶24, 29

Sasaki’s terminal-to-terminal embodiment teaches portable devices that communicate directly 
with each other

IPR2023-00244, EX1004, Fig. 2; IPR2023-00246, EX1004, Fig. 2
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Sasaki’s terminal-to-terminal embodiment

26

IPR2023-00244, EX1004, ¶¶59, 60; IPR2023-00246, EX1004, ¶¶59, 60

Portable terminal device A transmits content recommendation information to portable terminal 
device B

IPR2023-00244, EX1004, Fig. 2; IPR2023-00246, EX1004, Fig. 2

IPR2023-00244, POR, 22-28, 40-53; IPR2023-00246, POR, 12-18, 30-42
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Sasaki’s terminal-to-terminal embodiment

27

IPR2023-00244, EX1004, ¶68; IPR2023-00246, EX1004, ¶68

Location information (“place of transmission”) is sent as part of the content recommendation 
information from one portable terminal device to the other

IPR2023-00244, EX1004, Fig. 2; IPR2023-00246, EX1004, Fig. 2

IPR2023-00244, POR, 22-28, 40-53; IPR2023-00246, POR, 12-18, 30-42
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Sasaki’s server-to-terminal embodiment

28

IPR2023-00244, EX1004, ¶¶112, 113; IPR2023-00246, EX1004, ¶¶ 112, 113

Sasaki’s server-to-terminal embodiment teaches a server that communicates with portable 
terminal devices

IPR2023-00244, EX1004, Fig. 5; IPR2023-00246, EX1004, Fig. 5

server at a service spot

IPR2023-00244, POR, 22-28, 40-53; IPR2023-00246, POR, 12-18, 30-42
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Sasaki’s server-to-terminal embodiment

29

IPR2023-00244, EX1004, ¶¶119, 126; IPR2023-00246, EX1004, ¶¶ 119, 126

Upon establishing a connection with a portable terminal device, the server checks its member 
database to determine whether it has content recommendation information for the user

IPR2023-00244, EX1004, Fig. 5; IPR2023-00246, EX1004, Fig. 5

server at a service spot

IPR2023-00244, POR, 22-28, 40-53; IPR2023-00246, POR, 12-18, 30-42
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Sasaki’s server-to-terminal embodiment

30

IPR2023-00244, EX1004, ¶¶116, 120; IPR2023-00246, EX1004, ¶¶116, 120

If the server has a recommendation that matches the user’s preferences, the server transmits 
the recommendation information to the portable terminal device

IPR2023-00244 EX1004, Fig. 5; IPR2023-00246 EX1004, Fig. 5.

server at a service spot

IPR2023-00244, POR, 22-28, 40-53; IPR2023-00246, POR, 12-18, 30-42
IPR2023-00244, EX1004, Fig. 5 (annotated); see also IPR2023-00246, EX1004, Fig. 5 
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Sasaki’s server-to-terminal embodiment

31

In the server-to-terminal embodiment, no content recommendation or location information is 
sent by the portable terminal device to the server

IPR2023-00244 EX1004, Fig. 5; IPR2023-00246 EX1004, Fig. 5.

server at a service spot

Recommendation information is 
sent only by the server to the 

portable terminal device

IPR2023-00244, POR, 22-28, 40-53; IPR2023-00246, POR, 12-18, 30-42
IPR2023-00244, EX1004, Fig. 5 (annotated); see also IPR2023-00246, EX1004, Fig. 5 
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Petitioner’s New Arguments in Reply are Incorrect and 
Should be Disregarded

32

Petitioner presents a new argument in its Reply that 
“Sasaki’s server-to-terminal embodiment is the 

terminal-to-terminal embodiment”

IPR2023-00244, Paper 24 (Reply), 13

’021 Patent - Reply

IPR2023-00244, Paper 24 (Reply), 13

IPR2023-00244, Sur-Reply, 11-19; IPR2023-00246, Sur-Reply, 8-18
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Petitioner’s New Arguments in Reply are Incorrect and 
Should be Disregarded

33

The terminal-to-terminal and server-to-terminal embodiments are distinct

IPR2023-00244, EX1004, ¶29; IPR2023-00246, EX1004, ¶29

IPR2023-00244, EX1004, ¶112; IPR2023-00246, EX1004, ¶112

IPR2023-00244, Sur-Reply, 11-19; IPR2023-00246, Sur-Reply, 8-18
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Agenda

34

► The ’021 and ’960 Patents

► The Applied Art does not Render Obvious the “inferring” Limitations

► The Applied Art does not Render Obvious the “current location” Limitations

► Overview of Sasaki’s Two Distinct, Alternative Embodiments

► The Applied Art does not Render Obvious Transmitting Location Information to a Server

► The Applied Art does not Render Obvious a server accessing event/venue information proximal to a location of the 

user

► The Applied Art does not Render Obvious a server inferring the location of the user

► ’021 Patent Dependent Claims 2 and 9
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Claims require the portable media player device to provide 
location information to the server

35

’021 Patent Claim 10 and ’960 Patent Claims 6, 11, and 16 require the portable media player 
device to provide location information to the server

’021 Patent, Claim 10 ’960 Patent, Claim 11

IPR2023-00244, EX1001, Claim 10

IPR2023-00246, EX1001, Claim 11

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42



Patent Owner’s Demonstrative Exhibit – Not Evidence

Petitioner’s Position

36

Petitioner relies on Sasaki’s terminal-to-terminal embodiment (’021) and Sasaki’s terminal-to-
terminal embodiment in combination with Ellis (’960)

’021 Patent Petition ’960 Patent Petition

IPR2023-00246, Pet., 41 (claim 6); see also Pet., 45 (claim 11); Pet., 54-55 (claim 16)

IPR2023-00246, Pet., 41 (claim 6); see also Pet., 45 (claim 11); Pet., 54-55 (claim 16)

IPR2023-00244, Pet., 51

IPR2023-00244, Pet., 51

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42.
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Petitioner’s Position

37

IPR2023-00244, Pet., 30

’021 Patent Petition

Petitioner relies on Sasaki’s server-to-terminal embodiment’s disclosure for other claim elements

IPR2023-00244, Pet., 32
See also IPR2023-00244, Pet., 51-52

’960 Patent Petition

IPR2023-00246, Pet., 29-30 (claim 1); see also Pet., 45-46 (claim 11), 54-55 (claim 16)

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Sasaki’s Terminal-to-terminal Embodiment does not teach 
sending location information to the server

38

The Petition’s cited passages from Sasaki each relate to the terminal-to-terminal 
embodiment

IPR2023-00244, EX1004, ¶29; see also IPR2023-00246, EX1004, ¶29

IPR2023-00244, EX1004, ¶69; see also IPR2023-00246, EX1004, ¶69

IPR2023-00244, EX1004, ¶80; see also IPR2023-00246, EX1004, ¶80

IPR2023-00244, EX1004, ¶81; see also IPR2023-00246, EX1004, ¶81

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Petitioner Misrepresents Sasaki’s Terminal-to-terminal 
Embodiment

39

In Sasaki’s terminal-to-terminal embodiment, location information is transmitted together 
with content recommendation information from one portable terminal device to another

IPR2023-00244, EX1004, ¶68; see also IPR2023-00246, EX1004, ¶68

IPR2023-00244, EX1004, ¶59; IPR2023-00246, EX1004, ¶59

IPR2023-00244, EX1004, Fig. 2 (annotated); see also IPR2023-00246, EX1004, Fig. 2

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Petitioner Failed to Provide a Rationale to Combine 
Sasaki’s Two Embodiments

40

Petitioner does not explain why a POSITA would combine Sasaki’s two embodiments

Abiomed, Inc. v. Maquet Cardiovascular, LLC, IPR2017-01204, -01205, Paper 9 (IPR2017-
01204), Paper 8 (IPR2017-01205), 9-11 (P.T.A.B. Oct. 23, 2017) 

• “Petitioner has failed to establish sufficiently that the features of [] different 
embodiments [of the asserted reference] are interchangeable or provide sufficient 
rationale to combine the teachings of those different embodiments” 

In re Stepan Co., 868 F.3d 1342, 1346 n.1 (Fed. Cir. 2017) 

• “Whether a rejection is based on combining disclosures from multiple references, 
combining multiple embodiments from a single reference, or selecting from large lists 
of elements in a single reference, there must be a motivation to make 
the combination and a reasonable expectation that such a combination would be 
successful, otherwise a skilled artisan would not arrive at the claimed combination” 

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Ellis does not disclose or suggest providing location 
information to the server

41

Ellis teaches that the portable Enhanced Radio System determines its own location to 
access information about local events

IPR2023-00244, EX1005, ¶234; see also IPR2023-00246, EX1005, ¶234 IPR2023-00244, EX1005, Fig. 28A, 28B; see also IPR2023-00246, EX1005, Fig. 28A, 28B

IPR2023-00244, EX1005, ¶59; see also IPR2023-00246, EX1005, ¶59

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Agenda

42

► The ’021 and ’960 Patents

► The Applied Art does not Render Obvious the “inferring” Limitations

► The Applied Art does not Render Obvious the “current location” Limitations

► Overview of Sasaki’s Two Distinct, Alternative Embodiments

► The Applied Art does not Render Obvious Transmitting Location Information to a Server

► The Applied Art does not Render Obvious a server accessing event/venue information proximal to a location 

of the user

► The Applied Art does not Render Obvious a server inferring the location of the user

► ’021 Patent Dependent Claims 2 and 9
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Claims require the server to access information about 
venues/events proximal to the location of the user

43

’021 Patent Claim 1 and ’960 Patent Claims 1 and 21 require the server to “access … sources 
of information about venues or events proximal to a current location of the user ”

’021 Patent, Claim 1 ’960 Patent, Claim 1

IPR2023-00244, EX1001, Claim 1

IPR2023-00246, EX1001, Claim 1; see also EX1001, Claim 21

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Petitioner’s Position

44
IPR2023-00244, Pet., 37

’021 Patent Petition

Petitioner relied on the combination of Sasaki’s terminal-to-terminal embodiment and Ellis

Petitioner’s Dr. Houh

IPR2023-00244, EX1003, ¶101

IPR2023-00244, Pet., 36

IPR2023-00244, EX1003, ¶96

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Petitioner’s Position

45

Petitioner relied on the combination of Sasaki’s terminal-to-terminal embodiment and Ellis

’960 Patent Petition

IPR2023-00246, Pet., 34; see also Pet., 59 (claim 21)

Petitioner’s Dr. Houh

IPR2023-00246, EX1003, ¶91; see also EX1003, ¶171 (claim 21)

IPR2023-00246, Pet., 34; see also Pet., 59 (claim 21)

IPR2023-00246, EX1003, ¶95; see also EX1003, ¶171 (claim 21)

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Petitioner’s Position

46

’021 Patent Petition

Petitioner relies on Sasaki’s server-to-terminal embodiment’s disclosure for other claim elements

IPR2023-00244, Pet., 32

’960 Patent Petition

IPR2023-00246, Pet., 29-30 (claim 1)

IPR2023-00246, Pet., 56 (claim 21)

IPR2023-00244, Pet., 30

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Petitioner’s Position

47

Petitioner asserts that Ellis teaches downloading information about local events

’021 Patent Petition

IPR2023-00244, Pet., 37; see also IPR2023-00246, Pet., 34

Petitioner’s Dr. Houh

IPR2023-00244, EX1003, 59.

IPR2023-00244, EX1003, ¶99; see also IPR2023-00246, EX1003, ¶95

IPR2023-00244, EX1003, ¶100; see also IPR2023-00246, EX1003, ¶96
IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Sasaki’s Terminal-to-terminal Embodiment does not teach 
sending location information to the server

48

The Petition’s cited passages from Sasaki each relate to the terminal-to-terminal 
embodiment

IPR2023-00244, EX1004, ¶29; see also IPR2023-00246, EX1004, ¶29

IPR2023-00244, EX1004, ¶69; see also IPR2023-00246, EX1004, ¶69

IPR2023-00244, EX1004, ¶80; see also IPR2023-00246, EX1004, ¶80

IPR2023-00244, EX1004, ¶81; see also IPR2023-00244, EX1004, ¶81

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Petitioner Misrepresents Sasaki’s Terminal-to-terminal 
Embodiment

49

In Sasaki’s terminal-to-terminal embodiment, location information is transmitted together 
with content recommendation information from one portable terminal device to another

IPR2023-00244, EX1004, ¶68; see also IPR2023-00246, EX1004, ¶68

IPR2023-00244, EX1004, ¶59; IPR2023-00246, EX1004, ¶59

IPR2023-00244, EX1004, Fig. 2 (annotated); see also IPR2023-00246, EX1004, Fig. 2

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Petitioner Failed to Provide a Rationale to Combine 
Sasaki’s Two Embodiments

50

Petitioner does not explain why a POSITA would combine Sasaki’s two embodiments

Abiomed, Inc. v. Maquet Cardiovascular, LLC, IPR2017-01204, -01205, Paper 9 (IPR2017-
01204), Paper 8 (IPR2017-01205), 9-11 (P.T.A.B. Oct. 23, 2017) 

• “Petitioner has failed to establish sufficiently that the features of [] different 
embodiments [of the asserted reference] are interchangeable or provide sufficient 
rationale to combine the teachings of those different embodiments” 

In re Stepan Co., 868 F.3d 1342, 1346 n.1 (Fed. Cir. 2017) 

• “Whether a rejection is based on combining disclosures from multiple references, 
combining multiple embodiments from a single reference, or selecting from large lists 
of elements in a single reference, there must be a motivation to make 
the combination and a reasonable expectation that such a combination would be 
successful, otherwise a skilled artisan would not arrive at the claimed combination” 

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42.
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Ellis teaches that the enhanced radio system determines 
its own location

51

Ellis teaches that the portable Enhanced Radio System determines its own location to 
access information about local events

IPR2023-00244, EX1005, ¶234; see also IPR2023-00246, EX1005, ¶234 

IPR2023-00244, EX1005, ¶59; see also IPR2023-00246, EX1005, ¶59.

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42

IPR2023-00244, EX1005, Fig. 28A, 28B; see also IPR2023-00246, EX1005, Fig. 28A, 28B
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Agenda

52

► The ’021 and ’960 Patents

► The Applied Art does not Render Obvious the “inferring” Limitations

► The Applied Art does not Render Obvious the “current location” Limitations

► Overview of Sasaki’s Two Distinct, Alternative Embodiments

► The Applied Art does not Render Obvious Transmitting Location Information to a Server

► The Applied Art does not Render Obvious a server accessing event/venue information proximal to a location of the 

user

► The Applied Art does not Render Obvious a server inferring the location of the user

► ’021 Patent Dependent Claims 2 and 9
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Claims require the server to infer the user’s location based 
on obtained location information

53

’021 Patent Claims 4 and 16 recite a server that infers the current location of the user based on 
obtained location information of the portable media player device

’021 Patent, Claim 4 ’021 Patent, Claim 16

IPR2023-00244, EX1001, Claim 4 

IPR2023-00244, EX1001, Claim 16 

IPR2023-00244, POR, 40-53, 55
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IPR2023-00244, Pet., 42; see also Pet., 59

’021 Patent Petition

Petitioner relied on the combination of Sasaki’s terminal-to-terminal embodiment and Ellis

Petitioner’s Dr. Houh

IPR2023-00244, Pet., 42; see also Pet., 59 IPR2023-00244, EX1003, ¶119; see also EX1003, ¶181

IPR2023-00244, EX1003, ¶118; see also EX1003, ¶181

IPR2023-00244, POR, 40-53, 55
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Petitioner’s Position
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’021 Patent Petition

Petitioner relies on Sasaki’s server-to-terminal embodiment’s disclosure for other claim elements

IPR2023-00244, Pet., 32; see also Pet., 57

Petitioner’s Dr. Houh

IPR2023-00244, EX1003, ¶69 (claim 1); see also EX1003, ¶174

IPR2023-00244, EX1003, ¶75; see also EX1003, ¶¶175-176

IPR2023-00244, Pet., 30; see also Pet., 56

IPR2023-00244, POR, 40-53, 55
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Sasaki’s Terminal-to-terminal Embodiment does not teach 
sending location information to the server

56

The Petition’s cited passages from Sasaki each relate to the terminal-to-terminal 
embodiment

IPR2023-00244, EX1004, ¶29; see also IPR2023-00246, EX1004, ¶29

IPR2023-00244, EX1004, ¶69; see also IPR2023-00246, EX1004, ¶69

IPR2023-00244, EX1004, ¶80; see also IPR2023-00246, EX1004, ¶80

IPR2023-00244, EX1004, ¶81; see also IPR2023-00246, EX1004, ¶81

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Petitioner Misrepresents Sasaki’s Terminal-to-terminal 
Embodiment

57

In Sasaki’s terminal-to-terminal embodiment, location information is transmitted together 
with content recommendation information from one portable terminal device to another

IPR2023-00244, EX1004, ¶68; see also IPR2023-00246, EX1004, ¶68

IPR2023-00244, EX1004, ¶59; IPR2023-00246, EX1004, ¶59

IPR2023-00244, EX1004, Fig. 2 (annotated); see also IPR2023-00246, EX1004, Fig. 2

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Petitioner Failed to Provide a Rationale to Combine 
Sasaki’s Two Embodiments

58

Petitioner does not explain why a POSITA would combine Sasaki’s two embodiments

Abiomed, Inc. v. Maquet Cardiovascular, LLC, IPR2017-01204, -01205, Paper 9 (IPR2017-
01204), Paper 8 (IPR2017-01205), 9-11 (P.T.A.B. Oct. 23, 2017) 

• “Petitioner has failed to establish sufficiently that the features of [] different 
embodiments [of the asserted reference] are interchangeable or provide sufficient 
rationale to combine the teachings of those different embodiments” 

In re Stepan Co., 868 F.3d 1342, 1346 n.1 (Fed. Cir. 2017) 

• “Whether a rejection is based on combining disclosures from multiple references, 
combining multiple embodiments from a single reference, or selecting from large lists 
of elements in a single reference, there must be a motivation to make 
the combination and a reasonable expectation that such a combination would be 
successful, otherwise a skilled artisan would not arrive at the claimed combination” 

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42
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Ellis teaches that the enhanced radio system determines 
its own location
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Ellis teaches that the portable Enhanced Radio System determines its own location to 
access information about local events

IPR2023-00244, EX1005, ¶234; see also IPR2023-00246, EX1005, ¶234 

IPR2023-00244, EX1005, ¶59; see also IPR2023-00246, EX1005, ¶59.

IPR2023-00244, POR, 40-53; IPR2023-00246, POR, 30-42

IPR2023-00244, EX1005, Fig. 28A, 28B; see also IPR2023-00246, EX1005, Fig. 28A, 28B
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► The ’021 and ’960 Patents

► The Applied Art does not Render Obvious the “inferring” Limitations

► The Applied Art does not Render Obvious the “current location” Limitations

► ’021 Patent Dependent Claims 2 and 9

► ’021 Patent Claim 2

► ’021 Patent Claim 9
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’021 Patent Claim 2 requires the audio media content type 
to comprise podcast media

61

IPR2023-00244, EX1001, Claim 2 

Claim 2 recites that the audio media content type comprises podcast media

IPR2023-00244, POR, 53-55
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Petitioner asserts that Ellis discloses a radio show broadcast via the Internet

’021 Patent Petition Petitioner’s Dr. Houh

IPR2023-00244, Pet., 41-42 
IPR2023-00244, EX1003, ¶115 

IPR2023-00244, POR, 53-55
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Petitioner applies the definition of “podcast” from Lim:
“A podcast is a digital recording of a radio broadcast or similar programme, made available on the 
Internet in a number of separate files for downloading to a personal audio player” 

’021 Patent Petition Petitioner’s Dr. Houh

IPR2023-00244, Pet., 41-42 

IPR2023-00244, EX1003, ¶115 

IPR2023-00244, POR, 53-55
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Ellis does not disclose a radio show broadcast via the 
Internet

64

Contrary to Petitioner’s assertions, Ellis does not disclose a radio show 
broadcast via the Internet

IPR2023-00244, EX1005, ¶214 

IPR2023-00244, POR, 53-55
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A radio show broadcast via the Internet is not a podcast

65

A radio show broadcast 
via the Internet is not a 
podcast because it is 
streamed, not 
downloaded 

Patent Owner’s Mr. Stillerman

IPR2023-00244, EX2007, ¶178 

IPR2023-00244, POR, 53-55
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► The ’021 and ’960 Patents

► The Applied Art does not Render Obvious the “inferring” Limitations

► The Applied Art does not Render Obvious the “current location” Limitations

► ’021 Patent Dependent Claims 2 and 9

► ’021 Patent Claim 2

► ’021 Patent Claim 9
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Claim 9 relates to the “media” or “information about the 
media” of Claim 1

67

Claim 9’s “media” or “information about the media” is the media the 
entertainment preference inference of Claim 1 is based on 

IPR2023-00244, EX1001, Claim 9 

IPR2023-00244, EX1001, Claim 1 

IPR2023-00244, POR, 56-58
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Petitioner’s Position

68

IPR2023-00244, EX1003, ¶131

IPR2023-00244, EX1003, ¶135

Petitioner asserts user preference information stored on Sasaki’s server is “information 
about the media from a storage within the computer server”

’021 Patent Petition
Petitioner’s Dr. Houh

IPR2023-00244, Pet., 45 

IPR2023-00244, POR, 56-58
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The user preference information stored in Sasaki’s server 
is not used for inferring entertainment preferences

69

IPR2023-00244, EX1004, ¶130

The user preference information stored in Sasaki’s server is not used to infer the 
user’s entertainment preferences

Sasaki’s user preference information is 
explicitly provided; the server does not 
infer it

IPR2023-00244, POR, 56-58
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Petitioner’s Dr. Houh Admits that user preference 
information is distinct from “information about the media”

70

Q Are the entertainment preferences of a
user distinct from the information about the
media?

A I mean, I think the claim is pretty clear
with respect to those words, which is you -- the
computer server has to be caused to infer one or
more entertainment preferences of a user. And
that would be what the user actually prefers. But
it's based in part on the retrieved media, the
retrieved information about the media, and a
plurality of media content types of the media
stored, and it goes on.

What that's saying is that the computer
server must be -- must infer this, infer the
entertainment preferences of a user based on the
information about the media.

IPR2023-00244, EX2009, 58:13-59:6

Dr. Houh Deposition Transcript

IPR2023-00244, POR, 56-58
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