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The Fintiv factors favor denying institution. Petitioner’s narrow stipulation
does little to eliminate overlap of issues with the district court, and Petitioner does
not even attempt to explain its delay in filing the Petition. Further, the Petition’s
challenge falls well short of presenting compelling evidence of unpatentability.

L. FINTIVFACTORS 1-5 FAVOR DISCRETIONARY DENIAL.

Patent Owner agrees that factor 1 is neutral. Reply, 1. Factor 2 is not disposi-
tive. Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11, 9 (P.T.A.B. Mar. 20,
2020) (precedential) (“If the court’s trial date is...after the projected statutory
deadline, the decision whether to institute will likely implicate other factors dis-
cussed herein.” (emphasis added throughout)). Patent Owner addresses factors 3-5,
which favor denial, and the lack of “compelling merits” under factor 6 below.

A. Factor 3: The parties have and will continue to invest heavily in
the co-pending case, and Petitioner fails to explain its lack of diligence.

Factor 3 considers investment “by the court and parties” and a petitioner’s
diligence in filing the petition, Fintiv, Paper 11, 9-12, not simply whether the court
has issued orders, as Petitioner implies, Reply, 2. Whether the court has issued a
substantive order is a “fact” that the Board considers, as is whether the petitioner
filed the petition shortly after becoming aware of the asserted claims.

Weighing these and other facts confirms that factor 3 favors denial: the par-
ties have and will continue to invest heavily in the co-pending case (which is not

stayed) by the institution deadline, and Petitioner was far from diligent. The parties
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have twice exchanged contentions, are embroiled in fact discovery, and will be in
the thick of claim construction briefing by the institution deadline. POPR, 26-27.
This investment is a direct result of Petitioner waiting 12 months after the
Complaint was served before filing the Petition. Id., 27. Fintiv instructs parties to
explain facts relevant to the Petition’s timing. Fintiv, Paper 11, 11. Despite oppor-
tunities in its Petition and its Reply, Petitioner says nothing beyond a conclusory
unsupported statement in the Petition. Petitioner’s continued silence despite Patent
Owner’s arguments, see POPR, 27, confirms it was not diligent. Petitioner’s unex-
plained decision to wait as long as possible before filing the Petition caused the
parties to continue investing time and resources in the co-pending case, tipping fac-
tor 3 in favor of denial. See Fintiv, Paper 11, 11-12 (“If...the evidence shows that
the petitioner did not file the petition expeditiously, ... or even if the petitioner
cannot explain the delay in filing its petition, these facts have favored denial.”).

B. Factor 4: Petitioner’s narrow stipulation does nothing to mitigate
concerns of duplicative efforts or potentially conflicting decisions.

Petitioner’s narrow stipulation that “it will not pursue in the parallel litiga-
tion the grounds raised in the Petition,” Reply, 3, does little to mitigate “concerns
of duplicative efforts between the district court and the Board, [or] concerns of po-
tentially conflicting decisions.” Sand Revolution II, LLC v. Cont’l Intermodal
Grp.—Trucking LLC, IPR2019-01393, Paper 24, 12 (P.T.A.B. June 16, 2020) (in-

formative); see also id., 12 n.5 (“A broader stipulation ... might better address
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concerns regarding duplicative efforts and potentially conflicting decisions in a
much more substantial way.”). As in Sand Revolution, this factor at best “weighs
marginally in favor of not exercising discretion to deny institution.” Sand Revolu-
tion, Paper 24, 11-12. Remarkably, Petitioner omits this important qualifier—
marginally—in discussing a case with a similar stipulation. See Reply, 3 (quoting
Meta Platforms Inc. v. Thales Visionix, Inc., IPR2022-01301, Paper 11, 12-13
(P.T.A.B. Mar. 13, 2023), but leaving out “marginally” from the conclusion that
the factor favors institution).

Petitioner’s stipulation does little, if anything, to eliminate overlap with the
parallel proceeding and should be given little weight. It does not even eliminate the
references asserted in the Petition from availability in the parallel proceeding. No-
tably, Petitioner’s invalidity contentions include combinations with significant but
not exact overlap to the Grounds presented in the Petition. And Petitioner stipulates
only that it will not pursue the specific Grounds 1-6, Pet., 19, in the district court.
Petitioner’s invalidity contentions, however, assert that Rothschild “anticipates
and/or renders obvious, alone or in combination with one or more references iden-
tified below,” the claims of the 169 patent. EX2003, 1. In addition to the refer-
ences cited in the Petition, Petitioner’s invalidity contentions cite to various other
references—e.g., RFC 1866; W3, HTML 4.01 Spec.; WO2001008020A1; and sev-

eral U.S. patents and publications (i.e., Briggs, Robertson, Harvey, Cohen, Levy,
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Boulter). EX2003, 9, 43, 47-48, 50-51.

Petitioner’s stipulation does not prevent substantially similar, yet not identi-
cal, invalidity positions in the district court. Factor 4 thus favors denial, despite Pe-
titioner’s narrow stipulation, because the possibility of “duplicative efforts” or “po-
tentially conflicting decisions” remains significant. Sand Revolution, Paper 24, 12.

C. Factor 5: Same parties favors denying institution.

The parties in the co-pending case and here are the same, see Reply, 3-4, fa-
voring denial. See, e.g., Snap, Inc. v. SRK Tech. LLC, IPR2020-00820, Paper 15,
16 (P.T.A.B. Oct. 21, 2020) (precedential as to § II.A) (factor 5 was “neutral or ...
weigh[s] slightly in favor of exercising discretion to deny institution” when same
parties and the litigation was stayed, even without substantial overlap).

“[T]ak[ing] a holistic view of whether efficiency and integrity of the system
are best served by denying or instituting review,” the Board should find that the
first five Fintiv factors favor denial here. Fintiv, Paper 11, 6.

II. THE PETITION DOES NOT PRESENT COMPELLING MERITS.

Fintiv factors 1-5 favor denying institution, so the Board must assess wheth-
er the Petition presents compelling evidence of unpatentability. Commscope Techs.
LLC v. Dali Wireless, Inc., IPR2022-01242, Paper 23, 5 (P.T.A.B. Feb. 27, 2023)
(precedential). It does not. The compelling merits standard requires more than a

mere likelihood of prevailing. OpenSky Indus., LLC v. VLSI Tech. LLC, IPR2021-
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01064, Paper 102, 49 (P.T.A.B. Oct. 4, 2022) (precedential). Petitioner has not met
even the reasonable likelihood standard, let alone shown compelling merits.

Petitioner asserts incorrectly that Patent Owner obfuscates the claimed
“identifying” and ““detection of” the trigger. Reply, 4-5. Patent Owner made no at-
tempt to obscure anything, but rather highlighted that “Petitioner’s argument [is]
vague and unclear” with respect to the identifying and detecting at issue. POPR,
20. Petitioner asserts that “Rothschild’s ‘pull-down menu’ teaches the claimed
trigger,” Reply, 4, but does not dispute Patent Owner’s explanation that if “the
pull-down menu itself is the ‘trigger,” there is no corresponding allegation in Ele-
ment [1.2] of 1) any detection of the pull-down menu, nor 2) any determination of
an action in response to detecting the pull-down menu.” POPR, 14, n.2. Regard-
less, Petitioner’s unpatentability argument fails because the alleged detecting oc-
curs too late (i.e., after determining the action to be performed, POPR, 13-19). Pe-
titioner does not dispute that “the ‘action to be performed upon activation of the
hot link” in Rothschild (i.e., the retrieval of additional information) is determined
before—not in response to—the ‘detection’ (receipt of the user’s ad selection).”
POPR, 15.

III. CONCLUSION

The Fintiv factors favor denial and Petitioner has not shown compelling

merits. The Board should exercise its discretion to deny institution.
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