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Instituted Grounds

IPR2023-00247 (’169 Patent)

Claims Challenged Basis Applied References

1–18, 21–22 35 U.S.C. § 103 Rothschild 

19 35 U.S.C. § 103 Rothschild, Saltanov 

20 35 U.S.C. § 103 Rothschild, Saltanov, Maes 

1–18, 21–22 35 U.S.C. § 103 Rothschild, Chen 

19 35 U.S.C. § 103 Rothschild, Saltanov, Chen

20 35 U.S.C. § 103 Rothschild, Saltanov, Maes, Chen 

DI, 6



Patent Owner’s Demonstrative Exhibit – Not Evidence 3

Agenda

► The ’169 Patent

► The Applied Art does not Render Obvious the “Generating a Hot Link” Limitations (Claims 1 and 10)

► The Applied Art does not Render Obvious the “Determine the Action” Limitations (Claims 1 and 10)

► The Applied Art’s Interactive Ads are Not Compatible with HTML Messages (Claims 1, 10, 18)

► The Applied Art does not Render Obvious the Dependent Claims (Claims 2, 6, 8, 11, 15, 16)

► The Applied Art does not Render Obvious the “Controlling” Limitations (Claims 1, 2, 12, 18, 19, 20)

► No motivation to Combine Rothschild, Saltanov, and Maes (Claim 20)
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The ’169 Patent

EX1001, 1
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’169 Patent Exemplary Claim

EX1001, Claim 1 
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Agenda

► The ’169 Patent

► The Applied Art does not Render Obvious the “Generating a Hot Link” Limitations (Claims 1 and 10)

► The Applied Art does not Render Obvious the “Determine the Action” Limitations (Claims 1 and 10)

► The Applied Art’s Interactive Ads are Not Compatible with HTML Messages (Claims 1, 10, 18)

► The Applied Art does not Render Obvious the Dependent Claims (Claims 2, 6, 8, 11, 15, 16)

► The Applied Art does not Render Obvious the “Controlling” Limitations (Claims 1, 2, 12, 18, 19, 20)

► No motivation to Combine Rothschild, Saltanov, and Maes (Claim 20)
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Now undisputed:  interactive ads are pre-existing

Petitioner’s Reply

Reply at 13 

Petitioner misunderstood its main reference.  

Petitioner now admits that:
- the interactive “[a]d is created by advertiser” before the user selects it, and 
- that same pre-existing “interactive ad” is later placed into an email.

PO Sur-reply at 19-20
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Undisputed:  Petition theory: interactive ad = claimed “hot link”

Patent Owner’s Dr. Malek

EX2009, ¶  47

Reply at 1

Petitioner’s Reply

POR at 11-12
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No generating a hot link:
Interactive ads are created before—not during—message formatting

The Petition relied on creating interactive ads.  Specifically, Petitioner asserted that the ad became interactive by adding 
HTML tags during message formatting.  Petitioner does not dispute that the Petition’s theory is wrong.  
Petitioner now asserts incorrectly that the Petition relied on inserting pre-existing interactive ads.

Patent Owner’s Dr. Malek

EX2009, ¶¶  47, 51

Petitioner’s Reply

Reply at 2

Reply at 14

POR at 11-14; PO Sur-reply at 1-3
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Petitioner’s expert admits formatting does not generate hot links; 
formatting does not affect ads or make ads interactive

Patent Owner’s Dr. Malek Petitioner’s Reply

EX2009, ¶¶  97, 122

The Petition relied on creating interactive ads to generate a 
hot link.

Petitioner now asserts incorrectly that the claims do not 
require “generating the hot link.”

Petitioner repeats its formatting theory without addressing 
its own expert’s admission that Petitioner is wrong.

Reply at 12

POR at 11-19, 45-46, 57-58; PO Sur-reply at 2, 5-6
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Petitioner’s impermissible new argument:  
insert pre-existing interactive ad, rather than create interactive ad

Patent Owner’s Dr. Malek

EX2009, ¶ 51

Petitioner’s reply

Petition

Pet. at 28

Reply at 13

POR at 14; PO Sur-reply at 2-4
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Petitioner’s impermissible new argument is wrong:  
inserting is not “generating”

EX2009, ¶ 48

Patent Owner’s Dr. Malek

POR at 12; PO Sur-reply at 2-4
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Petitioner ignores Dr. Malek’s answers to Petitioner’s questions 
explaining that inserting is not “generating” and citing specification

Petitioner’s Reply

…

EX1024, 32:23-33:2, 33:17-34:2

Reply at 13-14

Patent Owner’s Dr. Malek

PO Sur-reply at 2-3
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Content—not links—exist before message in ’169 specification;
hot links are “to be” created using pre-existing content

Petitioner’s Reply

Reply at 14

’169 Patent

EX1001, 12:15-16, 12:28-30

…

POR at 12-13, 19-28; PO Sur-reply at 2-4
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“Generating” requires “creating”: hot link message is not pre-created

Petition

Pet. at 32
POR at 11-19; PO Sur-reply at 3-4
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Petition’s sole purpose for adding HTML to 103 combination is to 
create (“generate”) hot links

The Petition relied on creating interactive ads by adding HTML tags during message formatting.  

If “generate” merely requires inserting, Petitioner could have alleged anticipation using Rothschild alone, instead of 
combining it with HTML tags for the sole purpose of creating hot links. 

Petition

Pet. at 33

Pet. at 78PO Sur-reply at 4
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Even if “insert” qualifies as “generate”:  
cannot insert Rothschild’s interactive ads into HTML messages

Petitioner’s Reply:  No rebuttal
See Reply at 15-24

EX2009, ¶ 115

Patent Owner’s Dr. Malek

POR at 54-55; PO Sur-reply at 2-4
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“Trigger” to generate hot link:  theories require pull-down menu, 
but pull-down menu shows only pre-created ads

Petitioner’s Reply

Reply at 3-4

Reply at 13

POR at 29-32; PO Sur-reply at 3-4, 19
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Petitioner’s identified triggers do not generate (create) 
the pre-created ads in pull-down menu

Rothschild’s interactive ads exist before pull-down menu shows them—and before servers receive selections from that 
menu. Thus, Petitioner’s identified triggers do not generate (create) those ads.

EX2009, ¶ 74

Patent Owner’s Dr. Malek

Petitioner’s Reply

Reply at 13
POR at 29-32; PO Sur-reply at 3-4
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Petitioner’s identified triggers do not generate (insert) 
the pre-created ads from the pull-down menu into messages

EX2009, ¶ 73

Patent Owner’s Dr. Malek

Even considering Petitioner’s new theory that “generate” merely requires “inserting”, Petitioner’s second theory fails: 
servers do not receive pull-down menu selections, and therefore do not identify triggers to insert ads.  

Instead, as Dr. Houh admitted, ads are already inserted in emails. Petitioner’s Reply does not address Dr. Houh’s 
admission and simply repeats the Petition.   

Thus, Petitioner’s identified triggers do not generate (insert) those ads.

…

Petitioner’s Reply

Reply at 8-9

POR at 29-32; PO Sur-reply at 19-22
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Agenda

► The ’169 Patent

► The Applied Art does not Render Obvious the “Generating a Hot Link” Limitations (Claims 1 and 10)

► The Applied Art does not Render Obvious the “Determine the Action” Limitations (Claims 1 and 10)

► The Applied Art’s Interactive Ads are Not Compatible with HTML Messages (Claims 1, 10, 18)

► The Applied Art does not Render Obvious the Dependent Claims (Claims 2, 6, 8, 11, 15, 16)

► The Applied Art does not Render Obvious the “Controlling” Limitations (Claims 1, 2, 12, 18, 19, 20)

► No motivation to Combine Rothschild, Saltanov, and Maes (Claim 20)
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Undisputed: URL = action to be performed

Petitioner’s Reply

Reply at 10

PO Sur-reply at 21-22
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Petitioner’s theory is wrong;
now undisputed: URL already exists before user selects ad

Petitioner’s reply

Reply at 13

EX2009, ¶¶ 105-106

Patent Owner’s Dr. Malek

POR at 49-51; PO Sur-reply at 4-5, 15, 19
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Petitioner never addresses its own expert’s testimony showing 
Petitioner’s theory is wrong

Petitioner’s reply

Reply at 13

Patent Owner’s Dr. Malek

EX2009, ¶¶ 73, 122

…

POR at 31, 57-58; PO Sur-reply at 2, 20
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URL is determined before—not in response to—detection of trigger

Patent Owner’s Dr. Malek

EX2009, ¶  111

Petitioner’s Reply quotes but never rebuts

Reply at 11

POR at 52; PO Sur-reply at 5, 20-21
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Petitioner’s impermissible new argument is wrong:
server never determines the URL (action to be performed)

Petitioner’s Reply

Reply at 11

Patent Owner’s Dr. Malek

Petitioner’s impermissible new argument is that the server determines what ad to insert when the server receives the 
user’s ad selection and inserts the selected ad into the message.

Even under Petitioner’s new argument, the user—not the server—determines the ad.

Petitioner never addresses its own expert’s testimony showing Petitioner’s theory is wrong.  Contrary to Petitioner’s 
assertion, Rothschild does not disclose the server receiving the user’s selection of an ad from the pull-down menu.

EX2009, ¶  122

POR at 57-58; PO Sur-reply at 2, 21-22
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Action upon hot link—not message —activation

Patent Owner’s Dr. Malek

EX2009, ¶  110

Petitioner does not dispute that the claim requires determining the action to be performed upon activation of the hot 
link, not the hot link message.  Indeed, Petitioner points to “activates the interactive advertisement” (hot link), and states 
the tautology that activation of the ad occurs upon activation of the ad.
- But Petitioner merely points to inserting a pre-existing ad with a pre-existing URL.  That does not determine the URL 
(action to be performed).

Petitioner’s Reply

Reply at 11-12

POR at 51; PO Sur-reply at 20-22



Patent Owner’s Demonstrative Exhibit – Not Evidence 28

Agenda

► The ’169 Patent

► The Applied Art does not Render Obvious the “Generating a Hot Link” Limitations (Claims 1 and 10)

► The Applied Art does not Render Obvious the “Determine the Action” Limitations (Claims 1 and 10)

► The Applied Art’s Interactive Ads are Not Compatible with HTML Messages (Claims 1, 10, 18)

► The Applied Art does not Render Obvious the Dependent Claims (Claims 2, 6, 8, 11, 15, 16)

► The Applied Art does not Render Obvious the “Controlling” Limitations (Claims 1, 2, 12, 18, 19, 20)

► No motivation to Combine Rothschild, Saltanov, and Maes (Claim 20)
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Petitioner never rebuts Dr. Malek’s explanations regarding 
HTML tags are incompatible with Rothschild’s interactive ads

Patent Owner’s Dr. Malek

EX2009, ¶¶  113-126

Petitioner’s Reply:  No rebuttal
See Reply at 15-24

POR at 53-60; PO Sur-reply at 23-25
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Petitioner never rebuts Dr. Malek’s explanations regarding 
HTML tags are incompatible with Rothschild’s interactive ads

Petitioner’s Reply:  no rebuttal
See Reply at 15-24

EX2009, ¶ 115

Patent Owner’s Dr. Malek

One example of Dr. Malek’s unrebutted explanations

POR at 54-55; PO Sur-reply at 25
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Petitioner mistakenly thought Rothschild showed HTML email, 
now admits it is RTF with attachment; “does not rely on” it anymore

Patent Owner’s Dr. Malek

EX2009, ¶ 82

Reply at 21

Petitioner’s Reply:  drops Figure 3 RTF email

POR at 35-36; PO Sur-reply at 9-12
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Petitioner continues to misunderstand Rothschild in Reply:
mistakenly thought ads “in” RTF email are not attached

Petitioner’s Reply

Reply at 21

Rothschild

EX2009, ¶ 82

Patent Owner’s Dr. Malek

POR at 35-36; PO Sur-reply at 9-12

EX1005, 8:31-36
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Even combining HTML email with Rothschild interactive ads:  
HTML email would have attachments, “without” HTML tags

Petitioner’s Reply

Reply at 16

Patent Owner’s Dr. Malek

EX2009, ¶¶ 83, 101

POR at 36-38; PO Sur-reply at 5-9
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Petitioner’s impermissible new argument is wrong:
attached files containing HTML tags do not qualify

Patent Owner’s Dr. Malek Petitioner’s Reply

Reply at 24

Any pre-existing HTML tags within an interactive ad are not the claimed “instructions for rendering and displaying the 
hot link” because tags within an attached ad do not affect how an email client displays the attached file.

EX2009, ¶¶ 88, 106

POR at 39-49, ; PO Sur-reply at 14-18
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Dr. Malek’s rebuttal of grounds 1-3 
apply equally to identical grounds 4-6

Petitioner’s Reply

Reply at 18

Petition:  Grounds 4-6 are identical to 1-3

Petitioner admits Grounds 4-6 are identical to Grounds 1-3, except they cite Chen more formally.

PO Sur-reply at 6

Pet. at 78
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Agenda

► The ’169 Patent

► The Applied Art does not Render Obvious the “Generating a Hot Link” Limitations (Claims 1 and 10)

► The Applied Art does not Render Obvious the “Determine the Action” Limitations (Claims 1 and 10)

► The Applied Art’s Interactive Ads are Not Compatible with HTML Messages (Claims 1, 10, 18)

► The Applied Art does not Render Obvious the Dependent Claims (Claims 2, 6, 8, 11, 15, 16)

► The Applied Art does not Render Obvious the “Controlling” Limitations (Claims 1, 2, 12, 18, 19, 20)

► No motivation to Combine Rothschild, Saltanov, and Maes (Claim 20)



Patent Owner’s Demonstrative Exhibit – Not Evidence 37

No generating hot links during message creation 
(limitations 2.2, 6.1, 11.1)

Patent Owner’s Dr. Malek

EX2009, ¶¶  128-129

Petitioner’s Reply:  no rebuttal
See Reply at 24-25

Petitioner’s Reply

Reply at 25

Petitioner’s Reply refers back to the earlier “generating a hot 
link” discussion (see previous slides).

Petitioner’s Reply does not rebut Dr. Malek’s explanation that 
HTML tags are incompatible with Rothschild’s interactive ads.

POR at 60-61; PO Sur-reply at 25-26
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Sender—not server—determines e-mail address (location) 
(limitations 8.1, 16.1)

Patent Owner’s Dr. Malek

EX2009, ¶ 131

Petitioner’s Reply

Reply at 25Petition at 45, cited by Reply 

Pet. at 45

Petitioner never rebuts Dr. Malek’s statement that Petition does not show a server determining e-mail address / location.  

Petitioner’s Reply refers to Petition, but Petition merely asserts that e-mail addresses are consistent with usage—not 
determination—of location.

POR at 61-62; PO Sur-reply at 26-27
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Petitioner no longer has any argument for claim 15, 
which requires SMS or IM, not email

Petition

Pet. at 41, 55

Petitioner’s Reply:  no SMS

Reply at 17

PO Sur-reply at 27
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Agenda

► The ’169 Patent

► The Applied Art does not Render Obvious the “Generating a Hot Link” Limitations (Claims 1 and 10)

► The Applied Art does not Render Obvious the “Determine the Action” Limitations (Claims 1 and 10)

► The Applied Art’s Interactive Ads are Not Compatible with HTML Messages (Claims 1, 10, 18)

► The Applied Art does not Render Obvious the Dependent Claims (Claims 2, 6, 8, 11, 15, 16)

► The Applied Art does not Render Obvious the “Controlling” Limitations (Claims 1, 2, 12, 18, 19, 20)

► No motivation to Combine Rothschild, Saltanov, and Maes (Claim 20)
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Undisputed:  the Petition is silent about “controlling” 
but “controlling” has meaning

Patent Owner’s Dr. Malek

EX2009, ¶¶  133-134, 136

Petitioner’s Reply:  No rebuttal
See Reply at 25-26

…

…

POR at 64-65; PO Sur-reply at 27-28
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Petitioner cites nothing in Rothschild for “controlling”

Petitioner’s Reply

Reply at 26

Petitioner’s Reply merely recites irrelevant and/or incorrect 
statements that do not show “controlling.”  For example:

- contrary to Petitioner’s assertion, Rothschild does not teach 
“controlling.”  Petition offers no citation.  
- In contrast, the 169 claims expressly require “control.”
- Patent Owner does not assert control must be done using an 
operating system or BIOS.

EX1001, Claim 1
PO Sur-reply at 27-28
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Agenda

► The ’169 Patent

► The Applied Art does not Render Obvious the “Generating a Hot Link” Limitations (Claims 1 and 10)

► The Applied Art does not Render Obvious the “Determine the Action” Limitations (Claims 1 and 10)

► The Applied Art’s Interactive Ads are Not Compatible with HTML Messages (Claims 1, 10, 18)

► The Applied Art does not Render Obvious the Dependent Claims (Claims 2, 6, 8, 11, 15, 16)

► The Applied Art does not Render Obvious the “Controlling” Limitations (Claims 1, 2, 12, 18, 19, 20)

► No motivation to Combine Rothschild, Saltanov, and Maes (Claim 20)
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Petitioner’s expert never considered feedback to advertisers
—the sole alleged motivation to combine

…

Patent Owner’s Dr. Malek

EX2009, ¶ 139

Petitioner’s Reply notes not every detail needs to be solved.  

This is not about details.  The Petition discussion of Claim 20 
(at 73-78) cites nothing:

- in Rothschild regarding feedback 
- in Maes regarding advertisements 
- in Saltanov

Petitioner’s Reply

Reply at 27

POR at 66-67; PO Sur-reply at 28-29
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Thank You
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