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Patent Owner’s new reliance on In re Stepan rests on a false premise. The 

Petition did not combine separate “email” and “IM” embodiments. Resp Br., 4. It 

relied on Rothschild’s single disclosed technique—embedding an “interactive 

advertisement” within a “personal communication”—which Rothschild expressly 

teaches includes instant messaging (IM).  

Rothschild does not disclose isolated “email” and “IM” embodiments. It 

describes its invention broadly as “a system and method that allows an Internet 

user to place an advertisement within a personal communication.” Ex.1005, 1:26-

28. It then expressly defines “personal communication” to include “an e-mail 

message” or an “instant messaging message” among other communication forms. 

Ex.1005, 8:6-11. Thus, Rothschild teaches a single “interactive advertisement” 

technique usable across multiple communication formats, including IM. 

The Petition consistently presented Rothschild in this manner. Its “Summary 

of Rothschild” described Rothschild as a unitary “system and method that allows 

an Internet user to place an advertisement within a personal communication.” Pet., 

20. The introduction likewise explained that “Rothschild describes a system that 

allows users to insert an interactive advertisement into an email, SMS, or instant 

message that is sent to another user. See Ex.1005, 8:6-11.” Pet., 8. And for claims 

5 and 15, the Petition stated that “Rothschild describes its technique with the 

example of an e-mail message, but states that it is applicable to other forms of 
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communication including…instant messages.” Pet., 41.  

The Petition’s HTML analysis follows the same framework. As the Board 

recognized in authorizing this reply, “the Remand Brief focuse[d] on Rothschild’s 

alleged teaching of a general application of HTML to advertisement, and the 

availability of numerous alternative communication mechanisms (email, IM) for 

that HTML.” Paper 42, 3. The Petition explained that “a POSITA would have 

recognized that such interactive advertisement would be implemented using 

HTML.” Pet., 33. The Petition thus applied HTML to Rothschild’s “interactive 

advertisement” generally, while separately relying on Rothschild’s express 

teaching that the advertisement may be delivered via IM. Pet., 41, 55.  

Patent Owner’s attempt to recast the Petition as combining embodiments 

artificially divides Rothschild’s unified disclosure. The Petition relied on 

Rothschild’s express teaching that adding an “interactive advertisement” to a 

“personal communication” applies across communication forms, including IM. 

Even if Rothschild’s disclosures were treated as separate “embodiments,” 

Stepan is satisfied. Stepan requires “a motivation to make the combination and a 

reasonable expectation that such a combination would be successful.” Stepan, 868 

F.3d at 1346 n.1. Rothschild supplies both by expressly teaching that its 

“interactive advertisement” technique applies to IM messages. Pet., 41, 55. The 

Board should find claim 15 unpatentable. 
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