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ISSUE NOTIFICATION 

The projected patent number and issue date are specified above. 

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 
(application filed on or after May 29, 2000) 

The Patent Term Adjustment is 780 day(s). Any patent to issue from the above-identified application will 
include an indication of the adjustment on the front page. 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information 
Retrieval (PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the 
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee 
payments should be directed to the Customer Service Center of the Office of Patent Publication at 
(571)-272-4200. 

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants): 

Marc W. Kauffman, Encinitas, CA; 
Jonathan Fellows, Del Mar, CA; 
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Thi& 00 ICCliL'ln ar fpfonnal 18 requited 37 Cf(\ I .311. The infomlalian ,, l'C_l)I red 10 ta[n ot Rlaill II bcncfil bY Ille publio wtilc II ID me (and tli1,1 lJSPTO lo l)roc:alll) 
on 11ppliQl1lon. Conl\dcntlall(Y. is (IOY(!!Dlld 3, U.S,C, 122 t11td 37 C:Pl J.14. This oolludloll 11 otl)111110d to 1mtie 12 ~ la CQ!IIPICU:. lnclliding (IDlll'CrinB, prcponllll, 4114 
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MOTOROLA CHS LAW DEPT 2153231300 

® MO"l"OROLA 
FAX TRANSMITTAL SHEET Motorola, Inc. 

Date: 

To: 

Location: 

Fax No.: 

From: 

Subject: 

March 7, 2007 

Examiner: Duong, Thonrns 
Art Unit: 2145 

Intellectual Property Section 
Law Department 
IO l Toumame.nt Drive 
Horsham, PA 19044 

Telephone: 
Facsinrile: 

215-323-1797 
215-323-1300 

[TI Nll111ber of Pages (including lhis page) 

United States Patent and Trademark Office 

571-273-2885 

Attorney: Lawrence T. Cullen 

Serial No. 09/734,220 Filed: 12/J 1/2000 Docket N1..,. 002487 

P.01 

NOTICE: This facsimile: transt'l'liSsion may contain i1'fonnation \hat is confidential, privileged, or exempt from disclosure under 
applicable law. It is intcrlded only for the penon to \Vhom it ls addressed. Unauthorized use, disclosure, copying or distribution 
may expose you to legal liability. If you have received this transmission in c:rror, please immediately notify us by telephone 
(collect) to m1mge for return ofdu:: documents received and any copies made. Thank you. 

Enclosed herewith, please find Part B - Issue Fee Transmittal and fees due 
for filing in the above•identified application. 

PAGE 112 * RCVD AT 317/200710:42:39 AM [Eastern Standard Time]* SVR:USPTO-EFXRF-3/0 ~ DNIS:2732885 * CSID:~153231300 * DURATION (mm-ss):01-20 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

qi 
UNITED STA TES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 223 I 3-1450 
www.uspto.gov 

NOTICE OF ALLOWANCE AND FEE(S) DUE 

000043471 7590 12/13/2006 

GENERAL INSTRUMENT CORPORATION OBA THE CONNECTED 
HOME SOLUTIONS BUSINESS OF MOTOROLA, INC. 
101 TOURNAMENT DRIVE 
HORSHAM, PA 19044 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR 

09/734,220 12/11/2000 Marc W. Kauffman 

TITLE OF INVENTION: SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING MEDIA 

EXAMINER 

DUONG, THOMAS 

ART UNIT PAPER NUMBER 

2145 

DATE MAILED: 12/13/2006 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

D02487 5436 

APPLN. TYPE SMALL ENTITY ISSUE FEE DUE PUBLICATION FEE DUE PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

nonprovisional NO $1400 $300 $0 $1700 03/13/2007 

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
PROSECUTION .QN THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAW AL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE 
MAILING DATE QF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS 
STATUTORY PERIOD CANNOT DE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES 
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS 
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM 
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW 
DUE. 

HOW TO REPLY TO THIS NOTICE: 

I. Review the SMALL ENTITY status shown above. 

lfthe SMALL ENTITY is shown as YES, verify your current 
SMALL ENTITY status: 

A. If the status is the same, pay the TOT AL FEE(S) DUE shown 
above. 

B. If the status above is to be removed, check box Sb on Part B -
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) 
and twice the amount of the ISSUE FEE shown above, or 

If the SMALL ENTITY is shown as NO: 

A. Pay TOT AL FEE(S) DUE shown above, or 

B. If applicant claimed SMALL ENTITY status before, or is now 
claiming SMALL ENTITY status, check box Sa on Part B - Fee(s) 
Transmittal and pay the PUBLICATION FEE (if required) and 1/2 
the ISSUE FEE shown above. 

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office 
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b" 
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a 
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing 
the paper as an equivalent of Part B. 

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to 
Mail Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due. 

Page I of3 

PTOL-85 (Rev. 07/06) Approved for use through 04/30/2007. 
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PART B - FEE(S) TRAN SM ITT AL 

Complete and send this form, together with applicable fee(s), to: M.!!ll 

or Fax 

Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box'1450 
Alexandria, Virginia 22313-1450 
(571)-273-2885 

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks I through 5 should be completed where 
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as 
ind/catcd unless co,:recte~ below or directed otherwise in Block I, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for 
maintenance fee nottficattons. 

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block t for any change of address) Note: A certtftcate of ma1lmg can only be used tor domestic ma1lmgs of the 
Fce(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper, such as an assignment or formal drawing, must 
ha_ve its own certificate of mailing or transmission. 

000043471 7590 12/13/2006 
· Certificate of Mailing or Transmission 

GENERAL INSTRUMENT CORPORATION DBA THE CONNEat'FD certify that this Fee(s) Transmittal is being deposited with the united 
HOME SOLUTIONS BUSINESS OF MOTOROLA INC States-Postal Service :,vith sufficient postage for first class mail ii) an env~IOP.e 

' · . addressed to the Mail Stop ISSUE FEE address above, or bemg facs1m1le 
IO 1 TOURNAMENT DRIVE transmitted to the US PTO (571) 273-2885, on the date indicated below. 

HORSHAM, PA 19044 
(Depositor's name) 

(Signature) 

(Date) 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 

09/734,220 12/11/2000 Marc W. Kauffman D02487 5436 

TITLE OF INVENTION: SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING MEDIA 

APPLN.TYPE SMALL ENTITY ISSUE FEE DUE 

nonprovisional NO $1400 

EXAMINER ART UNIT 

DUONG, THOMAS 2145 

I. Change of correspondence address or indication of "Fee Address" (3 7 
CFR 1.363). 

0 Change of corres_pondence address ( or Change of Correspondence 
Address form PTO/SB/ 122) attached. · 

0 "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Number is required. 

PUBLICATION FEE DUE PREY. PAID ISSUE FEE TOTAL FEE(S) DUE 

$300 $0 $1700 

CLASS-SUBCLASS 

709-231000 

2. For printing on the patent front page, list 

(I) the names of up to 3 registered patent attorneys 
or agents OR, alternatively, 

DATE DUE 

03/13/2007 

(2) the name of a single firm (having as a member a 2 _____________ _ 
registered attorney or agent) and the names of up to 
2 registered patent attorneys or agents. If no name is 3 
listeo, no name will be printed. --------------

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for 
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment. · 

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY) 

Please check the appropriate assignee category or categories (will not be printed on the patent) : 0 Individual O Corporation or other private group entity O Government 

4a. The following fee(s) are submitted: 

0 Issue Fee 

0 Publication Fee (No small entity discount permitted) 
0 Advance Order # of Copies ________ _ 

5. Change in Entity Status (from status indicated above) 

0 a. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. 

4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above) 

0 A check is enclosed. 

0 Payment by credit card. Form PTO-2038 is attached. 
0The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any 

overpayment, to Deposit Account Number . (enclose an extra copy of this form). 

0 b. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR l .27(g)(2). 

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in 
interest as shown by the records of the United States Patent and Trademark Office. 

Authorized Signature _____________________ _ Date-----------,----------

Typed or printed name ____________________ _ Registration No. ______________ _ 

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) 
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, prepanng, and 
submitting the completed application forrn to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you reguire to complete 
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. 
Box 1450, Alexandria, Virginia 22313-1'150. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, 
Alexandria, Virginia 223 I 3-1450. • 
Under the Paperwork Reduction Act of 1995, no persons arc required to respond to a collection of information unless it displays a valid 0MB control number. 

PTOL-85 (Rev. 07/06) Approved for use through 04/30/2007. 0MB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
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UNITED ST A TES p A TENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR 

09/734,220 12/11/2000 Marc W. Kauffman 

000043471 7590 12/13/2006 

GENERAL INSTRUMENT CORPORATION OBA THE CONNECTED 
HOME SOLUTIONS BUSINESS OF MOTOROLA, INC. 
101 TOURNAMENT DRIVE 
HORSHAM, PA 19044 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
~.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

D02487 5436 

EXAMINER 

DUONG, THOMAS 

ART UNIT PAPER NUMBER 

2145 

DATE MAILED: 12/13/2006 

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 
(application filed on or after May 29, 2000) 

The Patent Term Adjustment to date is 780 day(s). If the issue fee is paid'on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 780 day(s). 

If a Continued Prosecution Application (CPA) was filed in the above:..identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (571 )-272-7702. Questions relating to issue and publication fee payments should be 
directed · to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0 IO 1 or 
(571 )-272-4200. 

Page 3 of3 
PTOL-85 (Rev. 07/06) Approved for use through 04/30/2007. 
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Notice of Allowability 

Application No. 

09/734,220 
Examiner 

Thomas Duong 

Applicant(s) 

KAUFFMAN ET AL. 
Art Unit 

2145 

-- The MAILING DA TE of this communication appears on the .cover sheet with the correspondence address-­
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject lo withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1. [81 This communication is responsive to September 22, 2006. 

2. [81 The allowed claim(s) is/are 1 and 3-30 

3. D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a) D All b) D Some* c) D None of the: 

1. D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. __ . 

3. D Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 

* Certified copies not received: __ . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

4. 0 A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

5. D CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) D including changes required by the Notice of Draftsperson's Patent Drawing Review (PTO-948) attached 

1) D hereto or 2) D lo Paper No./Mail Date __ . 

{b) D including changes required by the attached Examiner's Amendment I Comment or in the Office action of 

Paper No./Mail Date __ . 

Identifying lndicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 

6. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 

Attachment( s) 
1. [21 Notice of References Cited (PTO-892) 

2. D Notice of Draftperson's Patent Drawing Review (PTO-948) 

3. D Information Disclosure Statements (PTO/SB/08), 
Paper No./Mail Date __ 

4. D Examiner's Comment Regarding Requirement for Deposit 
of Biological Material 

5. D Notice of Informal Patent. Application 

6. D Interview Summary (PTO-413), 
Paper No./Mail Date __ . 

7. [21 Examiner's AmendmenUComment 

8. [21 Examiner's Statement of Reasons for Allowance 

9. D Other __ 

~/CJ,;...du,.. 
PATRICE WINDER 

I U.S. Patent and Trademark Office 
PTOL-37 (Rev. 08-06) Notice of Allowability Part of Paper No./Mail Date 20061208 
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Application/Control Number: 09/734,220 

Art Unit: 2145 

DETAILED ACTION 

Examiner's Amendment_ 

Page2 

1. An examiner's amendment to the record appears below. Should the changes and/or 

additions be unacceptable to applicant, an amendment may be filed as provided by 37 

CFR 1.312. To ensure consideration of such an amendment, it MUST be submitted no 

later than the payment of the issue fee. 

2. Authorization for this examiner's amendment was given in a telephone interview with 

Lawrence T. Cullen (Reg. No. 44,489) on December 8, 2006. 

3. The application has been amended as follows: 

Please cancel claim 2. 

2. (Canceled) 

Response to Arguments 

4. The Applicants' arguments filed in the Appeal Brief on September 22, 2006 have been 

fully considered and are persuasive. 

Allowable Subject Matter 

5. Claims 1 and 3-30 are allowed. The claims indicated include limitations that the prior 

arts of record do not appear to teach or render obvious, hence they are allowed. 

Ex.1023 
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Application/Control Number: 09/734,220 

Art Unit: 2145 

6. The following is an examiner's statement of reasons for allowance: 

Page 3 

As presented in the previous Office Action, Capek et al. (US006094677A) discloses, "at 

a minimum, it is expected that the control mechanism will provide for the replacement of 

the insertion by the requested program material once the program material is received 

from the distribution server" (Capek, col.9, lines 11-13). Hence, Capek teaches of a 

· control mechanism (i.e., Applicants' switching mechanism) that is capable of inserting 

alternative media including "text, graphics, animation, motion video, sound, etc" as well 

as "the combination of data having different formats into a single insertion for providing a 

multimedia experience to the client" (Capek, col.7, lines 49-52). Capek discloses, ''with 

reference to FIG. 2, the present invention provides for an insertion manager 20 that 

implements the present invention in conjunction with an insertion repository 22. In 

general, the insertion manager 20 detects a request from a client 24 for program 

material located at a server 26" (Capek, col.7, lines 17-21 ). In addition, Capek 

discloses, "associated with the insertion manager 20 is the insertion repository 22. The 

insertion repository 22 includes the insertion data or precursor information that can be 

used to generate the insertion provided to the client 24" (Capek, col.7, lines 39-42). 

Hence, Capek teaches of a multimedia insertion system that includes an insertion 

manager 20 (i.e., Applicants' control unit), a server 26 (i.e., Applicants' first cache), and 

an insertion repository 22 (i.e., Applicants' second cache). 

However, the prior arts of record fail to teach or suggest individually or in combination as 
'· 

stated in the independent claims for "wherein the alternative media file is inserted in the 

stream independent of boundaries of the multimedia file." and in combination with other 
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Application/Control Number: 09/734,220 

Art Unit: 2145 

Page4 

limitations as set forth in the independent claims, as well as Applicants' arguments 

presented on pages 7-17 of the Appeal Brief filed on September 22, 2006. 

Any comments considered necessary by applicant must be submitted no later than the 

payment of the issue fee and, to avoid processing delays, should preferably accompany 

the issue fee. Such submissions should be clearly labeled "Comments on Statement of 

Reasons for Allowance." 

Conclusion 

7. . Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Thomas Duong whose telephone number is 571/272-3911. The 

examiner can normally be reached on M-F 7:30AM - 4:00PM. If attempts to reach the 

examiner by telephone are unsuccessful, the examiner's supervisor, Jason D. Cardone 

can be reached on 571/272-3933. The fax phone numbers for the organization where 

this application or proceeding is assigned are 571/273-8300 for regular communications 

and 571/273-8300 for After Final communications. 

Thomas Duong (AU2145) 

December 8, 2006 

Jason D. Cardone 

Supervisory PE (AU2145) 

r;k..._ 0~ 
PATRICE WINDER 

PRIMARY EXAMINER 

(M. 
9(1,-Arm- <!..tvt ~ 
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Attorney Docket No. D2487 U.S. Serial No.: 09/734,220 

I. Real Party In Interest 

The Real Party in interest is General Instrument Corporation, which is a wholly 

owned subsidiary of Motorola, Inc. 

II. Related Appeals And Interferences 

There are no related appeals or interferences which may have a bearing on this 

case. 

III. Status Of Claims 

All claims, claims 1-30, stand rejected. The rejections of claims 1-30 are being 

appealed. 

IV. Status Of Amendments 

No amendments have been submitted subsequent to the final rejection. All prior 

amendments have been entered. 

V. Summary Of Claimed Subject Matter 

The application contains claims 1-30, and claims 1, 2 and 21 are independent 

claims. Claims 1 and 2 are directed toward different approaches of an arrangement for 

inserting an alternative media file into a streaming multimedia file destined for at least 

one predetermined end-user. Claim 21 is directed toward a method of inserting an 

alternative media file in a streaming multimedia file destined for a predetermined end­

user. Each of these claims are discussed below after a brief discussion of background. 

2 
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Attorney Docket No. D2487 U.S. Serial No.: 09/734,220 

As explained in paragraphs [0002 - 0005] of Applicant's published disclosure, 

streaming media defines the capability to download multimedia files in real time ( or 

"near real" time) and play the file on an end-user device, such as through a set-top box on 

a television or on a computer display device. Specification, para. [0003]. Prior to 

Applicant's invention, it was possible to also download advertisements (or other media) 

to end users once the video or other presented material in the stream is completed. 

However, these advertisements were limited by the need to "wait" until the end of the 

program thus limiting the number, as well as the duration of advertisements that can be 

presented to end users. Hence, there was a need in the art relating to a methodology for 

inserting data such as advertising in streaming media. Applicant's invention addresses 

this need by providing a technique for inserting such data at arbitrary locations along the 

stream. 

As mentioned, claim 1 is directed toward an arrangement for inserting an 

alternative media file into a streaming multimedia file destined for at least one 

predetermined end-user. The arrangement in claim 1 includes a first cache for storing a 

received alternative media file, which is supported at least by the disclosed "first cache 

60" illustrated in Fig. 2 and described in at least paragraph [0024]. The arrangement also 

includes a second cache for storing a streaming multimedia file, which is supported at 

least by the disclosed "second cache 62" illustrated in Fig. 2 and described in at least 

paragraph [0024]. A control unit for receiving as a first input a control signal from the 

first cache and generating as an output a switching control signal indicative of the 

presence or absence of a complete alternative media file being stored in the first cache is 

also included in the arrangement. The control unit is supported at least by "control unit 

3 
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66" illustrated in Fig. 2 and described in at least paragraph [0024]. The arrangement also 

includes a switching mechanism, coupled to each one of the control unit, the first cache, 

the second cache and the streaming multimedia file for providing as an output, directed to 

the at least one end-user, a stream selected from one of the first cache, the streaming 

multimedia file and the second cache, as controlled by the switching output signal from 

the control unit so as to insert the alternative media file in the stream. The switching unit 

and its operation is illustrated in Fig. 2 and described in at least paragraph [0024]. The 

limitation of "wherein the alternative media file is inserted in the stream independent of 

boundaries of the multimedia file" corresponds to the discussion in at least paragraph 

[0023] in which Applicant's explain that in one embodiment, the multimedia stream may 

begin to reach the user before an advertisement is inserted. As explained, at some point 

along the playing of the file, an advertisement is inserted as segment 54 and the 

remainder of the multimedia stream, represented as segment 56, is appended to the end of 

the advertisement. Para. [0023]. 

As mentioned, claim 2 is directed toward an arrangement for inserting an 

alternative media file into a streaming multimedia file destined for at least one 

predetermined end-user. The arrangement in claim 2 differs from claim 1, but similarly 

comprises: a first cache for storing a received alternative media file; a second cache for 

storing a streaming multimedia file; a control unit for receiving as a first input a control 

signal from the first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being stored in 

the first cache; and a switching mechanism, coupled to each one of the control unit, the 

first cache, the second cache and the streaming multimedia file for providing as an 

4 
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output, directed to the at least one end-user, a stream selected from one of the first cache, 

the streaming multimedia file and the second cache, as controlled by the switching output 

signal from the control unit so as to insert the alternative media file at a predetermined 

location in the stream, including either one of the beginning and the end of the streaming 

multimedia file. However, in the arrangement of claim 2, the control signal output from 

the first cache indicates that a complete alternative file is stored and is ready for 

transmission to the predetermined at least one end-user, or will be ready in time to 

transmit. This feature is supported at least by the discussion in paragraph [0024] which 

states "When control unit 66 receives a particular indication from first cache 60 (such as 

"EOF" received), it knows that advertisement stream A is ready to be played out and 

multimedia stream MM can be held. A signal is then sent from timing and control unit 66 

to switch 67, requesting the switch to move to position (2), allowing the cached 

advertisement stream A to be sent to end-user 10." Para. [0024]. 

Claim 21 is directed toward a method of inserting an alternative media file in a 

streaming multimedia file destined for a predetermined end-user. Claim 21 includes a 

step of storing a selected alternative multimedia file in a first cache at a local point of 

presence, which is supported at least by the discussion of the disclosed "first cache 60" 

illustrated in Fig. 2 and described in at least paragraph [0024]. The method also includes 

a steps of establishing a communication link between said streaming multimedia file and 

said predetermined end-user, and transmitting said streaming media file to said end-user, 

which are supported at least by Figs. 1 and 2. The method also includes the steps of 

switching transmission from said streaming multimedia file to said alternative media file 

stored in said first cache, storing in a second cache said streaming multimedia file 
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received during the transmission of said alternative media file, and upon completion of 

said alternative media file, accessing said second cache and resuming transmission of the 

cached streaming multimedia file, which are supported at least by the discussion provided 

in paragraph [0024 of Applicant's published application ("A signal is then sent from 

timing and control unit 66 to switch 67, requesting the switch to move to position (2), 

allowing the cached advertisement stream A to be sent to end-user 10. Once this process 

begins, multimedia stream MM will begin to be stored in second cache 62. When timing 

and control unit 66 receives a command that the end of the advertisement has been 

reached, a signal to move switch 67 to position (3) will be sent, allowing the cached 

multimedia stream to be sent to end-user 10."). The limitation of "wherein the alternative 

media file is inserted in the streaming multimedia independent of boundaries of the 

multimedia file" is supported at least by the discussion in at least paragraph [0023] in 

which Applicant's explain that in one embodiment, the multimedia stream may begin to 

reach the user before an advertisement is inserted. As explained in paragraph [0023], at 

some point along the playing of the file, an advertisement is inserted as segment 54 and 

the remainder of the multimedia stream, represented as segment 56, is appended to the 

end of the advertisement. Para. [0023]. 

VI. Grounds Of Rejection To Be Reviewed On Appeal 

A. Rejection of claims 1 and 3-30 under 35 U.S.C. § 102. 

B. Rejection of claim 2 under 35 U.S.C. § 102. 

6 

Ex.1023 
GOOGLE LLC / Page 23 of 321



Attorney Docket No. D2487 U.S. Serial No.: 09/734,220 

VII. Argument 

A. Capek Does Not Disclose To Insert An Media File In A Multimedia 
Stream Independent Of Boundaries Of The Multimedia File As 
Recited In Claims 1 And 21 

Claims 1-30 stand rejected under 35 U.S.C. § 102(e) as being unpatentable over 

Capek et al. (U.S. Pat. 6,094,677). 

Anticipation under 35 U.S.C. § 102 requires that each and every element of the 

claim be disclosed in a prior art reference as arranged in the claim. See, IPXL Holdings, 

L.L.C. v. Amazon.com, Inc., 430 F.3d 1377, 1380 (Fed. Cir. June 2006) "a claim is 

anticipated under 35 U.S.C. § 102 'if each and every limitation is found either expressly 

or inherently in a single prior art reference"' citing, Bristol-Myers Squibb Co. v. Ben 

Venue Labs, Inc., 246 F.3d 1368, 1374 (Fed. Cir. 2001). See also, Akzo NV v. US. Int'! 

Trade Commission, 808 F.2d 1471 (Fed. Cir. 1986); Connell v. Sears, Roebuck & Co., 

220 USPQ 193, 198 (Fed. Cir. 1983). 

Capek does not disclose or suggest a switching mechanism, coupled to each one 

of said control unit, said first cache, said second cache and said streaming multimedia file 

for providing as an output, directed to the at least one end-user, a stream selected from 

one of said first cache, said streaming multimedia file and said second cache, as 

controlled by said switching output signal from said control unit so as to insert the 

alternative media file in the stream, wherein the alternative media file is inserted in the 

stream independent of boundaries of the multimedia file, as recited by claim 1. Capek 

also does not disclose d) switching transmission from said streaming multimedia file to 

said alternative media file stored in said first cache, e) storing in a second cache said 

streaming multimedia file received during the transmission of said alternative media file; 
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and f) upon completion of said alternative media file, accessing said second cache and 

resuming transmission of the cached streaming multimedia file, wherein the alternative 

media file is inserted in the streaming multimedia independent of boundaries of the 

multimedia file, as recited by claim 21. More particularly, Capek does not disclose at 

least the limitation in the clause "wherein the alternative media file is inserted in the 

stream independent of boundaries of the multimedia file," as substantially recited by each 

of claims 1 and 21. 

Capek discloses to use an insertion manager 20 to provide an insert from an 

insertion repository 22 to a client 24 device during a delay of receiving requested data 

from a server 26. See. Capek, Title, Abs., Figs. 1, and 4A and 4B. Capek is concerned 

with reducing delays between the client and a server containing the content of an ad, i.e. 

delays in retrieving the ad from the server. See, Figs. 4A and 4B; col. 7: 16-25. Capek 

clearly explains that the procedure in Fig. 4A is prior art to Capek, and Fig. 4B, in which 

the insertion manager provides an advertisement from its repository to the client when a 

certain delay has passed is the contribution to the art of Capek. See, Figs. 2, 4A and 4B; 

col. 10: 29-68 ("referring to FIG. 4A which does not implement the present invention" 

.... With the present invention, as illustrated in FIG. 4B"). In both Fig. 4A and 4B, the 

process is initiated by a request from the client, at time A, which also initiates the "dead 

time" time periods in the media stream, i.e. a break in the media stream. See, Figs. 4A 

and 4B. The time period for providing the advertisement to the client in Capek is clearly 

disclosed as being initiated by a break in the streaming media to initiate the "dead time", 

i.e. time period A, and clearly not "independent of boundaries of the multimedia file." 

Capek even touts making inserts during a delay period. 
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1. Capek Touts Making Inserts During Delays In Receiving Files 
From A Server 

Capek repeatedly touts its disclosure as providing inserts during a delay in 

receiving a file from server 26. A few of the excerpts are as follows: 

Capek, col. 6: 66 through col. 7: 16 

The present invention takes advantage of retrieval delays in interactive 
systems by providing informative and/or engaging information in a format 
suitable for the type of interactive system in which the present invention is 
operating. For instance, a web page may be provided to a user waiting for a home 
page of a particular web site to download in the context of the WWW. Likewise, 
a video/audio clip may be provided to a person waiting for the presentation of a 
selected movie in the context of on-demand television. Further, the information 
provided to the user during the delay may be customized for the user to increase 
the users interest and to make the information more engaging. 

Capek, col. 10: 29-37: 

Accordingly, the present invention is able to provide an insertion of 
customized information to a client during the retrieval of requested program 
materials which, without the present invention, will be perceived as dead time to 
the client 24. This is graphically illustrated in FIGS. 4A and 4B which show the 
timing relationship between a system that does not implement the present 
invention (FIG. 4A) and a system which does implement the present invention 
(FIG. 4B). 

Capek goes on to explain that providing inserts during the retrieval delay as being 

"advantageous because it eliminates the frustration and annoyance users often experience 

when waiting for requested program material to be downloaded in distributed interactive 

systems." Capek, col. 7: 10-14. 

2. Capek Defines An Insert As Provided During Delays 
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Capek even defines the term "insert or insertion" as used in its disclosure as 

"information provided to the user during the delays." See, Capek, col. 7: 14-16 ("for 

purposes of the present disclosure, the information provided to the user during the delays 

is referred to hereinafter as an insert or insertion"). Clearly, one of skill in the art would 

understand that Capek discloses to provide inserts to a client during delays in retrieving 

files from a server. Yet, in spite of numerous statements in Capek, the Examiner 

interprets Capek to actually disclose to provide inserts independently of boundaries in a 

multimedia file. 

3. The Examiner's Conclusions Are Misplaced 

The Examiner attempts to refute the plain statements provided in the Capek 

reference itself with micro-analyzing various individual sentences in Capek, without 

apparent regard for their context or intended subject. Particularly, in the Final Office 

action, the Examiner points to col. 9: 13-16, in the Advisory Action, the Examiner points 

to col. 5: 14-16, 20-22 and 41-52; col. 7: 49-52; col. 9: 6-24; col. 10: 18-28 and lines 1-

67. None of the portions cited by the Examiner remotely suggest to provide an "insert" 

independent of the boundaries of a streaming media file. Apparently recognizing this, the 

Examiner strings together selected sentences from disparate parts of the disclosure and 

juxtaposes them in a manner to attempt to rationalize away from the expressed statements 

of intent in Capek. See, Advisory Action, pp. 4-5. However, such rationalization, no 

matter how creative cannot be a substitute for actual disclosure, nor can it refute what is 

actually disclosed by Capek. 
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a. The Examiner's Rationalization Is Not Supported By 
Capek 

The Examiner's latest rationalization provided in an Advisory Action is as 

follows with indicators ( denoted by "Points 1-6" and "Conclusion") provided by 

Applicant in bold for discussion: 

wherein the alternative media file is inserted in the stream independent of 
boundaries of the multimedia file. (Capek, col.5, lines 20-22, lines 41-52; col.7, 
lines 49-52; col.9, lines 6-24; col. 10, lines 18-28; col.IO, lines 1-67). Point 1 
Capek includes a control mechanism that "will provide for the replacement of the 
insertion by the requested program material once the program material is received 
from the distribution server" (Capek, col.9, lines 11-13). Point 2 In other words, 
Capek's control mechanism will replace the insertion data, which may be "text, 
graphics, animation, motion video, sound, etc" as well as "the combination of data 
having different formats into a single insertion for providing a multimedia 
experience" (Capek, col.7, lines 49-52), with the requested material once it is 
available. Point 3 According to Capek, the control logic's function is to "replaces 
the insertion with the requested program material after the program is retrieved" 
(Capek, col .5, lines 20-22). Point 4 Also, the "insertion manager may then make 
a determination of how long to provide the insertion to the user before beginning 
to forward the buffered data to the client in order that the last byte of data is 
delivered at approximately the same time as it would have been if the data had 
been downloaded directly to the client" (Capek, col.IO, lines 18-27). Point 5 In 
addition, Capek teaches "wherein an insertion is selectively transmitted to the first 
application if the amount of time required to retrieve the requested information is 
sufficient to transmit the insertion to the first application. The transmission of the 
retrieved application may, on the other hand, be preceded by waiting a preselected 
period of time. The preselected period of time may be based upon the insertion 
transmitted to the first application. The preselected period of time may 
alternatively be based upon the amount of time required to retrieve the 
information from the second computer" (Capek, col.5, lines 41 -52). Conclusion 
Hence, Capek teaches of inserting the alternate media file into the multimedia 
stream regardless of the stream since (Point 6) the insertion, as "a complete 
insertion or elements of an insertion that can be used to generate a complete 
insertion dynamically" (Capek, col.5, lines 14-1 6) can be done while waiting for 
the retrieval ofrequested stream (i.e., during a network delay in the middle of 
transmitting the multimedia perhaps), before the transmission of the multimedia 
altogether, etc. 

Advisory Action, pp. 4-5. 
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Regarding Point 1, while the Examiner seems to make much out of the fact that an 

insert is replaced by a program which was requested and retrieved, one would normally 

expect that the user may actually want to access to their requested program rather than 

the insert imposed upon them. In this regard, the insert is still provided to the user in the 

retrieval delay period and then ended when the retrieval delay period ends, a.k.a. when 

the requested program is provided. The process of providing the insert is clearly 

dependent on the boundaries of the retrieved program. Moreover, the control mechanism 

is utilized by the client, and "is delivered to the client as a part of the insertion" and "can 

enable the client to interact with and control the insertion," as stated by Capek in the first 

sentences of the paragraph from which the Examiner takes the quoted passage. The 

control mechanism is discussed in more detail below. In any event, this cited portion 

clearly corresponds with the statements in Capek that the insertion is provided during a 

retrieval delay period. 

Regarding Point 2, whether the insertion is "text, graphics, animation ... etc." 

merely pertains to the content of the insertion. The content and format of the insertion is 

largely irrelevant to the manner of inserting the insertion in a data stream with respect to 

a multimedia file. In other words, the insertion is still provided in the retrieval delay 

time, whatever its content or format. See, Capek, col. 7: 4 7-65. 

As to Point 3, the control logic's function is to allow the client to control how to 

interact with the insertion. The discussion of the control logic is provided in greater 

detail herein below. Of course, the user would naturally desire to eventually replace the 

insertion with the program which they requested. Again, the ability for the client to 

12 

Ex.1023 
GOOGLE LLC / Page 29 of 321



Attorney Docket No. D2487 U.S. Serial No.: 09/734,220 

control its interaction with the insertion still does not depart from providing the insertion 

in a retrieval delay time as disclosed in Capek. 

As to Point 4, the Examiner is partially describing the operation of providing the 

insertion in the delay period for retrieving a selected program from a server. This 

passage, when reasonably construed, clearly indicates that the insertion is not provided 

independent of the boundaries of the requested program, rather only before the requested 

program is provided. For example, in the same paragraph as the quoted passage, Capek 

states "the insertion manager 20 may make a determination of whether the delay in 

retrieving the program material is sufficiently long to justify retrieving an insertion and 

sending the insertion to the client 24 for presentation." Capek, col. 9: 57-61. Capek 

contemplates not sending an insertion at all if the delay is insufficient. Capek, col. 9: 61-

66. Capek also recognizes that determining whether an upcoming retrieval delay is long 

enough may require estimation, such as being based on historical knowledge. Capek, col. 

9: 66 through col. 10: 13. As to the particular citation quoted by the Examiner, Capek 

proposes to buffer the requested program material to effectively extend the delay period 

so that the insert may be provided to the client, then the buffered material is provided to 

the client at an increased transmission rate so that the program material arrives to the 

client as if it were not buffered. Capek, col. 10: 13-20. Clearly, buffering the requested 

program material merely extends the delay period in which an insertion may be provided, 

i.e. the insertion is still provided in the delay period, and not independent of the 

boundaries of the program material. Perhaps most telling, the sentence immediately 

following the discussion of buffering the program material touts the disclosure of Capek 

as being "able to provide an insertion ... during the retrieval of requested program 
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materials which, without the present invention, will be perceived as dead time to the 

client 24." Capek, col. 10: 29-33. 

Point 5 is again referring to the buffering of the requested program material, but 

the Examiner merely quotes to the Summary Of The Invention section rather than rely on 

the more detailed description of this operation in the Detailed Description section. 

Again, buffering the retrieved program material ("the transmission of the retrieved 

application may ... be preceded by waiting a preselected period of time") merely extends 

the delay period to allow the insertion to be provided. The insertion is still transmitted in 

the delay period prior to transmitting the requested program, i.e. not independent of the 

boundaries of the requested program. 

As to the Examiner's Conclusion, it is completely unsupported and even 

contradicted by the express statements of Capek and reasonable interpretations of the 

portions of Capek cited by the Examiner. Moreover, it is not entirely clear if the 

proceeding points 1-5 on the previous page of discussion were intended to support this 

conclusion or if Point 6 is intended to support the conclusion itself. 

As to Point 6, the Examiner appears to attempt to may hay out of the mere 

existence of the dynamically created insertion. However, Capek does not disclose to 

transmit a dynamically created insertions (which is presumably created by the insertion 

manager) any differently than a completed insertion. See, col. 7: 39-47 ("the insertion 

data may be elements of an insertion that may be dynamically combined to create an 

insertion that can be sent to the client"). Certainly, there is nothing in Capek which 

supports the Examiner's conclusion that a dynamic insertion can be "completed" "during 

a network delay in the middle of transmitting the multimedia perhaps." Advisory Action, 
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pp. 4-5. Indeed, the statement is nothing more than blatant speculation fueled by the 

imagination of the Examiner, perhaps. Such self created disclosure clearly cannot satisfy 

a basis for anticipation under 35 U.S.C. § 102. There is simply nothing in Capek which 

suggests that the "dynamically completed insertion" is provided to the client at any time 

other than a retrieval delay, and the Examiner cites to nothing to support such allegation. 

Clearly, none of the portions cited by the Examiner disclose or suggest to insert 

an alternative media file in a stream independent of boundaries of a multimedia file, and 

the Examiner's conclusions are unsupported and contradicted by the disclosure of Capek. 

b. The control mechanism does not control when the insertion 
is inserted into the data stream 

The Examiner heavily relies on the "control mechanism" to attempt to meet 

Applicant's claims. The control mechanism is described in detail in col. 9: 6-24 of 

Capek, with bold and italics added by Applicant for emphasis: 

The insertions may include a control mechanism that is delivered to the client as 
a part of the insertion. The control mechanism preferably comprises 
programming or specifications that can enable the client to interact with and 
control the insertion. At a minimum, it is expected that the control mechanism 
will provide for the replacement of the insertion by the requested program 
material once the program material is received from the distributed server. Other 
functionality that may be provided by the control mechanism include the 
dismissal of a particular insertion or the discontinuance of insertions in general. 
The control mechanism may take any number of forms depending upon the 
technology supported by the network 28. For instance, in some hypermedia 
systems the control mechanism may be nothing more than a parameter which 
requires the client 24 to re-request the requested program material after it has 
been presented with an insertion. Other hypermedia systems may support actual 
executable instructions that provide control of the hypermedia system, and more 
particularly, the insertion. 
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The Final Office action relies on the statement in Capek that that "other 

functionality that may be provided by the control mechanism include the dismissal of a 

particular insertion or the discontinuance of insertions in general" (Capek, col. 9: 13-16). 

Based on the statement, the Examiner concluded that "it is clear that Capek anticipates of 

a situation where the insertion manager interrupts or ceases the insertion in order to 

deliver the requested material to the user." Final Office action, pg. 10. 

However, the paragraph found in col. 9: 6-24 merely discusses a "control 

mechanism that is delivered to the client as a part of the insertion." Capek, col. 9, 6-7. 

Clearly, as the control mechanism is delivered with the insertion, it does not control when 

the insertion is inserted into the data stream, i.e. when it is delivered to the client. Rather, 

as clearly described in Capek, the control mechanism is used by the client to "enable the 

client to interact with and control the insertion." Capek, col. 9: 7-10. The insertion must 

clearly already have been received by the client (a.k.a. a personal computer 14) to be 

controlled by the client, i.e. the client's control of the insertion held by the client has no 

affect on the structure or contents of a data stream provided to the client. Moreover, if 

the insertion were interrupted when a requested program is received by the client, as 

concluded by the Examiner, such would clearly indicate that the insertion is not provided 

independent of the boundaries of a multimedia file. 

Again, Capek defines an "insertion" as something which is provided during a 

delay in retrieving requested data from a server. Capek even provides an example of 

providing the client with an audio insertion while waiting to retrieve a web page and 

allowing the client to listen to the audio insertion after the web page is received and being 

viewed by the client. Capek, col. 7: 58-65 ("the audio message may continue to play to 
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its end without premature termination even though the web page may have been retrieved 

and is being presented simultaneously to the user"). Clearly, the "control mechanism" 

merely provides the client the ability to control its own interaction with the insertion ( e.g. 

viewing or listening), it does not control when or in what manner the insertion is provided 

in the data stream provided to the client. Clearly, the Examiner's reliance on the "control 

mechanism" is misplaced. 

As Capek does not disclose or suggest each and every element of amended claims 

1 and 21 Capek does not anticipate amended claims 1 and 21. Likewise, as claims 3-20 

and 22-30 depend on amended claims 1 and 21 respectively, and contain all of the 

limitations thereof, Capek also does not anticipate claims 3-20 and 22-30. Accordingly, 

Applicant respectfully request the rejections of claim 1 and 3-30 to be reversed. 

B. Capek Does Not Disclose A Control Signal As Recited In Claim 
2 

Claims 1-30 stand rejected under 35 U.S.C. § 102(e) as being unpatentable over 

Capek et al. (U.S. Pat. 6,094,677). 

Anticipation under 35 U.S.C. § 102 requires that each and every element of the 

claim be disclosed in a prior art reference as arranged in the claim. See, IPXL Holdings, 

L.L.C. v. Amazon.com, Inc., 430 F.3d 1377, 1380 (Fed. Cir. June 2006) ("a claim is 

anticipated under 35 U.S.C. § 102 'if each and every limitation is found either expressly 

or inherently in a single prior art reference"' citing, Bristol-Myers Squibb Co. v. Ben 

Venue Labs, Inc., 246 F.3d 1368, 1374 (Fed. Cir. 2001). See also, Akzo NV v. US. Int'! 

Trade Commission, 808 F.2d 1471 (Fed. Cir. 1986); Connell v. Sears, Roebuck & Co., 

220 USPQ 193, 198 (Fed. Cir. 1983). 
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Capek does not disclose an arrangement for inserting an alternative media file into 

a streaming multimedia file which includes a control unit for receiving as a first input a 

control signal from said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being stored in 

said first cache; and a switching mechanism, coupled to each one of said control unit, 

said first cache, said second cache and said streaming multimedia file for providing as an 

output, directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia file and said second cache, as controlled by said 

switching output signal from said control unit so as to insert the alternative media file at a 

predetermined location in the stream, including either one of the beginning and the end of 

the streaming multimedia file, wherein the control signal output from the first cache 

indicates that a complete alternative file is stored and is ready for transmission to the 

predetermined at least one end-user, or will be ready in time to transmit, as recited by 

claim 2. More particularly, Capek does not disclose at least the limitations recited in the 

clause "wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at least one 

end-user, or will be ready in time to transmit," as recited by claim 2 

As discussed above, Capek discloses to use an insertion manager 20 to provide an 

insert from an insertion repository 22 to a client 24 device during a delay of receiving 

requested data from a server 26. See. Capek, Title, Abs., Figs. 1, and 4A and 4B. The 

Examiner repeats the tactic of stringing together text segments from disparate parts of the 

disclosure of Capek in an attempt to rationalize an imaginary existence of Applicant's 

control signal in Capek. In summary of the Examiner's comments, the Examiner 
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interprets Capek's disclosed "control mechanism" to satisfy Applicant's claimed "control 

signal." See, Advisory Action, pp. 8-10 ("Capek includes a control mechanism that 'will 

provide for replacement of the insertion ... "). However, other than containing the word 

"control" Capek's "control mechanism" has nothing in common with Applicant's 

claimed control signal. 

As discussed above, Capek's "control mechanism" is provided to the client within 

an insert, and is to be used by the client to control their interaction with the insert. See, 

Capek, col. 9: 6-24 ("The insertions may include a control mechanism that is delivered to 

the client as a part of the insertion. The control mechanism preferably comprises 

programming or specifications that can enable the client to interact with and control the 

insertion."). There is no suggestion in Capek of using a control signal that "indicates that 

a complete alternative file is stored and is ready for transmission" as recited by claim 2. 

As to the specifics of the Examiner's arguments presented in the Advisory Action, 

there is no suggestion in Capek that the "control mechanism" control the content of the 

insert, as the Examiner now seems to suggest ("In other words, Capek's control 

mechanism will replace the insertion data, which may be text, graphic, animation ... 

(Capek col. 7: 49-52)"). Advisory Action, pg. 9. There is also no suggestion in Capek 

that the "control mechanism" controls the timing in which an insert is made in a data 

stream, as the Examiner now seems to suggest by his juxtaposition of selected sentences 

discussing the control mechanism from the Summary of The Invention ( col. 5: 20-22) 

with the portion of the Detailed Description discussing the timing of the inserts (col. 10: 

18-27). See, Advisory Action, pp. 9-10 ("According to Capek, the control logic's 

function is to 'replace the insertion ... (Capek, col. 5: 20-22). Also, the "insertion 
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manager may then make a determination of how long to provide the insertion ... (Capek, 

col. 10: 18-27)"). The approximately column and one half discussion of the timing of 

placing the insert in the data stream Capek (Capek, col. 9: 54 through col. 10: 67) does 

not mention the term "control mechanism" at all. In short, the Examiner's argument is 

nothing more than a tactic of juxtapositioning selected sentences to create an appearance 

of disclosure by Capek. It is tactics like these that give rise to the simple maxim of the 

legal requirements of anticipation - either the reference discloses all of the claimed 

features or not, an argument, no matter how eloquent, creative or exhaustive is not a 

substitute for disclosure. See, IPXL Holdings, L.L.C. v. Amazon.com, Inc., 430 F.3d 

1377, 1380 (Fed. Cir. June 2006) "anticipation is a question of fact." citing Med. 

Instrumentation & Diagnostics Corp. v. Elekta AB, 344 F.3d 1205, 1220 (Fed. Cir. 2003). 

As Capek does not disclose each and every limitation of claim 2, Applicant 

respectfully request the rejection of claim 2 to be reversed. 

VIII. Claims Appendix 

A copy of the claims under appeal is presented in the attached Claims Appendix. 

IX. Evidence Appendix 

None. No additional evidence is relied upon and no additional evidence is 

presented in an Evidence Appendix. 

X. Related Proceeding Appendix 

None. 
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XI. Conclusion 

Based on the foregoing, Applicant respectfully requests reversal of the rejections 

and allowance of the above claims. Should any issues arise that prevent early allowance 

of the above application, the examiner is invited contact the undersigned to resolve such 

issues. 

To the extent an extension of time is needed for consideration of this response, 

Applicant hereby request such extension and, the Commissioner is hereby authorized to 

charge deposit account number 502117 for any fees associated therewith. 

Motorola Connected Home Solutions 
101 Tournament Drive 
Horsham, PA 19044 
(215) 323-1797 

Respectfully submitted, 

By: 
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/Lawrence T. Cullen/ 
Lawrence T. Cullen 
Reg. No.: 44,489 
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Claims Appendix 
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I. (Previously presented) An arrangement for inserting an alternative media file 

into a streaming multimedia file destined for at least one predetermined end-user, the 

arrangement comprising 

a first cache for storing a received alternative media file; 

a second cache for storing a streaming multimedia file; 

a control unit for receiving as a first input a control signal from said first cache 

and generating as an output a switching control signal indicative of the presence or 

absence of a complete alternative media file being stored in said first cache; and 

a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, directed 

to the at least one end-user, a stream selected from one of said first cache, said streaming 

multimedia file and said second cache, as controlled by said switching output signal from 

said control unit so as to insert the alternative media file in the stream, 

wherein the alternative media file is inserted in the stream independent of 

boundaries of the multimedia file. 

2. (Previously presented) An arrangement for inserting an alternative media file 

into a streaming multimedia file destined for at least one predetermined end-user, the 

arrangement comprising 

a first cache for storing a received alternative media file; 

a second cache for storing a streaming multimedia file; 
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a control unit for receiving as a first input a control signal from said first cache 

and generating as an output a switching control signal indicative of the presence or 

absence of a complete alternative media file being stored in said first cache; and 

a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, directed 

to the at least one end-user, a stream selected from one of said first cache, said streaming 

multimedia file and said second cache, as controlled by said switching output signal from 

said control unit so as to insert the alternative media file at a predetermined location in 

the stream, including either one of the beginning and the end of the streaming multimedia 

file, 

wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at least one 

end-user, or will be ready in time to transmit. 

3. (original) The arrangement as defined in claim 1 wherein the control signal 

output from the first cache indicates that an alternative file is available to be streamed to 

said first cache from an external server and is ready to begin transmission to the 

predetermined at least one end-user. 

4. (original) The arrangement as defined in claim 1 wherein the switching mechanism 

supplies as an output the streaming multimedia file in the absence of a signal from the control 

unit that an alternative file is ready to transmit. 
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5. (original) The arrangement as defined in claim 1 wherein the switching 

mechanism supplies as an output the cached alternative file stored in said first cache in 

response to a signal from the control unit that an alternative file is ready to transmit. 

6. (previously presented) The arrangement as defined in claim 1 wherein the 

control signal input to said control unit indicates that the alternative media file transfer to 

the predetermined at least one end-user is completed, the control unit thereafter supplying 

a switching output signal to said switching mechanism requesting said switching 

mechanism to supply as the output the cached streaming multimedia file from the second 

cache. 

7. (original) The arrangement as defined in claim 1 wherein the arrangement 

further comprises a billing system coupled to the control unit for receiving information 

from said control unit regarding the identity of each alternative media file transmitted, the 

identity of the at least one end-user, and related statistics regarding the transmission of 

various alternative media files to a plurality of different end-users. 

8. (previously presented) The arrangement as defined in claim 7 wherein the 

related statistics include the number of times each alternative media file was requested 

during a predetermined period of time. 
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9. (previously presented) The arrangement as defined in claim 7 wherein the 

related statistics includes the time of day and date that each alternative media file was 

requested. 

IO. (original) The arrangement as defined in claim 1 wherein the alternative file is 

defined as an advertisement file. 

11. (original) The arrangement as defined in claim 1 wherein the alternative file is 

defined as an emergency information file. 

12. (original) The arrangement as defined in claim 1 wherein the arrangement is 

disposed at a local point of presence in a communication network. 

13. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed at a headend location in an HFC communication network. 

14. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a wide area data network and a local distribution network. 

15. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a telecommunications central office and a DSL communication 

network. 
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16. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a telecommunications central office and wireless communication 

network. 

17. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed in a communications device at an end-user location. 

18. (original) The arrangement as defined in claim 17 wherein the 

communications device comprises a set-top box. 

19. (original) The arrangement as defined in claim 17 wherein the 

communications device comprises a residential gateway device. 

20. (original) The arrangement as defined in claim 1 wherein the arrangement 

further comprises a rule server for retrieving information related to the predetermined at 

least one end-user and selecting the alternative media file based on said retrieved 

information and the specific content of the streaming multimedia file. 

21. (Previously presented) A method of inserting an alternative media file in a 

streaming multimedia file destined for a predetermined end-user, the method comprising 

the steps of: 

a) storing a selected alternative multimedia file in a first cache at a local point of 

presence; 
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b) establishing a communication link between said streaming multimedia file and 

said predetermined end-user; 

c) transmitting said streaming media file to said end-user; 

d) switching transmission from said streaming multimedia file to said alternative 

media file stored in said first cache; 

e) storing in a second cache said streaming multimedia file received during the 

transmission of said alternative media file; and 

f) upon completion of said alternative media file, accessing said second cache and 

resuming transmission of the cached streaming multimedia file, 

wherein the alternative media file is inserted in the streaming multimedia 

independent of boundaries of the multimedia file. 

22. (original) The method as defined in claim 21 wherein in performing step a), 

the following steps are performed: 

al) receiving a request from a predetermined end-user for a streaming multimedia 

file; 

a2) accessing a rule server with the identity of said end-user, content provider 

and/or content identity; 

a3) using said identity to select an appropriate type of alternative file for said 

predetermined end-user and retrieving location information regarding said selected 

alternative file; 

a4) sending a request for file transfer from a server storing said selected 

alternative file to the first cache. 
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23. (original) The method as defined in claim 21 wherein in performing step a), 

the following steps are performed: 

al) detecting the start of a streaming multimedia flow; 

a2) accessing a rule server with the identity of said end-user, content provider 

and/or content identity; 

a3) using said identity to select an appropriate type of alternative file for said 

predetermined end-user and retrieving location information regarding said selected 

alternative file; 

a4) sending a request for file transfer from a server storing said selected 

alternative file to the first cache. 

24. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file when recognizing 

that an alternative file is available. 

25. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at the beginning of 

said multimedia file. 

26. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at the end of said 

multimedia file. 
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27. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at any location 

during transmission of said multimedia file. 

28. (original) The method as defined in claim 21 wherein in performing step d), 

providing transition segments between the streaming multimedia file and the alternative 

file. 

29. (original) The method as defined in claim 28 wherein the transition segments 

provide "fade in" and "fade out" between said files. 

30. (previously presented) The method as defined in claim 21 wherein in 

performing step d), switching from said streaming multimedia file to said alternative file 

based on a timing signal embedded in said streaming multimedia file. 
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I. Real Party In Interest 

The Real Party in interest is General Instrument Corporation, which is a wholly 

owned subsidiary of Motorola, Inc. 

II. Related Appeals And Interferences 

There are no related appeals or interferences which may have a bearing on this 

case. 

III. Status Of Claims 

All claims, claims 1-30, stand rejected. The rejections of claims 1-30 are being 

appealed. 

IV. Status Of Amendments 

No amendments have been submitted subsequent to the final rejection. All prior 

amendments have been entered. 

V. Summary Of Claimed Subject Matter 

The application contains claims 1-30, and claims 1, 2 and 21 are independent 

claims. Claims 1 and 2 are directed toward different approaches of an arrangement for 

inserting an alternative media file into a streaming multimedia file destined for at least 

one predetermined end-user. Claim 21 is directed toward a method of inserting an 

alternative media file in a streaming multimedia file destined for a predetermined end­

user. Each of these claims are discussed below after a brief discussion of background. 
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As explained in paragraphs [0002 - 0005] of Applicant's published disclosure, 

streaming media defines the capability to download multimedia files in real time ( or 

"near real" time) and play the file on an end-user device, such as through a set-top box on 

a television or on a computer display device. Specification, para. [0003]. Prior to 

Applicant's invention, it was possible to also download advertisements (or other media) 

to end users once the video or other presented material in the stream is completed. 

However, these advertisements were limited by the need to "wait" until the end of the 

program thus limiting the number, as well as the duration of advertisements that can be 

presented to end users. Hence, there was a need in the art relating to a methodology for 

inserting data such as advertising in streaming media. Applicant's invention addresses 

this need by providing a technique for inserting such data at arbitrary locations along the 

stream. 

As mentioned, claim 1 is directed toward an arrangement for inserting an 

alternative media file into a streaming multimedia file destined for at least one 

predetermined end-user. The arrangement in claim 1 includes a first cache for storing a 

received alternative media file, which is supported at least by the disclosed "first cache 

60" illustrated in Fig. 2 and described in at least paragraph [0024]. The arrangement also 

includes a second cache for storing a streaming multimedia file, which is supported at 

least by the disclosed "second cache 62" illustrated in Fig. 2 and described in at least 

paragraph [0024]. A control unit for receiving as a first input a control signal from the 

first cache and generating as an output a switching control signal indicative of the 

presence or absence of a complete alternative media file being stored in the first cache is 

also included in the arrangement. The control unit is supported at least by "control unit 
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66" illustrated in Fig. 2 and described in at least paragraph [0024]. The arrangement also 

includes a switching mechanism, coupled to each one of the control unit, the first cache, 

the second cache and the streaming multimedia file for providing as an output, directed to 

the at least one end-user, a stream selected from one of the first cache, the streaming 

multimedia file and the second cache, as controlled by the switching output signal from 

the control unit so as to insert the alternative media file in the stream. The switching unit 

and its operation is illustrated in Fig. 2 and described in at least paragraph [0024]. The 

limitation of "wherein the alternative media file is inserted in the stream independent of 

boundaries of the multimedia file" corresponds to the discussion in at least paragraph 

[0023] in which Applicant's explain that in one embodiment, the multimedia stream may 

begin to reach the user before an advertisement is inserted. As explained, at some point 

along the playing of the file, an advertisement is inserted as segment 54 and the 

remainder of the multimedia stream, represented as segment 56, is appended to the end of 

the advertisement. Para. [0023]. 

As mentioned, claim 2 is directed toward an arrangement for inserting an 

alternative media file into a streaming multimedia file destined for at least one 

predetermined end-user. The arrangement in claim 2 differs from claim 1, but similarly 

comprises: a first cache for storing a received alternative media file; a second cache for 

storing a streaming multimedia file; a control unit for receiving as a first input a control 

signal from the first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being stored in 

the first cache; and a switching mechanism, coupled to each one of the control unit, the 

first cache, the second cache and the streaming multimedia file for providing as an 
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output, directed to the at least one end-user, a stream selected from one of the first cache, 

the streaming multimedia file and the second cache, as controlled by the switching output 

signal from the control unit so as to insert the alternative media file at a predetermined 

location in the stream, including either one of the beginning and the end of the streaming 

multimedia file. However, in the arrangement of claim 2, the control signal output from 

the first cache indicates that a complete alternative file is stored and is ready for 

transmission to the predetermined at least one end-user, or will be ready in time to 

transmit. This feature is supported at least by the discussion in paragraph [0024] which 

states "When control unit 66 receives a particular indication from first cache 60 (such as 

"EOF" received), it knows that advertisement stream A is ready to be played out and 

multimedia stream MM can be held. A signal is then sent from timing and control unit 66 

to switch 67, requesting the switch to move to position (2), allowing the cached 

advertisement stream A to be sent to end-user 10." Para. [0024]. 

Claim 21 is directed toward a method of inserting an alternative media file in a 

streaming multimedia file destined for a predetermined end-user. Claim 21 includes a 

step of storing a selected alternative multimedia file in a first cache at a local point of 

presence, which is supported at least by the discussion of the disclosed "first cache 60" 

illustrated in Fig. 2 and described in at least paragraph [0024]. The method also includes 

a steps of establishing a communication link between said streaming multimedia file and 

said predetermined end-user, and transmitting said streaming media file to said end-user, 

which are supported at least by Figs. 1 and 2. The method also includes the steps of 

switching transmission from said streaming multimedia file to said alternative media file 

stored in said first cache, storing in a second cache said streaming multimedia file 
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received during the transmission of said alternative media file, and upon completion of 

said alternative media file, accessing said second cache and resuming transmission of the 

cached streaming multimedia file, which are supported at least by the discussion provided 

in paragraph [0024 of Applicant's published application ("A signal is then sent from 

timing and control unit 66 to switch 67, requesting the switch to move to position (2), 

allowing the cached advertisement stream A to be sent to end-user 10. Once this process 

begins, multimedia stream MM will begin to be stored in second cache 62. When timing 

and control unit 66 receives a command that the end of the advertisement has been 

reached, a signal to move switch 67 to position (3) will be sent, allowing the cached 

multimedia stream to be sent to end-user 10."). The limitation of "wherein the alternative 

media file is inserted in the streaming multimedia independent of boundaries of the 

multimedia file" is supported at least by the discussion in at least paragraph [0023] in 

which Applicant's explain that in one embodiment, the multimedia stream may begin to 

reach the user before an advertisement is inserted. As explained in paragraph [0023], at 

some point along the playing of the file, an advertisement is inserted as segment 54 and 

the remainder of the multimedia stream, represented as segment 56, is appended to the 

end of the advertisement. Para. [0023]. 

VI. Grounds Of Rejection To Be Reviewed On Appeal 

A. Rejection of claims 1 and 3-30 under 35 U.S.C. § 102. 

B. Rejection of claim 2 under 35 U.S.C. § 102. 
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VII. Argument 

A. Capek Does Not Disclose To Insert An Media File In A Multimedia 
Stream Independent Of Boundaries Of The Multimedia File As 
Recited In Claims 1 And 21 

Claims 1-30 stand rejected under 35 U.S.C. § 102(e) as being unpatentable over 

Capek et al. (U.S. Pat. 6,094,677). 

Anticipation under 35 U.S.C. § 102 requires that each and every element of the 

claim be disclosed in a prior art reference as arranged in the claim. See, IPXL Holdings, 

L.L.C. v. Amazon.com, Inc., 430 F.3d 1377, 1380 (Fed. Cir. June 2006) "a claim is 

anticipated under 35 U.S.C. § 102 'if each and every limitation is found either expressly 

or inherently in a single prior art reference"' citing, Bristol-Myers Squibb Co. v. Ben 

Venue Labs, Inc., 246 F.3d 1368, 1374 (Fed. Cir. 2001). See also, Akzo NV v. US. Int'! 

Trade Commission, 808 F.2d 1471 (Fed. Cir. 1986); Connell v. Sears, Roebuck & Co., 

220 USPQ 193, 198 (Fed. Cir. 1983). 

Capek does not disclose or suggest a switching mechanism, coupled to each one 

of said control unit, said first cache, said second cache and said streaming multimedia file 

for providing as an output, directed to the at least one end-user, a stream selected from 

one of said first cache, said streaming multimedia file and said second cache, as 

controlled by said switching output signal from said control unit so as to insert the 

alternative media file in the stream, wherein the alternative media file is inserted in the 

stream independent of boundaries of the multimedia file, as recited by claim 1. Capek 

also does not disclose d) switching transmission from said streaming multimedia file to 

said alternative media file stored in said first cache, e) storing in a second cache said 

streaming multimedia file received during the transmission of said alternative media file; 
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and f) upon completion of said alternative media file, accessing said second cache and 

resuming transmission of the cached streaming multimedia file, wherein the alternative 

media file is inserted in the streaming multimedia independent of boundaries of the 

multimedia file, as recited by claim 21. More particularly, Capek does not disclose at 

least the limitation in the clause "wherein the alternative media file is inserted in the 

stream independent of boundaries of the multimedia file," as substantially recited by each 

of claims 1 and 21. 

Capek discloses to use an insertion manager 20 to provide an insert from an 

insertion repository 22 to a client 24 device during a delay of receiving requested data 

from a server 26. See. Capek, Title, Abs., Figs. 1, and 4A and 4B. Capek is concerned 

with reducing delays between the client and a server containing the content of an ad, i.e. 

delays in retrieving the ad from the server. See, Figs. 4A and 4B; col. 7: 16-25. Capek 

clearly explains that the procedure in Fig. 4A is prior art to Capek, and Fig. 4B, in which 

the insertion manager provides an advertisement from its repository to the client when a 

certain delay has passed is the contribution to the art of Capek. See, Figs. 2, 4A and 4B; 

col. 10: 29-68 ("referring to FIG. 4A which does not implement the present invention" 

.... With the present invention, as illustrated in FIG. 4B"). In both Fig. 4A and 4B, the 

process is initiated by a request from the client, at time A, which also initiates the "dead 

time" time periods in the media stream, i.e. a break in the media stream. See, Figs. 4A 

and 4B. The time period for providing the advertisement to the client in Capek is clearly 

disclosed as being initiated by a break in the streaming media to initiate the "dead time", 

i.e. time period A, and clearly not "independent of boundaries of the multimedia file." 

Capek even touts making inserts during a delay period. 

8 

Ex.1023 
GOOGLE LLC / Page 59 of 321



U.S. Serial No.: 09/734,220 

1. Capek Touts Making Inserts During Delays In Receiving Files 
From A Server 

Capek repeatedly touts its disclosure as providing inserts during a delay in 

receiving a file from server 26. A few of the excerpts are as follows: 

Capek, col. 6: 66 through col. 7: 16 

The present invention takes advantage of retrieval delays in interactive 
systems by providing informative and/or engaging information in a format 
suitable for the type of interactive system in which the present invention is 
operating. For instance, a web page may be provided to a user waiting for a home 
page of a particular web site to download in the context of the WWW. Likewise, 
a video/audio clip may be provided to a person waiting for the presentation of a 
selected movie in the context of on-demand television. Further, the information 
provided to the user during the delay may be customized for the user to increase 
the users interest and to make the information more engaging. 

Capek, col. 10: 29-37: 

Accordingly, the present invention is able to provide an insertion of 
customized information to a client during the retrieval of requested program 
materials which, without the present invention, will be perceived as dead time to 
the client 24. This is graphically illustrated in FIGS. 4A and 4B which show the 
timing relationship between a system that does not implement the present 
invention (FIG. 4A) and a system which does implement the present invention 
(FIG. 4B). 

Capek goes on to explain that providing inserts during the retrieval delay as being 

"advantageous because it eliminates the frustration and annoyance users often experience 

when waiting for requested program material to be downloaded in distributed interactive 

systems." Capek, col. 7: 10-14. 

2. Capek Defines An Insert As Provided During Delays 
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Capek even defines the term "insert or insertion" as used in its disclosure as 

"information provided to the user during the delays." See, Capek, col. 7: 14-16 ("for 

purposes of the present disclosure, the information provided to the user during the delays 

is referred to hereinafter as an insert or insertion"). Clearly, one of skill in the art would 

understand that Capek discloses to provide inserts to a client during delays in retrieving 

files from a server. Yet, in spite of numerous statements in Capek, the Examiner 

interprets Capek to actually disclose to provide inserts independently of boundaries in a 

multimedia file. 

3. The Examiner's Conclusions Are Misplaced 

The Examiner attempts to refute the plain statements provided in the Capek 

reference itself with micro-analyzing various individual sentences in Capek, without 

apparent regard for their context or intended subject. Particularly, in the Final Office 

action, the Examiner points to col. 9: 13-16, in the Advisory Action, the Examiner points 

to col. 5: 14-16, 20-22 and 41-52; col. 7: 49-52; col. 9: 6-24; col. 10: 18-28 and lines 1-

67. None of the portions cited by the Examiner remotely suggest to provide an "insert" 

independent of the boundaries of a streaming media file. Apparently recognizing this, the 

Examiner strings together selected sentences from disparate parts of the disclosure and 

juxtaposes them in a manner to attempt to rationalize away from the expressed statements 

of intent in Capek. See, Advisory Action, pp. 4-5. However, such rationalization, no 

matter how creative cannot be a substitute for actual disclosure, nor can it refute what is 

actually disclosed by Capek. 
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a. The Examiner's Rationalization Is Not Supported By 
Capek 

The Examiner's latest rationalization provided in an Advisory Action is as 

follows with indicators ( denoted by "Points 1-6" and "Conclusion") provided by 

Applicant in bold for discussion: 

wherein the alternative media file is inserted in the stream independent of 
boundaries of the multimedia file. (Capek, col.5, lines 20-22, lines 41-52; col.7, 
lines 49-52; col.9, lines 6-24; col. 10, lines 18-28; col.IO, lines 1-67). Point 1 
Capek includes a control mechanism that "will provide for the replacement of the 
insertion by the requested program material once the program material is received 
from the distribution server" (Capek, col.9, lines 11-13). Point 2 In other words, 
Capek's control mechanism will replace the insertion data, which may be "text, 
graphics, animation, motion video, sound, etc" as well as "the combination of data 
having different formats into a single insertion for providing a multimedia 
experience" (Capek, col.7, lines 49-52), with the requested material once it is 
available. Point 3 According to Capek, the control logic's function is to "replaces 
the insertion with the requested program material after the program is retrieved" 
(Capek, col .5, lines 20-22). Point 4 Also, the "insertion manager may then make 
a determination of how long to provide the insertion to the user before beginning 
to forward the buffered data to the client in order that the last byte of data is 
delivered at approximately the same time as it would have been if the data had 
been downloaded directly to the client" (Capek, col.IO, lines 18-27). Point 5 In 
addition, Capek teaches "wherein an insertion is selectively transmitted to the first 
application if the amount of time required to retrieve the requested information is 
sufficient to transmit the insertion to the first application. The transmission of the 
retrieved application may, on the other hand, be preceded by waiting a preselected 
period of time. The preselected period of time may be based upon the insertion 
transmitted to the first application. The preselected period of time may 
alternatively be based upon the amount of time required to retrieve the 
information from the second computer" (Capek, col.5, lines 41 -52). Conclusion 
Hence, Capek teaches of inserting the alternate media file into the multimedia 
stream regardless of the stream since (Point 6) the insertion, as "a complete 
insertion or elements of an insertion that can be used to generate a complete 
insertion dynamically" (Capek, col.5, lines 14-1 6) can be done while waiting for 
the retrieval ofrequested stream (i.e., during a network delay in the middle of 
transmitting the multimedia perhaps), before the transmission of the multimedia 
altogether, etc. 

Advisory Action, pp. 4-5. 
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Regarding Point 1, while the Examiner seems to make much out of the fact that an 

insert is replaced by a program which was requested and retrieved, one would normally 

expect that the user may actually want to access to their requested program rather than 

the insert imposed upon them. In this regard, the insert is still provided to the user in the 

retrieval delay period and then ended when the retrieval delay period ends, a.k.a. when 

the requested program is provided. The process of providing the insert is clearly 

dependent on the boundaries of the retrieved program. Moreover, the control mechanism 

is utilized by the client, and "is delivered to the client as a part of the insertion" and "can 

enable the client to interact with and control the insertion," as stated by Capek in the first 

sentences of the paragraph from which the Examiner takes the quoted passage. The 

control mechanism is discussed in more detail below. In any event, this cited portion 

clearly corresponds with the statements in Capek that the insertion is provided during a 

retrieval delay period. 

Regarding Point 2, whether the insertion is "text, graphics, animation ... etc." 

merely pertains to the content of the insertion. The content and format of the insertion is 

largely irrelevant to the manner of inserting the insertion in a data stream with respect to 

a multimedia file. In other words, the insertion is still provided in the retrieval delay 

time, whatever its content or format. See, Capek, col. 7: 4 7-65. 

As to Point 3, the control logic's function is to allow the client to control how to 

interact with the insertion. The discussion of the control logic is provided in greater 

detail herein below. Of course, the user would naturally desire to eventually replace the 

insertion with the program which they requested. Again, the ability for the client to 
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control its interaction with the insertion still does not depart from providing the insertion 

in a retrieval delay time as disclosed in Capek. 

As to Point 4, the Examiner is partially describing the operation of providing the 

insertion in the delay period for retrieving a selected program from a server. This 

passage, when reasonably construed, clearly indicates that the insertion is not provided 

independent of the boundaries of the requested program, rather only before the requested 

program is provided. For example, in the same paragraph as the quoted passage, Capek 

states "the insertion manager 20 may make a determination of whether the delay in 

retrieving the program material is sufficiently long to justify retrieving an insertion and 

sending the insertion to the client 24 for presentation." Capek, col. 9: 57-61. Capek 

contemplates not sending an insertion at all if the delay is insufficient. Capek, col. 9: 61-

66. Capek also recognizes that determining whether an upcoming retrieval delay is long 

enough may require estimation, such as being based on historical knowledge. Capek, col. 

9: 66 through col. 10: 13. As to the particular citation quoted by the Examiner, Capek 

proposes to buffer the requested program material to effectively extend the delay period 

so that the insert may be provided to the client, then the buffered material is provided to 

the client at an increased transmission rate so that the program material arrives to the 

client as if it were not buffered. Capek, col. 10: 13-20. Clearly, buffering the requested 

program material merely extends the delay period in which an insertion may be provided, 

i.e. the insertion is still provided in the delay period, and not independent of the 

boundaries of the program material. Perhaps most telling, the sentence immediately 

following the discussion of buffering the program material touts the disclosure of Capek 

as being "able to provide an insertion ... during the retrieval of requested program 
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materials which, without the present invention, will be perceived as dead time to the 

client 24." Capek, col. 10: 29-33. 

Point 5 is again referring to the buffering of the requested program material, but 

the Examiner merely quotes to the Summary Of The Invention section rather than rely on 

the more detailed description of this operation in the Detailed Description section. 

Again, buffering the retrieved program material ("the transmission of the retrieved 

application may ... be preceded by waiting a preselected period of time") merely extends 

the delay period to allow the insertion to be provided. The insertion is still transmitted in 

the delay period prior to transmitting the requested program, i.e. not independent of the 

boundaries of the requested program. 

As to the Examiner's Conclusion, it is completely unsupported and even 

contradicted by the express statements of Capek and reasonable interpretations of the 

portions of Capek cited by the Examiner. Moreover, it is not entirely clear if the 

proceeding points 1-5 on the previous page of discussion were intended to support this 

conclusion or if Point 6 is intended to support the conclusion itself. 

As to Point 6, the Examiner appears to attempt to may hay out of the mere 

existence of the dynamically created insertion. However, Capek does not disclose to 

transmit a dynamically created insertions (which is presumably created by the insertion 

manager) any differently than a completed insertion. See, col. 7: 39-47 ("the insertion 

data may be elements of an insertion that may be dynamically combined to create an 

insertion that can be sent to the client"). Certainly, there is nothing in Capek which 

supports the Examiner's conclusion that a dynamic insertion can be "completed" "during 

a network delay in the middle of transmitting the multimedia perhaps." Advisory Action, 
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pp. 4-5. Indeed, the statement is nothing more than blatant speculation fueled by the 

imagination of the Examiner, perhaps. Such self created disclosure clearly cannot satisfy 

a basis for anticipation under 35 U.S.C. § 102. There is simply nothing in Capek which 

suggests that the "dynamically completed insertion" is provided to the client at any time 

other than a retrieval delay, and the Examiner cites to nothing to support such allegation. 

Clearly, none of the portions cited by the Examiner disclose or suggest to insert 

an alternative media file in a stream independent of boundaries of a multimedia file, and 

the Examiner's conclusions are unsupported and contradicted by the disclosure of Capek. 

b. The control mechanism does not control when the insertion 
is inserted into the data stream 

The Examiner heavily relies on the "control mechanism" to attempt to meet 

Applicant's claims. The control mechanism is described in detail in col. 9: 6-24 of 

Capek, with bold and italics added by Applicant for emphasis: 

The insertions may include a control mechanism that is delivered to the client as 
a part of the insertion. The control mechanism preferably comprises 
programming or specifications that can enable the client to interact with and 
control the insertion. At a minimum, it is expected that the control mechanism 
will provide for the replacement of the insertion by the requested program 
material once the program material is received from the distributed server. Other 
functionality that may be provided by the control mechanism include the 
dismissal of a particular insertion or the discontinuance of insertions in general. 
The control mechanism may take any number of forms depending upon the 
technology supported by the network 28. For instance, in some hypermedia 
systems the control mechanism may be nothing more than a parameter which 
requires the client 24 to re-request the requested program material after it has 
been presented with an insertion. Other hypermedia systems may support actual 
executable instructions that provide control of the hypermedia system, and more 
particularly, the insertion. 
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The Final Office action relies on the statement in Capek that that "other 

functionality that may be provided by the control mechanism include the dismissal of a 

particular insertion or the discontinuance of insertions in general" (Capek, col. 9: 13-16). 

Based on the statement, the Examiner concluded that "it is clear that Capek anticipates of 

a situation where the insertion manager interrupts or ceases the insertion in order to 

deliver the requested material to the user." Final Office action, pg. 10. 

However, the paragraph found in col. 9: 6-24 merely discusses a "control 

mechanism that is delivered to the client as a part of the insertion." Capek, col. 9, 6-7. 

Clearly, as the control mechanism is delivered with the insertion, it does not control when 

the insertion is inserted into the data stream, i.e. when it is delivered to the client. Rather, 

as clearly described in Capek, the control mechanism is used by the client to "enable the 

client to interact with and control the insertion." Capek, col. 9: 7-10. The insertion must 

clearly already have been received by the client (a.k.a. a personal computer 14) to be 

controlled by the client, i.e. the client's control of the insertion held by the client has no 

affect on the structure or contents of a data stream provided to the client. Moreover, if 

the insertion were interrupted when a requested program is received by the client, as 

concluded by the Examiner, such would clearly indicate that the insertion is not provided 

independent of the boundaries of a multimedia file. 

Again, Capek defines an "insertion" as something which is provided during a 

delay in retrieving requested data from a server. Capek even provides an example of 

providing the client with an audio insertion while waiting to retrieve a web page and 

allowing the client to listen to the audio insertion after the web page is received and being 

viewed by the client. Capek, col. 7: 58-65 ("the audio message may continue to play to 
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its end without premature termination even though the web page may have been retrieved 

and is being presented simultaneously to the user"). Clearly, the "control mechanism" 

merely provides the client the ability to control its own interaction with the insertion ( e.g. 

viewing or listening), it does not control when or in what manner the insertion is provided 

in the data stream provided to the client. Clearly, the Examiner's reliance on the "control 

mechanism" is misplaced. 

As Capek does not disclose or suggest each and every element of amended claims 

1 and 21 Capek does not anticipate amended claims 1 and 21. Likewise, as claims 3-20 

and 22-30 depend on amended claims 1 and 21 respectively, and contain all of the 

limitations thereof, Capek also does not anticipate claims 3-20 and 22-30. Accordingly, 

Applicant respectfully request the rejections of claim 1 and 3-30 to be reversed. 

B. Capek Does Not Disclose A Control Signal As Recited In Claim 
2 

Claims 1-30 stand rejected under 35 U.S.C. § 102(e) as being unpatentable over 

Capek et al. (U.S. Pat. 6,094,677). 

Anticipation under 35 U.S.C. § 102 requires that each and every element of the 

claim be disclosed in a prior art reference as arranged in the claim. See, IPXL Holdings, 

L.L.C. v. Amazon.com, Inc., 430 F.3d 1377, 1380 (Fed. Cir. June 2006) ("a claim is 

anticipated under 35 U.S.C. § 102 'if each and every limitation is found either expressly 

or inherently in a single prior art reference"' citing, Bristol-Myers Squibb Co. v. Ben 

Venue Labs, Inc., 246 F.3d 1368, 1374 (Fed. Cir. 2001). See also, Akzo NV v. US. Int'! 

Trade Commission, 808 F.2d 1471 (Fed. Cir. 1986); Connell v. Sears, Roebuck & Co., 

220 USPQ 193, 198 (Fed. Cir. 1983). 
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Capek does not disclose an arrangement for inserting an alternative media file into 

a streaming multimedia file which includes a control unit for receiving as a first input a 

control signal from said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being stored in 

said first cache; and a switching mechanism, coupled to each one of said control unit, 

said first cache, said second cache and said streaming multimedia file for providing as an 

output, directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia file and said second cache, as controlled by said 

switching output signal from said control unit so as to insert the alternative media file at a 

predetermined location in the stream, including either one of the beginning and the end of 

the streaming multimedia file, wherein the control signal output from the first cache 

indicates that a complete alternative file is stored and is ready for transmission to the 

predetermined at least one end-user, or will be ready in time to transmit, as recited by 

claim 2. More particularly, Capek does not disclose at least the limitations recited in the 

clause "wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at least one 

end-user, or will be ready in time to transmit," as recited by claim 2 

As discussed above, Capek discloses to use an insertion manager 20 to provide an 

insert from an insertion repository 22 to a client 24 device during a delay of receiving 

requested data from a server 26. See. Capek, Title, Abs., Figs. 1, and 4A and 4B. The 

Examiner repeats the tactic of stringing together text segments from disparate parts of the 

disclosure of Capek in an attempt to rationalize an imaginary existence of Applicant's 

control signal in Capek. In summary of the Examiner's comments, the Examiner 
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interprets Capek's disclosed "control mechanism" to satisfy Applicant's claimed "control 

signal." See, Advisory Action, pp. 8-10 ("Capek includes a control mechanism that 'will 

provide for replacement of the insertion ... "). However, other than containing the word 

"control" Capek's "control mechanism" has nothing in common with Applicant's 

claimed control signal. 

As discussed above, Capek's "control mechanism" is provided to the client within 

an insert, and is to be used by the client to control their interaction with the insert. See, 

Capek, col. 9: 6-24 ("The insertions may include a control mechanism that is delivered to 

the client as a part of the insertion. The control mechanism preferably comprises 

programming or specifications that can enable the client to interact with and control the 

insertion."). There is no suggestion in Capek of using a control signal that "indicates that 

a complete alternative file is stored and is ready for transmission" as recited by claim 2. 

As to the specifics of the Examiner's arguments presented in the Advisory Action, 

there is no suggestion in Capek that the "control mechanism" control the content of the 

insert, as the Examiner now seems to suggest ("In other words, Capek's control 

mechanism will replace the insertion data, which may be text, graphic, animation ... 

(Capek col. 7: 49-52)"). Advisory Action, pg. 9. There is also no suggestion in Capek 

that the "control mechanism" controls the timing in which an insert is made in a data 

stream, as the Examiner now seems to suggest by his juxtaposition of selected sentences 

discussing the control mechanism from the Summary of The Invention ( col. 5: 20-22) 

with the portion of the Detailed Description discussing the timing of the inserts (col. 10: 

18-27). See, Advisory Action, pp. 9-10 ("According to Capek, the control logic's 

function is to 'replace the insertion ... (Capek, col. 5: 20-22). Also, the "insertion 
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manager may then make a determination of how long to provide the insertion ... (Capek, 

col. 10: 18-27)"). The approximately column and one half discussion of the timing of 

placing the insert in the data stream Capek (Capek, col. 9: 54 through col. 10: 67) does 

not mention the term "control mechanism" at all. In short, the Examiner's argument is 

nothing more than a tactic of juxtapositioning selected sentences to create an appearance 

of disclosure by Capek. It is tactics like these that give rise to the simple maxim of the 

legal requirements of anticipation - either the reference discloses all of the claimed 

features or not, an argument, no matter how eloquent, creative or exhaustive is not a 

substitute for disclosure. See, IPXL Holdings, L.L.C. v. Amazon.com, Inc., 430 F.3d 

1377, 1380 (Fed. Cir. June 2006) "anticipation is a question of fact." citing Med. 

Instrumentation & Diagnostics Corp. v. Elekta AB, 344 F.3d 1205, 1220 (Fed. Cir. 2003). 

As Capek does not disclose each and every limitation of claim 2, Applicant 

respectfully request the rejection of claim 2 to be reversed. 
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VIII. Conclusion 

Having fully responded to the Office action, the application is believed to be in 

condition for allowance. Should any issues arise that prevent early allowance of the 

above application, the examiner is invited contact the undersigned to resolve such issues. 

To the extent an extension of time is needed for consideration of this response, 

Applicant hereby request such extension and, the Commissioner is hereby authorized to 

charge deposit account number 502117 for any fees associated therewith. 

Motorola Connected Home Solutions 
101 Tournament Drive 
Horsham, PA 19044 
(215) 323-1797 

Respectfully submitted, 

By: 
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Appendix 

I. (currently amended) An arrangement for inserting an alternative media file into 

a streaming multimedia file destined for at least one predetermined end-user, the 

arrangement comprising 

a first cache for storing a received alternative media file; 

a second cache for storing a streaming multimedia file; 

a control unit for receiving as a first input a control signal from said first cache 

and generating as an output a switching control signal indicative of the presence or 

absence of a complete alternative media file being stored in said first cache; and 

a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, directed 

to the at least one end-user, a stream selected from one of said first cache, said streaming 

multimedia file and said second cache, as controlled by said switching output signal from 

said control unit so as to insert the alternative media file in the stream, 

wherein the alternative media file is inserted in the stream independent of 

boundaries of the multimedia file. 

2. (currently amended) An arrangement for inserting an alternative media file into 

a streaming multimedia file destined for at least one predetermined end-user, the 

arrangement comprising 

a first cache for storing a received alternative media file; 

a second cache for storing a streaming multimedia file; 
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a control unit for receiving as a first input a control signal from said first cache 

and generating as an output a switching control signal indicative of the presence or 

absence of a complete alternative media file being stored in said first cache; and 

a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, directed 

to the at least one end-user, a stream selected from one of said first cache, said streaming 

multimedia file and said second cache, as controlled by said switching output signal from 

said control unit so as to insert the alternative media file at a predetermined location in 

the stream, including either one of the beginning and the end of the streaming multimedia 

file, 

wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at least one 

end-user, or will be ready in time to transmit. 

3. (original) The arrangement as defined in claim 1 wherein the control signal 

output from the first cache indicates that an alternative file is available to be streamed to 

said first cache from an external server and is ready to begin transmission to the 

predetermined at least one end-user. 

4. (original) The arrangement as defined in claim 1 wherein the switching mechanism 

supplies as an output the streaming multimedia file in the absence of a signal from the control 

unit that an alternative file is ready to transmit. 
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5. (original) The arrangement as defined in claim 1 wherein the switching 

mechanism supplies as an output the cached alternative file stored in said first cache in 

response to a signal from the control unit that an alternative file is ready to transmit. 

6. (previously presented) The arrangement as defined in claim 1 wherein the 

control signal input to said control unit indicates that the alternative media file transfer to 

the predetermined at least one end-user is completed, the control unit thereafter supplying 

a switching output signal to said switching mechanism requesting said switching 

mechanism to supply as the output the cached streaming multimedia file from the second 

cache. 

7. (original) The arrangement as defined in claim 1 wherein the arrangement 

further comprises a billing system coupled to the control unit for receiving information 

from said control unit regarding the identity of each alternative media file transmitted, the 

identity of the at least one end-user, and related statistics regarding the transmission of 

various alternative media files to a plurality of different end-users. 

8. (previously presented) The arrangement as defined in claim 7 wherein the 

related statistics include the number of times each alternative media file was requested 

during a predetermined period of time. 
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9. (previously presented) The arrangement as defined in claim 7 wherein the 

related statistics includes the time of day and date that each alternative media file was 

requested. 

IO. (original) The arrangement as defined in claim 1 wherein the alternative file is 

defined as an advertisement file. 

11. (original) The arrangement as defined in claim 1 wherein the alternative file is 

defined as an emergency information file. 

12. (original) The arrangement as defined in claim 1 wherein the arrangement is 

disposed at a local point of presence in a communication network. 

13. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed at a headend location in an HFC communication network. 

14. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a wide area data network and a local distribution network. 

15. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a telecommunications central office and a DSL communication 

network. 
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16. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a telecommunications central office and wireless communication 

network. 

17. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed in a communications device at an end-user location. 

18. (original) The arrangement as defined in claim 17 wherein the 

communications device comprises a set-top box. 

19. (original) The arrangement as defined in claim 17 wherein the 

communications device comprises a residential gateway device. 

20. (original) The arrangement as defined in claim 1 wherein the arrangement 

further comprises a rule server for retrieving information related to the predetermined at 

least one end-user and selecting the alternative media file based on said retrieved 

information and the specific content of the streaming multimedia file. 

21. (currently amended) A method of inserting an alternative media file in a 

streaming multimedia file destined for a predetermined end-user, the method comprising 

the steps of: 

a) storing a selected alternative multimedia file in a first cache at a local point of 

presence; 
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b) establishing a communication link between said streaming multimedia file and 

said predetermined end-user; 

c) transmitting said streaming media file to said end-user; 

d) switching transmission from said streaming multimedia file to said alternative 

media file stored in said first cache; 

e) storing in a second cache said streaming multimedia file received during the 

transmission of said alternative media file; and 

f) upon completion of said alternative media file, accessing said second cache and 

resuming transmission of the cached streaming multimedia file, 

wherein the alternative media file is inserted in the streaming multimedia 

independent of boundaries of the multimedia file. 

22. (original) The method as defined in claim 21 wherein in performing step a), 

the following steps are performed: 

al) receiving a request from a predetermined end-user for a streaming multimedia 

file; 

a2) accessing a rule server with the identity of said end-user, content provider 

and/or content identity; 

a3) using said identity to select an appropriate type of alternative file for said 

predetermined end-user and retrieving location information regarding said selected 

alternative file; 

a4) sending a request for file transfer from a server storing said selected 

alternative file to the first cache. 
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23. (original) The method as defined in claim 21 wherein in performing step a), 

the following steps are performed: 

al) detecting the start of a streaming multimedia flow; 

a2) accessing a rule server with the identity of said end-user, content provider 

and/or content identity; 

a3) using said identity to select an appropriate type of alternative file for said 

predetermined end-user and retrieving location information regarding said selected 

alternative file; 

a4) sending a request for file transfer from a server storing said selected 

alternative file to the first cache. 

24. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file when recognizing 

that an alternative file is available. 

25. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at the beginning of 

said multimedia file. 

26. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at the end of said 

multimedia file. 

28 

Ex.1023 
GOOGLE LLC / Page 79 of 321



U.S. Serial No.: 09/734,220 

27. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at any location 

during transmission of said multimedia file. 

28. (original) The method as defined in claim 21 wherein in performing step d), 

providing transition segments between the streaming multimedia file and the alternative 

file. 

29. (original) The method as defined in claim 28 wherein the transition segments 

provide "fade in" and "fade out" between said files. 

30. (previously presented) The method as defined in claim 21 wherein in 

performing step d), switching from said streaming multimedia file to said alternative file 

based on a timing signal embedded in said streaming multimedia file. 

29 
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Application/Control No. Applicant(s)/Patent under 

Reexamination 

llll 111111111111111 
09/734,220 KAUFFMAN ET AL. 

Art Unit 

Jason D. Cardone 2145 

Document Code - AP.PRE.DEC I 
Notice of Panel Decision from Pre-Appeal Brief Review 

11111111111 
This is in response to the Pre-Appeal Brief Request for Review filed 5/22/06. 

1. D Improper Request - The Request is improper and a conference will not be held for the following 
reason(s): 

D The Notice of Appeal has not been filed concurrent with the Pre-Appeal Brief Request. 
D The request does not include reasons why a review is appropriate. 
D A proposed amendment is included with the Pre-Appeal Brief request. 
D Other: 

The time period for filing a response continues to run from the receipt date of the Notice of Appeal or from 
the mail date of the last Office communication, if no Notice of Appeal has been received. 

2. [gj Proceed to Board of Patent Appeals and Interferences - A Pre-Appeal Brief conference has been 
held. The application remains under appeal because there is at least one actual issue for appeal. Applicant 
is required to submit an appeal brief in accordance with 37 CFR 41.37. The time period for filing an appeal 
brief will be reset to be one month from mailing this decision, or the balance of the two-month time period 
running from the receipt of the notice of appeal, whichever is greater. Further, the time period for filing of the 
appeal brief is extendible under 37 CFR 1.136 based upon the mail date of this decision or the receipt date 
of the notice of appeal, as applicable. 

[gj The panel has determined the status of the claim(s) is as follows: 
Claim{s) allowed: None. 
Claim{s) objected to: None. 
Claim{s) rejected: 1-30. 
Claim{s) withdrawn from consideration: None. 

3. D Allowable application - A conference has been held. The rejection is withdrawn ·and a Notice of 
Allowance will be mailed. Prosecution on the merits remains closed. No further action is required by 
applicant at this time. 

4. D Reopen Prosecution - A conference has been held. The rejection is withdrawn and a new Office 
action will be mailed. No further action is required by applicant at this time. 

All participants: 

(1) Jason D. Cardone. 

{2) Thomas Duong . 

U.S. Patent and Trademark Office 

(3)Joseph Dixon. 

(4) __ . 
ASO CARDONE · . 

SUPERVISORY PATENT EXAMINER 

Part of Paper No. 20060712 
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J'I~ 
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FAX TRANSMITTAL SHEET Motorola. Inc. 

Date: 

To: 

Location: 

Fax No.: 

From: 

Subject: 

~\c1.~ 22., 2<riro 

Examiner: Thomu:,; Duong 
Art Uuit: 2145 

lntellectual Property Section 
Law Department 
IO! Tournament Dri vc 
H onihrun, PA J 9044 

Telephone: 
Facsimile: 

215-323-1797 
215-323-] 300 

~ Nunilx:r of Pages (includins this l)llgc) 

United States Patent and Trademark Office 

.Attorney: Lawrcn,10 T. Cnllen Reg. No. 44,489 

Serial No. 091734,220 Filed: t2/l 1i2000 D(}ckc-:t No. 02487 

NO"nCE: This f~irnilc transmission may cun'lliin infotmation that is confidential, privileged. OT exempt from disclos~ under 
applicable law, IL i~ intended only for the penion lo whom ic is addressed. Unauthorized use., dlsolosuri:, copying or distribution 
may expose you to legal liability. ff you have ri;coivc:d this tra.nsml&slon in trror, pkase immediately nolity us by telephone 
(collect) to arrange fur return of the docurllents received and any co11ies made. Thank you. 

MESSAGE: 

Enclosed herewith, please find Pre-Appeal Brief in repohse to the fmal office action 
mailed on February 23, 2006, Notice of Appeal, with fees due, for filing in the above­
identified application. 

PLEASE GIVE TIIESE PAPERS TO: 

EXAMINER: 

GROUP ART UNIT: 

A 'ITORNEY DOCKET NO.: 

Thomas Duong 

2145 

D2487 
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Atty. Doc. No.: D2487 MAY 2 2 20CI 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Inventor; Marc W. Kauffman ) Confirmation No.: 5436 
) 
) Customer No.: 0000434 71 

U.S. Serial No.: 09/734,220 ) 
) Art Unit: 2145 

Filed: December 11, 2000 ) 
) Examiner: Thom.as Duong 
) 

PATENT 

Title: SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING MEDIA 

Mail Stop Alllendment 
Commissioner for Patenrs 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir, 

PRE-APPEAL BRIEF 
REQUEST FOR REVIEW 

Please enter these arguments in response to the Final Office Action mailed on 

February 23, 2006 and conduct a pre-appeal brief conference. 

CERTIFICATE OF FACSIMILE 
I hereby certify that this correspondence is being filed by 
facsimile to Assistant Commissioner for Patents at 571 273-

~!001/t.J./tJt by .&-7/4--
Lawtence T. Cullen 
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REMARKS 

I. Introduction 

Claims 1-30 are pending in the above application. 

Claims 1-30 stand rejected under 35 U.S.C. § 102. 

Claims I, 2 and 21 are independent olaims. 

II. Rejections Under Prior Art 

2153231300 

Claims 1-30 stand rejected under 35 U.S.C. § 102(e) ~ being unpatentable over 

Capek et al. (U.S. Pat. 6,094,677). 

A. Capek Does Not Disclose All Of The Claimed Limitations 

As explained in Applicant's prior responses filed on July 5, 2005, November 18, 

2005, and April 24, 2006, Capek does not disclose or suggest inserting an alternative 

media file into a streaming multi.media file using a first and second cache, a control unit, 

and a switching mechanism, wherein the alternative media file is inserted in the stream 

independent of bowidaries of the multimedia file, as substantially recited by amended 

claims 1 and 2 I. 

Capek d~scloses a technique of providing mainly computer progra~ products 

during retrieval delays in an interactive system. Capek, abs.; col. 6: 66 through col. 7: 16 

(''The present invention takes advantage·ofretrieval delays in interactive systems ... For 

purposes of the present disclosure, the information provided to the user during the delays 

is referred to hereinafter as an insert or insertion"). Capek relies on an insertion manager 

20 to receive a program request from a client, pass the request to a server containing 

insertions, and pass programs received from the server to the client. Capek, Fig. 2; col. 7: 

47. If the time to retrieve the program fr.om the server is excessive, the insertion manager 

2 
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retrieves an insertion from an insertion r.epository 22 during the delay. Capek, Fig. 2 and 

Fig. 3, steps 30, 32, 34 and 36. 

More particularly, Capek discloses to determine if an insert should be provided 

based on the sufficiency of the delay period, which may be determined by the actual 

delay seen or an expected delay based on historical information. Col. 1 0: 52-68; and col. 

11: 61 -~ col. 12: 24. Capek clearly explains this process, with reference to Figs. 4A (the 

prior art to Capek) and 4B (the implementation of Capek) as follows: 

Accordingly, the present invention is able to provide an insertion of 
customized information to a client during the retrieval of requested program 
materials which, without the present invention, will be perceived as dead time to 
the client 24. This is graphically illustrated in FIGS. 4A and 4B which show the 
timing relationship between a system that does not impleme11t the present 
invention (FIG. 4A) and a system which does implement the present invention 
(FIG. 4B). Referrin~ to FIG. 4A which docs not implement the present invention, 
a client initiates a request at ti:me A which is passed through the insertion 
mechanism at time B to the server 26 within the network 28 at time C. After a 
time delay, the server 26 begins to transmit the requested program material to the 
client 24 at time D. The beginning of the program material that was sent at timcD 
ultimately arrives at the client 24 at time F. The server 26 continues to transmit 
the program material through time G and the requesting client continues to 
receive the program material until time I. As evident from FIG. 4A, the client 
experiences a delay from time A through at least time F, and possibly through 
time I. During the interval from time F to time I, the user may be presented with 
results depending upon the specific technology and specific content for that 
particular instance. ·· 

With the present invention, as illustrated in FIG. 4B, the insertion manager 
at time B not only passes the request on to the server 26 but begins the process 
of the present invention which may include making certain detennina.tions as to 
whether or not the delay may be sufficient to provide an insertion. This may 
include the initiation of a timer at time B to determine if insertion manager 20 
receives a response from the server 26 within a predefined period of time. If the 
insertion manager 20 does not receive a response by time W, then the insertion 
marul~er 20 may respond by sending an insertion to the client 24 which ma.y take 
from time W to time Y. The insertion is received a1 the client 24 from time X to 
1ime Z. Therefore, the client is presented with the insertion from at least time Z 
through time F, and perhaps from time X through time I, again depending upon 
the specific content and technology. 

1 
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Capek is clearly focused on delays in retrieving data from the server to the client. 

Capek does not disclose or suggest inserting an alternative media file into a streaming 

multimedia file using a first and second cache, a control unit, and a switching 

mechanism, wherein the alternative media file is inserted in the stream independent of 

boundaries of the multimedia file. 

B. The Exarninerts Arguments Are Misplaced 

In the Advisory Action, the Exarniner alleges that Capek does disclose to insert an 

alternative media file in a stream independent of the boundaries of the multimedia file. 

Advisory Action, pg. 4-5. The Examiner points to four locations in Capek and attempts 

to establish the fact with an argument spanning an entire page and a half. The 

Examiner's reliance on each of the citations is misplaced. First the Examiner points to a 

''control mechanism" that "will provide for the replacement of the insertion by the 

requested program material once the program material is received from the distributed 

[sic} server", citing col. 9: l 1·13. The fact that the insertion is replaced by the pro~am 

__ the client originally requested from the server when it is re9eived makes it clear that the 

boundaries of the program clearly are considered for the insertion of Capek. Also, 

contrary to the suggestions in the Advisory action, the discussion in the paragraphs 

spanning column 9 to column 10 of Capek. is clearly relying on a delay period in the data 

stream. The time periods discussed in Capek are related to retrieving an advertisement 

insertion from the server or the "second computer'' to the client within the delay period. 

Col. 9: 54 through col. 10: 28 ("the determination of whether or not the delay will be 

sufficiently long may be based upon a variety of factors ... ") . 

.c1 
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Furthennore, the Capek also does not disclose using a control signal output from 

the cache which indicates that a complete alternative file is stored and is ready for 

transmission to the predetermined at least one end-user, or will be ready in time to 

transmit, as recited by claim 2. amended to be in independent form. 

Accordingly, as Capek does not disclose or suggest each and every clement of the 

pending claims and hence does not anticipate the pending claims. 

Ill, Conclusion 

Accordingly. Applicant respectfully requests withdrawal of the rejections and 

allowance of the above application. To the extent an extension of time is needed for 

consideration of this response, Applicant hereby request such extension and, the 

Commissioner is hereby authorized to charge deposit account number 502117 for any 

fees associated therewith. 

Date: r/7-,;./p { 

Motorola Connected Jfome Solutions 
101 Toumament Drive 
Horsham, PA 19044 
(21 S) 323-1797 

Respectfully submitted, 

By:4~ 

5 

Lawrence T. Cullen 
Reg. No.: 44,489 

P.07 
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NOTICE OF APPEAL FROM THE EXAMINER TO Docket Number 
THE BOARD OF PATENT APPEALS},Nb INTERFERENCES D2487 

I hereby certify that this correspondence Is being sent via In re Aoclication of Marc W. Kauffman 
facsimile 

rv\, 2.:!. I ,U, 0 C., 
Application 09/734,220 

on Number 

Filed 12/11/2000 

Sl~awre a y For Seamless Arbitrary 

9. ·~/1 
Data Insertion for 
Streamina Media ., 

Typed or 1ed nam/.ftatol J. Smith Art Group 2145 

Examiner Thomas Duong 

Applicant hereby appeals to the Board of Patent Appeals and lnterferern;es from the last deci::1ion of the 
examiner. 

The fee for this Notice of Appeal is (37 CFR 1.17(b)) $ 500.00 

D Applicant claims small entity status. See 37 CFR 1.27. Therefore, the fee 
shown above i8 reduced by half, and the resulting fee is: $ 

D A check In the amount of the fee is enclosed. 

D Flayrnent by credit oarcl. Form PTO-2038 is attached. 

0 The Director has already been authorized to charge fees in this .application to a Deposit Account. 
I have enclosed a duplicate eopy of this sheet. 

Qg The Director is hereby authOtized to charge any fees which may be required, or credit any 
overpayment to Deposit Account Number 502117. I have enclosed a duplicate copy of this sheet. 

D A petitJon for an extension of time under 37 CFR 1.136(a) (PTO/SB/22) ls enclosed. 

WARNING: Information on ttlls form Ma~ b1K:Ome publlc. Credit card Information ahould not be lncludecl on this form. 
Provld& crodlt care Information and authorization oo PT0-2038. 

I am the t 05/23/2006 STEUNEL1 00000038 502117 
097i20rA D applicanVinventor. f 01.FC:1401 500.00 DA 

D assignee of record of the entire Interest. 
Signature 

See 37 CFR 3.71. Statement under 37 CFR 3.73(b) is Lawrence T. Cullen 
enclosed (Form PTO/SB/98) Typed or printed name 

~ attorney or agent of record. 215-323-1797 
Registration number 44,489 Telephone number 

D Attomey or agent acting under 37 CFR 1.34(a). .r/21/ot Registration number If acting 1.1nder 37 CFR 1.34(a). 
Date 

NOTE: Signatures of all th4t Inventors or assignees of reoord of the entrre interest or their representative(s) are required. 
Submit multiple rorms if more than one sign.;iture Is reauired, see below6. 

D • Total of ~ fonns are submitted. 

Tli• a:,UoallQl'I 1)1 I/IIQffllSdOn le ~ ~ CFA 1.9'1. rt,a ~ ,a~ed IOc,bmin orrot:>ln D bellQlll 1Wlll8 PUblleWllicll ... laffle one, 1W P,;, u .... OIO ~ ( 
~Ill 1111' ll.lll>lo<:aUon. Conlldnll>fly i. ptm8'1 bJI 35 u.s.c. 122 and 3t CFA 1.14, Tlllfl co~ecliOft ill ~d Lo Lab 12 l'llnulN lO OOll'l)ttho. indudt.ng &alllallr1g. 
.,,ep:arins, .w"1 $ut,,,illlng IN COMOlellld $ppll,zlian """''° lhoi \ISl'T'O, Time Wil vt,ty dt!iiam1>1Q upon the lnOklllil CH& IVr, ccrrmenu; en lh<I llfflQWII oflW. ,CU 
•eQUite IO CO'njllo:n IN• Imm~ Mllllll•ona IOt teducirv lhb l:uden,, ~ 09 ""' 10 Ille Qliflf worrmlkm Offim, v.e. Peltnl 9/ld Ttallol!m:rrk Offica. U.S.. 
091)8Mlenl or Ccmmat'<:11, P. o. Bm 14!50. Ajplll'ICl(,a, VA 22313,-1'50. DO NOT S!lllfl) l'El!S QR COIIO'l.ETliD FORMS TO l'MIG I\ODl\iS& SIHII TO: 
~ ... , ror Pat.Illa. P. 0. 80ll 1460. Al,~;1,, VA m, 3-1450. 
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Advisory Action 
Before the Filing of an Appeal Brief 

Application No. 

09/734,220 

Examiner 

Thomas Duong 

Applicant(s) 

KAUFFMAN ET AL. 

Art Unit 

2145 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address •· 

THE REPLY FILED 24 April 2006 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1. 181 The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 
this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or 
(3) a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the 
following time periods: 

a) D The period for reply expires ___ months from the mailing date of the final rejection. 
b) [8J The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 
Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 
MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee have 
been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 37 
CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in (b) 
above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 

2. D The Notice of Appeal was filed on __ . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date 
of filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. 
Since a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 

AMENDMENTS 

3. D The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 
(a)D They raise new issues that would require further consideration and/or search (see NOTE below); 
(b )0 They raise the issue of new matter (see NOTE below); 
(c)D They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 
(d)O They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: __ . (See 37 CFR 1.116 and 41.33(a)). 

4. D The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. D Applicant's reply has overcome the following rejection(s): __ . 

6. D Newly proposed or amended claim(s) __ would be allowable if submitted in a separate, timely filed amendment canceling 
the non-allowable claim(s). 

7. ~ For purposes of appeal, the proposed amendment(s): a) D will not be entered, orb) 181 will be entered and an explanation of 
how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 
Claim(s) allowed: None. 
Claim(s) objected to: None. 
Claim(s) rejected: 1-30. 
Claim(s) withdrawn from consideration: None. 

AFFIDAVIT OR OTHER EVIDENCE 

8. D The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 
because applicant failed to-provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary 
and was not earlier presented. See 37 CFR 1.116(e). 

9. D The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 
entered because the affidavit or other evidence failed to overcome fill. rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1 ). 

10. D The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

11. 181 The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 
Please see attachment sheet. 

12. D Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. D Other: __ . · ~--
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1. The Applicants' arguments and amendments filed on April 24, 2006 have been fully 

considered, but they are not persuasive. 

2. With regard to claims 1 and 21, the Applicants point out that, 

• Capek does not disclose or suggest inserting an alternative media file into a 

streaming multimedia file using a first and second cache, a control unit, and a 

switching mechanism, wherein the alternative media file is inserted in the stream 

independent of boundaries of the multimedia file, as substantially recited by 

amended claims 1 and 21. 

However, the Examiner finds that the Applicants' arguments are not persuasive 

because Capek discloses: 

• a first cache (insertion repository 22) for storing a received alternative media file; 

(Capek, col.7, lines 17-25, lines 39-47; module 22, fig.2) 

Capek discloses, "in accordance with another aspect of the present invention, the 

insertion may include control logic that imparts control over the insertion to the 

. user. This may include providing control logic that replaces the insertion with the 

requested program material after the program material is retrieved. Alternatively, 

the control logic may provide the insertion for a predetermined period of time. In 

this case, the period of time that that insertion is presented may de dependent 

upon how much time it takes to retrieve the requested program material. The 
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insert.ion may include data of a variety of formats, such as audio data, graphical 

images, video images, text, or any combination thereof' (Capek, col.5, lines 17-

28). Hence, Capek teaches of an insertion repository that stores data 

(multimedia, advertisements, announcements, etc.) to be inserted in the data 

stream delivered to the requested client. 

• a second cache (server 26) for storing a streaming multimedia file; (Capek, col.7, 

lines 17-25; module 26, fig.2) 

Capek teaches of a seNer that stores data (multimedia, program material, etc.) 

to be delivered to the requested client. 

• a control unit (insertion manager 20) for receiving as a first input a control signal 

from said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being 

stored in said first cache; and (Capek, col.7, lines 17-25, lines 39-47; module 20, 

fig.2) 

Capek teaches of an insertion manager that inserts data (multimedia, 

advertisements, announcements, etc.) to be delivered to the requested client. 

• a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, 

directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia file and said second cache, as controlled by 

said switching output signal from said control unit so as to insert the alternative 

media file in the stream (Capek, col.5, lines 20-22; col.7, lines 49-52; col.9, lines 

6-24; col.10, lines 18-28) 
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Capek includes a control mechanism that "will provide for the replacement of the 

insertion by the requested program material once the program material is 

received from the distribution server" (Capek, col.9, lines 11-13). In other words, 

Capek's control mechanism will replace the insertion data, which may be "text, 

graphics, animation, motion video, sound, etc" as well as "the combination of 

data having different formats into a single insertion for providing a multimedia 

experience" (Capek, col.7, lines 49-52), with the requested material once it is 

available. According to Capek, the control logic's function is to "replaces the 

insertion with the requested program material after the program is retrieved" 

(Capek, col.5, lines 20-22). Also, the "insertion manager may then make a 

determination of how long to provide the insertion to the user before beginning to 

forward the buffered data to the client in order that the last byte of data is 

delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (Capek, col.10, lines 18-27). 

• wherein the alternative media file is inserted in the stream independent of 

boundaries of the multimedia file. (Capek, col.5, lines 20-22, lines 41-52; col.7, 

lines 49-52; col.9, lines 6-24; col.10, lines 18-28; col.1 O, lines 1-67) 

Capek includes a control mechanism that "will provide for the replacement of the 

insertion by the requested program material once the program material is 

received from the distribution server" (Capek, col.9, lines 11-13). In other words, 

Capek's control mechanism will replace the insertion data, which may be "text, 

graphics, animation, motion video, sound, etc" as well as "the combination of 

data having different formats into a single insertion for providing a multimedia 

experience" (Capek, col.7, lines 49-52), with the requested material once it is 
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available. According to Capek, the control logic's function is to "replaces the 

insertion with the requested program material after the program is retrieved" 

(Capek, col.5, lines 20-22). Also, the "insertion manager may then make a 

determination of how long to provide the insertion to the user before beginning to 

forward the buffered data to the client in order that the last byte of data is 

delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (Capek, col.10, lines 18-27). In addition, 

Capek teaches "wherein an insertion is selectively transmitted to the first 

application if the amount of time required to retrieve the requested information is 

sufficient to transmit the insertion to the first application. The transmission of the 

retrieved application may, on the other hand, be preceded by waiting a 

preselected period of time. The preselected period of time may be based upon 

the insertion transmitted to the first application. The preselected period of time 

may alternatively be based upon the amount of time required to retrieve the 

information from the second computer' (Capek, col.5, lines 41-52). Hence, 

Capek teaches of inserting the alternate media file into the multimedia stream 

regardless of the stream since the insertion, as "a complete insertion or elements 

of an insertion that can be used to generate a complete insertion dynamically" 

(Capek, col.5, lines 14-16) can be done while waiting for the retrieval of 

requested stream (i.e., during a network delay in the middle of transmitting the 

multimedia perhaps), before the transmission of the multimedia altogether, etc. 

3. With regard to claim 22, the Applicants point out that, 
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• Furthermore, the final Office action has not addressed the fact that Capek also 

does not disclose using a control signal output from the cache which indicates 

that a complete alternative file is stored and is ready for transmission to the 

predetermined at least one end-user, or will be ready in time to transmit, as 

recited by claim 2, amended to be in independent form. 

However, the Examiner finds that the Applicants' arguments are not persuasive 

because Capek discloses: 

• a first cache (insertion repository 22) for storing a received alternative media file; 

(Capek, col.7, lines 17-25, lines 39-47; module 22, fig.2) 

Capek discloses, "in accordance with another aspect of the present invention, the 

insertion may include control logic that imparts control over the insertion to the 

user. This may include providing control logic that replaces the insertion with the 

requested program material after the program material is retrieved. Alternatively, 

the control logic may provide the insertion for a predetermined period of time. In 

this case, the period of time that that insertion is presented may de dependent 

upon how much time it takes to retrieve the requested program material. The 

insertion may include data of a variety of formats, such as audio data, graphical 

images, video images, text, or any combination thereof' (Capek, col.5, lines 17-

28). Hence, Capek teaches of an insertion repository that stores data 

(multimedia, advertisements, announcements, etc.) to be inserted in the data 

stream delivered to the requested client. 

• a second cache (server 26) for storing a streaming multimedia file; (Gapek, col.7, 

lines 17-25; module 26, fig.2) 
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Capek teaches of a server that stores data (multimedia, program material, etc.) 

to be delivered to the requested client. 

• a control unit (insertion manager 20) for receiving as a first input a control signal 

from said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being 

stored in said first cache; and (Capek, col.7, lines 17-25, lines 3947; module 20, 

fig.2) 

Capek teaches of an insertion manager that inserts data (multimedia, 

advertisements, announcements, etc.) to be delivered to the requested client. 

• a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, 

directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia file and said second cache, as controlled by 

said switching output signal from said control unit so as to insert the alternative 

media file at a predetermined location in the stream, including either one of the 

beginning and the end of the streaming multimedia file, (Capek, col.5, lines 20-

22, lines 41-52; col.7, lines 49-52; col.9, lines 6-24; col.10, lines 18-28; col.10, 

lines 1-67) 

Capek includes a_ control mechanism that ''will provide for the replacement of the 

insertion by the requested program material once the program material is 

received from the distribution server" (Capek, col.9, lines 11-13). In other words, 

Capek's control mechanism will replace the insertion data, which may be "text, 

graphics, animation, motion video, sound, etc" as well as "the combination of 

data having different formats into a single insertion for providing a multimedia 
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experience" (Capek, col. 7, lines 49-52), with the requested material once it is 

available. According to Capek, the control logic's function is to "replaces the 

insert.ion with the requested program material after the program is retrieved" 

(Capek, col.5, lines 20-22). Also, the "insertion manager may then make a 

determination of how long to provide the insertion to the user before beginning to 

forward the buffered data to the client in order that the last byte of data is 

delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (Capek, col.10, lines 18-27). In addition, 

Capek teaches "wherein an insertion is selectively transmitted to the first 

application if the amount of time required to retrieve the requested information is 

sufficient to transmit the insertion to the first application. The transmission of the 

retrieved application may, on the other hand, be preceded by waiting a 

preselected period of time. The preselected period of time may be based upon 

the insertion transmitted to the first application. The preselected period of time 

may alternatively be based upon the amount of time required to retrieve the 

information from the second computer" (Capek, col.5, lines 41-52). Hence, 

Capek teaches of inserting the alternate media file into the multimedia stream 

regardless of the stream since the insertion, as "a complete insertion or elements 

of an insertion that can be used to generate a complete insertion dynamically" 

(Capek, col.5, lines 14-16) can be done while waiting for the retrieval of 

requested stream (i.e. during a network delay in the middle of transmitting the 

multimedia perhaps}, before the transmission of the multimedia altogether, etc. 

• wherein the control signal output from the first cache indicates that a complete 

alternative file is stored an~ is ready for transmission to the predetermined at 
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least one end-user, or will be ready in time to transmit. (Capek, col.5, lines 20-22, 

lines 41-52; col. 7, lines 49-52; col.9, lines 6-24; col.10, lines 18-28; col.10, lines 

1-67) 

Capek includes a control mechanism that ''will provide for the replacement of the 

insertion by the requested program material once the program material is 

received from the distribution server" (Capek, col.9, lines 11-13). In other words, 

Capek's control mechanism will replace the insertion data, which may be "text, 

graphics, animation, motion video, sound, etc" as well as "the combination of 

data having different formats into a single insertion for providing a multimedia 

experience" (Capek, col.7, lines 49-52), with the requested material once it is 

available. According to Capek, the control logic's function is to "replaces the 

insertion with the requested program material after the program is retrieved" 

(Capek, col.5, lines 20-22). Also, the "insertion manager may then make a 

determination of how long to provide the insertion to the user before beginning to 

forward the buffered data to the client in order that the last byte of data is 

delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (Capek, col.10, lines 18-27). In addition, 

Capek teaches ''wherein an insertion is selectively transmitted to the first 

application if the amount of time required to retrieve the requested information is 

sufficient to transmit the insertion to the first application. The transmission of the 

retrieved application may, on the other hand, be preceded by waiting a 

preselected period of time. The preselected period of time may be based upon 

the insertion transmitted to the first application. The preselected period of time 

may alternatively be based upon the amount of time required to retrieve the 
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information from the second computer" (Capek, col.5, lines 41-52). Hence, 

Capek teaches of inserting the alternate media file into the multimedia stream 

regardless of the stream since the insertion, as "a complete insertion or elements 

of an insertion that can be used to generate a complete insertion dynamically" 

(Capek, col.5, lines 14-16) can be done while waiting for the retrieval of 

requested stream (i.e. during a network delay in the middle of transmitting the 

multimedia perhaps), before the transmission of the multimedia altogether, etc. 
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REMARKS 

I. Introduction 

Claims 1~30 are pending in the above appHcation. 

Claims 1-30 stand rejected under 35 U.S.C. § 102. 

Claims I, 2 and 21 arc independent claims. 

U. Rejections Under Prior Art 

2153231300 

U.S. Serial No.: 09/734,220 

Claims 1-30 stand rejected under 3S U.S.C. § l02(e) as being unpatentable over 

Capek et al. (U.S. Pat. 6,094,677). 

Anticipation under 35 U.S.C. § 102 requires that each and every element of the 

claim be disclosed in a prior art reference as arranged in the claim. See, Akzo N,Y, v. 

U.S. Int'l Trade Commission, 808 F.2d 1471 (Fed. Cir. 1986); Connell v. Sears. Roebuck 

& C,o .• 220 USPQ 193, 198 (Fed. Cir. 1983). 

As explained in Applicant's prior responses filed on July 5, 2005 and November 

J 8, 2005, both of which are herein incorporated, Capek does not disclose or suggest 

inserting an alternative media file into a streaming multi.media file using a first and 

second cache. a control unit, and a switching mechanism, wherein the altemative media 

file is inserted in the stream independent of boundaries of the multimedia file, as 

substantially recited by amended claims 1 and 21. Capek discloses to provide an insert 

during a delay ofreceiving requested data. Abs.; Figs. 4A and 4B. Capek discloses to 

maintain an insertion repository 22 which provides inserts to insertion manager 20, at 

which point insertions are made in a delay period. Fig. 2. Capek discloses to detennine 

if an insert should be provided based on the sufficiency of the delay period, which may 
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be determined by the actual delay seen or an expected delay based on historical 

information. Col. 10: 52-68; and col. 11: 61 - col. 12: 24. Once the data is retrieved it is 

provided after the insert, i.e. when the insert is selectively provided with the data, the 

insert is provided at the beginning of the data - during the delay in retrieving the data. 

Figs. 3-7; coJ. 10: 29-51; col. 12: 47-55. Capek does not disclose or suggest inserting an 

alternative media file into a streaming multimedia file using a first and second cache, a 

control unit, and a switching mechanism, wherein the alternative media file is inserted in 

the stream independent ofboundades of the multimedia file. 

While Applicant respectfully appreciates the discussion of Capek in the Office 

action, Applicant respectfully disagrees with the conclusions reached in the Office action. 

Particularly, the Office action responds to Applicant's explanation as follows: 

Capek anticipates that ''other functionality that may be provided by 
the control mechanism include the dismissal of a particular insertion or the 
discontinuance of insertions in general" (Capek, col. 9, lines 13-16). 
Hence, it is clear that Capek anticipates of a situation where the insertion 
manager interrupts or ceases the insertion in order to deliver the requested 
material to the user. In addition, according to Capek, "as evident from 
FIG. 4a, the client experiences a delay from ti.me A through at least time 
F, and possibly through time I. During the interval from time F to time I, 
the user may be presented with results depending upon the specific 
technology and specific content for the particular instance" (Capek, col. 
J 0, lines 47-51). Capek also states that "the client is presented with the 
insertion from at least time Z through time F, and perhaps from time X 
through time I, again depending upon the specific content and technology" 
(Capek, col. 10, lines 64-67). Hence, Capek anticipates that, during 
periods of delay in transferring the requested material to the user, the 
insertion manager may make detenninations to deliver inserts of 
alternative data to the user. 

Final Office action, pg. 10-11. However, Capek is concerned with reducing delays 

between the client and a server containing the content of an ad, i.e. delays in retrieving 

the ad from the server. See, Figs. 4A and 4B; col. 7: 16-25. The insertion manager does 
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not insert the ad, as the final Office action appears to imply, the advertisement is inserted 

by the client apparently using undisclosed techniques. The insertion manager merely 

communicates between the client and the server, which typically stores the desired 

advertisement to be inserted. See, cih1.tions above. Capek dearly explains that the 

procedure in Fig. 4A is prior art to Capek, and Fig. 4B, in which the insertion manager 

provides an advertisement from its repository to the client when a certain delay has 

passed is the contribution to the art of Capek. See, Figs. 2, 4A and 4B; col. 10: 29-68 

(''referring to FIG. 4A which docs not implement the present invention" .... With the 

present invention, as illustrated in FIG. 4B''). In both Fig. 4A and 4B, the process is 

jnitiated by a request from the client, at time A, which also initiates the "dead time" time 

periods in the media. i.e. a break in the media. See, Figs. 4A and 4B. The time period 

for providing the advertisement to the client in Capek is clearly disclosed as being 

initiated by a break in the streaming media to initiate the "dead time", i.e. time period A, 

and clearly not "independent of boundaries of the multimedia file." In short, none of the 

cited portions of Capek remotely disclose or suggest the timing of an insert of an 

alternative media file independent to the boundaries of a multimedia file stream, as 

required by the above claims. 

Accordingly, as explained in Applicant's previous response, Capek simply does 

not disclose or suggest inserting an alternative media file into a streaming multimedia file 

using a first and second cache, a control unit, and a switching mechanism, wherein the 

alternative media file is inserted in the stream independent of boundaries of the 

multimedia file. To the extent that the Examine, disagrees with Applicant's explanation, 

the Examiner is respectfully requested to explain the basis for any such disagreement. 

4 
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Accordingly, as Capek does not disclose or suggest each and every element of 

amended claims 1 and 21 and hence does not anticipate amended claims 1 and 21. 

Likewise. as claims 3-20 and 22-30 depend on amended claims l and 21 respectively, 

and contain all of the limitations thereof, Capek also does not anticipate claims 3-20 and 

22-30. 

Furthermore, the final Office action has not addressed the fact that Capek also 

does not disclose using a control signal output from the cache which indicates that a 

complete alternative file is stored and is ready for transmission to the predetermined at 

least one end-user, or will be ready in time to transmit, as recited by claim 2, amended to 

be in independent fon:n. While the Office action cites to col. 7, lines 17-25 of Capek, 

Capek does not disclose the above features. Capek merely discloses to maintain an 

insertion repository 22 which contains all of the possible insertions from which a 

particular assertion is selected. Col. 7: 17-47. A repository 22 is not a cache memory, 

and there is no indication in Capek whether or not a particular insertion stored in the 

repository is ready for transmission. Capek clearly does not disclose or suggest to 

provide a control signal indicating that a complete alternative file is stored and is ready 

for transmission, or will be ready in time to transmit. as recited by claim 2. To the extent 

that the Examiner disagrees with Applicant, the Examiner is respectfully requested to 

explain the basis for such disagreement. 

Finally, the final Office action asserts "the Applicants still failed to clearly 

disclose the novelty of the invention and identify the specific limitation, which would 

define patentable distinction over prior art." The Examiner is respectfully reminded that 

the burden of establishing a prima facie case lays with the Examiner, and that a priina 

5 
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facie case of anticipation can only be established by demonstrating that each and every 

element of the claims, as arranged in the claims, is disclosed in a single reference. As 

explained above, the Capek reference docs not disclose each and every limitation of the 

chums and does not anticipate the claims. 

III. Conclusion 

Having fu11y responded to the Office action, the application is believed to be in 

condition for allowance. Should any issues arise that prevent early allowance of the 

above application, the examiner is invited contact the undersigned to resolve such issues. 

To the extent an extension of time is needed for consideration of this response, 

Applicant hereby request such extension and, the Commissioner is hereby authorized to 

charge deposit account number 502117 for any fees associated therewith. 

Date:.-----'--o/t)_~'{j....a-.:'f) 6=---

Motorola Connected Home Solutions 
101 Tournament Drive 
Horsham, PA 19044 
(215) 323-1797 

Respectfully submitted., 

~~/4_. 
By:--------

6 

Lawrence T. Cullen 
Reg. No.: 44,489 

P.07 
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DETAILED ACTION 

Response to Amendment 

1. This office action is in response to the applicants Amendment filed on November 18, 

2005. Claims 1-30 are presented for further consideration and examination. 

Claim Rejections -35 USC§ 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 

3. 

A person shall be entitled to a patent unless 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1-30 are rejected under 35 U.S.C. 102(e) as being anticipated by Capek et al. 

(US006094677 A). 

4. With regard to claims 1 and 21, Capek discloses, 

• a first cache (insertion repository 22) for storing a received alternative media file; 

(Capek, col.?, lines 17-25, lines 39-47; module 22, fig.2) 

Capek teaches of an insertion repository that stores data (multimedia, 

advertisements, announcements, etc.) to be inserted in the data stream delivered 

to the requested client. 
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• a second cache (server 26) for storing a streaming multimedia file; (Capek, col.?, 

lines 17-25; module 26, fig.2) 

Capek teaches of a server that stores data (multimedia, program material, etc.) 

to be delivered to the requested client. 

• a control unit (insertion manager 20) for receiving as a first input a control signal 

from said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being 

stored in said first cache; and (Capek, col.?, lines 17-25, lines 39-47; module 20, 

fig.2) 

Capek teaches of an insertion manager that inserts data (multimedia, 

advertisements, announcements, etc.) to be delivered to the requested client. 

• a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, 

directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia file and said second cache, as controlled by 

said switching output signal from said control unit so as to insert the alternative 

media file in the stream (Capek, col.5, lines 20-22; col.?, lines 49-52; col.9, lines 

6-24; col.10, lines 18-28) 

Capek includes a control mechanism that "will provide for the replacement of the 

insertion by the requested program material once the program material is 

received from the distribution server" (Capek, col.9, lines 11-13). In other words, 

Capek's control mechanism will replace the insertion data, which may be "text, 

graphics, animation, motion video, sound, etc" as well as "the combination of 

data having different formats into a single insertion for providing a multimedia 
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experience" (Capek, col.7, lines 49-52), with the requested material once it is 

available. According to Capek, the control logic's function is to "replaces the 

insertion with the requested program material after the program is retrieved" 

(Capek, col.5, lines 20-22). Also, the "insertion manager may then make a 

determination of how long to provide the insertion to the user before beginning to 

forward the buffered data to the client in order that the last byte of data is 

delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (Capek, col.10, lines 18-27). 

• wherein the alternative media file is inserted in the stream independent of 

boundaries of the multimedia file. (Capek, col.5, lines 20-22, lines 41-52; col.7, 

lines 49-52; col.9, lines 6-24; col.10, lines 18-28; col.10, lines 1-67) 

Capek includes a control mechanism that ''will provide for the replacement of the 

insertion by the requested program material once the program material is 

received from the distribution server" (Capek, col.9, lines 11-13). In other words, 

Capek's control mechanism will replace the insertion data, which may be "text, 

graphics, animation, motion video, sound, etc" as well as "the combination of 

data having different formats into a single insertion for providing a multimedia 

experience" (Capek, col.7, lines 49-52), with the requested material once it is 

available. According to Capek, the control logic's function is to "replaces the 

insertion with the requested program material after the program is retrieved" 

(Capek, col.5, lines 20-22). Also, the "insertion manager may then make a 

determination of how long to provide the insertion to the user before beginning to 

forward the buffered data to the client in order that the last byte of data is 

delivered at approximately the same time as it would have been if the data had 
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been downloaded directly to the client" (Capek, col.10, lines 18-27). In addition, 

Capek teaches ''wherein an insertion is selectively transmitted to the first 

application if the amount of time required to retrieve the requested information is 

sufficient to transmit the insertion to the first application. The transmission of the 

retrieved application may, on the other hand, be preceded by waiting a 

preselected period of time. The preselected period of time may be based upon 

the insertion transmitted to the first application. The preselected period of time 

may alternatively be based upon the amount of time required to retrieve the 

information from the second computer" (Capek, col.5, lines 41-52). Hence, 

Capek teaches of inserting the alternate media file into the multimedia stream 

regardless of the stream since the insertion, as "a complete insertion or elements 

of an insertion that can be used to generate a complete insertion dynamically" 

(Capek, col.5, lines 14-16) can be done while waiting for the retrieval of 

requested stream (i.e. during a network delay in the middle of transmitting the 

multimedia perhaps), before the transmission of the multimedia altogether, etc. 

5. With regard to claim 2, Capek discloses, 

• a first cache (insertion repository 22) for storing a received alternative media file; 

(Capek, col.7, lines 17-25, lines 39-47; module 22, fig.2) 

Capek teaches of an insertion repository that stores data (multimedia, 

advertisements, announcements, etc.) to be inserted in the data stream delivered 

to the requested client. 

• a second cache (server 26) for storing a streaming multimedia file; (Capek, col.7, 

lines 17-25; module 26, fig.2) 
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Capek teaches of a server that stores data (multimedia, program material, etc.) 

to be delivered to the requested client. 

• a control unit (insertion manager 20) for receiving as a first input a control signal 

from said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being 

stored in said first cache; and (Capek, col.?, lines 17-25, lines 39-47; module 20, 

fig.2) 

Capek teaches of an insertion manager that inserts data (multimedia, 

advertisements, announcements, etc.) to be delivered to the requested client. 

• a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, 

directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia file and said second cache, as controlled by 

said switching output signal from said control unit so as to insert the alternative 

media file at a predetermined location in the stream, including either one of the 

beginning and the end of the streaming multimedia file, (Capek, col.5, lines 20-

22, lines 41-52; col.?, lines 49-52; col.9, lines 6-24; col.10, lines 18-28; col.10, 

lines 1-67) 

Capek includes a control mechanism that "will provide for the replacement of the 

insertion by the requested program material once the program material is 

received from the distribution server" (Capek, col.9, lines 11-13). In other words, 

Capek's control mechanism will replace the insertion data, which may be "text, 

graphics, animation, motion video, sound, etc" as well as "the combination of 

data having different formats into a single insertion for providing a multimedia 
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experience" (Capek, col.?, lines 49-52), with the requested material once it is 

available. According to Capek, the control logic's function is to "replaces the 

insertion with the requested program material after the program is retrieved" 

(Capek, col.5, lines 20-22). Also, the "insertion manager may then make a 

determination of how long to provide the insertion to the user before beginning to 

forward the buffered data to the client in order that the last byte of data is 

delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (Capek, col.10, lines 18-27). In addition, 

Capek teaches ''wherein an insertion is selectively transmitted to the first 

application if the amount of time required to retrieve the requested information is 

sufficient to transmit the insertion to the first application. The transmission of the 

retrieved application may, on the other hand, be preceded by waiting a 

preselected period of time. The preselected period of time may be based upon 

the insertion transmitted to the first application. The preselected period of time 

may alternatively be based upon the amount of time required to retrieve the 

information from the second computer" (Capek, col.5, lines 41-52). Hence, 

Capek teaches of inserting the alternate media file into the multimedia stream 

regardless of the stream since the insertion, as "a complete insertion or elements 

of an insertion that can be used to generate a complete insertion dynamically" 

(Capek, col.5, lines 14-16) can be done while waiting for the retrieval of 

requested stream (i.e. during a network delay in the middle of transmitting the 

multimedia perhaps), before the transmission of the multimedia altogether, etc. 

• wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at 
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least one end-user, or will be ready in time to transmit. (Capek, col. 7, lines 17-25, 

lines 39-47) 

Capek teaches of complete insertions of data to be delivered to the requested 

client. 

6. With regard to claims 3 and 22-23, Capek discloses, 

• wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at 

least one end-user. or will be ready in time to transmit. (Capek, col. 7, lines 17-25, 

lines 39-47) 

Capek teaches of complete insertions of data to be delivered to the requested 

client. 

7. With regard to claims 4-9, Capek discloses, 

• wherein the switching mechanism supplies as an output the streaming 

multimedia file in the absence of a signal from the control unit that an alternative 

file is ready to transmit. (Capek, col. 9, lines 6-24) 

Capek teaches of a control mechanism that interacts with and control the 

insertion of data (multimedia, advertisements, announcements, etc.) delivered to 

the requested client. 

8. With regard to claims 10-11, Capek discloses, 

• wherein the alternative file is defined as an advertisement file. (Capek, col.?, 

lines 17-25, lines 39-47; col.?, line 66- col.8, line 10; col.8, lines 11-14) 
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Capek teaches of an insertion repository that stores data (multimedia, 

advertisements, announcements, etc.) to be inserted in the data stream delivered 

to the requested client. 

9. With regard to claims 12-20, Capek discloses, 

• wherein the arrangement is disposed at a local point of presence in a 

communication network. (Capek, col. 7, lines 26-37) 

1 o. With regard to claims 24-30, Capek discloses, 

• wherein in performing step d), switching from said streaming multimedia file to 

said alternative file when recognizing that an alternative file is available. (Capek, 

col.9, lines 6-24) 

Capek teaches of a control mechanism that interacts with and control the 

insertion of data (multimedia, advertisements, announcements, etc.) delivered to 

the requested client. 

Response to Arguments 

11. Applicant's arguments with respect to claims 1-30 have been considered but they are not 

persuasive. 

12. With regard to claims 1, 2, and 21, the Applicants point out that: 

• As explained in Applicant's prior response filed on July 5, 2005, Capek does not 

disclose or suggest inserting an alternative media file into a streaming multimedia 

file using a first and second cache, a control unit, and a switching mechanism, 
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wherein the alternative media file is inserted in the stream independent of 

boundaries of the multimedia file, as substantially recited by Amenqed claims 1 

and 21. Capek discloses to provide an insert during a delay of receiving 

requested data. Abs.; Figs. 4A and 48. Capek discloses to maintain an insertion 

repository 22 which provides inserts to insertion manager 20, at which point 

insertions are made in a delay period. Fig. 2. Capek discloses to determine if an 

insert should be provided based on the sufficiency of the delay period, which may 

be determined by the actual delay seen or an expected delay based on historical 

information. Col. 1 O: 52-68; and col. 11: 61 - col. 12: 24. Once the data is 

retrieved it is provided after the insert, i.e. when the insert is selectively provided 

with the data, the insert is provided at the beginning of the data - during the delay 

in retrieving the data. Figs. 3-7; col. 10: 29-5 1; col. 12: 47-55. Capek does not 

disclose or suggest inserting an alternative media file into a streaming multimedia 

file using a first and second cache, a control unit, and a switching mechanism, 

wherein the alternative media file is inserted in the stream independent of 

boundaries of the multimedia file. 

However, the Examiner finds that the Applicants' arguments are not persuasive 

because Capek anticipates that "other functionality that may be provided by the 

control mechanism include the dismissal of a particular insertion or the 

discontinuance of insertions in general" (Capek, col.9, lines 13-16). Hence, it is clear 

that Capek anticipates of a situation where the insertion manager interrupts or 

ceases the insertion in order to deliver the requested material to the user. In 

addition, according to Capek, "as evident from FIG. 4A, the client experiences a 

delay from time A through at least time F, and possibly through time I. During the 
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interval from time F to time I, the user may be presented with results depending upon 

the specific technology and specific content for the particular instance" (Capek, 

col.10, lines 47-51 ). Capek also states that "the client is presented with the insertion 

from at least time Z through time F, and perhaps from time X through time I, again 

depending upon the specific content and technology" (Capek, col.10, lines 64-67). 

Hence, Capek anticipates that, during periods of delay in transferring the requested 

materi.al to the user, the insertion manager may make determinations to deliver 

inserts of alternative data to the user. 

Therefore, the Applicants still failed to clearly disclose the novelty of the invention 

and identify specific limitation, which would define patentable distinction over prior 

art. 

Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as 

set forth in 37 CFR 1.136(a). A shortened statutory period for reply to this final action is 

set to expire THREE MONTHS from the mailing date of this action. In the event a first 

reply is filed within TWO MONTHS of the mailing date of this final action and the 

advisory action is not mailed until after the end of the THREE-MONTH shortened 

statutory period, then the shortened statutory period will expire on the date the advisory 

action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated 

from the mailing date of the advisory action. In no event, however, will the statutory 

period for reply expire later than SIX MONTHS from the date of this final action. 
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14. Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Thomas Duong whose telephone number is 571/272-3911. The 

examiner can normally be reached on M-F 7:30AM - 4:00PM. If attempts to reach the 

examiner by telephone are unsuccessful, the examiner's supervisor, Jason D. Cardone 

can be reached on 571/272-3933. The fax phone numbers for the organization where 

this application or proceeding is assigned are 571/273-8300 for regular communications 

and 571/273-8300 for After Final communications. 

Thomas Duong (AU2145) 

February 16, · 2006 Supe,visory PE (AU2145) 
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Title: SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING MEDIA 

AMENDMENT 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir, 

In response to the Office action mailed on August 26, 2005, having a three 

month shortened statutory period of response set to expire on November 26~ 2005, please 

reconsider the above application as follows: 

CERTIFICATE OF FACSIMILE 
I hereby certify that this correspondence is being filed by 
facsimile to Assistant Commissioner for Patents at 571 273-
8300 
on l;/;JJ/o .( 6--~ by __ ......c:...L-...::.. ____ _ 

Lawrence T. Cullen 

PAGE 2/6 * RCVD AT 11/181200511:46:22 AM ~astern Standard TimeJ I SVR:USPTO-EFXRF-6/29*ONIS:2738300 1 CSI0:2153231300 1 DURATION (mm-ss):01·22 

Ex.1023 
GOOGLE LLC / Page 128 of 321



NOV-18-2005 11:46 MOTOROLA CHS LAW DEPT 

REMARKS 

J, Introduction 

Claims 1-3 are pending in the above application, 

Claims 1-30 stand rejected under 35 U.S.C. § 102. 

Claims 1, 2 and 21 are independent claims. 

II. Rejections. Under Prior Art 

2153231300 

U.S. Serial No.: 09/734,220 

Claims 1-30 stand rejected under 35 U.S.C. § 102(c) as being unpatentable over 

Capek et al. (U.S. Pat. 6,094,677). 

Anticipation under 35 U.S.C. § 102 requires that each and every element of the 

claim be disclosed in a prior art reference as arranged in the claim. See, Akzo N.V. v. 

U.S. lnt'I Trade Commission. 808 F.2d 1471 (Fed, Cir. 1986); Connell v. Sears, Roebuck 

& Co., 220 USPQ 193, 198 (Fed. Cir. 1983). 

As explained in Applicant's prior response filed on July 5, 2005, Capek does not 

disclose or suggest inserting an alternative media file into a streaming multirnedja file 

using a first. and second cache, a control unit, and a switching mechanism, wherein the 

alternative media file is inserted in the stream independent of boundaries of the 

multimedia file, as substantially recited by amended claims 1 and 21. Capek discloses to 

provide an insert during a delay ofreceiving requested data. Abs.; Figs. 4A and 4B. 

Capek djscloses to maintain an insertion repository 22 which provides inserts to insertion 

manager 20, at which point insertions are made in a delay period. Fig. 2. Capek 

discloses to determine if an insert should be provided based on the sufficiency of the 

delay period, which may be determined by the actual delay seen or an expected delay 

2 
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based on historical information. Col. 10: 52-68; and col. 11: 61 - col. 12: 24. Once the 

data is retrieved it is provided after the insert, i.e. when the insert is selectively provided 

with the data, the insert is provided at the beginning of the data - during the delay in 

retrieving the data. Figs. 3-7; col. 10: 29-51; col. 12: 47-55. Capek does not disclose or 

suggest inserting an alternative media file into a streaming multimedia file using a first 

and second cache, a control unit, and a switching mechanism, wherein the alternative 

media file is inserted in the stream independent of boundaries of the multimedia file. 

However, with out explanation or rebuttal of Applicants explanation, the present 

Office action mailed on August 26, 2005 alleges that Capek discloses "the altemative 

media file is inserted in the stream independent of boundaries of the multimedia file 

(Capek, col. 5, lines 20-22, lines 41-52; col. 7, lines 49~52; col. 9, lines 6-24; col. 10, 

lines 18-28)." The Office action is simply mistaken on the disclosure of Capek. None of 

the cited portions of Capek remotely disclose or suggest the timing of an insert of an 

alternative media file in independent to the boundaries of a multimedia file stream, as 

required by the above claims. Particularly, column 5, lines 20-22 suggest to replace the 

insertion material with requested program material - i.e. apparently dealing with the 

content of the insertion. Column 5, lines 41~52 appears to be dealing with providing the 

insertion to an insertion manager, not wjth the timing of actually inserting the insertion 

material with respect to the boundaries of a multimedia file stream. Column 7, lines 49-

52 is clearly dealing with the possible content and data format ofinsertion data, not with 

the timing of inserting the insertion data. Column 9, lines 6-24 is also dealing with the 

content of the insertion, stating that the insertion may include a control mechanism 

delivered to a client. Column 10, lines 18-28 is dealing with determining when the 

3 
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insertion data should be forwarded based on "how long it will take to receive all or nearly 

all the data comprising the program material" which is clearly disclosed to be based on 

the "delay in retrieving the program material" discussed earlier in the same paragraph 

(col. 9, lines 54-28). Moreover, Capek clearly describes when the insertion should be 

made in the immediately following two paragraphs with reference to Figures 4A and 4B. 

Accordingly, as explained in Applicant's previous response, Capek simply does 

not disclose or suggest inserting an alternative media file into a streaming multimedia file 

using a first and second cache, a control u11it, and a switching mechanism, wherein the 

alternative media file is inserted jn the stream independent of boundaries of the 

multimedia file. To the extent that the Examiner disagrees with Applicant's explanation, 

the Examiner is respectfully requested to explain the basis for any such disagreement. 

Accordingly, as Capek does not disclose or suggest each and every element of 

amended claims 1 and 21 and hence does not anticipate amended claims 1 and 21. 

Likewise, as claims 3-20 and 22-30 depend on amended claims 1 and 21 respectively, 

and contain all of the limitations thereof, Capek also does not anticipate claims 3-20 and 

22-30. 

Capek also does not disclose using a control signal output from the cache which 

indicates that a complete a!temative file is stored and is ready for transmission to the 

predetermined at least one end-user, or will be ready in time to transmit, as recited by 

claim 2, amended to be in independent form. While the Office action cites to col. 7, lines 

17-25 of Capek, Capek does not disclose the above features. Capek merely discloses to 

maintain an insertion repository 22 which contains all of the possible insertions from 

which a particular assertion is selected. Col. 7: 17-47. A repository 22 is not a cache 

4 
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memory, and there is no indication in Capek whether or not a particular insertion stored 

in the repository is ready for transmission. Capek clearly does not disclose or suggest to 

provide a control signal indicating that a complete alternative file is stored and is ready 

for transmission, or will be ready in time to transmit, as recited by claim 2. To the extent 

that the Examiner disagrees with Applicant, the Examiner is respectfully requested to 

explain the basis for such disagreement. 

Ill. Conclusion 

Having fully responded to the Office action, the application is believed to be in 

condition for allowance. Should any issues arise that prevent early allowance of the 

above application, the examiner is invited contact the undersigned to resolve such issues. 

To the extent an extension of time is needed for consideration 6fthis response, 

Applicant hereby request such extension and, the Commissioner is hereby authorized to 

charge deposit account number 502117 for any fees associated therewith. 

Date:_1...;..1/1....,.11/2'--tJ_..r_ 

Motorola Connected Home Solutions 
101 Tournament Drive 
Horsham, PA 19044 
(215) 323- l 797 

Respectfully submitted, 

By:-~---~--;:{. __ _ 

5 

Lawrence T. Cullen 
Reg. No.: 44,489 
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Office Action Summary 

Application No. 

09ll34,220 

Examiner 

Thomas Duong 

Applicant(s) 

KAUFFMAN ET AL 

Art Unit 

2145 

•· The MAILING DA TE of this communication appears on the cover sheet with the correspondence address •· 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ~ MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply will, by statule, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patentterm adjustment. See 37 CFR 1.704(b). 

Status 

1 )l:8l Responsive to communication(s) filed on 05 July 2005. 

2a)O This action is FINAL. 2b)l:8l This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 0.G. 213. 

Disposition of Claims 

4)1:8] Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)1:8] Claim(s) 1-30 is/are rejected. 

7)0 Claim(s) .-- is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on __ is/are: a)O accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection-to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) 0 Notice of References Cited (PT0-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) 0 Information Disclosure Statement(s) (PT0-1449 or PTO/SB/08) 
Paper No(s)/Mail Date 

4) 0 Interview Summary (PT0-413) 
Paper No(s)/Mail Date. __ . 

5) 0 Notice of Informal Patent Application (PT0-152) 

6) 0 Other: 

U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 08192005 
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DETAILED ACTION 

Request for Continued Examination· 

Page2 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 

37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 

eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 

1.17(e) has been timely paid, the finality of the previous Office action has been 

withdrawn pursuant to 37 CFR 1.114. 

2. Amendment received April 4, 2005 has been entered into record in response to the 

request for continued examination filed on July 5, 2005. Claims 1-30 remain pending. 

Response to Amendment 

3. This office action is in response to the applicants Amendment filed on April 4, 2005. 

Applicant amended claims 1-2 and 21. Claims 1-30 are presented for further 

consideration and examination. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs ·of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 
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5. Claims 1-30 are rejected under 35 U.S.C. 102(e) as being anticipated by Capek et al. 

(US006094677 A). 

6. With regard to claims 1 and 21. Capek discloses. 

• a first cache (insertion repository 22) for storing a received alternative media file; 

(Capek. col.7. lines 17-25, lines 39-47; module 22. fig.2) 

Capek teaches of an insertion repository that stores data (multimedia. 

advertisements. announcements. etc.) to be inserted in the data stream delivered 

to the requested client. 

• a second cache (server 26) for storing a streaming multimedia file; (Capek, col. 7, 

lines 17-25; module 26. fig.2) 

Capek teaches of a server that stores data (multimedia. program material, etc.) 

to be delivered to the requested client. 

• a control unit (insertion manager 20) for receiving as a first input a control sig_nal 

from said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being 

stored in said first cache; and (Capek. col.7, lines 17-25. lines 39-47; module 20, 

fig.2) 

Capek teaches of an insertion manager that inserts data (multimedia. 

advertisements, announcements. etc.) to be delivered to the requested client. 

• a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, 

directed to the at least one end-user, a stream selected from one of said first 
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cache, said streaming multimedia file and said second cache, as controlled by 

said switching output signal from said control unit so as to insert. the alternative 

media file in the stream (Capek, col.5, lines 20-22; col.7, lines 49-52; col.9, lines 

6-24; col.1 o, lines 18-28) 

Capek includes a control mechanism that ''will provide for the replacement of the 

insert.ion by the requested program material once the program material is 

received from the distribution server" (Capek, col.9, lines 11-13). In other words, 

Capek's control mechanism will replace the insertion data, which may be "text, 

graphics, animation, motion video, sound, etc" as well as "the combination of 

data having different formats into a single insert.ion for providing a multimedia 

experience" (Capek, col.7, lines 49-52), with the requested material once it is 

available. According to Capek, the control logic's function is to "replaces the 

insert.ion with the requested program material after the prqgram is re,trieved" 

(Capek, col.5, lines 20-22). Also, the "insert.ion manager may then make a 

determination of how long to provide the insert.ion to the user before beginning to 

forward the buffered data to the client in order that the last byte of data is 

delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (Capek, col.1 0, lines 18-27). 

• wherein the alternative media file is insert.ed in the stream independent of 

boundaries of the multimedia fife. (Capek, ·col.5, lines 20-22, lines 41-52; col.7, 

lines 49-52; col.9, lines 6-24; col.1 0, lines 18-28) 

Capek includes a control mechanism that ''will provide for the replacement of the 

insert.ion by the requested program material once the program material is 

received from the distribution server" (Capek, col.9, lines 11-13). In other words, 
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Capek's control mechanism will replace the insertion data, which may be "text, 

graphics, animation, motion video, sound, etc" as well as "the combination of 

data having different formats into a single insertion for providing a multimedia 

experience" (Capek, col.7, lines 49-52), with the requested material once it is 

available. According to Capek, the control logic's function is to "replaces the 

insertion with the requested program material after the program is retrieved" 

(Capek, col.5, lines 20-22). Also, the "insertion manager may then make a 

determination of how long to provide the insertion to the user before beginning to 

forward the buffered data to the client in order that the last byte of data is 

delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (Capek, col.10, lines 18-27). In addition, 

Capek teaches ''wherein an insertion is selectively transmitted to the first 

application if the amount of time required to retrieve the requested information is 

sufficient to transmit the insertion to the first application. The transmission of the 

retrieved application may, on the other hand, be preceded by waiting a 

preselected period of time. The preselected period of time may be based upon 

the insertion transmitted to the first application. The preselected period of time 

may alternatively be based upon the amount of time required to retrieve the 

information from the second computer" (Capek, col.5, lines 41-52). Hence, 

Capek teaches of inserting the alternate media file into the multimedia stream 

regardless of the stream since the insertion, as "a complete insertion or elements 

of an insertion that can be used to generate a complete insertion dynamically" 

(Capek, col.5, lines 14-16) can be done while waiting for the retrieval of 
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requested stream (i.e. during a network delay in the middle of transmitting the 

multimedia perhaps}, before the transmission of the multimedia altogether, etc. 

7. With regard to claim 2, Capek discloses, 

• a first cache (insertion repository 22) for storing a received alternative media file; 

(Capek, col.7, lines 17-25, lines 39-47; module 22, fig.2) 

Capek teaches of an insertion repository that stores data (multimedia, 

advertisements, announcements, etc.) to be inserted in the data stream delivered 

to the requested client. 

• a second cache (server 26) for storing a streaming multimedia file; (Capek, col.7, 

lines 17-25; module 26, fig.2) 

Capek teaches of a server that stores data (multimedia, program material, etc.) 

to be delivered to the requested client. 

• a control unit (insertion manager 20) for receiving as a first input a control signal 

fro_m said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being 

stored in said first cache; and (Capek, col.7, lines 17-25, lines 39-47; module 20, 

fig.2) 

Capek teaches of an insertion manager that inserts data (multimedia, 

advertisements, announcements, etc.) to be delivered to the requested client. 

• a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, 

directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia file and said second cache, as controlled by 
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said switching output signal from said control unit so as to insert the alternative 

media file at a predetermined location in the stream, including either one of the 

beginning and the end of the streaming multimedia file, (Capek, col.5, lines 20-

22, lines 41-52; col.7, lines 49-52; col.9, lines 6-24; col.10, lines 18-28) 

Capek includes a control mechanism that "will provide for the replacement of the 
I 

insertion by the requested program material once the program material is 

received from the distribution server" (Capek, col.9, lines 11-13). In other words, 

Capek's control mechanism will replace the insertion data, which may be "text, 

graphics, animation, motion video, sound, etc" as well as "the combination of 

data having different formats into a single insertion for providing a multimedia 

experience" (Capek, col.7, lines 49-52), with the requested material once it is 

available. According to Capek, the control logic's function is to "replaces the 

insertion with the requested program material after the program is retrieved" 

(Capek, col.5, lines 20-22). Also, the "insertion manager may then make a 

determination of how long to provide the insertion to the user before beginning to 

forward the buffered data to the client in order that the last byte of data is 

delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (Capek, col.10, lines 18-27). In addition, 

Capek teaches ''wherein an insertion is selectively transmitted to the first 

application if the amount of time required to retrieve the requested information is 

sufficient to transmit the insertion to the first application. The transmission of the 

retrieved application may, on the other hand, be preceded by waiting a 

preselected period of time. The preselected period of time may be based upon 

the insertion transmitted to the first application. The preselected period of time 
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may alternatively be based upon the amount of time required to retrieve the 

information from the second computer" (Capek, col.5, lines 41-52). Hence, 

Capek teaches of inserting the alternate media file into the multimedia stream 

regardless of the stream since the insertion, as "a complete insertion or elements 

of an insertion that can be used to generate a complete insertion dynamically" 

(Capek, col.5, lines 14-16) can be done while waiting for the retrieval of 

requested stream (i.e. during a network delay in the middle of transmitting the 

multimedia perhaps), before the transmission of the multimedia altogether, etc. 

• wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at 

least one end-user, or will be ready in time to transmit. (Capek, col. 7, lines 17-25, 

lines 39-47) 

Capek teaches of complete insertions of data to be delivered to the requested 

client. 

8. With regard to claims 3 and 22-23, Capek discloses, 

• wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at 

least one end-user. or will be ready in time to transmit. (Capek, col. 7, lines 17-25, 

lines 39-47) 

Capek teaches of complete insertions of data to be delivered to the requested 

client. 

9. With regard to claims 4-9, Capek discloses, 
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• wherein the switching mechanism supplies as an output the streaming 

multimedia file in the absence of a signal from the control unit that an alternative 

file is ready to transmit. (Capek, col.9, lines 6-24) 

Capek teaches of a control mechanism that interacts with and control the 

insertion of data (multimedia, advertisements, announcements, etc.) delivered to 

the requested client. 

10. With regard to claims 10-11, Capek discloses, 

• wherein the alternative file is defined as an advertisement file. (Capek, col. 7, 

lines 17-25, lines 39-47; col.7, line 66 - col.8, line 1 0; col.8, lines 11-14) 

Capek teaches of an insertion repository that stores data (multimedia, 

advertisements, announcements, etc.) to be inserted in the data stream delivered 

to the requested client. 

11. With regard to claims 12-20, Capek discloses, 

• wherein the arrangement is disposed at a local point of presence in a 

communication network. (Capek, col. 7, lines 26-37) 

12. With regard to claims 24-30, Capek discloses, 

• wherein in performing step d), switching from said streaming multimedia file to 

said alternative file when recognizing that an alternative file is available. (Gapek, 

col.9, lines 6-24) 
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Capek teaches of a control mechanism that interacts with and control the 

insertion of data (multimedia, advertisements, announcements, etc.) delivered to 

the requested client. 

Response to Arguments 

13. Applicant's arguments with respect to claims 1-2 and 21 have been considered _but are 

deemed not persuasive. 

Conclusion 

14. Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Thomas Duong whose telephone number is 571/272-3911. The 

examiner can normally be reached on M-F 7:30AM - 4:00PM. If attempts to reach the 

examiner by telephone are unsuccessful, the examiner's supervisor, Valencia Martin­

Wallace can be reached on 571/272-6159. The fax phone numbers for the organization 

where this application or proceeding is assigned are 703/872-9306 for regular 

communications and 703/872-9306 for After Final communications. 

Thomas Duong (AU2145) 

August 19, 2005 
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Application/Control No. Applicant(sVPatent under 
Index of Claims Reexamination 

111 11 1111 111 11 111 II 
09/734,220 KAUFFMAN ET AL. 
Examiner Art Unit 

Thomas Duong 2145 

✓ Rejected - (Through numeral) 
Cancelled N Non-Elected A Appeal 

= Allowed + Restricted I Interference 0 Objected 

Claim Date Claim Date 1::::1 Claim Date 

1ii .,, 
1ii 

iii 
1ii 

iii 
1ii C: !,! C: C: 
C: ·m ~ C: ·m C: ·m u: 8 a5 ii: 8 ii: 8 

1 ✓ 51 1:::1 101 
2 ✓ 52 102 
3 ✓ 53 103 
4 ✓ 54 104 
5 ✓ 55 l,',:'I 105 
6 ✓ 56 

f] 
106 

7 ✓ 57 107 
8 ✓ 58 108 
9 ✓ 59 1:::::1 109 
10 ✓ 60 I:: I 110 
11 ✓ 61 111 
12 ✓ 62 112 
13 ✓ 63 113 
14 ✓ 64 114 
15 ✓ 65 115 
16 ✓ 66 116 
17 ✓ 67 117 
18 ✓ 68 118 
19 ✓ 69 119 
20 ✓ 70 120 
21 ✓ 71 121 
22 ✓ 72 122 
23 ✓ 73 123 
24 ✓ 74 124 
25 ✓ 75 125 
26 ✓ 76 126 
27 ✓ 77 127 
28 ✓ 78 128 
29 ✓ 79 129 
30 ✓ 80 130 
31 81 131 
32 82 132 
33 83 133 
34 84 134 
35 85 135 
36 86 136 
37 87 137 
38 88 138 
39 89 139 
40 90 140 
41 91 141 
42 92 142 
43 1:::::1 93 143 
44 L::I 94 144 
45 95 145 
46 96 146 
47 97 147 
48 98 148 
49 99 149 
50 .... 100 150 

U.S. Patent and Trademark Office Part of Paper No. 08192005 
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UNITED STATES PATENT AND TRADEMARK 0FFIGE 

Page 1 of 1 

UNITED STATES DEPARTMENT OF COMMERCE 
United StntcM Potent nnd Trudcnutrk Office 
Addrm: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alcxandrfo, Vi.tginin 22313-1450 
www.uspto.gov 

APPLICATION NUMBER FILING OR 371 (c) DATE FIRST NAMED APPLICANT ATTY. DOCKE.T NO.fflTLE 

09/734,220 12/11/2000 Marc W. Kauffman D02487 

000043471 
·GENERAL INSTRUMENT CORPORATION DBA THE CONNECTED 
HOME SOLUTIONS BUSINESS OF MOTOROLA, INC. 
101 TOURNAMENT DRIVE 
HORSHAM, PA 19044 

CONFIRMATION NO. 5436 

11111111111111111111111111111111111111111111111 lllll 111111111111111111111111111111 IIIII IIII IIII 
·ocooooooo1 sso4s2s• 

Date Mailed: 07/12/2005 

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY 

This is in response to the Power of Attorney filed 06/30/2005. 

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the 
above address as provided by 37 CFR 1.33. 

KIDIST TESFAYE 
SALLY()-

OFFICE COPY 
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~B UNITED STATES PATENT AND lRADEMARK OFFICE 

Page 1 of 1 

UNITED STATES DEPARTMENT OF COMMERCE 
United Stutc~ Putcnt und Trudcmurk Office 
Addrm:COMMISSIONER FOR PATENTS 

P.O. Box 14.50 
Alexandria, Virginia 22313~1450 
www.uspto.gov 

APPLICATION NUMBER FIUNGOR371 (c)DATE FIRST NAMED APPLICANT ATTY. DOCKET NO.rrITLE 

09/734,220 12/11/2000 

27774 
MAYER, FORTKORT & WILLIAMS, PC 
251 NORTH AVENUE WEST 
2ND FLOOR 
WESTFIELD, NJ 07090 

Marc W. Kauffman D2487 

CONFIRMATION NO. 5436 

11111111111111111111111111111111111111111111111 lllll 1111111111111111111111111111111111111111111 
*OC000000016504607* 

Date Mailed: 07/12/2005 

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY 

This is in response to the Power of Attorney filed 06/30/2005. 

• The Power of Attorney to you in this application has been revoked by the assignee who has intervened as 
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33). 

KID I ST TESF A YE 
SALLY()-

OFFICE COPY 
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~\\\. \\ \ i\f> 1,1,1 
(,;) 
;: 

~ 
~ 

i,, ~'+-~· REQUEST FOR Application Number 09/734,220 

~ l'RAOt~ ONTINUED EXAMINATION Filing Date 12/11/2000 

(RCE) TRANSMITTAL First Named Inventor Marc W. Kauffman 
Address to: Group Art Unit 2145 
Mail StopRCE 
Commissioner for Patents Examiner Name Duong, Thomas 
P. 0. Box 1450 
Alexandria, VA 22313-1450 Attorney Docket Number D02487 

'This is a Request for Continued Examination (RCE) under 37 C.F.R. § 1.114 of the above-identified application. 
Request for Continued Examination (RCE) practice under 3 7 CFR 1.114 does not apply to any utility or plant application filed prior to June 
8, 1995, or to any design application. See Instruction Sheet for RCEs (not to be submitted to the USPTO). 

1. Submission required under 3 7 C.F .R. 1.114 Note: if the RCE is proper, any previously filed unentered amendments and 
amendments enclosed with the RCE will be entered in the order in which they were filed unless applicant instructs otherwise. If 
applicant does not wish to have any previously filed unentered amendment(s) entered, applicant must request non-entry of such 
amendment( s ). 

a. ~ Previously submitted. If a final Office Action is outstanding, any amendments filed after the final Office 
Action may be considered as a submission even if this box is not checked. 

i. D Consider the arguments in the Appeal Brief or Reply Brief previously filed on 

ii. [Kl Other A.ft~r. F{At1il d(~~INlj r;;J;j '1)¥)tr 
b. 0 Enclosed 

i. D Amendment/Reply 

ii. D Affidavit(s)/Declaration(s) 

iii. Information Disclosure Statement (IDS) 

D Other 
I 

iv. 

2. D Miscellaneous 

a. 0 Suspension of Action on the above-identified application is requested under 37 CFR l.103(c) for a 
period of months. {Period of suspension shall not exceed 3 months; Fee under 37 CFR l. l l 7(i) required.) 

b. 0 Other 

3. I] Fees The RCE fee under 37 C.F.R. 1.117 (e) is required by 37 C.F.R. 1.114 when the RCE is filed. 

a. 0 The Director is hereby authorized to charge the following fees, or credit any overpayments, to 
Deposit Account No. 502117. This page is submitted in duplicate. 

i. D RCE fee required under 37 C.F.R. 1.17(e) 

ii. [R] Extension of time fee (37 C.F.R. 1.136 and 1.17) 
... □·other 111. 

b. 0 Check in the amount of$ enclosed .. 

C. 0 Payment by credit card (Form PTO-2038 enclosed) 

SIGNATURE OF APPLICANT, ATTORNEY OR AGENT REQUIRED 
Name (Printed/Type) Lawrence T. Cullen Reg. No. 44,489 
Signature 6- --r/4 7,, 

Date Jul~ 1, 2005 

CERTIFICATE OF MAILING OR TRANSMISSION 
I hereby oortify th,t this oom,spond,noo is boing dopositod with tho ~• Postal SOMoo ,s fir.st d,ss mail in 
an envelope addressed to: Mail Stop RCE, Commissioner for Patents, P. . ox 1451), Alexandria, VA 22313-1450 
or facsimile transmitted to the U. S. Patent and Trademark Office on: ,, ' 1 • ~ •· / \ ?..{;;O ') 

Name Carol J. Smith Signature ..Jete, ✓ \____,_.. ~ ', A 
I {/1/ 

I / 

07/06/2005 CCHAU1 00000078 502117 09734220 

01 FC:1801 790.00 DA 
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~ \\ \ "&(j, ~: . 1\\'° i.'. 
__ .....,.._. ______________________________________ _ 

~~.. L .. -\ITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) 
Docket Number: 

f ii 1"I l t'\\.'!Y 
D02487 

In re Application of MARC W. KAUFFMAN 
Application Number 09/734,220 I Filed 12/1 l/2000 
For SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING MEDIA 
Group Art Unit 2145 I Examiner DUONG, THOMAS 

This is a request under the provisions of37 CFR l.136(a) to extend the period for filing a reply in the above-identified application. 

The requested extension and appropriate non-small-entity fee are as follows: (Check time period desired): 

§ One Month (37 CFR 1.17(a)(l)) $ 110.00 
Two Months (37 CFR I.I 7(a)(2)) $ 430.00 
Three Months (37 CFR l.l 7(a)(3)) $ 980.00 
Four Months (37 CFR I.I 7{a)(4)) $ 1530.00 
Five Months (37 CFR l. I 7(a)(5)) $ 2080.00 

D Applicant claims small entity status. See 37 CFR 1.27. Therefore, the amount shown above is reduced by one-half, and 
the resulting fee is $ 

D A check in the amount of the fee is enclosed. 

D Payment by credit card. Form PTO-2038 is attached. 

[J[J The Commissioner has already been authorized to charge fees in this application to a Deposit Account. 

The Commissioner is hereby authorized to charge any fees which may be required or credit any overpayment to 
Deposit Account Number 502117 

[J[J I have enclosed a duplicate copy of this sheet. 

I am the: 
~ Applicant/inventor 

~ Assignee ofrecord of the entire interest. See 37 CFR 3.71. 

IT] Attorney or agent of record (Registration No.: 44,489 ) 

~ Attorney or agent under 37 CFR l .34(a) 
Registration number if acting under 37 CFR l.34(a) _«R~eg~is_tr_a_ti_on_N_u_m_b_e_r>_> _ 

7/;)!)< 
Date Signature 

Lawrence T. Cullen 
Type or printed name 

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. 
Submit multiple forms if more than one signature is required, see below. 

IT] Total of _2_ form(s )are submitted 

CERTIFICATE OF MAILING 

I hereby certify that this correspondence is being deposited with the United States Postal Service with sufficient postage as 

first-class mail in an envelope addressed to: Mail Stop RCE, Commissioner for Patents, P. 0. Box 1450, 

Alexandria, VA 22313-1450 on this date: j~ \ "2e)(l 5 
• I 

Typed or printed name Carol J. Sm1th 
/YI -~ /,I 

Signature 

07/06/2005 CCHAU1 00000078 502117 

02 FC:1253 1020,00 DA 
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~i 

~ . Application Number 09/734,220 ... ~. 

e:REVOCATION OF POWER OF Filing Date 12/11/2000 
ATTORNEY AND First Named Inventor Marc W. Kauffman 

APPOINTMENT OF NEW Art Unit 2145 
POWER OF ATTORNEY Examiner Name Duon~, Thomas 

Attorney Docket Number D02487 

I hereby revoke all previous powers of attorney given in the above-identified application: 

0 A Power of Attorney is submitted herewith. 

OR 

[!I I hereby appoint the practitioners at Customer Number : 000043471 

D Please change the correspondence address for the above-identified application to: 

0 The address associated with Customer Number: 000043471 

OR 

0 Firm or Individual Name Motorola, Inc. 

Address 101 Tournament Drive 
Address 

City Horsham 
State PA Zip 19044 

Country United States of America 
Telephone 215-323-1907 Fax 215-323-1300 

I am the: 

0 Applicant/Inventor. 

[] Assignee of record of the entire interest. See 37 CFR 3.71. 
Statement under 37 CFR 3. 73(b) is enclosed. (Form PTOISB/96) 

SIGNATURE of Aoolicant or Assignee of Record 
Name Robert P Marley, Assistant Secretary, General Instrument Corporation 

Si1mature /~ 
Date Jul y-r, :005' 

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are 
required. Submit multiple forms if more than one signature is required, see below•. 

D * Total of forms are submitted. 
' ' This collection of 1nformat1on IS requll'ed by 37 CFR 1.36. The 1nformat1on IS required to obtau1 or retam a benefit by the pubhc which 1s to file (and by the USPTO to process) an 

application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR I. 14. This collection is estimated to take 3 minutes to complete, including gathering, preparing, and 
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this 
form and/or suggestions for reducing this burden, should be sent to the Chieflnformation Officer, U>S. Patent and Trademark Office, U.S. Department of Commerce, P. 0. Box 
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P. 0. Box 1450, 
Alexandria, VA 22313-1450. 

Page 1 
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STATEMENT UNDER 37 CFR 3.73 (b} 

Applicant/Patent Owner: Marc W. Kauffman --------------------------
Application No./Patent No.: 09/734,220 Filed/Issue Date: 12/11/2000 ----------Entitled: SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING MEDIA 

General Instrument 
Corporation 

, a Corporation 

(Name of Assignee) (Type of Assignee e.g., coiporation, partnership, university, etc.) 

states that it is: 
1. []] the assignee of the entire right, title, and interest; or 

2. D an assignee of less than the entire right, title and interest. 
The extent (by, percentage) of its ownership interest is % 

In the patent application/patent identified above by virtue of either: 

A []] An assignment from the inventor(s) of the patent application/patent identified 
above. The assignment was recorded in the United States Patent and Trademark Office at 
Reel 011613 , Frame 0103 , or for which a copy thereof is attached. 

OR 

B. D A chain of title from the inventor(s), of the patent application/patent identified 
above, to the current assignee as shown below: 

1. From: __________ To: 
The document was recorded in the United States Patent and Trademark Office at 
Reel _____ , Frame ______ or for which a copy thereof is attached. 

2. From: __________ To: 
The document was recorded in the United States Patent and Trademark Office at 
Reel _____ , Frame ______ or for which a copy thereof is attached. 

3. From: __________ To: 

The document was recorded in the United States Patent and Trademark Office at 
Reel _____ , Frame ______ or for which a copy thereof is attached. 

D Additional documents in the chain of title are listed on a supplemental sheet. 

Copies of assignments or other documents in the chain of title are attached. 
[NOTE: A separate copy (i.e., the original assignment document or a true copy of the original document) 
must be submitted to Assignment Division in accordance with 37 CFR Part 3, if the assignment is to be 
recorded in the records of the USPTO. See MPEP 302.08) 

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee. 

July 1, 2005 _R_o_b_e_rt_P_. _M_ar_l=--"ey ________ _ 
Date ed or printed name 

ature 

ary 
Title 

Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the 
individual case. Any comments on the amount of time you are required to complete this form should be sent to the Chief Information 
Officer, U.S. Patent and Trademark Office, Alexandria, VA 22313. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SENT TO: Commissioner for Patents, Alexandria, VA 22313 

Page3 
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<! / Application Number 09/734,220 
l-1/' 

cf rRAOt.~ ,,. 
12/11/2000 Filing Date 

TRAN SM ITT AL First Named Inventor Marc W. Kauffman 

FORM Group Art Unit 2145 

(to be used for all correspondence after initial filing) Examiner Name Duong, Thomas 
Total Number of Pages in this Submission I Attorney Docket Number D02487 

ENCLOSURES (check all that apply) 
~ Fee Transmittal Form D Assignment Papers C=:J After Allowance 

(for an Application) Communication to Group 
Fee Attached Drawing{s) C=:J Appeal Communication to Board 

of Appeals and Interferences 
AmendmenUReply Licensing-Related papers Appeal Communication to Group 

{Appeal Notice, Brief, Reply Briefj 
After Final D Petition C=:J Proprietary Information 

C=:J Affidavits/Declaration{s) D Petition to Convert to a C=:J Status Letter with appropriate copies 
Provisional Application 

~ Extension of time Request D Power of Attorney, Revocation, Other Enclosure(s) (please identify below) 
Change of Correspondence D Response to Restriction Requirement 

Express Abandonment Request Address D Associate Power of Attorney 
[8J RCE 

C=:J Information Disclosure Statement D Terminal Disclaimer D Copy of Notice to File Missing Parts 

C=:J Certified Copy of Priority Documents D Request for Refund 

Response to Missing Parts/ D CD, Number of CDs 
Incomplete Application Remarks I 

Response to Missing Parts 
Under 37 CFR 1.52 or 1.53 

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENJ,~ 
Firm or '--~,.,.--· 

Individual 
Lawrence T. Cullen Registration No. 44,489 

Signature 
,$ ~/4 ,, 

Date 7/!ID<. -
CERTIFICATE OF TRANSMITT AUMAILING 

I hereby certify that this correspondence is being facsimile transmitted to facsimile number or deposited with the 
United States Postal Service with sufficient postage thereon, as first-class mail, in an envelope addressed to: 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313 on the date listed below: 

Typed or printed name CarQJA . Smith /? (llLJ // \ \ 
Signature -~- .A '-/)\ I Date 1"'--L r- 1 \ "2805 

\,_/ a I 
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' ~ 
.. \\ '3 ~'I.> ~ 
,ll· If- Effective on 12/08/2004 Complete if Known c; 

Fees pu I lo the Consoldlated Appropriations Act. 2005 (H.R. 4818) Aoolication Number 09/734,220 
-...j T'RAO'i.~.,: FEE TRANSMITTAL Filing Date 12/11/2000 -

For FY 2005 First Named Inventor Marc W. Kauffman 
D Applicant claims small entity status. See 37 CFR 1.27 Examiner Name Duong, Thomas 

Grouo Art Unit 2145 
TOTAL AMOUNT OF PAYMENT I ($) 1110 Attorney Docket No. D02487 
METHOD OF PAYMENT (check all that apply) 

0 Check LJ Credit card D Money Order LJ None D Other (please identify): 

IZ] Deposit Account Deposit Account Number: 502117 Deposit Account Name: MOTOROLA, INC. 
For the above-identified deposit account, the Director is hereby authorized to: (check all that apply) 

IZJ Charge fee(s) indicated below D Charge fee(s) indicated below, except for the filing fee 
IZ] Charge any additional fee(s) or underpayments of fee(s) IZ] Credit any overpayments 

under 37 CFR 1.16 and 1.17 
WARNING: Information on this form may become public. Credit card information should not be included on this form. Provide credit card 
information and authorization on PTO-2038. 

FEE CALCULATION 

1. BASIC FILING, SEARCH, AND EXAMINATION FEES 
FILING FEES SEARCH FEES EXAMINATION FEES 

Small Entity Small Entity Small Entity 

A1mlication Tyne ~ ~ ~ ~ ~ Fee($} Fees Paid ($) 

Utility 300 150 500 250 200 100 
Design 200 100 100 50 130 65 
Plant 200 100 300 150 160 80 
Reissue 300 150 500 250 600 300 
Provisional 200 100 0 0 0 0 

2. EXCESS CLAIM FEES Small Entit)I 
Fee Descri12tion Fee/$) mm 
Each claim over 20 or, for Reissues, each claim over 20 and more than in the original patent 50 25 
Each independent claim over 3 or, for Reissues, each independent claim more than in the original patent 200 100 
Multiple dependent claims 360 180 
Total Claims Extra Claims Fee(il Fee Paid ,ml Mult112le Dfmendent Claims 
I I - 20 or HP= I I X I I= I I Feem Fee Paid (!l 

HP=highest number of total claims pad for, if greater than 20 I I I 
lnde12. Claims 

I I -3 or HP= 
Extra Claims a 
I IX = I 

Fee Paid m 
I 

HP=highest number of independent claims paid for, if greater than 3 

3. APPLICATION SIZE FEE: 
If the specification and drawings exceed 100 sheets of paper, the application size fee due is $250 ($125 for small entity) for each additional 50 sheets 
or fraction thereof. See 35 U.S.C. 41(a)(1)(G) and 37 CFR 1.16(s). 
Total Sheets Extra Sh1ietj NumhAr of each additional 50 or fraction thArAof F!!e!:il Fee Paid(!l 

i I - 100 = /50= I I (round up to a whole number) x I I I I i 
4. OTHER FEE(S) Fee Paid m 
3 Month Extension of lime $980 
RCE Fee $790 

Complete (if applicable) 

SUBMITTED BY 

Name (Print/Type) Lawrence T. Cullen Registration No. I 44.489 I Telephone 215-323-1797 

Siqnature -57t_. I Date I 1/JJ/l.( 
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-- - .... _ .. 
JLIN-30-2005 11:51 RECEIVED P. 

0 v 03 

CENTRAL FAX CENTER 

JUN 3 0 2005 

® ltllO"l"OAOLA 

FAX TRANSMITTAL SHEET Motorola, Inc. 

Date: 

To: 

Location: 

Fax No.: 

From: 

Subject: 

June 30, 1005 

Intellectual Propeny Section 
Law Department 
I 01 T<.n1mwncnt Drive 
Horsham. PA 19044 

Telephone: 
Facsimile: 

215-323-1907 
215-3.23-1 300 

13 I Number of Ptlige,s (includb1s this pa,;e) 

Examiner-DUONG, THOMAS Group: 2145 

United States Patent and Trademark Office 

703-872-9306 

Attorney: Robert :P. Marley - Registration No. 32,914 

Serial No. 09/734,220 Inventor: Kauffman DOCKET NO: D02487 

NOTICE: This facsimile transmission may contain intbnnation that is confidential, privileged, or exempt from disclosure under 
applicable law. It is intended only for the person to whom it j5 a.ddn::sscd. Unauthorized use, disclosure, copying or distribution 
may expose you to legal liability. tfyou have received this transmission in error, please immediately notify us by telephone 
(collect) to arrange for return of the documents received and any copies made. Thank you. 

Enclosed herewith, please find REVOCATION OF POWER OF 
ATTORNEY/APPOINTMENT OF NEW OWER OF ATTORNEY and Statement Under 
37 CFR 3.37(b} for filing in the below-identified application. 

PLEASE GIVE THESE P APER.S TO: 

EXAMINER: 
GROUP ART UNIT: 
SERIAL NO.: 
FILED: 
INVENTOR: 
ATIORNYPOCKETNO.: 

DUONG, THOMAS 
2145 
09/734,220. 
12/11/2000 
MARC KAUFMAN 
D02487 

PAGE 1/3' RCVD AT 6/30/200511 :47:29 AM !Eastern Da~ight TimeJ * SVR:USPTO-EFXRF,1/3 * DNIS:8729306 * CSID: * DURATION (mm-ss):01-18 
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JUN-30-2005 11:52 RECEIVED 
CENTRAL FAX CENTER P. 02/03 

JUN 3 0 2005 

Application Number 09/734,220 
REVOCATION OF POWER OF Filing Date 12/11/2000 

ATTORNEY AND Fint Named Inventor Marc K.auffman 
APPOINTMENT OF NEW Art Unit 2145 
POWER OF ATTORNEY Examiner Name Duong. Thomas 

Attornev Docket Number D02487 

I hereby revoke all previous powers of attorney given in the above-identified application: 

0 A Power of Attorney is submitted herewith. 

OR 

~ I hereby appoint the practitioners at Customer Number : 000043471 

[!j Please change the COil'Cspondence address for the above-identified application to: 

[!l The address associated with Customer Number: 000043471 

OR 

D Firm or Individual Name Motorola, Inc. 
Address 101 Tournament Drive 
Address 

City Horsham 
St.ate PA Zip 19044 

Country United States of America 
Telephone 215-323-1907 Fax 215-323-1300 

I am the: 

D Applicant/Inventor. . 
~ Assignee ofrecoTd of the entire interest. See 37 CFR 3.71. 

Statement under 37 CFR 3. 73(b) is enclosed. (Form PTOISB/96) 

SIGNATURE of Annlicant or Assienee of Record 
Name RobeWP., Marley, Assistant Secreta.rv General Instrument Comoration 

Signature /• '.,ef/"2 
Date :hffi.eJtT, 2005 

NOTB: Slgn:itures of all the inventors or assignees of record ofthc entire interest or their representativc{s) are 
required. Submit multiple follll$ if more than one &ir;no.ture is required, see below-. 

0 •Totalof forms are submitted. 
TbiJ ~edln• orinfanim11rm is teq,t11lcd by 37 a,11, I Jei. Tho mranm1ion b re,;vi,:d 10 obLlin orn:ialn • bed by 1bo publir, whlcb ii lo me (and by tho USr, v"" pmo..., an 
oppliwilm. Coilfidcllllalhy ,, g9v,:,acd by JS u.s.c. I 2l Md 3? Cl'll 1.14. Thi,, collcciion b <tllmatod ID lako ) mm- ID CIDmph!lt; iachldlna &llhmllB- pn:piuinJ. AD4 
dllblilntm5 tho ""'"Plolod applinllO<I II,.... ta Iha USP'TO. Time wlll W')' dependina upon the lndlvidwd -· Any tDINIICDIS oa 1IIC 111DDUt11 or limo :,w n,quito lO oo~tplelJ> 11,i, 
lonn .nd/N' Al~ far~ Ulit llllrdell. SIIOUICI be! i:e111 to tho Clirrldlll!mBIIOll otlla:r, IJ:>S. l"mC111 111U1 Tmlelnorli- Ol!loc, U.S. o.i,..-1 or Co~, P. 0, Bu• 
1450, Alt,X4ndt1o, VA 2:D U-1450. 00 NOT SEND FEES Oil (:01\!PLl!TIU) FOil.MS TO TH IS Al)l)J\SSS, SEND TO; Camm!11lo1Mr £or 1'110lllt, p. U. Rn ldO, 
AJ~uriA. V.U2JL).1450. 

Page 1 
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JUN-30-2005 11:52 

STATEMENT UNDER 37 CFR 3.73 {b} 

Applicant/Patent Owner: _M;;;.;;.;;ar;;..;c;..;K=auffm=:.::a::;.n,~et;.,;11.;::.l _.,..,,.... _______ _,...~------
Application No./Patent No.: 09n34,220 Filed/Issue Date: ....;;.;12/;;.....l _,l/_200-'--"-0 ____ _ 
Entitled: Sesamless Arbitrary Data Insertion for Streaming Media 

General Instrument , a Corporation 
Cotporation 

(Name of Assignee) (Type of Assignee e.g .. corporation, partnership, university, etc.) 

states that it is: 
1. [Kl the assignee of the entire right. title, and intc;rcst; or 

2. D an assignee ofless than the entire right, title and interest. 
The extent (by, percentage) of its ownership interest is __ % 
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Advisory Action 
Before the Filing of an Appeal Brief 

Application No. 

09/734,220 

Examiner 

Thomas Duong 

Applicant(s) 

KAUFFMAN ET AL. 

Art Unit 

2145 

--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -­

. THE REPLY FILED 04 April 2005 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1. t8] The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 
this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or 
(3) a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the 
following time periods: 

a) ~ The period for reply expires {I.months from the mailing date of the final rejection. 
b) D The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 
Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 
MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee have 
been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 37 
CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in (b) 
above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 

2. D The Notice of Appeal was filed on __ . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date 
of filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. 
Since a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 

AMENDMENTS 

3. ~ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 
(a)~ They raise new issues that would require further consideration and/or search (see NOTE below); 
(b)O They raise the issue of new matter (see NOTE below); 
(c)D They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 
(d)O They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: Please see continuation sheet. (See 37 CFR 1.116 and 41.33(a)). 

4. D The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. D Applicant's reply has overcome the following rejection(s): __ . 

6. D Newly proposed or amended claim(s) __ would be allowable if submitted in a separate, timely filed amendment canceling 
the non-allowable claim(s). 

7. ~ For purposes of appeal, the proposed amendment(s): a) t8l will not be entered, orb) D will be entered and an explanation of 
how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 
Claim(s) allowed: None. 
Claim(s) objected to: None. 
Claim(s) rejected: 1-30. 
Claim(s) withdrawn from consideration: None. 

AFFIDAVIT OR OTHER EVIDENCE 

8. D The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 
because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary 
and was not earlier presented. See 37 CFR 1.116(e). 

9. D The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the dale of filing a brief, will not be 
entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1 ). 

10. D The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

11. D The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

12. D Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) ~er No(s). -fr- r--J{) 
13. D Other: . U ':-'ivL~ tLWc;.....-' 

-- · VALENCIA MARTIN-WALLACE 

U.S. Patent and Trademark Office 
PTOL-303 (Rev. 4-05) Advisory Action Before the Filing of an Appeal Brief 

SUPERVISORY PATENT EXAMINER 
TECHNOLOGYCENTER3700 

Part of Paper No. 04142005 '(-\ 
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Continuation Sheet (PTOL-303) Application No. 

Based on the amendment filed on April 4, 2005, the scopes of claims 1, 2, and 21 are changed and therefore would require further 
consideration and/or search. Specifically the scopes of dependent claims 3-20 and 22-30 are changed because of the amendment; 
hence requiring further consideration and/or search. 
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Attorney Docket No.: D2487 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Inventor: Marc W. Kauffman ) Confirmation No.: 5436 
) 
) Customer No.: 000043471 

U.S. Serial No.: 09/734.220 ) 
) An Unit: 214S 

Filed: December 11, 2000 ) 
) Examiner: Thomas Duong 
) 

PATENT 

Title: SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING MEDIA 

Mai.I Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir, 

In response to the Final Office action mailed on January 4, 2005 and rcmailed 

on January 18, 2005, having a three month shortened statutory period of response set to 

expire on April 18. 2005, please amend the above application as follows: 

CERTIFICATE OF FACSIMILE 
I hereby certify that this correspondence is being filed by 
facsimile to Assistant Commissioner for Patents at 703 872-

~!06 ~s by___..¢ eL 
Lawrence T. Cullen 
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fl MOTOROLA 
Broadband Communications Sector 

FAX 

To: United States Patent & 
Trademark Office 

Phone: 

Fax:- 703.872•9306 

cc: 

Law Department 
101 Tournament Drive 
Horsham, PA 19044 

Date: April 4, 2005 

Number of pages including cover sheet: 13 

From: Larry T. Cullen 

Sr. Intellectual Property 
Counsel 

Phone: 215-323-1797 

Fax: 215-323-1300 

mo lntotrlHlt/<;ln conlillned In llliil f•clllmlJ!l ,,,.....•11& ,. legllll:,, pdVOt/fllld tmd tontlttentl•I /,Jftlffll1t1011 ~ 01JiY ftK the un o/ lhe •ddl'N-<s) twMd abcw,L Ir flM nHl!Mi' 
or IN:,,.,.,.,,.,. not tire -.Wtd .-1pM11t )'CK/ .... h-y notJtlal lh•t any IIIIJHmln•IIOn, dlAfbutfon OI' eo,,y al- lllf•IIOPY IS 111fi;it,, pr,tlhllJltect. It )'IIU ltWIJ rec:.,,,.., tit,. 
talo,;opy In-, plo.tN norffy us lntmedla!vfy Oy llllaplJOflfl (400} :IU-GCJ1i 1nd ,.......,, Ill• ~I fO !IN Hnder II rllV ~ lllllft /1r U.S. MIii. W.. wlll re/mbun,■ lilly-ts 
,YOU '"""' ln "~""' 1U1 •r>d 191.urttJng 11111 m.-. IO Ill. Tlr1tnll you, 

REMARKS: 0 Urgent D For your review O Reply ASAP D Please comment 

Attorney Docket No.: D02487 

U.S. Serial No.: 09/734,220 
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Attorney Docket No.: D2487 

PATENT 
IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Inventor: Marc W. Kauffman ) Confirmation No.: 5436 fJ 
) 
) Customer No.: 000043471 

U.S. Serial No.: 09/734,220 ) 
) Art Unit: 2145 

Filed: December 11, 2000 ) 
) Examiner: Thomas Duong 
) 

Title: SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING MEDIA 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir, 

In response to the Final Office action mailed on January 4, 2005 and rem.ailed 

on January 18, 2005, having a three month shortened statutory period of response set to 

expire on April 18, 2005, please amend the above application as follows: 

CERTIFICATE OF FACSIMILE 
I hereby certify that this correspondence is being filed by 
facsimile to Assistant Commissioner for Patents at 703 872-

~!06 W.s- by ~ ~ L 
Lawrence T. Cullen 
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· APR-04-2005 1s:12 

In The Claims: 

MOTOROLA BCS LAW DEPT 215 323 1300 P.0:3/13 

U.S. Serial No.: 09/734,220 

1. (currently amended) An a1nngement for inserting an alternative media file into 

a streaming multimedia file destined for at least one predetennined end~user, the 

arrangement comprising 

a first cache for storing a received alternative media file; 

a second cache for storing a streaming multimedia file; . 

a control unit for receiving as a first input a control signal from said first cache 

and generating as an output a switching control signal indicative of the presence or 

absence of a complete alternative media file being stored in said first cache; and 

a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, directed 

to the at least one end•user, a stream selected from one of said first cache, said streaming 

multimedia file and said second cache, as contro.lled by said switching output signal from 

said control unit so as to insert the alternative media file in the stream. 

wherein the alternative media file is inserted in the stream independent of 

boundaries of the multimedia file &t e. p£edete,miaed leeat:iea iH the stream, iecluding 

eiffier eFte ef tae ee!ef..:-... 1:ing aad the ead of the we&mi:Bg mwtimedi:a tile. 

2. (currently amended) An arrangement for inserting an alternative medi!! file into 

a streaming multimedia file destined for at least one predetermined end-user, the 

arrangement comprising 

2 
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U.S. Serial No.: 09/734,220 

a first cache for storing a received alternative media file; 

a second cache for storing a streaming multimedia file; 

a control unit for receiving as a frrst input a control signal from said first cache 

and generating as an output a switching control signal indicative of the presence or 

absence of a complete alternative media file being stored in said first cache; and 

a switching mechanism, coupled to each one of said control unit, said first cache. 

said second cache and said streaming multimedia file for providing as an output. directed 

to the at least one end~user, a stream selected from one of said first cache, said streaming 

multimedia file and said second cache, as controlled by said switching output signal from 

said control unit so as to insert the alternative media file at a predetermined location in 

the stream, including either one of the beginning and the end of the streaming multimedia 

file, 

The affrmgement ru; defi11ed ia elaim 1 wherein the control signal output from the 

first cache indicates that a complete alternative file is stored and is ready for transmission 

to the predetermined at least one end-user, or will be ready in time to transmit. 

3. (original) The arrangement as defined in claim 1 wherein the control signal 

cmtput from the first cache indicates that an alternative file is available to be streamed to 

said first cache from an external server and is ready to begin transmission to the 

predetermined at least one end-user. 

4. (original) The arrangement as defined in claim l wherein the switching mechanism 

supplies as an output the streaming multimedia file in the absence of a signal from the control 

unit that an alternative file is ready to transmit. 

3 
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· APR-04-2005 19:12 MOTOROLA BCS LAW DEPT 215 323 1300 P.05/13 

U.S. Serial No.: 09/734t220 

5. (original) The arrangement as defined in claim 1 wherein the switching 

mechanism supplies as an output the cached alternative file stored in said first cache in 

response to a signal from the control unit that an alternative file is ready to transmit. 

6. (previously presented) The arrangement as defined in claim 1 wherein the 

control signal input to said control unit indicates that the alternative media file transfer to 

the predetermined at least one end.user is completed, the control unit thereafter supplying 

a switching output signal to said switching mechanism requesting said switching 

mechanism to supply as the output the cached streaming multimedia file from the second 

cache. 

7. (original) The arrangement as defined in claim 1 wherein the arrangement 

further comprises a billing system coupled to the control wiit for receiving information 

from said control unit regarding the identity of each alternative media file transmitted, the 

identity of the at least one end-user, and related statistics regarding the transmission of 

various alternative media files to a plurality of different end.users. 

8. (previously presented) The arrangement as defined in claim 7 wherein the 

related statistics include the number of times each alternative media file was requested 

during a predetem1ined period of time. 

4 
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· APR-04-2005 10:13 MOTOROLA BCS LAW DEPT 215 323 1300 P.0E>/13 

U.S. Serial No.: 09/734,220 

9. (previously presented) The arrangement as defined in claim 7 wherein the 

related statistics includes the time of day and date that each alternative media file was 

requested. 

10. (original) The arrangement as defined in claim 1 wherein the alternative file is 

defined as an advertisement file. 

11. (original) The arrangement as defined in claim 1 wherein the altemative file is 

defined as an emergency information file. 

12. (original) The arrangement as defined in claim l wherein the arrangement is 

disposed at a local point of presence in a communication network. 

13. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed at a headend location in an HFC communication network. 

14. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a wide area data network and a local distribution network. 

15. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a telecommunications central office and a DSL communication 

network. 

5 
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· APR-04-2005 19:13 MOTOROLA BCS LAW DEPT 215 323 1300 P.07/13 

U.S. Serial No.: 09/734,220 

16. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a telecommunications central office and wireless communication 

network. 

17. (original} The arrangement as defined in claim 12 wherein the arrangement is 

disposed in a communications device at an end-user location. 

18. (original) The arrangement as defined in claim 17 wherein the 

communications device comprises a set-top box. 

19. (original) The arrangement as defined in claim 17 wherein the 

commmtications device comprises a residential gateway devjce. 

20. (original) The arrangement as defined in claim 1 wherein the arrangement 

further comprises a rule server for retrieving infonnation related to the predetennined at 

least one end-user and selecting the alternative media file based on said retrieved 

information and the specific content of the streaming multimedia file. 

21. (currently amended) A method of inserting an alternative media file in a 

streaming multimedia file destined for a predetermined end-user, the method comprising 

the steps of: 

a) storing a selected alternative multimedia file in a first cache at a local point of 

presence; 

6 
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· APR-04-2005 19:13 MOTOROLA BCS LAW DEPT 215 323 1300 P.08/13 

U.S. Serial No.: 09/734)20 

b) establishing a communication link between said streaming multimedia file and 

said predetermined end-user; 

c) transmitting said streaming media file to said end-user; 

d) switching transmission rrom said streaming multimedia file to said a]ternative 

media file stored in said first cache; 

c} storing in a second cache said streaming multimedia file received during the 

transmission of said alternative media file; and 

f) upon completion of said alternative media file, accessing said second cache and 

resuming transmission of the cached streaming multimedia file .. 

where1n the alternative media file is inserted in the streaming multimedia 

independent of boundaries of the multimedia file. 

22. (original) The method as defined in claim 21 wherein in perfonning step a), 

the following steps are performed: 

al) receiving a request from a prcdetennined end-user for a streaming multimedia 

file; 

a2) accessing a rule server with the identity of said end-user, content provider 

and/or content identity; 

a3) using said identity to select an appropriate type of alternative file for said 

predetermined end-user and retrieving location information regarding said selected 

alternative file; 

a4) sending a request for file transfer from a server storing said selected 

alternative file to the first cache. 

7 
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'APR-04-2005 19:13 MOTOROLA BCS LAW DEPT 215 323 1300 P,09/13 

U.S. Serial No.: 09/734,220 

23. (original) The method as defined in claim 21 wherein in performing step a), 

the following steps a.re performed: 

al) detecting the start of a streaming multimedia flow; 

a2) accessing a rule server with the identity of said eod-user, content provider 

and/or content identity; 

a3) using said identity to select an approp1iatc type of alternative file for said 

predetermined end-user and retrieving location information regarding said selected 

alternative file; 

a4) sending a request for file transfer from a server storing said se1ectcd 

alternative file to the first cache. 

24. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file when recognizing 

that an alternative file is available. 

25. (original) The method as defmed in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at the beginning of 

said multimedia file. 

26. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at the end of said 

multimedia file. 
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27. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said altemati ve file at any location 

during transmission of said multimedia file. 

28. (original) The method as defined in claim 21 wherein in performing step d), 

providing transition segments between the streaming multimedia file and the alternative 

file. 

29. (on'ginal) The method as defined in claim 28 wherein the transition segments 

provide "fade in" and "fade out'' between said files. 

30. (previously presented) The method as defined in claim 21 wherein in 

performing step d), switching from said streaming multimedia file to said alternative file 

based on a timing sign.al embedded in said streaming multimedia file. 

9 

PAGE 10/13 • RCVD AT 4/4/2005 4:54:53 PM !Eastern Daylight TimeJ I SVR:USPTO-EFXRF•1/10 • DNIS:8729306 • CSID:215 3231300 • DURATION (mm-ss):02•54 

Ex.1023 
GOOGLE LLC / Page 169 of 321



· APR-04-2005 10:14 MOTOROLA BCS LAW DEPT 

REMARKS 

I. Introducdon 

Claims 1-3 are pending in the above application. 

Claims 1-30 stand rejected under 35 U.S.C. § 102. 

Claims 1, 2 and 21 are independent claims. 

II. Amendments 

215 323 1300 P.11/13 

U.S. Serial No.: 09/734,220 

Claims 1 and 21 have been amended to more distinctly and particu lary point out 

what applicant regards as the invention therein. 

Claim 2 has been rewritten in independent fonn. 

No new matter has been added. 

m. ReJettions Under Prior Art 

Claims 1-30 stand rejected under 35 U.S.C. § 1O2(e} as being unpatentable over 

Capek ct al. (U.S. Pat. 6,094,677). 

Anticipation under 35 U.S.C. § 102 requires that each and every element of the 

claim be disclosed in a prior art reference as arranged in the claim. See, Akzo N.V. v. 

U.S. Int1l Trade Commission, 808 F.2d 1471 (Fed. Cir. 1986); Connell v. Sears. Roebuck 

~' 22OUSPQ 193, 198 (Fed. Cir. 1983). 

Capek does not disclose or suggest inserting an alternative media file into a 

streaming multimedia file using a first and second cache, a control unit, and a switching 

mechanism, wherein the alternative media file is inserted in the stream independent of 

10 
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boundaries of the multimedia file. as substantially recited by amended claims 1 and 21. 

Capek discloses to provide an insert during a delay of receiving requested data Abs.; 

Figs. 4A and 4B. Capek discloses to maintain an insertion repository 22 which provides 

inserts to insertion manager 20, at which point insertions are made in a delay period. Fig, 

2. Capek discloses to determine if an insert should be provided based on the sufficiency 

of the delay period, which may be determined by the actual delay seen or an expected 

delay based on historical information. Col. 10: 52~68; and col. 11: 61 - col, 12: 24. 

Once the data is retrieved it is provided after the insert, i.e. when the insert is selectively 

provided with the data, the insert is provided at the beginning of the data- during the 

delay in retrieving the data. Figs. 3-7; col. 10: 29-51; col. 12: 47-55. Capek does not 

disclose or suggest inserting an alternative media file into a streaming multimedia file 

using a first and second cache, a control unit, and a switching mechanism, wherein the 

alternative media file is inserted in the stream independent of boundaries of the 

multimedia file. 

Accordingly, Capek does not disclose or suggest each and every element of 

amended claims 1 and 21 and hence does not anticipate amended claims 1 and 21. 

Likewise. as claims 3-20 and 22-30 depend on amended claims 1 and 21 respectively. 

and contain all of the limitations thereof, Capek also does not anticipate claims 3-20 and 

22-30. 

Capek also does not disclose using a control signal output from the cache which 

indicates that a complete altemativc file is stored and is ready for transmission ta the 

predetermined at least one end-user, or will be ready in time to transmit, as recited by 

claim 2, amended to be in independent form. While the Office action cites to col. 7, lines 

11 
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17-25 of Capek, Capek does not disclose the above features. Capek merely discloses to 

maintain an insertion repository 22 which contains all of the possible insertions from 

which a particular assertion is selected. Col. 7: 17-47. As repository 22 is not a cache 

memo.ry, Capek is not concerned with whether the entire insertion is received by it before 

deciding to transmit the insertion, i.e. as the insertion is stored in the repository 22 the 

full extent of the insertion is already contained therein. Capek clearly does not disclose 

or suggest to provide a control signal indicating that a complete alternative file is stored 

and is ready for transmission, or will be ready in time to transmit, as recited by claim 2. 

JV. Conclusion 

Having fully responded to the Office action, the application is believed to be in 

condition for allowance. Should any issues arise that prevent early allowance of the 

above application, the examiner is invited contact the undersigned to resolve such issues. 

To the extent an extension of time is needed for consideration of this response. 

Applicant hereby request such extension and, the Comrnissioner is hereby authorized to 

charge deposit account number 502117 for any .fees associated therewith. 

Date: .Ap,,/ ~. ;).._tJIJ .J' 

Motorola Connected Home Solutions 
101 Tournament Drive 
Horsham, PA 19044 
(215) 323-1797 

Respectfully submitted, 

~~/4 By: ______ _ 

12 

Lawrence T. Cullen 
Reg. No.: 44,489 
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Date Mailed: 03/03/2005 
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• The Power of Attorney to you in this application has been revoked by the assignee who has intervened as 
provided by 37 CFR 3. 71. Future correspondence wi_l! be mailed to the new address of record(37 CFR 1.33). 
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251 North Avenue West, 2nd Floor 
Westfield, New Jersey 07090 
Tel.: (908) 518-7700 

Mayer Fortkort & Williams PC 
Attorneys At Law 

Fax: (908) 518-7795 

1'b: US Patent 8t Tl"l!!demal'k Office 

Fax: 1-703-872-9302 

From: Joanne Ryan 

hges: 4 (including cover) 

Date: February 14, 2005 

RECEIVED 
CENTRAL FAX CENTER 

FEB 1 4 2005 

Re: 091734,220 [Click here and type name} 

□ Urgent x F« Review D Please Comment □ Please Reply D Please Recycle 

PRIVACY AND CONFIDENTIALITY NOTICE 

The informatiOn contalned in this =unication is conf'identiaf and mtJY be !sgaily privileged. It is ,'r'ltended solely 
for the use of fhe lndlvidval or entity IQ wl10m it is addressed and others autho~IIKI to receive it If )'O'I Bili! not the 
intended re,;ipient, ycu are hereby notified that any disclosure, CQPying, distribution or teking of any action In 
f'lilf'ianr;e oo the CQl'l/en/s of this: informaiion is stnctJy prohibited. 

If you received this CLlml'IIUrlioation In em:>r, please imml!ldiate/y notify vs by a collect te./eJ:)hone cal/ to the wrif£lr ancl 
retum the original message and documw,ts, to us at the above addrass via the United States postal s91Vice. 

Please find attached: 

1. Certificate of Transmission vla facsimile. 1 pp. 

2. Power of Attomey end Revocation of Previous Power, z pp. 
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Under tho rwodt Redueti6tt Al:.t. Of 1995. 

PTOISl!/97 (08-03) 
Appmvea ro, use IMlU!ln 011:111.200~. OMS oa$1-ll031 

U.S. Patent and Trademarl< Ofli.oo; U.S. 01:PARTh!ENT OF COMMERCE 
untna It contains• vatkS OMO control numMf'. 

REC IVED 
CENTRAL AX CENTER 

Certificate of Transmission under 37 CFR 1.8 

1 hereby certify that this correspondence is being facsimile transmitted to the 
United States Patent and Trademark Office 

February 14, 2005 on------=-~----
Date 

Signature 

Joanne Ryan 
Typed or printed name of person signing Certificate 

Note: each paper must have its own certificate of transmission, or this certificate must identify 
each submitted paper. 

Power of Attorney and Revocation of Previous Power, 2 pp. 

FEB 

This eoOedion of information i!!. required by 37 ¢FR 1.8 ThEr in!onnati0n Is required to ObUtin or retain a benefit by i?le publle 'Nnf(I\ i$ tc, filC: (and by the 
USPTOto process) an~- ¢<,nfl<lentiality i• governed by 36 U.$.C. 122 anti 37 CFR 1.14. Thi$ colle<r.i<m is estltnallld to tak!l 1.8 minu.e, to 
complete, including galhenng, praparing, and subm!rong Ille c:oo,pie:ed •P~lieation fonn l<l 1he USPTO. Timo v.ill vary depending on !he lndMdual 
euo. Any oomm9'1t6- on the &.mOl.l'Jt of t!Me you rec.:wc to compl«t• th~ fotm at\d/or sugge,':i00$ for reducing :his burden1 enw...-, be tent to the Chief 
lnlmnation Offioer, U.S. Pate/\t and Tradtmarl< Office, U.S. D-~mem of Commereo. P.O. Box 1450. Ale"3ndrla, VA 2n13-1450. 00 NOT SEND 
Fl:ES OR COMPLETED FORMS TO THIS ADORE,$$, SliNI> TU. Comm\Nlonerfor Patentl, P.O. 80~ 1~50. Aloxa.ndria, VA 22313•1450. 

If yo., r.Md ,w;r,;taoo, in completing the form. c.aJI 1.eoc..PT0-9199 •nd soloot rx,tk;n 2 

4 2005 
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IN THE UNITE.D STATES 
PATE:NT & TRADEMARK OFFICE 

Inventors : Marc W. Kauffinan et al. 

Serial No. : 09/734,220 

Filed : 12/11/2000 

PATENT 
Docket No.: Ill487 

RECEIVED 
CENTRAL FAX CENTER 

FEB 1 4 2005 

For : SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING 
MEDIA 

Group Arl Unit 

Examiner 

: 2145 

: Thomas Duong 

Via Facsimile: 703-746-7238 
Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

POWER OF ATTORNEY AND REVOCATION OF PREVIOUS POWER 

I declare that I am an official of, and empowered to act on behalf of the Assignee of the 

entire right, title and interest in the above-captioned application, General Instrument Corporation, 

101 Tournarnont Drive, Horshmn, PA 19044. General Instrument Corporation hereby revoke$ all 

prior powers of attorney in the above-captioned case, and hereby appoints the following attorneys 

associated with Customer Number 27774 with full power of substitution and revocation, to 

prosecute said application, to make alterations and amendments therein, to receive the patent, and 

to transact all business in the Patent and Trademark Office connected there..,,itb: 

PAGE 314 • RCVD AT 21141200510:11:07 AM ~astern standard Time] 1 SVR:USPTO,EFXRF·1/0 1 DtUS:8729302 1 CSID:908 518 7795' DURATION (rnm-ss):01-12 

Ex.1023 
GOOGLE LLC / Page 177 of 321



MAYER FORTKDRT WILLIAM Fax:908-518-7795 

Stuart H. Mayer (Reg. No. 35,277) 
KarinL. Williams (Reg. No. 36,721) 
Michael P. Fortkort (Reg. No. 35,141) 
David B. Bonham (Reg. No. 34,297) 
Heather L. Mansfield (Reg. No. 39,157) 
Keum J. Park (Reg. No. 42,059) 

Feb 14 2005 10:26 

Please address all communications regarding this application to: 

Karin L. Williams 
MA YER FORTKORT & WILLIAMS, PC 
251 North Avenue West, 2nd Floor 
Westfield, New Jersey 07090 

Direct all telephone calls to Karin L. Williams at (908) 518-7700. 

GENERAL INSTRUMENT CORPORATION 

Signature 

Name 

Title 

Date 

Robert P. Marley 

Assistant Secretary 

February '7 , 2005 

2 
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251 North Avenue West, 2nd Floor 
• Westfield, New Jersey 07090 
Tel.: (908) 518-7700 

Mayer Fortkort & Williams PC 
Attorneys At Law 

Fax: (908) 518-7795 

To; US Patent & Trademark OffiOe 

Fax: 1-70~72-9302 -
From; Joanne Ryan 

Panes: 4 (including cover) 

D;ate,: February 14, 200!> 

RECEIVED 
CENTRAL FAX CENTER 

FEB 1 4 ~005 

Re: 09n34,220 CCI [ClicK here and type name] 

□ Urgent X For~ □ Please Comment CJ Please Reply □ Please Rec::yc;lo, 

PRIVACY AND CONFIDENTIALITY NOTICE 

The irrfolmalion contained In thiS communioalion Is confidential and may /Jlil I~ privileged. It is intended weJy 
tor the use of the lndMdual or entity to whom it Is addressed and others 11vthorized to re:r:,eive it If you are not the 
intended 18Cipimt you 11n: ~by notified that ar,y disclo.sure, CtJpying, cti:urifl'.lfion or raking of any ac/ion in 
reliance on the COl"IIMts of this in/'otl'rffltion is smctty prohibited. 

If you received tJus communic.ltion in ennr, please immedialely notify us by a collect tlmphone call to the wrfler and 
retum the angina/ message and documentB to us et tha above address via the Uni«ilcf states f)(Rtal ~ 

Please find attached: 

1. Certificate ofTransmission via facsimile, 1 pp. 

2. Power of Attorney and Revocation of Previous Power, 2 pp. 
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...,_.,.p 

........,; 

PTO/SS/ll7 (08-03) 
App/0...., for use thra,,g~ 07/;,1/2003. OM8 0651-0001 

U.S. PatetU ano Tta<lemml< Olfiee; U.S. DEPARTMENT OF COMMEF!CE 
nd to a c:oltK'tlon ofinfommdon l1111e!Q. n QOn(ai:n& • 'll&lid 0MB c:ontrol f'Nnlber • 

RE EIVED 
CENT FAX CENTER 

Certificate of Transmission under 37 CFR 1.8 

I hereby certify that this correspondence is being facsimile transmitted to the 
United States Patent and Trademark Office 

February 14,200$ 
0"-------''---"--'-'----

Date 

Joanne Ryan 

Typed or printed name of person signing Certlllcate 

Note: Each paper must have Its own certificate of transmission, or this certificate mu$t identify 
each submitted paper. 

Power of Attomey and Revocation of Previous Power, 2 pp. 

FEB 1 4 2005 

ihi$ COiiection of information i$ r~-.iired by ~7 CFR 1.B Th9 infomla:-ion ls required tQ obtain or retain a benefit by the publ,lcwtik:h rJ to~ (and f:ro/ me 
USPTO I,:, process) an applccation. Co'lfidenliatity is Q0'Nlled by 35 U.S.c. 122 and 37 CFR 1.14. This OOl~n IS t"Jtimatsd 101ake 1,a minutes to 
complete, including galheriog, Prwwiri\l. ano $lll>mitting the ccmpl«ted application fo,m lo tllG US PTO. Time will va,y depending Oil tl'le iMividual 
case. AA; CQffll1'1ffilS on Ille amoun: of time you requn to complettl mi& IOtm arlQ/or qgestlons ror l'li!(IV<,lng this boMen. SJ>ould be sent 10 u,a Ch"1 
lnformanon Office,, U.S. P~ont an~ T""1em&rk Office, 1.1.S. Oepartmento:Commeroe. P.O. Bo• 1450, Ale>andrill. VA 22313-1t50. 00 NOT SEND 
FEES OF! COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commi6liianer for Patents, P.O. Bo~ol$0, AleXAnd~ VA 22313•1~0. 

If y,w neMI ,,_,,.,, in complel}ng tt,o l<>rm, c.a// 1•1$1»PT0-/1199 and seleot OfX)on 2 
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IN THE UNITED STA TES 
PATENT & TRADEMARK OFFICE 

Inventors : Marc W. Kauffman et al. 

Serial No. : 09/734,220 

Filed : 12/11/2000 

PATE1'1"T 
Docket No.: Dl487 

RECEIVED 
CENTRAL FAX CENTER 

FEB 1 4 2005 

For : SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING 
MEDIA 

Group Art Unit : 2145 

Examiner : Thomas Duong 

Via Facsimile: 703-746-7238 
Mail Stop AF 
Colllltli.ssioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

POWER OF ATTORNEY AND REVOCATION OF PREVlOUS POWER 

I declare that I am an official of, and empowered to act on behalf of the Assignee of the 

entire right, title and interest in the above-captioned application, General Instrument Corporation, 

101 Tournament Drive, Horsham, PA 19044. General Instrument Corporation hereby revokes all 

prior powers of attorney in the above-captioned ea.si;, and hereby appoints the following attorneys 

associated with Customer Number 27774 with full power of substitution and revocation, to 

prosecute said application, to make alterations and amendments therein, to receive the patent, and 

to tran.Sact all business in the Patent and Trademark Office connected therewith: 

1 
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MAYER FORTKORT WILLIAM Fax:908-518-7795 

Stuart H. Mayer (Reg. No. 35,277) 
Karin L. Williams (Reg. No. 36,721) 
Michael P. Fortkort (Reg. No. 35,141) 
David B. Bonham (Reg. No. 34,297) 
Heather L. Mansfield (Reg. No. 39,157) 
Keum J. Park (Reg. No. 42,059) 

Feb 14 2005 11:58 

Please address all communications regarding this application to; 

Karin L. Williams 
MA YER FORTKORT & WILLIAMS, PC 
251 North Avenue West, 2nd Floor 
Westfield, New Jersey 07090 

Direct all telephone calls to Karin L. Williams at (908) 518-7700. 

GENERAL INSTRUMENT CORPORATION 

Signature 

Name 

Title 

Date 

Robert P. Marley 

Assistant Secretary 

Febrµan: 7 , 2005 

2 

P.04 
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UNITED STATES p A TENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR 

09/734,220 12/11/2000 Marc W. Kauffman 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PA TENTS 

P.O. Bo• 1450 
Aleundria, Virginia 22313-1450 
www.uspto.gov 

I ATTORNEY DOCKET NO. I CONFIRMATION NO. 

D2487 5436 

7590 

Wendy W. Koba, Esq. 
PO Box 556 
Springtown, PA 18081 

01/18/2005 EXAMINER 

DUONG, THOMAS 

ART UNIT PAPER NUMBER 

2145 

DATE MAILED: 01/18/2005 

Please find below and/or attached an Office communication concerning this application or proceeding. 

PTO 90C (Rev 10/03) 
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Office Action Summary 

Application N 

osn34,220 

Examiner 

Applicant(s) 

KAUFFMAN ET AL. 

Art Unit 

Thomas Duong 2145 

-- The MAILING DA TE of this communication appears on the cov r sheet with the correspondenc address -­
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE l MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )121 Responsive to communication(s) filed on 01 September 2004. 

2a)l21 This action is FINAL. 2b)O This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)121 Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)121 Claim(s) 1-30 is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)121 The drawing(s) filed on 14 May 2002 is/are: a)l21 accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11)0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) 0 Notice of References Cited (PTO-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) 121 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper No(s)/Mail Date 2_. 

U.S. Patent and Trademark Office 

4) 0 Interview Summary (PTO-413) 
Paper No(s)/Mail Date. . 

5) 0 Notice of Informal Patent Application (PTO-152) 
6) 0 Other: __ . 

PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 12212004 
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Application/Control Number: 09/734,220 

Art Unit: 2145 

DETAILED ACTION 

Response to Amendment 

Page 2 

1. This office action is in response to the amendment filed on September 1, 2004. The 

amendment filed on September 1, 2004 has been entered and made of record. Claims 

1-30 are presented for further consideration and examination. 

Response to Argument 

2. The Applicants' arguments and amendments filed on September 1, 2004 have been fully 

considered, but they are not persuasive. 

3. With regard to claim 1, the Applicants point out that: 

• There is no "switching mechanism" in Capek et al. as defined in rejected 

independent claim 1. 

However, the Examiner finds that the Applicants' arguments are not persuasive and 

maintains that the Capek reference does disclose, 

• a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia fife for providing as an output, 

directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia file and said second cache, as controlled by 

said switching output signal from said control unit so as to insert the alternative 

media fife at a predetermined location in the stream, including either one of the 
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Application/Co,:itrol Number: 09/734,220 

Art Unit: 2145 

Page 3 

beginning and the end of the streaming multimedia file. (Capek, col.5, lines 20-

22; col.?, lines 49-52; col.9, lines 6-24; col.10, lines 18-28) 

Capek includes a control mechanism that "will provide for the replacement of the 

insertion by the requested program material once the program material is received 

from the distribution server" (col.9, lines 11-13). In other words, Capek's control 

mechanism will replace the insertion data, which may be "text, graphics, animation, 

motion video, sound, etc" as well as "the combination of data having different formats 

into a single insertion for providing a multimedia experience" (col.?, lines 49-52), with 

the requested material once it is available. According to Capek, the control logic's 

function is to "replaces the insertion with the requested program material after the 

program is retrieved" (col.5, lines 20-22). Also, the "insertion manager may then 

make a determination of how long to provide the insertion to the user before 

beginning to forward the buffered data to the client in order that the last byte of data 

is delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (col.1 0, lines 18-27). Therefore, the 

Applicants still failed to clearly disclose the novelty of the invention and identify 

specific limitation, which would define patentable distinction over prior art. 

4. With regard to claim 21, the Applicants point out that: 

• There is no "resumption" of transmission of the streaming multimedia file (step f) 

of claim 21) once the alternative file is finished in the Capek et al. arrangement, 

since the requested multimedia file is not accessed until the "advertisement" file 

is completed. 
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However, the Examiner finds that the Applicants' arguments are not persuasive and 

maintains that the Capek reference does disclose, 

• upon completion of said alternative media file, accessing said second cache and 

resuming transmission of the cached streaming multimedia file. (Capek, col.5, 

lines 20-22; col. 7, lines 49-52; col.9, lines 6-24; col.1 O, lines 18-28) 

Capek includes a control mechanism that "will provide for the replacement of the 

insertion by the requested program material once the program material is received 

from the distribution server'' (col.9, lines 11-13). In other words, Capek's control 

mechanism will replace the insertion data, which may be "text, graphics, animation, 

motion video, sound, etc" as well as "the combination of data having different formats 

into a single insertion for providing a multimedia experience" (col. 7, lines 49-52), with 

the requested material once it is available. According to Capek, the control logic's 

function is to "replaces the insertion with the requested program material after the 

program is retrieved" (col.5, lines 20-22). This replacing action can be interpreted as 

a resumption step to discontinue with the transmission of the alternative data and to 

resume the delivery of the requested data. Therefore, the Applicants still failed to 

clearly disclose the novelty of the invention and identify specific limitation, which 

would define patentable distinction over prior art. 

5. With regard to claims 2-20 and 22-30, they are rejected at least by virtual of their 

dependency on the independent claims and by other reasons set forth in the previous 

office action. Accordingly, rejections for claims 2-20 and 22-30 are presented as below: 

Claim Rejections -35 USC§ 102 
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6. The text of those sections of Title 35, U.S. Code not included in this action can be found 

in a prior Office action. 

7. Claims 1-30 are rejected under 35 U.S.C. 102(e) as being anticipated by Capek et al. 

(US006094677 A). 

8. With regard to claims 1 and 21, Capek reference discloses, 

• a first cache (insertion repository 22) for storing a received alternative media file; 

(Capek, col.7, lines 17-25, lines 39-47; module 22, fig.2) 

Capek teaches of an insertion repository that stores data (multimedia, 

advertisements, announcements, etc.) to be inserted in the data stream delivered 

to the requested client. 

• a second cache (server 26) for storing a streaming multimedia file; (Capek, col.7, 

lines 17-25; module 26, fig.2) 

Capek teaches-of a server that stores data (multimedia, program material, etc.) 

to be delivered to the requested client. 

• a control unit (insertion manager 20) for receiving as a first input a control signal 

from said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media file being 

stored in said first cache; and (Capek, col.7, lines 1?-25, lines 39-47; module 20, 

fig.2) 

Capek teaches of an insertion manager that inserts data (multimedia, 

advertisements, announcements, etc.) to be delivered to the requested client. 
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• a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia fife for providing as an output, 

directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia fife and said second cache, as controlled by 

said switching output signal from said control unit so as to insert the alternative 

media file at a predetermined location in the stream, including either one of the 

beginning and the end of the streaming multimedia file. (Capek, col.5, lines 20-

22; col.7, lines 49-52; col.9, lines 6-24; col.10, lines 18-28) 

Capek includes a control mechanism that "will provide for the replacement of the 

insertion by the requested program material once the program material is received 

from the distribution server'' (col.9, lines 11-13). In other words, Capek's control 

mechanism will replace the insertion data, which may be "text, graphics, animation, 

motion video, sound, etc" as well as "the combination of data having different formats 

into a single insertion for providing a multimedia experience" (col.7, lines 49-52), with 

the requested material once it is available. According to Capek, the control logic's 

function is to "replaces the insertion with the requested program material after the 

program is retrieved" (col.5, lines 20-22). Also, the "insertion manager may then 

make a determination of how long to provide the insertion to the user before 

beginning to forward the buffered data to the client in order that the last byte of data 

is delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (col.10, lines 18-27). 

9. With regard to claims 2-3 and 22-23, Capek reference discloses, 
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• wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at 

least one end-user. or will be ready in time to transmit. (Capek, col. 7, lines 17-25, 

lines 39-47) 

Capek teaches of complete insertions of data to be delivered to the requested 

client. 

1 0. With regard to claims 4-9, Capek reference discloses, 

• wherein the switching mechanism supplies as an output the streaming 

multimedia file in the absence of a signal from the control unit that an alternative 

file is ready to transmit. (Capek, col.9, lines 6-24) 

Capek teaches of a control mechanism that interact with and control the insertion 

of data (multimedia, advertisements, announcements, etc.) delivered to the 

requested client. 

11. With regard to claims 10-11, Capek reference discloses, 

• wherein the alternative file is defined as an advertisement file. (Capek, col.7, 

lines 17-25, lines 39-47; col.7, line 66 - col.8, line 10; col.8, lines 11-14) 

Capek teaches of an insertion repository that stores data (multimedia, 

advertisements, announcements, etc.) to be inserted in the data stream delivered 

to the requested client. 

12. With regard to claims 12-20, Capek reference discloses, 
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• wherein the arrangement is disposed at a local point of presence in a 

communication network. (Capek, col. 7, lines 26-37) 

13. With regard to claims 24-30, Capek reference discloses, 

Page 8 

• wherein in performing step d), switching from said streaming multimedia file to 

said alternative file when recognizing that an alternative fife is available. (Capek, 

col.9, lines 6-24) 

Capek teaches of a control mechanism that interact with and control the insertion 

of data (multimedia, advertisements, announcements, etc.) delivered to the 

requested client. 

Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in this 

Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 

Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 

MONTHS from the mailing date of this action. In the event a first reply is filed within 

TWO MONTHS of the mailing date of this final action and the advisory action is not 

mailed until after the end of the THREE-MONTH shortened statutory period, then the 

shortened statutory period will expire on the date the advisory action is mailed, and any 

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 

advisory action. In no event, however, will the statutory period for reply expire later than 

SIX MONTHS from the date of this final action. 
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15. Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Thomas Duong whose telephone number is 571/272-3911. The 

examiner can normally be reached on M-F 7:30AM - 4:00PM. If attempts to reach the 

examiner by telephone are unsuccessful, the examiner's supervisor, Jack B Harvey can 

be reached on 571 /272-3896. The fax phone numbers for the organization where this 

application or proceeding is assigned are 703/872-9306 for regular communications and 

703/872-9306 for After Final communications. Any inquiry of a general nature or relating 

to the status of this application or proceeding should be directed to the receptionist 

whose telephone number is 571/272-2100. 

Thomas Duong (AU2145) 

January 7, 2005 
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Office Action Summary 

Application No. 

09ll34,220 

Examin r 

Thomas Duong 

Applicant(s) 

KAUFFMAN ET AL. 

Art Unit 

2145 

-- Th MAILING DA TE of this communication appears on the cov r sheet with the correspondenc address --
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE J MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[8] Responsive to communication{s) filed on 01 September 2004. 

2a)l:8l This action is FINAL. 2b)O This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)1:8] Claim{s) 1-30 is/are pending in the application. 

4a) Of the above claim{s) __ is/are withdrawn from consideration. 

5)0 Claim{s) __ is/are allowed. 

6)1:8] Claim{s) 1-30 is/are rejected. 

7)0 Claim{s) __ . is/are objected to. 

8)0 Claim{s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)[8] The drawing{s) filed on 14 May 2002 is/are: a)l:8] accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119{a)-{d) or {f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau {PCT Rule 17.2{a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) 0 Notice of References Cited (PTO-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) l:8J Information Disclosure Statement{s) (PTO-1449 or PTO/SB/08) 
Paper No{s)/Mail Date 2.. 

4) 0 Interview Summary {PTO-413) 
Paper No(s)/Mail Date. __ . 

5) 0 Notice of Informal Patent Application {PTO-152) 
6) 0 Other: __ . 

U.S. Patent and Trademark Office 

PTOL-326 {Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 12212004 
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DETAILED ACTION 

Response to Amendment 

Page2 

1. This office action is in response to the amendment filed on September 1, 2004. The 

amendment filed on September 1, 2004 has been entered and made of record. Claims 

1-30 are presented for further consideration and examination. 

Response to Argument 

2. The Applicants' arguments and amendments filed on September 1, 2004 have been fully 

-considered, but they are not persuasive. 

3. With regard to claim 1, the Applicants point out that: 

• There is no "switching mechanism" in Capek et al. as defined in rejected 

independent claim 1. 

However, the Examiner finds that the Applicants' arguments are not persuasive and 

maintains that the Capek reference does disclose, 

• a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, 

directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia file and said second cache, as controlled by 

said switching output signal from said control unit so as to insert the alternative 

media file at a predetermined location in the stream, including either one of the 
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beginning and the end of the streaming multimedia file. (Capek, col.5, lines 20-

22; col.7, lines 49-52; col.9, lines 6-24; col.10, lines 18-28) 

Capek includes a control mechanism that ''will provide for the replacement of the 

insertion by the requested program material once the program material is received 

from the distribution server'' (col.9, lines 11-13). In other words, Capek's control 

mechanism will replace the insertion data, which may be "text, graphics, animation, 

motion video, sound, etc" as well as "the combination of data having different formats 

into a single insertion for providing a multimedia experience" (col.7, lines 49-52), with 

the requested material once it is available. According to Capek, the control logic's 

function is to "replaces the insertion with the requested program material after the 

program is retrieved" (col.5, lines 20-22). Also, the "insertion manager may then 

make a determination of how long to provide the insertion to the user before 

beginning to forward the buffered data to the client in order that the last byte of data 

is delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (col.10, lines 18-27). Therefore, the 

Applicants still failed to clearly disclose the novelty of the invention and identify 

specific limitation, which would define patentable distinction over prior art. 

4. With regard to claim 21, the Applicants point out that: 

• There is no "resumption" of transmission of the streaming multimedia file (step f) 

of claim 21) once the alternative file is finished in the Capek et al. arrangement, 

since the requested multimedia file is not accessed until the "advertisement" file 

is completed. 
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However, the Examiner finds that the Applicants' arguments are not persuasive and 

mai~tains that the Capek reference does disclose, 

• upon completion of said alternative media file, accessing said second cache and 

resuming transmission of the cached streaming multimedia file. (Capek, col.5, 

lines 20-22; col. 7, lines 49-52; col.9, lines 6-24; col.10, lines 18-28) 

Capek includes a control mechanism that ''will provide for the replacement of the 

insertion by the requested program material once the program material is received 

from the distribution server'' (col.9, lines 11-13). In other words, Capek's control 

mechanism will replace the insertion data, which may be "text, graphics, animation, 

motion video, sound, etc" as well as "the combination of data having different formats 

into a single insertion for providing a multimedia experience" (col.7, lines 49-52), with 

the requested material once it is available. According to Capek, the control logic's 

function is to· "replaces the insertion with the requested program material after the 

program is retrieved" (col.5, lines 20-22). This replacing action can be interpreted as 

a resumption step to discontinue with the transmission of the alternative data and to 

resume the delivery of the requested data. Therefore, the Applicants still failed to 

clearly disclose the novelty of the invention and identify specific limitation, which 

would define patentable distinction over prior art. 

5. With regard to claims 2-20 and 22-30, they are rejected at least by virtual of their 

dependency on the independent claims and by other reasons set forth in the previous 

office action. Accordingly, rejections for claims 2-20 and 22-30 are presented as below: 

Claim Rejections - 35 USC§ 102 
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6. The text of those sections of Title 35, U.S. Code not included in this action can be found 

in a prior Office action. 

7. Claims 1-30 are rejected under 35 U.S.C. 102(e) as being anticipated by Capek et al. 

(US006094677 A). 

8. With regard to claims 1 and 21, Capek reference discloses, 

• a first cache (insertion repository 22) for storing a received alternative media fife; 

(Capek, col.?, lines 17-25, lines 39-47; module 22, fig.2) 

Capek teaches of an insertion repository that stores data (multimedia, 

advertisements, announcements, etc.) to be inserted in the data stream delivered 

to the requested client. 

• a second cache (server 26) for storing a streaming multimedia fife; (Capek, col.?, 

lines 17-25; module 26, fig.2) 

Capek teaches of a server that stores data (multimedia, program material, etc.) 

to be delivered to the requested client. 

• a_ control unit (insertion manager 20) for receiving as a first input a control signal 

from said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete alternative media fife being 

stored in said first cache; and (Capek, col.?, lines 17-25, lines 39-47; module 20, 

fig.2) 

Capek teaches of an insertion manager that inserts data (multimedia, 

advertisements, announcements, etc.) to be delivered to the requested client. 
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• a switching mechanism, coupled to each one of said control unit, said first cache, 

said second cache and said streaming multimedia file for providing as an output, 

directed to the at least one end-user, a stream selected from one of said first 

cache, said streaming multimedia file and said second cache, as controlled by 

said switching output signal from said control unit so as to insert the alternative 

media file at a predetermined location in the stream, including either one of the 

beginning and the end of the streaming multimedia file. (Capek, col.5, lines 20-

22; col.7, lines 49-52; col.9, lines 6-24; col.10, lines 18-28) 

Capek includes a control mechanism that ''will provide for the replacement of the 

insertion by the requested program material once the program material is received 

from the distribution server'' (col.9, lines 11-13). In other words, Capek's control 

mechanism will replace the insertion data, which may be "text, g,:aphics, animation, 

motion video, sound, etc" as well as "the combination of data having different formats 

into a single insertion for providing a multimedia experience" (col.7, lines 49-52), with 

the requested material once it is available. According to Capek, the control logic's 

function is to "replaces the insertion with the requested program material after the 

program is retrieved" (col.5, lines 20-22). Also, the "insertion manager may then 

make a determination of how long to provide the insertion to the user before 

beginning to forward the buffered data to the client in order that the last byte of data 

is delivered at approximately the same time as it would have been if the data had 

been downloaded directly to the client" (col.10, lines 18-27). 

9. With regard to claims 2-3 and 22-23, Capek reference discloses, 

Ex.1023 
GOOGLE LLC / Page 202 of 321



Application/Control Number: 09/734,220 

Art Unit: 2145 

Page 7 

• wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at 

least one end-user. or will be ready in time to transmit. (Capek, col. 7, lines 17-25, 

lines 39-47) 

Capek teaches of complete insertions of data to be delivered to the requested 

client. 

1 0. With regard to claims 4-9, Capek reference discloses, 

• wherein the switching mechanism supplies as an output the streaming 

multimedia file in the absence of a signal from the control unit that an alternative 

fife is ready to transmit. (Capek, col.9, lines 6-24) 

Capek teaches of a control mechanism that interact with and control the insertion 

of data (multimedia, advertisements, announcements, etc.) delivered to the 

requested client. 

11. With regard to claims 10-11, Capek reference discloses, 

• wherein the alternative fife is defined as an advertisement fife. (Capek, col.7, 

lines 17-25, lines 39-47; col.7, line 66- col.8, line 10; col.8, lines 11-14) 

Capek teaches of an insertion repository that stores data (multimedia, 

advertisements, announcements, etc.) to be inserted in the data stream delivered 

to the requested client. 

12. With regard to claims 12-20, Capek reference discloses, 
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communication network. (Capek, col. 7, lines 26-37) 

13. With regard to claims 24-30, Capek reference discloses, 

Page 8 

• wherein in performing step d), switching from said streaming multimedia file to 

said alternative file when recognizing that an alternative file is available. (Capek, 

col.9, lines 6-24) 

Capek teaches of a control mechanism that interact with and control the insertion 

of data (multimedia, advertisements, announcements, etc.) delivered to the 

requested client. 

Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in this 

Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 

Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 

MONTHS from the mailing date of this action. In the event a first reply is filed within 

TWO MONTHS of the mailing date of this final action and the advisory action is not 

mailed until after the end of the THREE-MONTH shortened statutory period, then the 

shortened statutory period will expire on the date the advisory action is mailed, and any 

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 

advisory action. In no event, however, will the statutory period for reply expire later than 

SIX MONTHS from the date of this final action. 
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15. Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Thomas Duong whose telephone number is 571/272-3911. The 

examiner can normally be reached on M-F 7:30AM - 4:00PM. If att_empts to reach the 

examiner by telephone are unsuccessful, the examiner's supervisor, Jack B· Harvey can 

be reached on 571/272-3896. The fax phone numbers for the organization where this 

application or proceeding is assigned are 703/872-9306 for regular communications and 

703/872-9306 for After Final communications. Any inquiry of a general nature or relating 

to the status of this application or proceeding should be directed to the receptionist 

whose telephone number is 571/272-2100. 

Thomas Duong (AU2145) 

December 22, 2004 
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IN THE CLAIMS: 

1. (currently amended) An arrangement for inserting an alternative media file 

into a streaming multimedia file destined for at least one predetennined end-user, the 

arrangement comprising 

a first cache for storing a received alternative media file; 

a second cache for storing a streaming multimedia file; 

a control unit for receiving as a first input a control signal f~om said first cache 

and generating as an output a switching control signal indicative of the presence or 

absence of a complete alternative media file being stored in said first cache; and 

a switching mechanism, respensi¥e coupled to each one of said control unit.,. 

s•Nitohing m-1-tput sigaal said first cache.,. aaEl said second cache and said streaming 

multimedia file for providing as an output, directed to the at least one end-user, a stream 

selected from one of said first cache, said streaming multimedia file and said second 

cache, as controlled by said switching output signal from said control unit so as to insert 

the alternative media file at a predetermined location in the stream, including either one 

of the beginning and the end of the streaming multimedia file. 

2. (original) The arrangement as defined in claim 1 wherein the control signal 

output from the first cache indicates that a complete alternative file is stored and is ready 

for transmission to the predetermined at least one end-user, or will be ready in time ~o 

transmit. 

3. (original) The arrangement as defined in claim 1 where:in the control signal 

output from the first cache indicates that an alternative file is available to be streamed to 

said first cache from an external server and is ready to begin transmission to the 

predetermined at least one end-user. 

4. (original) The arrangement as defined in claim 1 wherein the switching 

mechanism supplies as an output the streaming multimedia file ir. the absence of a signal 

from the control unit that an alternative file is ready to transmit. 
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S. (origin.al) The arrangement as defined in claim 1 wherein the switching 

mechanism supplies as an output the cached alternative file stored in said first cache in 

response to a signal from the control unit that an alternative file is ready to transmit. 

6. (currently ~mended) The arrangement as defined in claim 1 wherein the 

control signal input to said control unit indicates that the alternative! media file transfer to 

the predetermined at least one end-user is completed, the control wtlt thereafter supplying 

a switching output signal to said switching mechanism requesting !;aid switching 

mechanism to supply as the output the cached streaming multimedia file from the second 

cache. 

1. (original) The arrangement as defined in claim 1 wherein the arrangement 

further comprises 

a billing system coupled to the control unit for receiving information from said 

control unit regarding the identity of each alternative media file trnnsmitted, the identity 

of the at least one end-user, and related statistics regarding the transmission of various 

alternative media files to a plurality of different end-users. 

8. (currently amended) The arrangement as defined in claim 7 wherein the related 

statistics include the number of times each alternative media file i, was requested during 

a predetermined period of time. 

9. (currently amended) The arrangement as defined in claim 7 wherein the related 

statistics includes the time of day and date that each alternative m;:dia file is~. 

requested. 

10. {original) The arrangement as defined in claim 1 wherein the alternative file 

is defined as an advertisement file. 

3 
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lL (original) The arrangement as defined in claim 1 wherein the alternative file 

is defined as an emergency information file. 

12. (original) The arrangement as defined in claim 1 wher~in the arrangement is 

disposed at a local point of presence in a communication network. 

13. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed at a headend location in an HFC communication network 

14. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a wide area data network and a local distribution network. 

15. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a telecommunications central office and a DSL communication 

network. 

16. (original) The arrangement as defined in claim 12 wherein the arrangement is 

disposed between a telecommunications central office and wireless communication 

network. 

17. (original) The arrangement as defined in claim 12 wh1:rein the arrangement is 

disposed in a communications device at an end-us_er location. 

18. (original) The ammgement as defined in claim 17 wh;;rein the 

communications device comprises a set-top box. 

19. (original) The arrangement as defined in claim 17 wherein the 

commwiications device comprises a residential gateway device. 

20. (original) The arrangement as defined in claim 1 wherein the arrangement 

furthei; comprises a rnle server for retrieving information related 10 the predetermined at 
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least one end-user and selecting the alternative media file based on said retrieved 

information and the specific content of the streaming multimedia file. 

21. (original} A method of inserting an alternative media file in a streaming 

multimedia file destined for a predetermined end-user, the method •~omprising the steps 
< 

of: 

a) storing a selected alternative multimedia file in a first cache at a local point of 

presence; 

b) establishing a conununication link between said streaming multimedia file and 

said predetermined end-user; 

c) transmitting said streaming media file to said end-user; 

d) switching transmission from said streaming multimedia file to said altemative 

media file stored in said first cache; 

e) storing in a second cache said streaming multimedia file received during the 

transmission of said alternative media file; and 

f) upon completion of said alternative media file, accessing said second cache and 

resuming transmission of the cached streaming multimedia file. 

22. (original) The method as defined in claim 21 wherein in performing step a), 

the following steps are performed: 

a 1) receiving a request from a predetermined end-user for ,:1 streaming multimedia 

file; 

a2) accessing a rule server with the identity of said end-us1~r, content provider 

and/or content identity; 

a3) using said identity to select an appropriate type of alternative file for said 

predetermined end-user and retrieving location information regarding said selected 

alternative file; 

a4) sending a request for file transfer from a server storing said selected 

alternative file to the first cache. 
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23. (original) The method as defined in claim 21 wherein in performing step a), 

the following steps are performed: 

al) detecting the start of a streaming multimedia flow~ 

a2) accessing a rule server with the identity of said end-use1, content provider 

and/or content identity; 

a3) using said identity to select an appropriate type of alternative file for said 

predetermined end-user and retrieving location information regarding said selected 

alternative file; 

a4) sending a request for file transfer from a server storing said selected 

alternative file to the first cache. 

· 24. (original) The method as defined in claim 21 wherein i.n performing step d), 

switching from said streaming multimedia file to said alternative file when recognizing 

that an alternative file is available. 

25. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at the beginning of 

said multimedia file. 

26. (original) The method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at the end of said 

multimedia file. 

27. (original) TI1e method as defined in claim 21 wherein in performing step d), 

switching from said streaming multimedia file to said alternative file at any location 

during transmission of said multimedia file. 

28. (original} The method as defined in claim 21 wherein. in perfonning step d), 

providing transition segments between the streaming multimedia file and the alternative 

file. 
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29. (original) The method as defined in claim 28 wherein the transition segments 

provide "fade in" and "fade out" between said files. 

30. (currently amended) The method as defined in claim 21 wherein in 

performing step d), switching from said streaming streamlinit1:g multimedia file to said 

alternative file based on ·a timing signal embedded in said streaming multimedia file. 
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Remarks 

Reconsideration ofrejected claims 1-30 is respectfully requested. 

In the Office action dated June 1, 2004 (application Paper No. 6), the Examiner 

objected to the drawings and rejected all pending claims 35 USC§ 102(e). The 

Examiner's objection and rejection will be discussed below in the order appearing in the 

Office action. 

Obiectio11 to the Drawings 

The Examiner first objected to the drawings, stating that tke "limitations of claim 

1 must be shown or the feature(s) canceled from the claim(s)". In response, applicants 

believe that the drawings as submitted (and subsequently also shown in the formal 

drawings filed May 14, 2002) do indeed show every "limitation of claim l ". Referring to 

claim 1 and FIG. 3, there is illustrated in FIG. 3 a "first cache" 60, a "second cache" 62, a 

"control unit" 66 and a "switching mechanism" 67. Applicants believe that this 

illustration is more than sufficient to support the subject matter/features of pending claim 

1. Applicants therefore respectfully request the Examiner to reconsider this objection and 

find the drawings as filed to be acceptable. 

35 USC§ 102(e) Reiectlon - Claims 1-30 

The Examiner then rejected all pending claims 1-30 unde1 35 USC 102(e) as 

being anticipated by US Patent 6,094,677 (Capek et al). In particular, the Examiner cited 

Capek et al. as teaching "a first cache" (insertion repository 2~), '"a second cache" (server 

26), "a control unit" (insertion manager 20), and "a switching mechanism" (specific 

element of Capek et al. not given). 
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In response, applicants assert that there are distinct differences between the 

subject matter of Capek et al. and the subject matter of the present invention, where 

Capek et al. is limited in its teaching to "inserting" an advertiseme11.t stream to an end­

user who is waiting for another file to download. There is no "decision" made in Capek 

et al. regarding the insertion of an alternative stream "before, during or after" a streaming 

multimedia file has been presented to an end-user. Indeed, the purpose of Capek et al. is 

to use the "waiting time" prior to the download to transmit an ad to the end-user. Such an 

"alternative multimedia file" would never qe transmitted to an end--user after receiving 

the streaming the multimedia file, where this scenario is quite possible in the system and 

method of the present invention as defined by the rejected claims. Indeed, an alternative 

multimedia file may be inserted "during" the streaming process, with.the real-time 

received multimedia file being cached and then transmitted once the alternative file is 

completed (see, for example, step e) of claim 22). 

Referring to FIG. 3 of the present application, it is clear ·that the "switching 

mechanism'' (switch 67) includes three separate inputs: streaming multimedia, a cached 

portion of the streaming multimedia, or a cached alternative multimedia file. Claim I has 

been amended to clearly state that there are three separate possibilities. Such is not the 

case with Capek et al. - either an advertisement file is "inserted" while a multimedia file 

is downloading or it isn't. There is no "switching mechanism" in Capek et al. as defined 

in rejected independent claim 1. There is no "resumption" of transmission of the 

streaming multimedia file (step f) of claim 21) once the·altemativ,e file is finished in the 

Capek et al. arrangement, since the requested multimedia file is not accessed until the 

"advertisement" file is completed. 

Based on this discussion and the above-noted amendments to the pending claims, 

applicants assert that Capek et al. cannot be found to "anticipate" the subject matter of 

claims 1-30 - Capek et al. is clearly limited to inserting an adverti.sement in a 

commW1ication line as a file is being downloaded for the end-user ("the insertion is 

presented to the client 24 during the delay while the program material is being retrieved 

from the server 26"; column 7, lines 23-25). Moreover, the "control mechanism" of 
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Capek et al. is a software trigger available to the end-user to "control" the playing of the. 

ad -- the control is not in the "network" and used to control transmission. Applicants 

therefore respectfully request the Examiner to reconsider this rejection and find all claims 

1-30, as amended, to now be in condition for allowance. 

Applicants believe that the case, in its present form, is now in condition for 

allowance and respectfully request an early and favorable response from the Examiner in 

that regard. If for some reason· or other the Examiner does not agree that the case is ready 

to issue and that an interview or telephone conversation would further the prosecution, 

the Examiner is invited to contact applicant's attorney at the telephone number listed 

below. 

Date: 

Respectfully submitted, 

Marc W. Kauffman 
Jonathan Fellows 

By: ~~&14~ 
WcndyW.K a 
Reg. No. 30509 
Attorney for applicant 
610-346-7112 
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also provides many enhanced telephone calling options and displays the banners and other advertising directly on the user computers (22) 
while the consumers use the program. 

----·· 
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TELEPHONE CALL MANAGEMENT SOFTWARE AND 
INTERNET MARKETING METHOD 

BACKGROUND OF THE INVENTION 

1. FIELD OF THE INVENTION 

The present invention relates to telephone call management devices and 

Internet marketing methods. More particularly, the present invention relates to a 

1 o telephone call management computer program that provides call management services 

and discounted long distance rates for consumers and marketing and advertising 

services for sponsor companies that wish to advertise their products and services to 

users of the program. 

15 2. DESCRIPTION OF THE PRIOR ART 

Long distance telephone service consumers typically select a single, 

primary long distance carrier such as AT&T, MCI, or Sprint for all of their long distance 

calls even though less expensive rates are available from these very same carriers and 

other lesser known carriers. Consumers may bypass their primary long distance carriers 

2 o by dialing the PIC code of another carrier in front of the normal telephone number, but 

most consumers either don't know about this option, can't remember the PIC codes for 

any of the different long distance carriers, or don't have the time and expertise to 

continually shop for the most competitive long distance rates. A similar problem is 

expected to arise in the future if de-regulation of the local telephone service industry 

2 s allows consumers to select their local access providers. 

Many telephone consumers also purchase expensive telephone options 

such as call-waiting, caller ID, speed dial, call forwarding, call blocker, anonymous call 

rejection, and auto redial, from their telephone service providers and are often required 

to purchase equipment such as caller ID boxes to use with these services. These 

3 o additional services cost the telephone companies very little to provide; however, 

consumers often pay steep monthly fees for the services. Despite the high costs, these 

enhanced services do not provide database management capabilities such as allowing 

consumers to create easily edited personal phone books and extensive listings of 

incoming calls. 

Ex.1023 
GOOGLE LLC / Page 227 of 321



WO99/55066 PCT/US99/08102 

-2-

ln a related industry, the ever-increasing popularity and use of the Internet 

has created tremendous marketing potential for companies wishing to advertise and sell 

their products and services on the world wide web. Indeed, hundreds of thousands of 

websites have already been created in efforts to reach consumers, and tens of 

s thousands more are being created weekly. However, this tremendous growth and use 

of the Internet has cluttered it and made it increasingly difficult for users to locate desired 

websites and for companies to attract consumers to their sites. 

10 

OBJECTS AND SUMMARY OF THE INVENTION 

The present invention solves the above-described problems by providing 

a unique call management software program that combines the technologies of 

telecommunications, personal computing, and the Internet to provide both call 

management features and long distance savings to consumers and marketing and 

advertising services to sponsor companies that wish to advertise their products and 

1s services to users of the program. That is to say, the call management program and 

Internet marketing method of the present invention (1) permits consumers to 

automatically make long distance phone calls at discounted rates without memorizing 

numerous PIC codes or continually shopping for the best long distance rates, (2) 

provides the consumers, free of charge, many of the same enhanced telephone calling 

20 options that they previously had to pay for as well as additional, more powerful calling 

options, and (3) provides sponsor companies with a dramatically more effective way to 

place messages and advertisements in front of the consumers as they use the program. 

25 

BRIEF DESCRIPTION OF THE DRAWING FIGURES 

A preferred embodiment of the present invention is described in detail 

below with reference to the attached drawing figures, wherein: 

Fig. 1 is a schematic diagram of a typical computer and 

telecommunications network that may be used to implement the present invention; 

Fig. 2 is a flow diagram illustrating the primary steps performed by the 

3 o operator of the host computer to initially set up the method of the present invention; 

Fig. 3 is a flow diagram illustrating the primary steps of the registration and 

setup of the call management program of the present invention; 
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Fig. 4 is a flow diagram illustrating the primary steps performed when a 

user places a telephone call using the call management program of the present 

invention; 

Fig. 5 is a flow diagram illustrating the primary steps performed when a 

s user accesses the Internet using the call management program of the present invention; 

and 

Fig. 6 is a flow diagram illustrating the primary steps of the calendar 

features of the call management program of the present invention. 

10 DETAILED DESCRIPTION OF THE PREFERRED EMBODIMENTS 

Referring to Fig. 1, the present invention is preferably implemented with 

a computer network 10 including a host computer 12, at least one billing computer 14 

operated by a long distance carrier, a plurality of Internet website server computers 

16, 18 and/or telephones 20 operated by sponsor companies wishing to advertise and 

1s sell their products and services to consumers, and a plurality of user computers 22 (only 

one shown) that may be used to access the host computer, the long distance carrier 

computer, and the sponsor companies' computers and phones. The computers are all 

linked by a communications network 26 that handles Internet traffic. 

The host computer 12, billing computer 14, and website server computer 

2 o 16, 18 may be any conventional microcomputers, minicomputers, or mainframe 

computers such as those manufactured by IBM, Sun, or Digital Equipment Corporation. 

Each of these computers includes memory, input and output ports, and a network 

connection and is programmed with conventional www server operating software for 

receiving, storing, retrieving, and transmitting data over the Internet as well as software 

2 s described below for implementing the steps of the present invention. 

The user computers 22, which are preferably personal computers such as 

IBM compatible microcomputers having Intel Pentium or equivalent-type 

microprocessors, each include a modem, memory, input and output ports, and a network 

connection and are also programmed with conventional www server operating software 

3 o for receiving, storing, retrieving, and transmitting data over the Internet.. Each user 

computer is preferably operated by Microsoft Windows 95 or equivalent operating 

software, is configured to have access to an Internet search engine such as Yahoo, and 
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includes a web browser program such as Netscape Navigator or Microsoft Windows 

Explorer and software for implementing the steps of the present invention as described 

below. 

At least one telephone 24 is connected to the phone port of the modem of 

5 each of the user computers 22, and the modems are in turn connected to the Internet 

as illustrated. Additional phones and devices having microprocessors may also be used 

with the present invention as described below. 

The communications network 26 is a conventional telecommunications 

network that carries Internet traffic and that includes a plurality of switches 28 and local 

1 o exchange carriers 30. The network may also be a local area network, wide area 

network, wireless network, voice network, or any other conventional communication 

network capable of providing communication between the various computers illustrated 

in Fig. 1. 

The call management program of the present invention is designed to be 

15 stored on the host computer 12 and then downloaded to the user computers 22 as 

described in more detail below. The program may be written in any conventional 

language that is compatible with Windows operating software; however, it is preferably 

a modified version of a commercially available call management program such as 

Intellect sold by the Clearwave Company of Ft. Collins, Colorado. 

20 The call management program is configured to operate with the operating 

system of the user computers 22 to provide many of the calling options provided by 

telephone service providers along with additional, more powerful database management 

features. In more detail, when combined with a standard caller ID service, the call 

management program of the present invention provides: (1) visual and audible signals 

2 5 of incoming calls; (2) personalized rings that may be selected for different incoming 

calls; (3) re-dialing of the last dialed number; (4) storing of all incoming phone numbers 

for later call back; (5) the entry and display of 40 or more speed-dial numbers; (6) 

blocking of selected incoming calls; (7) the creation of personal phone books of 

hundreds of numbers; and (8) the addition of incoming phone numbers to the personal 

30 phone books. 

In accordance with the present invention, the call management program 

also "front-loads" a PIC code of a particular, pre-selected long distance carrier or a 
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similar code for a pre-selected local access provider in front of all numbers that. are 

dialed using the program's speed dial or phone list functions. To this end, the five or six 

digit PIC code of a selected long distance carrier or local access provider is stored in 

memory of the host computer 12 so that it can be downloaded to the user computers 22 

s and accessed by the call management program. The program "front-loads" the PIC 

code whenever a user makes a long distance call or front-loads a similar code for a local 

access provider whenever a user makes a local call from the personal phone list or 

speed dial list of one of the user computers. The program then transparently connects 

the call via the long distance carrier or local access provider associated with the PIC 

1 o code, i.e., without requiring the user to remember and/or enter the PIC code. The PIC 

is preferably stored in a separate file in the host computer 12 and the user computers 

22 that can be changed easily so that the operator of the host computer can periodically 

contract with different long distance carriers as described in more detail below. 

The program also includes a calendar function that permits users to enter 

1s the dates of personal events and holidays such as birthdays, anniversaries, national 

holidays, appointments, etc. The program monitors the clock and calendar of the 

computer 22 and then displays reminders of the entered dates before the actual dates 

of the events. The program preferably continuously compares the dates entered for the 

events in the calendar to the computer's clock and calendar and then displays daily 

2 o reminders of the events beginning approximately two weeks before each event. The 

program allows users to disable the reminders at anytime. 

In accordance with the present invention and as described in more detail 

below, companies wishing to advertise to users of the call management program may 

sponsor the program by paying to have banners and other advertising downloaded to 

2 s the user computers 22 along with the call management program. This enables the 

operator of the host computer 12 to provide the call management program to consumers 

free of charge. The sponsor companies may also select sound files such as .wav files 

selected from Windows 95 to accompany the opening and closing of their banners. 

The sponsor companies also select dates, key words, URL addresses, and 

3 o other triggering events and entries that will be used to trigger the display of their banners 

on the user computers 22. Once downloaded and installed on the user computers 22, 

the call management program displays the banners and other advertising only after 
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certain consumer activities. For example, a sponsor company that sells balloons or 

flowers may elect to have its banners pop up directly on the user computers along with 

the reminder for birthdays, anniversaries, etc., provided by the calendar function 

described above. This ensures that the banners are popped-up at the exact moment 

5 when consumers are reminded of their personal events and therefore considering 

purchasing items. 

The program may also monitor the entry of keywords into search engines 

and the entry of URL addresses into the browsers of the user computers 22 and then 

compare these entered keywords and URL addresses to the keywords and URL 

10 addresses selected by the sponsor companies. When a match is found, the program 

displays the corresponding banners. This displays the banners directly on the user 

computers before the users connect to the Internet or complete a phone call. 

Alongside the banners, the program also preferably displays a dial-through 

button that allows users to automatically call the sponsor company associated with the 

1s banner and a click-through button that allows users to automatically connect with the 

company's website. If a user clicks one of these buttons or otherwise selects to be 

connected to the sponsor company, the program automatically connects the user via the 

selected connection option so that the users can immediately contact the sponsor 

companies at the exact moment that they are considering making a purchase. 

2 o Alternately, the host computer 12 may act as a proxy server so that when the users 

attempt to visit a sponsor company's website or call a sponsor company the 

communication is first routed through the host computer and then connected to the 

sponsor company. This permits the user computers 22 to automatically transmit tracking 

information described below directly to the host computer 12 each time consumers 

2 s access a sponsor company's website or make a phone call to a sponsor company from 

one of the user computers. 

To permit the operator of the host computer 12 to bill the sponsor 

companies for referrals, the call management program also either maintains a consumer 

database that tracks and records each time a user contacts one of the sponsor 

3 o companies through the dial-through or click-through connection options or automatically 

transmits the information to the host computer each time a user contacts one of the 

sponsor companies. This allows the operator of the host computer to match the 
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connections to the sponsors' on-line and telephone orders so that the operator can bill 

the sponsor companies based on the number of times that consumers contact the 

sponsor companies through the call management program. The program also tracks 

and records the exact identity of the users. 

The information in the consumer database may also be used to provide 

the operator with valuable marketing information. To this end, the program monitors the 

types of sites accessed and the frequency of telephone calls and Internet connections 

to create a marketing profile for each of the users. The information in the consumer 

database is periodically uploaded from the user computers 22 to the host computer 12 

1 o and distributed to the sponsor companies as described in more detail below. Alternately, 

the user computers 22 may automatically transmit this type of information directly to the 

host computer 12 each time consumers access a sponsor company's website or make 

a phone call to a sponsor company from one of the user computers. 

To allow sponsors to periodically update their banners and to allow the 

1 s operator of the host computer to periodically provide different PIC codes, the call 

management program is provided with an expiration feature that requires the users to 

re-register the program at pre-selected intervals. The program preferably expires 

approximately every month. 

The implementation of the method of the present invention is best 

2 o understood with reference to the flow diagrams in Figs. 2-6. As illustrated in step 200 

of Fig. 2, the operator of the host computer 12 first contracts with one or more long 

distance carriers that are willing to provide a block of discounted long distance calling 

time. The operator then enters the PIC code(s) of these long distance carriers into a file 

on the host computer that can be read by or imported into the call management 

2 s program. The operator also contracts with various sponsor companies that wish to 

display banners and other advertising on the user computers as depicted in step 202. 

The call management program and the banners are then loaded into the host computer 

as depicted in step 204. 

Consumers are then encouraged through conventional advertising and 

3 o other means to access the host computer 12 and download the call management 

program as depicted in 300 of Fig. 3. A large number of consumers are expected to 

access the host computer to receive the call management program because the 
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program is free and provides many desirable telephone options that consumers 

previously had to pay for (along with additional, more powerful options). Use of the 

computer program to make long distance calls will also reduce the consumers' phone 

bills because of the discounted long distance rates made available by the front loaded 

s PIG codes. 

Once a consumer has connected to the host computer 12, the computer 

displays introductory messages and instructions and prompts the entry of registration 

information as depicted in steps 302 and 304. The requested registration information 

includes information that is used to check the credit of the user and may also include 

1 o profile information such as the sex, marital status, and income level of the consumer and 

other demographic information that may be useful to the sponsor companies. 

15 

During registration, consumers are also asked to consent to viewing 

advertising from the sponsor companies during their use of the call management 

program. 

The host computer 12 then connects to the billing computers 14 of the long 

distance carrier to obtain credit approval for the consumer as depicted in steps 306 and 

308. If the consumer's credit is approved with the long distance carrier, the host 

computer registers the consumer's phone number with the carrier as depicted in step 

310 so that the consumer will receive the discounted long distance rates and so that the 

2 o operator will receive credit for the consumer's use of the long distance carrier. Once a 

consumer has been registered, the call management software and the sponsors' 

banners are downloaded to the consumer as depicted in steps 312 and 314. 

If the consumer contacted the host site to re-register or re-download the 

computer program, step 316 uploads the consumer database described above from the 

2 s user computer to the host computer. Alternately, the host computer 12 may act as a 

proxy server as described above so that the user computers 22 automatically transmit 

the consumer database information directly to the host computer 12 each time 

consumers access a sponsor company's website or make a phone call to a sponsor 

company from one of the user computers. 

30 Finally, the consumer is prompted to set up the call management program 

and to create his or her speed dial lists, phone books, calendars, etc., as depicted in 

step 318. 
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Fig. 4 illustrates the primary steps performed by the call management 

program when a consumer makes a phone call from a user computer 22. The consumer 

first selects a phone number from his or her dialer, speed-dial list or personal phone 

book as depicted in step 400. In step 402, the program determines whether the selected 

s phone number is a long distance toll call. If it is not, the program connects the local or 

toll-free long distance call as depicted in step 404 and then loops to step 412. If the call 

is a long distance toll call, step 406 displays a notification to the consumer that the call 

will not be placed through the consumer's regular long distance carrier. The consumer 

may disable this notification after it is first displayed so that subsequent phone calls do 

10 not trigger the notification. 

The program also allows the consumer to change his or her primary long 

distance carrier to the carrier associated with the pre-selected PIC code as depicted in 

step 408. If the user elects to change long distance carriers, the program sends an e­

mail notice to the host computer 12 to effect the change. 

15 The program may also provide instructions to the consumer on how to use 

the PIC code with other phones not connected to the computer 22. The present 

invention may also be used to load the PIC code in any type of microprocessor-based 

device such as a "smart phone". 

The program next front-loads the pre-selected PIC code in front of the 

2 o selected long distance toll call or the code for pre-selected local access provider in front 

of the selected local call and connects the call as depicted in step 410. While the calls 

in steps 404 and 410 are being connected, the program may also select and display 

banners and connection options. If the consumer clicks on one of the connection 

options before the call has been completed, the program can be configured to 

2 s disconnect the call and instead connect the consumer to the sponsor company via the 

selected connection option. 

After the calls and/or Internet connections have been completed, step 414 

captures and stores the connection information in the consumer database or 

automatically transmits this type of information directly to the host computer 12. If the 

3 o program is near its expiration date, step 416 prompts the consumer to re-register the 

software as described above. 
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Fig. 5 illustrates the primary steps performed by the call management 

program when a consumer uses his or her Internet browser and/or search engine. The 

program monitors the keywords and URL addresses entered by the consumer and 

compares them to the keywords and URL addresses selected by the sponsor companies 

5 in steps in 500 and 502. If a match is found, the program selects and displays the 

banner or banners that correspond to the entered keywords and/or URL addresses 

along with connection options as illustrated in steps 504 and 506. If the consumer clicks 

on one of the connection options, the program connects the consumer to the sponsor 

company as illustrated in step 508. 

10 After the calls and/or Internet connections have been completed, steps 510 

and 512 capture and store the connection information in the consumer database or 

automatically transmits this type of information to the host computer 12 and prompt the 

consumer to re-register the software as described above. 

Fig. 6 illustrates the primary steps performed by the calendar feature of the 

1 s call management program. The program periodically compares the dates of the events 

entered into the calendar to the computer's clock and date and displays reminders of the 

events as illustrated in steps 600 and 602. The program also selects banners that relate 

to the events and displays the banners and connection options alongside the reminders 

as illustrated in step 604. If the consumer clicks on one of the connection options, the 

2 o program connects the consumer to the sponsor company as illustrated in step 606. 

After the calls and/or Internet connections have been completed, steps 608 

and 61 0 capture and store the connection information in the consumer database or 

automatically transmits this information to the host computer 12 and prompt the 

consumer to re-register the software as described above. 

2s From the foregoing, it should be apparent that the present invention 

provides a unique call management software program that combines the technologies 

of telecommunications, personal computing, and the Internet to provide both call 

management features and long distance savings to telephone consumers and marketing 

and advertising services to sponsors of the program. Specifically, the call management 

3 o program permits consumers to automatically make long distance phone calls at 

discounted rates without memorizing numerous PIC codes and without continually 

shopping for the best long distance rates and provides the consumers, free of charge, 
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many of the same enhanced telephone calling options that they previously had to. pay 

for as well as additional, more powerful calling options. 

Additionally, the display of the sponsor companies' banners during use of 

the call management program allows the sponsor companies to more effectively market 

s their goods and services to telephone and Internet users. Because the banners are 

triggered by specific consumer activities and popped-up at the exact moment of 

purchase receptivity, they are more likely to elicit favorable responses. Moreover, 

because the banners are displayed directly on the user computers 22 before the 

consumers connect to the Internet or complete a phone call, they are separated from the 

1 o thousands of other banners and advertisements on the Internet. 

Although the invention has been described with reference to the preferred 

embodiment illustrated in the attached drawing figures, it is noted that equivalents may 

be employed and substitutions made herein without departing from the scope of the 

invention as recited in the claims. For example, although in the preferred embodiment 

1 s the banners and other advertising provided by the sponsor companies are downloaded 

to the user computers 22 along with the call management program, the banners and 

advertising may also accompany other types of downloaded software programs and files 

such as graphics programs, news-reporting services, etc. The important aspect of the 

banners and advertising is that they "ride-along" with some type of program, data, or 

2 o other information that consumers will be encouraged to download from the host 

computer 12. 

Having thus described the preferred embodiment of the invention, what is 

claimed as new and desired to be protected by Letters Patent includes the following: 
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CLAIMS: 

1. A computer-readable memory device having a computer program 

stored thereon for directing a computer to function as a telephone call management 

device, the computer program comprising: 

s means for receiving a list of phone numbers entered by a consumer; 

means for displaying on the computer at least some of the entered phone 

numbers; 

means for receiving and storing a PIC code associated with a selected telephone 

service provider; 

1 o means for permitting the consumer to select one of the displayed phone numbers 

15 

for dialing; 

means for front-loading the PIC code in front of the selected phone number and 

dialing the PIC code and selected phone number; and 

means for periodically receiving a different PIC code from a location remote from 

the computer and from someone other than the consumer for use in 

subsequent dialing. 

2. The computer-readable memory device as set forth in claim 1, the 

means for periodically receiving a different PIC code including-

2 o means for prompting the consumer to access an Internet website to re-register 

25 

the computer program, and 

means for downloading the different PIC code from the Internet website during 

the re-registration. 

3. The computer-readable memory device as set forth in claim 1, further 

including-

means for receiving a plurality of advertisements from sponsor companies, 

means for displaying selected ones of the advertisements alongside the 

displayed phone numbers, and 

3 o means for periodically receiving updated advertisements from a location remote 

from the computer for subsequent displaying. 
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4. The computer-readable memory device as set forth in claim 3, the 

means for periodically receiving updated advertisements including-

means for prompting the consumer to access an Internet website to re-register 

the computer program, and 

s means for downloading the updated advertisements from the Internet website 

during the re-registration. 

5. A computer-readable memory device having a computer program 

stored thereon for directing operation of a computer, the computer program comprising: 

1 o means for receiving a plurality of advertisements from sponsor companies; 

means for prompting a consumer to enter dates of events; 

means for selecting the advertisements that relate to each of the events; 

means for displaying on the computer reminders of the events dates before the 

actual event dates; and 

1 s means for displaying alongside the reminders of the events the advertisements 

that relate to the events. 

6. The computer-readable memory device as set forth in claim 5, further 

including means for periodically receiving updated advertisements from a location 

2 o remote from the computer for subsequent displaying. 

7. The computer-readable memory device as set forth in claim 6, the 

means for periodically receiving updated advertisements including-

means for prompting the consumer to access an Internet website to re-register 

2 s the computer program, and 

means for downloading the updated advertisements from the Internet website 

during the re-registration. 
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8. A computer-readable memory device having a computer program 

stored thereon for directing operation of a computer that has an Internet browser 

program stored thereon and that has access to an Internet search engine program, the 

computer program comprising: 

s means for receiving a plurality of advertisements from sponsor companies; 

means for selecting key words that a consumer may enter into the search engine 

and URL addresses that the consumer may enter into the browser; 

means for selecting the advertisements that relate to the key words that the 

consumer may enter into the search engine and the URL addresses that 

1 o the consumer may enter into the browser; 

15 

means for monitoring the browser and the search engine to monitor the entry of 

the selected key words and URL addresses; and 

means for displaying on the computer, when the consumer enters any of the 

selected key words and URL addresses, the advertisements that relate to 

the entered key words and URL addresses before the computer has been 

connected to the Internet. 

9. The computer-readable memory device as set forth in claim 8, further 

including means for periodically receiving updated advertisements from a location 

20 remote from the computer for subsequent displaying. 

1 O. The computer-readable memory device as set forth in claim 9, the 

means for periodically receiving updated advertisements including-

means for prompting the consumer to access an Internet website to re-register 

2 s the computer program, and 

means for downloading the updated advertisements from the Internet website 

during the re-registration. 
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US CL :379/35S, 354, 113. 114, 900, 904; 370/352, 40 l 

According to International Patent Classification (IPC) or to both national classification and IPC 

B. FIELDS SEARCHED 

Minimum documentation searched (clusification syst.cm followed by classification symbols) 

U.S. : 3191355, 354, 113. 114, 88, 112, 144, 900, 904; 370/352, 401; 707, 3, 10 

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 

Electronic data base consulted during the international search (name of data base and, where practicable, search terms used) 

APS 

C. DOCUMENTS CONSIDERED TO BE RELEVANT 

Category• Citation of document, with indication, where appropriate, of the relevant passages Relevant to claim No. 

Y US 5,668,955 A (DECIUTIIS et al.) 16 September 1997, col. 2, 1-2 
lines 26-67, col. 3, lines52-67, col. 4, lines 1-24. 

Y,P US 5,742,596 A (BARATZ et al.) 21 April 1998, Figs. 1 and 3, 1-2 
col. 2, lines 43-62. 

Y,P US 5,864,604 A (MOEN et al.) 26 January 1999, Fig. 1, col. 6, 1-2 
lines 31-61. 

Y US 5,592,537 A (MOEN) 07 January 1997, col. 5, lines 24-60. 3-4 

A,P US 5,889,845 A (STAPLES et al.) 30 March 1999 3-4 

A US 5,533,103 A (PEAVEY et al.) 02 July 1996 1-4 

'A' 

•a• 
"L' 

Further documents are listed in the continuation of Box C. 

Special c:ategorio■ of cited documont.1: 

document defining the gonoral 1tata of tho an which is not considered 
to be of particular n,lovancc 

eulior document published on or an.sr tho int.omational filins dato 

documonl wbicb lll•Y throw doubt■ on priority claim(•) or which i■ 
cit.od to 011.1bli.ab tho publication date of another citation or other 
1p«1i.al rouon ( u specified) 

document NOforring to 1111 ond di■cloauro, uao, exhibition or other 
mOll'II 

•p• document publilbod prior to tho intomatiolllll filing date but later than 
the priority dato claimed 

Date of the actual completion of the international search 

25 JUNE 1999 

Name and mailing address of the ISA/US 
Commissioner of Patents and Trademarks 
Box PCT 
Wuhington, D.C. 20231 

F11e~imile No. '703) 305-3230 

□ 
·r· 

·x· 

•y• 

Sec patent family annex. 

later document published al't.cr tho intomational filing date or priority 
date and not in conflict with tho application but cited to undoncaod 
tho principle or thoory underlying the invention 

document of particular rclovancc; the claimed invent.ioo cannot bo 
con■ idored novel or cannot be considered to involve an inventive ■tep 
whon the document ia taken alono 

document of par1icular rolovanco; tho claimed invention cannot bo 
comidorcd to involve an inventive atep whoa tho document is 
combined with ono or more other auch doc.umonra, 1w:b combination 
being obvious to • pcnon skilled in tho alt 

• & • document member of tho 111110 patent family 

Date of mailing of the international search report 

0 7 OCT 1999 
Authorized officer ""i 

JACQUES M. SAINT-SURIN \..J~-
Telenhone No. <703) 305-4760 
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INTERNATIONAL SEARCH REPORT lntcmational applieation No. 

PCT/US99/08102 

C (Continuation). DOCUMENTS CONSIDERED TO BE RELEVANT 

Category• Citation of document, with indication, where appropriate, of the relevant passages Relevant to claim No. 

A US 5,297,195 A (TIIORNE et al.) 22 March 1994 1-2 

A US 5,452,353 A (MENEZES) 19 September 1995 1-2 

A,P US 5,790,800 A (GAUVIN et al.) 04 August 1998 1-4 

A US 5,333,186 A (GUPTA) 26 July 1994 1-4 

A US 5,438,615 A (MOEN) 01 August 1995 1-4 

Form PCT/ISA/210 (continuation of second shectXJuly 1992)• 
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INTERNATIONAL SEARCH REPORT lntcmational application No. 

PCT/US99/08102 

Bos I Obaervadom where certaiD dalnu were found unsearcbablo (Continuation or item 1 or fint sheet) 

This intcmatioo.al n:p:,rt bu not beat cslablisbcd in n:spcct of cenai.a claims under Article 17(1.Xa) fur the following n:asoas: 

I. D Claims Nos.: 
bccauso they relato to subject matter not required to be searched by this Authority, namely: 

2. □ 

3. □ 

Claim■ Nos.: 
because they relate to parts of the intemational application that do not comply with the prescribed requirements to such 
an extent that no meaningful international search can be canied out, specifically: 

Claim, Noa.: 
booauao !hoy aro dcpcadcot claima and arc not dra&d in accordance with the second and third sentences of Rule 6.4(a). 

Bo1 11 Oblervadou1 where unity or Invention l1 lacking (Continuation or item 2 or first sheet) 

This lotcrnational S11arching Authority found multiple inventions in this international application, as follows: 

Plouo See Extra Sheet 

1.0 

2. □ 

3. □ 

As all required additional search fees were timely paid by the applicant, this international search report covers all searchable 
claims. 

As all searchable claims could be searched without effort justifying an additional fee, this Authority did not invite payment 
of any additional fee. 

As only some of the required additional search fees were timely paid by the applicant, this international search report covers 
only those claims for which fees were paid, specifically claims Nos.: 

No required additional search fees were timely paid by the applicant. Consequently. this international search report is 
restricted to the invention first mentioned in the claims: it is covered by claims Nos.: 

Remark on Protest D The additional search fees were accompanied by the applicant's protest. 

D No protest accompanied the payment of additional search fees. 

Form PCT/ISA/210 (continuation of first sheel(l)XJuly 1992)* 

Ex.1023 
GOOGLE LLC / Page 247 of 321



INTERNATIONAL SEARCH REPORT 

BOX II. OBSERVATIONS WHERE UNITY OF INVENTION WAS LACKING 
This ISA found multiple inventions as follows: 

International application No. 

PCT/US99/08102 

Thia applicatioa contain■ tho following inventions or groups of inventions which are not so linked as to form a single 
inventive concept under PCT Ruic 13.1. In order for all inventions to be searched, the appropriate additional search fc:os 
must be paid. 

Group I, claim(■) 1-4, drawn.to computer functioning as tolophono call management for automatic dialing. 
Oroup 11, claim(•) 5-10, drawn to management of distributed database data and tile access and retrieval 

The inventions listod as Groups I and II do not relate to a single inventive concept under PCT Ruic 13.1 because, undor 
PCT Rulo 13.2, they lack tho same or corresponding special technical features for the following reasons: Oroup l is 
drawn to a computer readable memory device having a computer functioning as a telephone call management to provide 
automatic dialing is clusificd in claas 379, subclass 355. Group II is drawn to a computer-readable memory device 
having a computer that baa an intomot browser program stored that has access to an Internet search engine program is 
classified in clua 707, subclua 10. Tho inventions arc different because the search required for Group I is not required 
for Group II and more specifically, the inventions arc unrelated. 

Form PCT/JSA/210 (extra shec:tXJuly 1992)* 

Ex.1023 
GOOGLE LLC / Page 248 of 321



.21,Cf3 
Approved for use through 07/31/2006. 0MB 0651..0031 ~1/ 

U.S. Pate_nt an~ Traderl'!ark Office:. U.~. OEPART~ENT OF COMMERCE 
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1r.NSMITTAL 

1 ~ :FORM 

ed for a11,,.l:spondence after initial filing) " .. 
"··· 

Total Number of Pages in This Submission 

Filing Date 

First Named Inventor 

Art Unit 

Examiner Name 

Attorney Docket Number 

ENCLOSURES (Check all that apply) 

□ □ □ 
After Allowance communication 

Fee Transmittal Form Drawing(s) to Technology Center (TC) 

□ □ Licensing-related Papers □ 
Appeal Communication to Board 

Fee Attached of Appeals and Interferences 

□ □ Petition □ 
Appeal Communication to TC 

AmendmenUReply (Appeal Notice, Brief, Reply Brief) 

□ □ 
Petition to Convert to a 

□ After Final Provisional Application Proprietary Information 

□ □ 
Power of Attorney, Revocation 

□ Status Letter Affidavits/decJaration(s) Change of Correspondence Address 

□ □ Terminal Disclaimer 0 Other Enclosure(s) (please 
Extension of Time Request Identify below): 

□ Express Abandonment Request □ Request for Refund I. Retwn pos+-ca.rd. 
[0 Information Disclosure Statement □ CD, Number of CD(s) 

□ 
Certified Copy of Priority 

Remarks 

Document(s) 

□ 
Response to Missing Parts/ AUG 3. 1 2004 
Incomplete Application 

er. 

□ 
Response to Missing Parts Technology Center 2100 
under 37 CFR 1.52 or 1.53 

Firm 
or 
Individual name 

Signature 

Date 

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 

CERTIFICATE OF TRANSMISSION/MAILING 

I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on 
the date shown below. 

Typed or printed name 

Signature 
Date 

This collection of information is required by 37 CFR 1.5. he information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to 2 hours to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. 00 NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, ca/11-800-PT0-9199 and select option 2. 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

Wendy W. Koba, Esq. 
P.O. Box 556 
Springtown, Pennsylvania 18081 

In re U.S. Patent of: Marc W. Kauffman et al. 
Application No. 09/734,220 
Filed: December 11, 2000 
U.S. Publication No. 2002/0073084 
Published: June 13, 2002 
For: SEAMLESS ARBITRARY DATA 

INSERTION FOR STREAMING 
MEDIA 

) 
) 
) 
) 
) 
) 
) 
) 

Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 

NOTIFICATION OF 
IDENTIFICATION OF PRIOR 
ART IN LATE PROTEST 
UNDER 37 C.F.R. § 1.291(a) 

The protest filed April 28, 2004 under 37 C.F.R. § l .29l(a) was filed after the June 13, 2002, 
publication date of the application. 

Because the protest was filed after publication of the application it is untimely and it is not being 
entered in the application file. The original protest is enclosed with this letter and the duplicate 
copy submitted by the protestor is being discarded . (MP EP § 1901. 06) 

If appropriate, Applicant may wish to consider submitting prior a.ti from the protest pursuant to 37 
C.F.R. § 1.97 and 37 C.F.R. § 1.56 during the prosecution of the application. 

?'--LL _Q___ ol~f:= 
Pinchus M. Laufer 
Special Programs Examiner 
Technology Center 2100 
Computer Architecture, Software, and Information Security 
(703) 306-4160 

Enc: Protest ( 4 pages) 
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UNITED STA TES PATENf AND TRADEMARK OFFICE 

Wendy W. Koba, Esq. 
P.O. Box 556 
Springtown, Pennsylvania 18081 

In re U.S. Patent of Marc W. Kauffman et al. 
Application No. 09/734,220 
Filed: December 11, 2000 
U.S. Publication No. 2002/0073084 
Published: June 13, 2002 
For: SEAMLESS ARBITRARY DATA 

INSERTION FOR STREAMING 
MEDIA 

) 
) 
) 
) 
) 
) 
) 
) 

Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 

MA-:c.1.-.e:T::> 

AUG 1 2 2004 

NOTIFICATION OF 
IDENTIFICATION OF PRIOR 
ART IN LATE PROTEST 
UNDER 37 C.F.R. § 1.291(a) 

The protest filed April 28, 2004 under 37 C.F.R. § 1.291(a) was filed after the June 13, 2002, 
publication date of the application. 

Because the protest was filed after publication of the application it is untimely and it is not being 
entered in the application file. The original protest is enclosed with this letter and the duplicate 
copy submitted by the protest or is being discarded . (MPEP § 1901. 06) 

If appropriate, Applicant may wish to consider submitting prior art from the protest pursuant to 3 7 
C.F.R. § 1.97 and 37 C.F.R. § 1.56 during the prosecution of the application. 

Pinchus M. Laufer 
Special Programs Examiner 
Technology Center 2100 
Computer Architecture, Software, and Information Security 
(703) 306-4160 

Enc: Protest (4 pages) 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR 

09/734,220 12/11/2000 Marc W. Kauffman 

• 
UNITED STATES DEPARTMENT OF COMMERCE 
United Sillies Patent and Trademark Office 
Address: COMMISSIONER FOR PA TENTS 

P.O. Box 1450 
Al"-"'1lllria, Vi,ginia 22313-1450 
www.wp10.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

D2487 5436 

1590 

Wendy W. Koba, Esq. 
PO Box 556 
Springtown, PA 18081 

06/01/2004 EXAMINER 

DUONG, THOMAS 

ART UNIT PAPER NUMBER 

2143 

DATE MAILED: 06/01/2004 

Please find below and/or attached an Office communication concerning this application or proceeding. 

PTO-90C (Rev. 10/03) 
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Office Action Summary 

Application No. 

09/734,220 

Examiner 

Applicant(s) 

KAUFFMAN ET AL. 

Art Unit 

Thomas Duong 2143 

-· The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -· 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE l MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 
- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[2] Responsive to communication(s) filed on 11 December 2000. 

2a)O This action is FINAL. 2b)l2l This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)(2] Claim(s) 1-30 is/are pending in the application. 

4a) Of the above daim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)(2] Claim(s) 1-30 is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)(2] The specification is objected to by the Examiner. 

10)12] The drawing(s) filed on 14 May 2002 is/are: a)C2l accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f}. 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) C2] Notice of References Cited (PT0-892) 

2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) 12] Information Disclosure Statement(s) (PT0-1449 or PTO/SB/08) 
Paper No(s)/Mail Date J. 

4) 0 Interview Summary (PT0-413) 
Paper No(s)/Mail Date. __ . 

5) 0 Notice of Informal Patent Application (PT0-152) 
6) 0 Other: __ . 

U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 6 
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• • 
Application/Control Number: 09/734,220 

Art Unit: 2143 

Page 2 

DETAILED ACTION 

Drawings 

1. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 

feature of the invention specified in the claims. Therefore, the limitations of claim 1 must 

be shown or the feature(s) canceled from the claim(s). No new matter should be 

entered. 

A proposed drawing correction or corrected drawings are required in reply to the Office 

action to avoid abandonment of the application. Please provide drawings (such as state 

diagrams) showing the steps described in the specification. The objection to the 

drawings will not be held in abeyance. 

Claim Rejections -35 USC§ 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 

3. 

A person shall be entitled to a patent unless -

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-30 are rejected under 35 U.S.C. 102(e) as being anticipated by Capek et al. 

(US006094677 A). 

4. With regard to claims 1 and 21, Capek reference discloses, 
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Application/Control Number: 09/734,220 

Art Unit: 2143 

• 
Page 3 

• a first cache (insertion repository 22) for storing a received alternative media file; 

(Capek, col.7, lines 17-25, lines 39-47; module 22, fig.2; Capek teaches of an 

insertion repository that stores data (multimedia, advertisements, 

announcements, etc.) to be inserted in the data stream delivered to the 

requested client) 

• a second cache (server 26) for storing a streaming multimedia file; (Capek, col.7, 

lines 17-25; module 26, fig.2; Capek teaches of a server that stores data 

(multimedia, program material, etc.) to be delivered to the requested client) 

• a control unit (insertion manager 20) for receiving as a first input a control signal 

from said first cache and generating as an output a switching control signal 

indicative of the presence or absence of a complete file being stored in said first 

cache; and (Capek, col.7, lines 17-25, lines 39-47; module 20, fig.2; Capek 

teaches of an insertion manager that insert data (multimedia, advertisements, 

announcements, etc.) to be delivered to the requested client) 

• a switching mechanism (control mechanism), responsive to said control unit 

switching output signal, said first cache and said second cache for providing as 

an output, directed o the at least one end-user, a stream selected one of' said 

first cache, said streaming multimedia file and said second cache, as controlled 

by said switching output signal from said control unit. (Capek, col.9, lines 6-24; 

Capek teaches of a control mechanism that interact with and control the insertion 

of data (multimedia, advertisements, announcements, etc.) delivered to the 

requested client) 

5. With regard to claims 2-3 and 22-23, Capek reference discloses, 
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Application/Control Number: 09/734,220 

Art Unit: 2143 

• 
Page 4 

• wherein the control signal output from the first cache indicates that a complete 

alternative file is stored and is ready for transmission to the predetermined at 

least one end-user. or will be ready in time to transmit. (Capek, col. 7, lines 17-25, 

lines 39-47; Capek teaches of complete insertions of data to be delivered to the 

requested client) 

6. With regard to claims 4-9, Capek reference discloses, 

• wherein the switching mechanism supplies as an output the streaming 

multimedia file in the absence of a signal from the control unit that an alternative 

file is ready to transmit. (Capek, col.9, lines 6-24; Capek teaches of a control 

mechanism that interact with and control the insertion of data (multimedia, 

advertisements, announcements, etc.) delivered to the requested client) 

7. With regard to claims 10-11, Capek reference discloses, 

• wherein the alternative file is defined as an advertisement file. (Capek, col.7, 

lines 17-25, lines 39-47; col.7, line 66- col.8, line 10; col.8, lines 11-14; Capek 

teaches of an insertion repository that stores data (multimedia, advertisements, 

announcements, etc.) to be inserted in the data stream delivered to the 

requested client) 

8. With regard to claims 12-20, Capek reference discloses, 

• wherein the arrangement is disposed at a local point of presence in a 

communication network. (Capek, col. 7, lines 26-37) 

9. With regard to claims 24-30, Capek reference discloses, 

• wherein in performing step d), switching from said streaming multimedia file to 

said alternative file when recognizing that an alternative file is available. (Capek, 

col.9, lines 6-24; Capek teaches of a control mechanism that interact with and 
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Application/Control Number: 09/734,220 

Art Unit: 2143 

• 
Page 5 

control the insertion of data (multimedia, advertisements, announcements, etc.) 

delivered to the requested client) 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to applicant's 

disclosure: 

• Merriman et al. (US005948061A) 

• Day et al. (US005996015A) 

11. Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Thomas Duong whose telephone number is 703/305-1886. The 

examiner can normally be reached on M-F 7:30AM - 4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, David A Wiley can be reached on 703/308-5221. The fax phone numbers for 

the organization where this application or proceeding is assigned are 703/872-9306 for 

regular communications and 703/872-9306 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 

should be directed to the receptionist whose telephone number is 703/305-3900. 

Thomas Duong (AU2143) 

May 17, 2004 

0~ LEY 
SUPERVISORY PATENT EXAMINER 

TECHNOLOGVCENTER2100 

Ex.1023 
GOOGLE LLC / Page 257 of 321



Notice of References Cited 

* 
Document Number Date 

Country Code-Number-Kind Code MM-YYYY 

A US-6,094,677 A .. 07-2000 

B US-5,948,061 A ' 09-1999 

C US-5,996,015 A I 11-1999 -· 
D US-5,961,593 A . 10-1999 

E US-6,516,338 B1 . 02-2003 

F US-5,983,267 A 11-1999 

G US-6,606,644 B1 I 08-2003 

H US-6,266,681 B1 \ 07-2001 

I US-6,564,243 81 , 05-2003 

J US-6,477,575 B1 \ 11-2002 

K US-6, 138,142 A l 10-2000 

L US-6,496,857 B1 ( 12-2002 

M US-

* 
Document Number Date 

Country Code-Number-Kind Code MM-YYYY 

N 

0 
', 

p 

Q 

R 

s 

T 

Application/Control No. 

09ll34,220 

Examiner 

Thomas Duong 

U.S. PATENT DOCUMENTS 

Name 

Capek et al. 

Merriman et al. 

Day et al. 

Gabberet al. 

Landsman et al. 

Shklar et al. 

Ford et al. 

Guthrie, John 

Yedidia et al. 

Koeppel et al. 

Linsk, Steven J. 

Dustin et al. 

FOREIGN PATENT DOCUMENTS 

Country 

NON-PATENT DOCUMENTS 

Name 

Applicant(sYPatent Under 
Reexamination 
KAUFFMAN ET AL 

Art Unit 

2143 
Page 1 of 1 

Classification 

709/219 

709/219 

709/226 

709/219 

709/203 

709/217 

709/203 

715/501.1 

709/203 

709/224 

709/203 

709/219 

Classification 

* Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages) 

u 

V 

w 

X 

. A copy of this reference 1s not being furnished with this Office action. (See MPEP § 707.0S(a).) 
Oates in MM-YYYY format are publication dates. Classifications may be US or foreign. 

U.S. Patent a.rd Trademarl< Office 

PTO-892 (Rev. 01-2001) Notice of References Cited Part of Paper No. 6 

Ex.1023 
GOOGLE LLC / Page 258 of 321



Please type a plus sign(+) inside this box ➔ D PTO/SB/08A (08-00) + 
Approved for use through 10/31/2002. 0MB 0651-0031 

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
Under the Paoerwork Reduction Ad of 1995 no oersons are n:,nuired to resMnd to a colledion of infonnation unless it contains a valid 0MB control number. 

r. Complete if Known " Substitute for fonn 1449A/PTO . 
Application Number oq I,., 34 aclo •• E. J~ INFORMATION DISCLOSURE Filing Date i:ill loo 

, '? c-6 
\ STATEMENT BY APPLICANT First Named Inventor ),<r, l I r - (l 

O ~ \ t tt\\\\ \, (use as many sheets as necessary) 
Group Art Unit Al7I 
Examiner Name Na\- \le_-f- n :-sif\neA ~, I I of I 7)::Jc.!81u \.$}Sheet Attorney Docket Number 

,,J 

,SJ}/ 
,oATENT ~ "§··. 

+ 

Examiner Cite 
Initials" No. 1 

0-
ifJr 

ro 
W) 

w-
~ 

Examiner Cite 
Initials· No.1 

Examiner 
Signature 

U.S. PATENT DOCUMENTS 
U.S. Patent Document Date of Publication o1 Name of Patentee or Applicant 

Number 
Kind Code' of Cited Document Cited Document 
(;r known) MM-DD-YYYY 

•~s-i<.i, au._, 'J-li0ll(nn n l..:J 1"11 IQQt. 
c "lut4,,., i --• .! ~.j.. al {\(.o 6 ;i ,qqa 
•,~ 0 'SA~I ,n ~ o ""n Pl n \ . oq al ,qc;a 
sc t I.I 80(.o I n lo ,-r-j mn n ,:,.i, a.I. oq 0'1 1QC 1q 
SC qc.i, OlS 'i'\0~1 P-l a.I. II ~nl .1qc ~Q 

(-, c:'.> q "4 Cl 17 "' - \ - II t<9J.. ,., I (1? ':1:s' :uxt> 
I I . 

FOREIGN PATENT DOCUMENTS 
Foreian Patent Document 

Name of Patentee or Date of Publication of 

Office3 Number' 
Kind Code5 
(if known) Applicant of Cited Document Cited Document 

MM-DD-YYYY 

Date 
Considered 

Pages. Columns. Lines. 
Where Relevant 

Passages or Relevant 
FiQures Aooear 

~ ..,., 
~ :s,. .~ 
cS ~ ,...) 

-~ ~ n1 - ...- ~.,. -
~ r:::=. rn 
~ 0 LJ 
"1 
~ 

Pages. Columns, Lines, 
Where Relevant 

Passages or Relevant 
Finures Aooear T6 

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through cita ·on if not in confonnance and not 
considered. Include copy of this form with next communication to applicant. 
1 Unique citation designation number. 2 See attached Kinds of U.S. Patent Documents. 3 Enter Office that issued the document, by the two-letter 
oode (WIPO Standard ST.3). 4 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial 
number of the patent document. 5 Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if 
possible. 6 Applicant is to place a check mark here if English language Translation is attached. 

Burden Hour Statement: This form is estimated to take 2.0 hours to complete. Time will vary depending upon the needs of the individual case. Any comments on 
the amount of time you are required to complete this form should be sent to the Chief Information Officer, U. S. Patent and Trademark Office, Washington. DC 20231. 
DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant CommissiOner for Patents, Washington, DC 20231. 

Ex.1023 
GOOGLE LLC / Page 259 of 321



J. ' 

-

• Please type a plus sign(+) inside this box ➔ □ • PTOISBI08A {08--00) + 
Approved for use through 10/31/2002. 0MB 0651-0031 

U.S. Patent and Trademar1c Office: U.S. DEPARTMENT OF COMMERCE 
Under the Panerwor1c Reduction Act of 1995 no oersons are ronuired to resoond to a collection of information unless it contains a valid 0MB control number. 

r. Complete if Known " Substitute forfonn 1449A/PTO 
, 

Application Number oq/73 1 ' aa.o 
J~ INFORMATION DISCLOSURE Filing Date I .::i I I I 00 

/,<? t: c-, ~ STATEMENT BY APPLICANT First Named Inventor 1-<a 1 ,r1 ""':.- r1 
Group Art Unit ? l~'t;, ( C 1 1\\\}\ ii 

~~ 

I ~\ C, 
(use as many sheets as necessary) Examiner Name 1-sla\.- \le+ ('\ <:;_~j l'\npr{ 

. ~- I I of I 7) a'--18 '7 u · 1i..$J$heet Attorney Docket Number 
,J .~y 

PATENT~ "YSY· 
-

+ 

Examiner Cite 
Initials' No.' 

'.j) 

~ 

n>-
i"iJ 
U?}-
~ 

Examiner Cite 
Initials' No.1 

Examiner 
Signature 

U.S. PATENT DOCUMENTS 
U.S. Patent Document Date of Publication of 

Kind Code' 
Name of Patentee or Applicant 

Cited Document 
Number 

(if known) 
of Cited Document 

MM-DD-YYYY 

.c::si (J, au t./ }· :Pll<na n ,~1 1,1,ao, .. 
."i'llnl4t'7 .onl ... .1 ei al f',C., "d,.J ,qqg 
SRO'5P.:il '\n'lli0.An ,c:,l. n \. oq o-i lqQP. 
sqYBOlD\ fO,o,..ri mn n e_+ a.I. oQ O'l ,qqq 
SQquOl5 i\0,1 p.J. 0..1. II ~l"\I 1qq,q 
ILi OQ-4 <I 17 fJ!" 1-.. I( t°-l 1"11 {YI as I :u:tXJ 

I 

FOREIGN PATENT DOCUMENTS 
Foreign Patent Document 

Name of Patentee or Date of Publication of 

Office3 Number 
Kind Code5 
(if known) 

Applicant of Cited Document Cited Document 
MM-DD-YYYY 

Date 
Considered 

Pages. Columns. lines. 
\II/here Relevant 

Passages or Relevant 
Fiaures An,.,.._,,, 

~ ""f'I 
g. ~ rn 
c5 So n 
~ 1--" rn - ,..... / -
~ ~ m 
c:o .... 0 ~.) 
rv 
$2, 

Pages, Columns, Lines, 
Where Relevant 

Passages or Relevant T6 Fiaures A<>n,,ar 

~-

•EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through cita ·on if not in conformance and not 
considered. Include copy of this fOITTl with next communication to applicant. 

' Unique citatiOn designation number. 2 See attached Kinds of U.S. Patent Documents. 3 Enter Office that issued the document. by the two-letter 
code (WIPO Standard ST.3). • For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial 
number of the patent document. ~ Kind of document by the appropriate symbols as indicated on the document under WIPO Standard ST. 16 if 
possible. 6 Applicant is to place a check mark here if English language Translation is attached. · 

Burden Hour Statement: This form is estimated to take 2.0 hours to complete. Time will vary depending upon the needs of the individual case. Any comments on 
the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark Office. Washington, DC 20231. 
DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents. Washington. DC 20231. 

Ex.1023 
GOOGLE LLC / Page 260 of 321



L 
Number 
1 

Search History 

Hits Search Text DB 

9 ("6496857" "6138142" "6477575" "6564243" USPAT 
"5961593" "6266681" "6606644" "5983267" 
"6516338") .pn. 

6 ("5586264" "5761417" "5805821" "5948061" USPAT 
"5996015" "6094677") .pn. 

530 709/231.ccls. USPAT 

8 ((stream$6 near6 (media$6 multime$6 USPAT 
audio$6 video$6)) with (alternat$6 with 
comple$6)) 

2854 ((stream$6 near6 (media$6 data$6 USPAT 
multime$6 audio$6 video$6)) with 
(alternat$6)) 

2364 ((stream$6 near6 (media$6 data$6 USPAT 
multirne$6 audio$6 video$6)) nearl2 
(alternat$6)) 

56 ((stream$6 near6 (media$6 data$6 USPAT 
rnultime$6 audio$6 video$6)) with 
(alternat$6 with cornple$6)) 

560 ((stream$6 near6 (media$6 data$6 USPAT 
rnultirne$6 audio$6 video$6)) near12 
(alternat$6)) and ((comple$6 same 
(switch$6 manag$6))) 

21 ("4879849" I "4895376" I "5083271" I USPAT 
"5333272" I "5498003" I "5522018" I 
"5555354" I "5608850" I "5633993" I 
"5662526" I "5680524" I "5702307" I 
"5734805" I "5736982" I "5737619" I 
"5764912" I "5850225" I "5854897" I 
"5862337" I "5919045" I "5978841") .PN. 

11 6094677.URPN. USPAT 

92 ((stream$6 near6 (media$6 data$6 USPAT 
multime$6 audio$6 video$6)) near12 
(alternat$6)) and ((cornple$6 same 
(switch$6 manag$6))) and bill$6 

4 ( ("5586264" "5761417" "5805821" "5948061" USPAT 
"5996015" "6094677") .pn.) and bill$6 

Sfl7f04 7:07:32 PM Pagel 

Time stamp 

2004/05/17 
19:05 

2004/05/16 
18:28 
2004/05/16 
17: 44 
2004/05/16 
17: 54 

2004/05/16 
17:55 

2004/05/16 
17:55 

2004/05/16 
17:58 

2004/05/16 
18:24 

2004/05/16 
18:06 

2004/05/16 
18:08 
2004/05/16 
18:25 

2004/05/16 
18:28 

C:\APPS\EAST\Workspaces\09734220 - Seamless arbitrary data insertion for streaming media.wsp 

Ex.1023 
GOOGLE LLC / Page 261 of 321



• • 
·IN THE UNITED STATES 

PATENT AND TRADEMARK OFFICE 

Inventors: Marc W. Kauffinan 
Jonathan Fellows 

Serial No. 091734, 220 

Filing Date 3/21/01 

Case No. D2487 

Title: Seamless Arbitrary Data Insertion for Streaming Media 

Attention: Official Draftperson 

SIR: 

COMMISSIONER FOR PATENTS 
WASHINGTON, D.C. 20231 

SUBMITTAL OF FORMAL DRAWINGS 

Enclosed please find two(2) sheets of Fonnal drawings for the above-identified 

application. Applicants believe that these drawings are in accordance with the 

requirements of PTO-1474. However, if the Official Draftperson detennines that any 

changes are needed, he is requested to contact the undersigned to avoid any delay in the 

prosecution of this application. 

Date: _ _,_t./+/-'-a _3 .._/ O_d-.._ 

Att: - Fonnal Drawings (2 sheets) 

Respectfully, ~ 

By: ~bf!ft. u). 
Wendyw.i<o;Esq. 
Reg. No. 30509 
Attorney for Application 

*S 
--f D, 

D '{ (-2.1 I""{ 
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UNITED STATES PATENT AND TR6-DEMARK OFFICE 

APPLICATION NUMBER 

09/734,220 

·:wendy W. Koba, Esq. 
PO Box 556 
Springtown, PA 18081 

FILING/RECEIPT DA TE 

12/11/2000 

COMMISSJONER FOR PATEN'TS 
UNITED STATES PATEi'o'T ANO TRADEMARK OFFICE 

Yc'A.SHINC"ION, 0.C. 20231 
www.uspto.gov 

FIRST NAMED APPLICANT ATTORNEY DOCKET NUMBER I 
Kauffman D2487 

CONFIRMATION NO. 5436 
FORMALITIES LETTER 

11uim m1111 D~ Di DI Oil ml Oil u~ um Iii ~~I um llil um I Ill IOI 
*OC000000005703035* 

Date Mailed: 02/05/2001 

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION 

FILED UNDER 37 CFR 1.53(b) 

Filing Date Granted 

An application number and filing date have been accorded to this application. The item(s) indicated below, 
however, are missing. Applicant is given TWO MONTHS from the date of this Notice within which to file all 
required items and pay any fees required below to avoid abandonment. Extensions of time may be obtained 
by filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a). 

• The oath or declaration is missing. 
• To avoid abandonment, a late filing fee or oath or declaration surcharge as set forth in 37 CFR 1.16(e) 

of $130 for a non-small entity, must be submitted with the missing items identified in this letter. 

• The balance due by applicant is $ 130. 

, copy of this notice MUST be returned with the reply. 

Customer S ce Center 
Initial Patent Examination Division (703) 308-1202 

PART 2 - COPY TO BE REruRNED WITH RESPONSE 

03/23/2001 AWOHDAFl 00000033 09734220 

01 FC:105 130.00 OP 
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• 
IN THE UNITED STATES 

PATENT AND TRADEMARK OFFICE 

PATENT APPLICATION 

Inventors: Marc W. Kauffman 
Jonathan Fellows 

Case D2487 

Serial No. 09/734,220 Filed 12/11/00 

Group Art Unit 2171 Examiner Not Yet Assigned 

Title Seamless Arbitrary Data Insertion for Streaming Media 

COMMISSIONER FOR PATENTS 
WASHINGTON, D.C. 20231 

SIR: 

SUBMISSION OF MISSING PARTS OF APPLICATION UNDER 37 C.F.R. 1.53 

This is in response to a NOTICE OF MISSING PARTS OF APPLICATION 

dated February 5, 2001. Enclosed are the following items for filing in the above­

referenced application: 

1. Declaration and Power of Attorney, executed by the applicants on March 7, 

2001 and February 17, 2001 respectively. 

2. Assignment Recordation Cover Sheet 

3. Assignment and Agreement, executed by the applicants on March 7,-2001 and 

March 17, 2001 respectively. 

4. Response copy of NOTICE OF MISSING PARTS OF APPLICATION. 

A check in the amount of $170.00 accompanies this response as payment for both 

the SURCHARGE of$130.00 for late filing of the above document as well as a 

payment of $40.00 for recordation of the Assignment. 
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• Erdogan 11-38-4 

Having now complied with all of the requirements of 37 CFR 1.53, applicants 

respectfully request that this application be placed upon the files for examination. 

Date: 3/cil IOI 

2 

Respectfully submitted, 

Marc W. Kauffman 
Jonathan Fellows 

By: Jirhof:·tr'~ 
Attorney for applicants 
Reg. No. 30509 
610-346-7112 
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Pa tent Application for: 

EXPRESS MAIL 

CERTIFICATE OF MAILING 

Applicants: ~arc. W. K~ftm a..n 
.::Jona..t-"an Fe\\ows 

Atty. No: D cl 4i1 

Title: Sea.m \e.ss Arbitro..r'i D a.J.o. Inser+,on for 
~-tre..u.m ,· ~ t'Y)e._dia.. 

I hereby certify that this correspondence is being deposited with the United States 

Postal Service with sufficient postage as EXPRESS MAIL in an envelope addressed 

to 

Commissioner for Patents 

Washington, D.C. 20231 

On ____ 3...._j~_l....;..lo_\"--__ _ 

EXPRESS MAIL TRACKING NO. t;. F 17 a~J?:tu,9 US 

T:,·pe or Print name of person signing this certificate: Wend1 W. Koba,, CSi5. 

Sign a tu re: __ u~Jm ............ v'A=--f-~...:;;..;...:.-_..~"""":J-L"-==------
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·1; ·, 

name. 

IN THE UNITED STATES 
PATENT AND TRADEMARK OFFICE 

Declaration and Power of Attorney 

As the below named inventor, I hereby declare that: 

D2487 

My residence, post office address and citizenship are as stated below next to my 

I believe I am the original, first and joint inventor of the subject matter which is 
claimed and for which a patent is sought on the invention entitled Seamless Arbitrary Data 
Insertion for Streaming Media the specification of which was filed on December 11, 2000, 
as application Serial No. 09/734, 220. 

I hereby state that I have reviewed and understand the contents of the above identified 
specification, including the claims, as amended by an amendment, if any, specifically 
referred to in this oath or declaration. 

I acknowledge the duty to disclose all information known to me which is material to 
patentability as defined in Title 37, Code of Federal Regulations, 1.56. 

I hereby claim foreign priority benefits under Title 35, United States Code, 119 of any 
foreign application(s) for patent or inventor's certificate listed below and have also identified 
below any foreign application for patent or inventor's certificate having a filing date before 
that of the application on which priority is claimed: 

None 

I hereby claim the benefit under Title 35, United States Code, 120 of any United 
States application(s) listed below and, insofar as the subject matter of each of the claims of 
this application is not disclosed in the prior United States application in the manner provided 
by the first paragraph of Title 35, United States Code, 112, I acknowledge the duty to 
disclose all information known to me to be material to patentability as defined in Title 37, 
Code of Federal Regulations, 1.56 which became available between the filing date of the 
prior application and the national or PCT international filing date of this application: 

None 

I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section I 001 of Title 18 of the 
United States Code and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 
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I hereby appoint the following attomey(s) with full power of substitution and 
revocation, to prosecute said application, to make alterations and amendments therein, to 
receive the patent, and to transact all business in the Patent and Trademark Office connected 
therewith: 

Wendy W. Koba, Esq.-Reg. No. 30509 (610)-346-7112 

All written communication should be addressed to: 

Wendy W. Koba, Esq. 

PO Box 556 

Springtown, PA 18081 

I hereby appoint the attomey(s) on ATTACHMENT A as associate attomey(s) in the 
aforementioned application, with full power solely to prosecute said application, to make 
alterations and amendments therein, to receive the patent, and to transact all business in the 
Patent and Trademark Office connected with the prosecution of said application. No other 
powers are granted to such associate attomey(s) and such associate attomey(s) are 
specifically denied any power of substitution or revocation. 

Full name of I st joint inventor: Marc W. Kauffman 

Inventor's signature ~ ~ 
Residence: Encinitas, San Diego Co:ty ,alifumia 

Citizenship: United States of America 

Post Office Address: 961 Olive Crest Drive 
Encinitas, California 92024 

Date J/7/41 
j 
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Full name of 2nd joint inventor: Jonathan Fellows 

Inventor's signature ~~ 
Residence: Del Mar, San Diego County, California 

Citizenship: United States of America 

Post Office Address: 13161 Shalimar Place 
Del Mar, California 92014 

D2487 

Date I ? ~ J, 6 I 
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ATTACHMENT A 

Attorney Name(s): Wendy W. Koba Reg. No.: 

Telephone calls should be made to Wendy W. Koba at: 

Phone No.: 610-346-7112 

Fax No.: 610-346-8189 

All written communications are to be addressed to: 

Wendy W. Koba, Esq. 

P.O. Box 556 

Springtown, PA 18081-0556 

D2487 

30509 
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IN THE UNITED STATES 
PATENT AND TRADEMARK OFFICE 

Patent Application 

Inventor 

Case: 

Marc Kauffman 
Jonathan Fellows 

Serial No. 

D2487 

09/734,220 Group Art Unit 21 71 

Filing Date 12/11 /00 

Title: Seamless Arbitrary Data Insertion For Streaming Media 

SIR: 

COMMISSIONER OF PATENTS 
WASHINGTON, D.C. 20231 

INFORMATION DISCLOSURE STATEMENT 

a} 

I 
§ 

f 
N 

In accordance with 37 CFR l.97(b), the enclosed Information Disclosure 0 
0 

Statement, with attached reference(s), is submitted for consideration in the above-

identified application. 

Copies of listed documents are enclosed. 

NO FEE IS REQUIRED. 

Date: __ ;;,-/...a..;7/f-"o ...... ,_ 

Respectfully, /. L...--
By: IA~~~ 
Wendy W. Koba, Esq. 

Reg. No. 30509 

Attorney for Applicant 

Att: - Information Disclosure Statement with attachment(s) 
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SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING MEDIA 

Technical Field 

The present invention relates to a methodology for inserting data such as 

5 advertising in streaming media and, more particularly, to a method for inserting such data 

at arbitrary locations along the stream. 

Background of the Invention 

Traditional methods of delivery of multimedia data to end users fall into two 

10 categories: 1) broadcast industry methods and 2) computer industry methods. Broadcast 

methods (including motion picture, cable, television network, and record industries) 

generally provide storage in the form of analog or digitally recorded tape. The playing 

of tapes causes isochronous data streams to be generated which are then moved through 

broadcast industry equipment to the end user. Computer methods generally provide 

15 storage in the form of disks, or disks augmented with tape, and record data in compressed 

digital formats such as DVI, JPEG and MPEG. On request, computers deliver non­

isochronous data streams to the end user, where hardware buffers and special application 

code smooths the data streams to enable continuous viewing or listening. 

20 

"Streaming media" is now considered to be a term of art and defines the 

capability to download multimedia files in real time ( or "near real" time) and play the file 

on an end-user device, such as through a set-top box on a television or on a computer 

display device. 

In the current state of the technology, it is possible to also download 

advertisements (or other media) to end users once the video or other presented material in 

25 the stream is completed. The need to "wait" until the end of the program thus limits the 

number, as well as the duration of advertisements that can be presented to end users. 

Thus, a need remains in the art for an arrangement capable of inserting other 

video sources into a streaming media download. 
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Summary of the Invention 

The need remaining in the art is addressed by the present invention, which relates 

to a methodology for inserting data such as advertising in streaming media and, more 

particularly, to a method for inserting such data at arbitrary locations along the stream. 

5 In accordance with the present invention, a "caching inserter" system is disposed 

at a local point of presence (POP) which intercepts a video stream destined for an end 

user. When insertion of advertising ( or other information - such as a "news" bulletin 

weather infonnation, for example) is desired, the video stream is stored/buffered at the 

local POP and the advertisement is played. When the ad is completed, the first stream is 

10 then played out of the buffer. Once the video has begun to enter and fill the buffer (that 

is, once an ad is inserted in the stream), the buffer must remain in the signal path for the 

duration of the video stream. 

In an alternative embodiment of the present invention, the ad may first be loaded 

into a buffer at the POP and once the ad has begun, the concatenation point of the video 

15 stream can be appended to the end of the advertisement file. In this case, the length of 

the advertisement need not be monitored and no further action is required, since the video 

stream will simply re-commence when the ad is finished. 

The POP where the advertisement cache is located could be at any convenient 

place along the signal path between the information source(s) and the end-user. For 

example, the advertisement cache could be at the headend, or at a FTTH node in a 

neighborhood. At the extreme, the advertisement cache could be part of a set-top box at 

the end-user location. Obviously, the location of the advertisement cache then affects the 

number of separate end users that can receive the same advertisement. Particularly, the 

further upstream the advertisement cache is located, the greater the broadcast potential of 

25 a particular ad. Advantageously, however, judicious location and control of various 

advertisement contents can be incorporated into the present invention such that content 

can be targeted to particular end users. 

It is an advantage of a particular arrangement of the present invention that the 

requirement of passing an advertisement stream through a cache allows for various 

30 statistics to be collected at the POP, such as the number of times a particular ad is played, 

the number of end users that viewed the ad, the time of day and day of week the ad was 

2 
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played, etc. Such infonnation can then be collected by a billing system and used to 

derive price infonnation for use with the advertisement suppliers. 

Various other features and advantages of the present invention will become 

apparent during the course of the following discussion and by reference to the 

5 accompanying drawings. 

Brief Description of the Drawings 

Referring now to the drawings, 

FIG. 1 is a system-level block diagram illustrating the capability of inserting 

10 advertisement into streaming multimedia in accordance with the present invention; 

FIG. 2 contains two separate diagrams of media stream, one including 

advertisement as a prefix and the other including advertisement embedded within the 

multimedia stream; and 

FIG. 3 illustrates an exemplary cache/inserter arrangement that may be utilized to 

15 implement the arrangement of the present invention. 

Detailed Description 

An exemplary architecture for supporting the insertion of an alternative message 

into streaming multimedia in accordance with the present invention is illustrated in FIG. 

1. For the purposes of discussion, the ''alternative message" will be referred to as an 

"advertisement" and, in one embodiment, may be advertisements that are targeted to the 

interests of the specific subscriber/end-user (hereinafter referred to simply as an "end-

user"), where the phrase "end-user" is considered to include both a single end-user and a 

group of end-users (as in the case of a "multicast"/"broadcast"). However, it is to be 

25 understood that various other types of messages may also be inserted into a streaming 

multimedia download. For example, news or weather emergency messages may be 

inserted, if warranted, into an on-going multimedia stream. 

Referring to FIG. 1, an end-user 10 is depicted as a residential end-user that is 

capable of receiving multimedia infonnation through either a television 12 (using a set-

30 top box 14 or other appropriate residential gateway device) or a computer terminal 16 

(including appropriate software to convert the received files and play them on the display 

3 
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of computer 16). In a preferred architecture, a coaxial cable connection 18 is used to 

provide communication between end-user 10 and a head-end, or local distribution 

network 20 (alternatively, connection 18 may comprise a DSL connection or a wireless 

connection). Although not depicted in the diagram of FIG. 1, local distribution network 

5 20 is similarly connected to a multiplicity of end-users and, in fact, may be connected to 

these users in a tree-and-branch architecture. For conventional communications, local 

distribution network 20 is connected through one or more links 22 (in most cases, optical 

fiber links) to a data network 24 (which may be referred to as the Internet). Multiple 

sources of information, resident on servers, are connected through their own links to data 

10 network 24, and other sources are likewise interconnected and are able to communicate 

with each other using data network 24. For the purposes of the present discussion, one 

such multimedia server 26 and a communication link 28 are shown in FIG. I as 

connected to data network 24, where the content stored on multimedia server 26 is thus 

accessible by end-user 10. In a conventional use of this arrangement, end-user 10 would 

15 send a request through local distribution network 20 and into data network 24 for one or 

more multimedia files to be downloaded and "played" on one of his devices (for 

example, television 12 or computer 16). A link would be established between end-user 

10 and the appropriate multimedia server 26 holding the file requested by the end-user. 

With the link established, the requested file is "streamed" down the communication links 

20 to end-user 10 in a continuous fashion, allowing for uninterrupted viewing ( of, for 

example, a movie, music video, or the like) of the multimedia content of the file. 

In accordance with the present invention, additional components have been 

implemented in the communication path to allow for advertisements ( or other messages, 

as mentioned above) to be inserted in streaming multimedia in a seamless fashion, that is, 

25 without the need to "wait" for predetermined time slots or breaks in the multimedia 

stream. Referring to FIG. 1, a "caching inserter" 30, located in a local point-of-presence 

(POP) 32 along the path between data network 24 and local distribution network 20 

functions to monitor incoming streaming multimedia along link 34 and insert, as 

discussed in detail below, an advertisement, at a location along the stream. The 

30 advertisement medium itself may be resident on a separate advertisement content server 

36 coupled by a separate data link 38 to data network 24. A "rule" server 40 is shown in 

4 
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FIG. 1 and may be used to direct particularly advertising content to specific end-users, 

where rule server 40 interacts with caching insert 30, as shown in FIG. 1. In order to 

control payment for the advertisement insertion service, a separate billing system 42 may 

also be associated with caching inserter 30. 

5 In operation, a specific end-user first requests a particular multimedia file to be 

accessed and streamed into one of his devices. Referring to FIG. 1, such a request first 

passes through caching inserter 30 and then enters data network 24, which seeks out a 

specific server 26 holding the desired multimedia file. In order to identify a flow that 

contains streaming multimedia content, caching server 26 may detect a request or, 

10 through examination of the, content of the flow, detect the download of a multimedia file. 

Once caching inserter 30 receives the initial request, the identity of end-user 10 may be 

forwarded to rule server 40 that can then access its internal database to determine the type 

of advertisement ( or other information) that would most likely be of interest to that user. 

For example, end-user 10 may be interested in antique cars and that information would be 

15 stored in "rule" server 40, along with the IP address( es) of servers holding advertisement 

information related to antique cars. Rule server 40 then sends the IP address information 

back to caching inserter 30 which then accesses data network 34 to retrieve a particular 

advertisement multimedia file (from, for example, advertising content server 36). The 

retrieved advertisement file is then forwarded to and cached at caching inserter 30. 

In accordance with the present invention, once caching inserter 30 has an 

advertisement file available ( either stored, or available as a stream from the 

advertisement server), the incoming (requested) multimedia file destined for end~user 10 

can be cached, and the advertisement multimedia file streamed in its place to end-user 10 

in a seamless manner. The multimedia file itself is not stopped at any point, but is 

25 continuously cached by caching inserter 30 as it is received from streaming media server 

26. At the end of the advertisement file, the stored multimedia stream is played out and, 

for the duration of the stream, will continue to pass through a cache, since there will 

continue to be a time delay between the incoming stream to caching inserter 30 and the 

outgoing stream to end-user 10 (the "delay" being the length of the inserted 

30 advertisement). Since the end time of the advertisement is known by caching inserter 30, 

the streaming multimedia file can merely be appended to the end of the advertisement, 
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allowing the playing of the requested file to recommence in a seamless manner without 

further action required by caching inserter 30. 

As shown in FIG. 1, a billing system 42 may be included in the arrangement and 

configured to receive input information from caching inserter 30. That is, billing system 

5 42 may be used to collect information regarding the identity of the various advertisement 

files that are requested and the number of times each file is requested. Other information, 

such as the time of day of the request, day of the week, etc., may also be collected. This 

information is useful both for the supplier of the advertisements and for billing the 

advertisement for the supplied service (e.g., the identity of the end-user(s) viewing the 

10 advertisement, the number oftimes a particular ad is requested in a day/week, etc.). 

Although only one such end-user is shown in FIG. I, it is to be understood that 

caching inserter 30 of the present invention is to be used with multiple users, where rule 

server 40 includes in a database information of a plurality of known end-users and is 

capable of requesting various types of files that are pertinent to different end-users. 

15 Moreover, caching inserter 30 itself is capable of caching any desired number of separate 

advertisements and controlling the insertion of the advertisements in the proper streaming 

multimedia files, while at the same time caching and then controlling the sending out of 

the cached multimedia files to the appropriate end-users. 

In one embodiment of the present invention, the multimedia stream will begin to 

20 reach the end-user before an advertisement is inserted, as represented by diagram A in 

FIG. 2. In this case, an initial header slot 50 is understood by the receiving device (set­

top box or computer) as the requested multimedia file. The receiving device is then 

properly configured to play the streaming multimedia file, which follows as segment 52 

of diagram A. At some point along the playing of the file, an advertisement is inserted as 

25 segment 54 and the remainder of the multimedia stream, represented as segment 56, is 

appended to the end of the advertisement, as discussed above. In one example, a timing 

signal in the multimedia file may be used as a "trigger" to initiate the insertion of the 

adveristment into the stream. Alternatively, the advertisement may simply be cached and 

held until the end of the multimedia stream, as shown in diagram B of FIG. 2, or played 

30 as the initial segment (between the header and the streaming multimedia), as shown in 

diagram C. In any alternative, additional bytes may be added to the beginning and end of 
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the advertisement file to create a "fade in" and "fade out" between the advertisement and 

requested multimedia stream, where such fading is considered to be more acceptable by 

the end-user than a sharp break between the independent streams. 

FIG. 3 illustrates an exemplary caching inserter 30 that may be used in the system 

5 of the present invention as described above in association with FIG. 1. Included within 

caching inserter 30 is a first cache 60 used to store an incoming specific advertisement 

file, designated as stream A, from advertisement content server 60. A second cache 62 is 

used to store the incoming multimedia stream, designated as stream MM, where as 

discussed above, cache 62 is used to store incoming stream MM once advertisement 

IO stream A has begun to be "played out" toward end-user I 0. An analyzer 64 is included in 

the communication path between the network (which may be data network 24, local 

distribution network 20, or any other communication network, since caching inserter 30 

may be disposed at any appropriate location along the path between the various 

multimedia servers and end-users) and end-user 10. Analyzer 64 will detect when a 

15 multimedia stream has been received, determine the associated protocol and rate, and 

transmit this information to a timing and control unit 66. Other control inputs to timing 

and control unit 66 are from advertising content (first) cache 60 and multimedia content 

(second) cache 62, where control unit 66 uses the input from these caches to determine 

the proper stream to be played out to end-user 10. For example, unless and until a full 

advertisement file is loaded in first cache 60, multimedia stream MM can be played 

coupled in real time to end-user 10, indicated as position (1) of switch 67 of inserter 30. 

When control unit 66 receives a particular indication from first cache 60 (such as "EOF" 

received), it knows that advertisement stream A is ready to be played out and multimedia 

stream MM can be held. A signal is then sent from timing and control unit 66 to switch 

25 67, requesting the switch to move to position (2), allowing the cached advertisement 

stream A to be sent to end-user 10. Once this process begins, multimedia stream MM 

will begin to be stored in second cache 62. When timing and control unit 66 receives a 

command that the end of the advertisement has been reached, a signal to move switch 67 

to position (3) will be sent, allowing the cached multimedia stream to be sent to end-user 

30 10. If the advertisement is inserted at the beginning of or during the multimedia stream, 

the received multimedia stream will need to be stored in, then played out of, second 
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cache 62 for the duration of the multimedia file. A rate and/or format transcoder 68 may 

also be included in the signal path between first cache 60 and end-user 10 to insure that 

the advertisement is transmitted at the same data rate and format as the requested 

multimedia file, where this information has previously been retrieved by analyzer 64, or 

5 by some other means. 

While the arrangement as described above illustrates the various servers as being 

in geographically disparate locations, it is to be understood that one or more may be co­

located. Additionally, as noted above, the caching inserter of the present invention may 

be disposed at any location between the various content servers and the end-user. Indeed, 

10 various other modifications to the arrangement as described above will occur to those 

skilled in the art and are considered to fall within the spirit and scope of the present 

invention as defined by the claims appended hereto. 
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What is claimed is: 

1. An arrangement for inserting an alternative media file into a streaming 

2 multimedia file destined for at least one predetermined end-user, the arrangement 

3 comprising 

4 a first cache for storing a received alternative media file; 

5 a second cache for storing a streaming multimedia file; 

6 a control unit for receiving as a first input a control signal from said first cache 

7 and generating as an output a switching control signal indicative of the presence or 

8 absence of a complete file being stored in said first cache; and 

9 a switching mechanism, responsive to said control unit switching output signal, 

10 said first cache and said second cache for providing as an output, directed to the at least 

11 one end-user, a stream selected one of said first cache, said streaming multimedia file and 

12 said second cache, as controlled by said switching output signal from said control unit. 

2. The arrangement as defined in claim 1 wherein the control signal output from 

2 the first cache indicates that a complete alternative file is stored and is ready for 

3 transmission to the predetermined at least one end-user, or will be ready in time to 

4 transmit. 

3. The arrangement as defined in claim 1 wherein the control signal output from 

2 the first cache indicates that an alternative file is available to be streamed to said first 

3 cache from an external server and is ready to begin transmission to the predetermined at 

4 least one end-user. 

4. The arrangement as defined in claim 1 wherein the switching mechanism 

2 supplies as an output the streaming multimedia file in the absence of a signal from the 

3 control unit that an alternative file is ready to transmit. 

5. The arrangement as defined in claim 1 wherein the switching mechanism 

2 supplies as an output the cached alternative file stored in said first cache in response to a 

3 signal from the control unit that an alternative file is ready to transmit. 
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6. The arrangement as defined in claim I wherein the control signal input to said 

2 control unit indicates that the alternative media file transfer to the predetermined at least 

3 one end-user is completed, the control unit thereafter supplying a switching output signal 

4 to said switching mechanism request said switching mechanism to supply as the output 

5 the cached streaming multimedia file. 

7. The arrangement as defined in claim 1 wherein the arrangement further 

2 comprises 

3 a billing system coupled to the control unit for receiving information from said 

4 control unit regarding the identity of each alternative media file transmitted, the identity 

5 of the at least one end-user, and related statistics regarding the transmission of various 

6 alternative media files to a plurality of different end-users. 

8. The arrangement as defined in claim 7 wherein the related statistics include the 

2 number of times each alternative media file is requested during a predetermined period of 

3 time. 

1 

2 

9. The arrangement as defined in claim 7 wherein the related statistics includes 

the time of day and date that each alternative media file is requested. 

10. The arrangement as defined in claim 1 wherein the alternative file is defined 

2 as an advertisement file. 

11. The arrangement as defined in claim 1 wherein the alternative file is defined 

2 as an emergency information file. 

1 

12. The arrangement as defined in claim 1 wherein the arrangement is disposed at 

2 a local point of presence in a communication network. 

1 13. The arrangement as defined in claim 12 wherein the arrangement is disposed 

2 at a headend location in an HFC communication network. 
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14. The arrangement as defined in claim 12 wherein the arrangement is disposed 

2 between a wide area data network and a local distribution network. 

15. The arrangement as defined in claim 12 wherein the arrangement is disposed 

2 between a telecommunications central office and a DSL communication network. 

1 16. The arrangement as defined in claim 12 wherein the arrangement is disposed 

2 between a telecommunications central office and wireless communication network. 

17. The arrangement as defined in claim 12 wherein the arrangement is disposed 

2 in a communications device at an end-user location. 

18. The arrangement as defined in claim 17 wherein the communications device 

2 comprises a set-top box. 

19. The arrangement as defined in claim 17 wherein the communications device 

2 comprises a residential gateway device. 

20. The arrangement as defined in claim 1 wherein the arrangement further 

2 comprises a rule server for retrieving information related to the predetermined at least 

3 one end-user and selecting the alternative media file based on said retrieved information 

4 and the specific content of the streaming multimedia file. 

21. A method of inserting an alternative media file in a streaming multimedia file 

2 destined for a predetermined end-user, the method comprising the steps of: 

3 a) storing a selected alternative multimedia file in a first cache at a local point of 

4 presence; 

5 b) establishing a communication link between said streaming multimedia file and 

6 said predetermined end-user; 

7 c) transmitting said streaming multimedia file to said end-user; 
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8 d) switching transmission from said streaming multimedia file to said alternative 

9 media file stored in said first cache; 

10 e) storing in a second cache said streaming multimedia file received during the 

11 transmission of said alternative media file; and 

12 f) upon completion of said alternative media file, accessing said second cache and 

13 resuming transmission of the cached streaming multimedia file. 

2 

22. The method as defined in claim 21 wherein in performing step a), the 

following steps are performed: 
,., 
.) 

4 

al) receiving a request from a predetermined end-user for a streaming multimedia 

file; 

5 

6 

7 

8 

9 

10 

11 

1 

a2) accessing a rule server with the identity of said end-user, content provider 

and/or content identity; 

a3) using said identity to select an appropriate type of alternative file for said 

predetermined end-user and retrieving location information regarding said selected 

alternative file; 

a4) sending a request for file transfer from a server storing said selected 

alternative file to the first cache. 

23. The method as defined in claim 21 wherein in performing step a), the 

2 following steps are performed: 

3 a 1) detecting the start of a streaming multimedia flow; 

4 a2) accessing a rule server with the identity of said end-user, content provider 

5 and/or content identity; 

6 a3) using said identity to select an appropriate type of alternative file for said 

7 predetermined end-user and retrieving location information regarding said selected 

8 alternative file; 

9 a4) sending a request for file transfer from a server storing said selected 

10 alternative file to the first cache. 
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24. The method as defined in claim 21 wherein in performing step d), switching 

2 from said streaming multimedia file to said alternative file when recognizing that an 

3 alternative file is available. 

25. The method as defined in claim 21 wherein in performing step d), switching 

2 from said streaming multimedia file to said alternative file at the beginning of said 

3 multimedia file. 

26. The method as defined in claim 21 wherein in performing step d), switching 

2 from said streaming multimedia file to said alternative file at the end of said multimedia 

3 file. 

27. The method as defined in claim 21 wherein in performing step d), switching 

2 from said streaming multimedia file to said alternative file at any location during 

3 transmission of said multimedia file. 

28. The method as defined in claim 21 wherein in performing step d), providing 

2 transition segments between the streaming multimedia file and the alternative file. 

29. The method as defined in claim 28 wherein the transition segments provide 

2 "fade in" and "fade out" between said files. 

30. The method as defined in claim 21 wherein in performing step d), switching 

2 from said streamlining multimedia file to said alternative file based on a timing signal 

3 embedded in said streaming multimedia file. 

13 
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Abstract of the Disclosure 

An arrangement for inserting advertisement media into a streaming multimedia 

file destined for an end-user uses a caching inserter including a first cache for storing a 

loaded advertisement file and a second cache for holding the streaming multimedia file 

5 that needs to be buffered as the advertisement file is sent to the end-user. The 

advertisement file may be inserted at the beginning of the multimedia file, the end, or at 

any point during the stream. Once the advertisement begins to be sent to the end-user, 

the incoming multimedia stream is cached and then is played out of the cache once the 

advertisement has ended. As a result of the time delay associated with the advertisement, 

10 the remainder of the multimedia file must be cached then played out until the stream is 

complete. 

14 
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SEAMLESS ARBITRARY DATA INSERTION FOR STREAMING MEDIA 

Technical Field 

The present invention relates to a methodology for inserting data such as 

5 advertising in streaming media and, more particularly, to a method for inserting such data 

at arbitrary locations along the stream. 

Background of the Invention 

Traditional methods of delivery of multimedia data to end users fall into two 

IO categories: I) broadcast industry methods and 2) computer industry methods. Broadcast 

methods (including motion picture, cable, television network, ~d record industries) 

generally provide storage in the form of analog or digitally recorded tape. The playing 

i = 15 .w 

of tapes causes isochronous data streams to be generated which are then moved through 

broadcast industry equipment to the end user. Computer methods generally provide 

storage in the form of disks, or disks augmented with tape, and record data in compressed 

digital formats such as DVI, JPEG and MPEG. On request, computers deliver non­

isochronous data streams to the end user, where hardware buffers and special application 

code smooths the data streams to enable continuous viewing or listening. 

~= "Streaming media" is now considered to be a term of art and defines the 

20 capability to download multimedia files in real time (or "near real" time) and play the file 

on an end-user device, such as through a set-top box on a television or on a computer 

display device. 

In the current state of the technology, it is possible to also download 

advertisements ( or other media) to end users once the video or other presented material in 

25 the stream is completed. The need to "wait" until the end of the program thus limits the 

number, as well as the duration of advertisements that can be presented to end users. 

Thus, a need remains in the art for an arrangement capable of inserting other 

video sources into a streaming media download. 
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Summary of the Invention 

The need remaining in the art is addressed by the present invention, which relates 

to a methodology for inserting data such as advertising in streaming media and, more 

particularly, to a method for inserting such data at arbitrary locations along the stream. 

5 In accordance with the present invention, a "caching inserter" system is disposed 

at a local point of presence (POP) which intercepts a video stream destined for an end 

user. When insertion of advertising ( or other information - such as a "news" bulletin 

weather information, for example) is desired, the video stream is stored/buffered at the 

local POP and the advertisement is played. When the ad is completed, the first stream is 

l O then played out of the buffer. Once the video has begun to enter and fill the buffer (that 

is, once an ad is inserted in the stream), the buffer must remain in the signal path for the 

duration of the video stream. 

In an alternative embodiment of the present invention, the ad may first be loaded 

into a buffer at the POP and once the ad has begun, the concatenation point of the video 

stream can be appended to the end of the advertisement file. In this case, the length of 

the advertisement need not be monitored and no further action is required, since the video 

stream will simply re-commence when the ad is finished. 

The POP where the advertisement cache is located could be at any convenient 

place along the signal path between the information source(s) and the end-user. For 
~= 
~20 example, the advertisement cache could be at the headend, or at a FTTH node in a 

neighborhood. At the extreme, the advertisement cache could be part of a set-top box at 

the end-user location. Obviously, the location of the advertisement cache then affects the 

number of separate end users that can receive the same advertisement. Particularly, the 

further upstream the advertisement cache is located, the greater the broadcast potential of 

25 a particular ad. Advantageously, however,judicious location and control of various 

advertisement contents can be incorporated into the present invention such that content 

can be targeted to particular end users. 

It is an advantage of a particular arrangement of the present invention that the 

requirement of passing an advertisement stream through a cache allows for various 

30 statistics to be collected at the POP, such as the number of times a particular ad is played, 

the number of end users that viewed the ad, the time of day and day of week the ad was 

2 
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played, etc. Such information can then be collected by a billing system and used to 

derive price information for use with the advertisement suppliers. 

Various other features and advantages of the present invention will become 

apparent during the course of the following discussion and by reference to the 

5 accompanying drawings. 

Brief Description of the Drawings 

Referring now to the drawings, 

FIG. 1 is a system-level block diagram illustrating the capability of inserting 

10 advertisement into streaming multimedia in accordance with the present invention; 

FIG. 2 contains two separate diagrams of media stream, one including 

advertisement as a prefix and the other including advertisement embedded within the 

multimedia stream; and 

FIG. 3 illustrates an exemplary cache/inserter arrangement that may be utilized to 

implement the arrangement of the present invention. 

Detailed Description 

An exemplary architecture for supporting the insertion of an alternative message 

into streaming multimedia in accordance with the present invention is illustrated in FIG. 

1. For the purposes of discussion, the "alternative message" will be referred to as an 

"advertisement" and, in one embodiment, may be advertisements that are targeted to the 

interests of the specific subscriber/end-user (hereinafter referred to simply as an "end-

user"), where the phrase "end-user" is considered to include both a single end-user and a 

group of end-users (as in the case of a "multicast"f'broadcast"). However, it is to be 

25 understood that various other types of messages may also be inserted into a streaming 

multimedia download. For example, news or weather emergency messages may be 

inserted, if warranted, into an on-going multimedia stream. 

Referring to FIG. 1, an end-user 10 is depicted as a residential end-user that is 

capable of receiving multimedia information through either a television I 2 (using a set-

30 top box 14 or other appropriate residential gateway device) or a computer terminal 16 

(including appropriate software to convert the received files and play them on the display 

3 
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of computer 16). In a preferred architecture, a coaxial cable connection 18 is used to 

provide communication between end-user 10 and a head-end, or local distribution 

network 20 (alternatively, connection 18 may comprise a DSL connection or a wireless 

connection). Although not depicted in the diagram of FIG. 1, local distribution network 

5 20 is similarly connected to a multiplicity of end-users and, in fact, may be connected to 

these users in a tree-and-branch architecture. For conventional communications, local 

distribution network 20 is connected through one or more links 22 (in most cases, optical 

fiber links) to a data network 24 (which may be referred to as the Internet). Multiple 

sources of information, resident on servers, are connected through their own links to data 

10 network 24, and other sources are likewise interconnected and are able to communicate 

with each other using data network 24. For the purposes of the present discussion, one 

such multimedia server 26 and a communication link 28 are shown in FIG. 1 as 

connected to data network 24, where the content stored on multimedia server 26 is thus 

accessible by end-user 10. In a conventional use of this arrangement, end-user 10 would 

send a request through local distribution network 20 and into data network 24 for one or 

more multimedia files to be downloaded and "played" on one of his devices (for 

example, television 12 or computer 16). A link would be established between end-user 

10 and the appropriate multimedia server 26 holding the file requested by the end-user. 

t20 
With the link established, the requested file is "streamed" down the communication links 

to end-user 10 in a continuous fashion? allowing for uninterrupted viewing ( of, for 

example, a movie, music video, or the like) of the multimedia content of the file. 

In accordance with the present invention, additional components have been 

implemented in the communication path to allow for advertisements (or other messages, 

as mentioned above) to be inserted in streaming multimedia in a seamless fashion, that is, 

25 without the need to "wait" for predetermined time slots or breaks in the multimedia 

stream. Referring to FIG. I, a "caching inserter" 30, located in a local point-of-presence 

(POP) 32 along the path between data network 24 and local distribution network 20 

functions to monitor incoming streaming multimedia along link 34 and insert, as 

discussed in detail below, an advertisement, at a location along the stream. The 

30 advertisement medium itself may be resident on a separate advertisement content server 

36 coupled by a separate data link 38 to data network 24. A "rule" server 40 is shown in 

4 
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FIG. I and may be used to direct particularly advertising content to specific end-users, 

where rule server 40 interacts with caching insert 30, as shown in FIG. 1. In order to 

control payment for the advertisement insertion service, a separate billing system 42 may 

also be associated with caching inserter 30. 

5 In operation, a specific end-user first requests a particular multimedia file to be 

accessed and streamed into one of his devices. Referring to FIG. 1, such a request first 

passes through caching inserter 30 and then enters data network 24, which seeks out a 

specific server 26 holding the desired multimedia file. In order to identify a flow that 

contains streaming multimedia content, caching server 26 may detect a request or, 

IO through examination of the. content of the flow, detect the download of a multimedia file. 

Once caching inserter 30 receives the initial request, the identity of end-user 10 may be 

forwarded to rule server 40 that can then access its internal database to determine the type 

of advertisement ( or other information) that would most likely be of interest to that user. 

W 15 
~ 

For example, end-user 10 may be interested in antique cars and that information would be 

stored in "rule" server 40, along with the IP address( es) of servers holding advertisement 

information related to antique cars. Rule server 40 then sends the IP address information 

back to caching inserter 30 which then accesses data network 34 to retrieve a particular 

advertisement multimedia file (from, for example, advertising content server 36). The 

ri,J 
FIJ 

retrieved advertisement file is then forwarded to and cached at caching inserter 30. 

In accordance with the present invention, once caching inserter 30 has an 

advertisement file available (either stored, or available as a stream from the 

advertisement server), the incoming (requested) multimedia file destined for end-user I 0 

can be cached, and the advertisement multimedia file streamed in its place to end-user I 0 

in a seamless manner. The multimedia file itself is not stopped at any point, but is 

25 continuously cached by caching inserter 30 as it is received from streaming media server 

26. At the end of the advertisement file, the stored multimedia stream is played out and, 

for the duration of the stream, will continue to pass through a cache, since there will 

continue to be a time delay between the incoming stream to caching inserter 30 and the 

outgoing stream to end-user IO (the "delay" being the length of the inserted 

30 advertisement). Since the end time of the advertisement is known by caching inserter 30, 

the streaming multimedia file can merely be appended to the end of the advertisement, 

5 
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allowing the playing of the requested file to recommence in a seamless manner without 

further action required by caching inserter 30. 

As shown in FIG. 1, a billing system 42 may be included in the arrangement and 

configured to receive input information from caching inserter 30. That is, billing system 

5 42 may be used to collect information regarding the identity of the various advertisement 

files that are requested and the number of times each file is requested. Other information, 

such as the time of day of the request, day of the week, etc., may also be collected. This 

information is useful both for the supplier of the advertisements and for billing the 

advertisement for the supplied service (e.g., the identity of the end-user(s) viewing the 

10 advertisement, the number of times a particular ad is requested in a day/week, etc.). 

Although only one such end-user is shown in FIG. 1, it is to be understood that 

~ 15 +:, 

caching inserter 30 of the present invention is to be used with multiple users, where rule 

server 40 includes in a database information of a plurality of known end-users and is 

capable of requesting various types of files that are pertinent to different end-users. 

Moreover, caching inserter 30 itself is capable of caching any desired number of separate 

advertisements and controlling the insertion of the advertisements in the proper streaming ru 
multimedia files, while at the same time caching and then controlling the sending out of 

the cached multimedia files to the appropriate end-users. 

In one embodiment of the present invention, the multimedia stream will begin to 

reach the end-user before an advertisement is inserted, as represented by diagram A in 

FIG. 2. In this case, an initial header slot 50 is understood by the receiving device (set­

top box or computer) as the requested multimedia file. The receiving device is then 

properly configured to play the streaming multimedia file, which follows as segment 52 

of diagram A. At some point along the playing of the file, an advertisement is inserted as 

25 segment 54 and the remainder of the multimedia stream, represented as segment 56, is 

appended to the end of the advertisement, as discussed above. In one example, a timing 

signal in the multimedia file may be used as a "trigger" to initiate the insertion of the 

adveristment into the stream. Alternatively, the advertisement may simply be cached and 

held until the end of the multimedia stream, as shown in diagram B of FIG. 2, or played 

30 as the initial segment (between the header and the streaming multimedia), as shown in 

diagram C. In any alternative, additional bytes may be added to the beginning and end of 

6 
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the advertisement file to create a "fade in" and "fade out" between the advertisement and 

requested multimedia stream, where such fading is considered to be more acceptable by 

the end-user than a sharp break between the independent streams. 

FIG. 3 illustrates an exemplary caching inserter 30 that may be used in the system 

5 of the present invention as described above in association with FIG. I. Included within 

caching inserter 30 is a first cache 60 used to store an incoming specific advertisement 

file, designated as stream A, from advertisement content server 60. A second cache 62 is 

used to store the incoming multimedia stream, designated as stream MM, where as 

discussed above, cache 62 is used to store incoming stream MM once advertisement 

IO stream A has begun to be "played out" toward end-user I 0. An analyzer 64 is included in 

the communication path between the network (which may be data network 24, local 

distribution network 20, or any other communication network, since caching inserter 30 

may be disposed at any appropriate location along the path between the various 

multimedia servers and end-users) and end-user 10. Analyzer 64 will detect when a 

multimedia stream has been received, determine the associated protocol and rate, and 

transmit this information to a timing and control unit 66. Other control inputs to timing 

and control unit 66 are from advertising content (first) cache 60 and multimedia content 

(second) cache 62, where control unit 66 uses the input from these caches to determine 

the proper stream to be played out to end-user I 0. For example, unless and until a full 

advertisement file is loaded in first cache 60, multimedia stream MM can be played 

coupled in real time to end-user 10, indicated as position (I) of switch 67 of inserter 30. 

When control unit 66 receives a particular indication from first cache 60 (such as "EOF" 

received), it knows that advertisement stream A is ready to be played out and multimedia 

stream MM can be held. A signal is then sent from timing and control unit 66 to switch 

25 67, requesting the switch to move to position (2), allowing the cached advertisement 

stream A to be sent to end-user 10. Once this process begins, multimedia stream MM 

will begin to be stored in second cache 62. When timing and control unit 66 receives a 

command that the end of the advertisement has been reached, a signal to move switch 67 

to position (3) will be sent, allowing the cached multimedia stream to be sent to end-user 

30 10. If the advertisement is inserted at the beginning of or during the multimedia stream, 

the received multimedia stream will need to be stored in, then played out of, second 
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cache 62 for the duration of the multimedia file. A rate and/or format transcoder 68 may 

also be included in the signal path between first cache 60 and end-user 10 to insure that 

the advertisement is transmitted at the same data rate and format as the requested 

multimedia file, where this information has previously been retrieved by analyzer 64, or 

5 by some other means. 

While the arrangement as described above illustrates the various servers as being 

in geographically disparate locations, it is to be understood that one or more may be co­

located. Additionally, as noted above, the caching inserter of the present invention may 

be disposed at any location between the various content servers and the end-user. Indeed, 

IO various other modifications to the arrangement as described above will occur to those 

skilled in the art and are considered to fall within the spirit and scope of the present' 

invention as defined by the claims appended hereto. 

8 
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What is claimed is: 

1. An arrangement for inserting an alternative media file into a streaming 

multimedia file destined for at least one predetermined end-user, the arrangement 

comprising 

a first cache for storing a received alternative media file; 

a second cache for storing a streaming multimedia file; 

0/2487 

a control unit for receiving as a first input a control signal from said first cache 

and generating as an output a switching control signal indicative of the presence or 

absence of a complete file being stored in said first cache; and 

~12 

a switching mechanism, responsive to said control unit switching output signal, 

said first cache and said second cache for providing as an output, directed to the at least 

one end-user, a stream selected one of said first cache, said streaming multimedia file and 

said second cache, as controlled by said switching output signal from said control unit. 
~ 

~ 
?. a 
5~ 

ru 
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4 

2. The arrangement as defined in claim 1 wherein the control signal output from 

the first cache indicates that a complete alternative file is stored and is ready for 

transmission to the predetermined at least one end-user, or will be ready in time to 

transmit. 

3. The arrangement as defined in claim I wherein the control signal output from 

the first cache indicates that an alternative file is available to be streamed to said first 

cache from an external server and is ready to begin transmission to the predetermined at 

least one end-user. 

4. The arrangement as defined in claim 1 wherein the switching mechanism 

2 supplies as an output the streaming multimedia file in the absence of a signal from the 

3 control unit that an alternative file is ready to transmit. 

5. The arrangement as defined in claim 1 wherein the switching mechanism 

2 supplies as an output the cached alternative file stored in said first cache in response to a 

3 signal from the control unit that an alternative file is ready to transmit. 
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6. The arrangement as defined in claim I wherein the control signal input to said 

2 control unit indicates that the alternative media file transfer to the predetermined at least 

3 one end-user is completed, the control unit thereafter supplying a switching output signal 

4 to said switching mechanism request said switching mechanism to supply as the output 

5 the cached streaming multimedia file. 

2 
,., ., 
4 

5 

6 

1 

2 
,., ., 

2 

2 

7. The arrangement as defined in claim 1 wherein the arrangement further 

comprises 

a billing system coupled to the control unit for receiving information from said 

control unit regarding the identity of each alternative media file transmitted, the identity 

of the at least one end-user, and related statistics regarding the transmission of various 

alternative media files to a plurality of different end-users. 

8. The arrangement as defined in claim 7 wherein the related statistics include the 

number of times each alternative media file is requested during a predetermined period of 

time . 

9. The arrangement as defined in claim 7 wherein the related statistics includes 

the time of day and date that each alternative media file is requested. 

10. The arrangement as defined in claim 1 wherein the alternative file is defined 

as an advertisement file. 

11. The arrangement as defined in claim I wherein the alternative file is defined 

2 as an emergency information file. 

12. The arrangement as defined in claim 1 wherein the arrangement is disposed at 

2 a local point of presence in a communication network. 

13. The arrangement as defined in claim 12 wherein the arrangement is disposed 

2 at a headend location in an HFC communication network. 

IO 
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14. The arrangement as defined in claim 12 wherein the arrangement is disposed 

2 between a wide area data network and a local distribution network. 

r 
15. The arrangement as defined in claim 12 wherein the arrangement is disposed 

2 between a telecommunications central office and a DSL communication network. 

16. The arrangement as defined in claim 12 wherein the arrangement is disposed 

2 between a telecommunications central office and wireless communication network. 

2 

17. The arrangement as defined in claim 12 wherein the arrangement is disposed 

in a communications device at an end-user location. 

18. The arrangement as defined in claim 17 wherein the communications device 

comprises a set-top box. 

19. The arrangement as defined in claim 17 wherein the communications device 

comprises a residential gateway device. 

fit 
;,d, 20. The arrangement as defined in claim I wherein the arrangement further 

2 comprises a rule server for retrieving information related ~o the predetermined at least 

3 one end-user and selecting the alternative media file based on said retrieved information 

4 and the specific content of the streaming multimedia file. 

21. A method of inserting an alternative media file in a streaming multimedia file 

2 destined for a predetermined end-user, the method comprising the steps of: 

3 a) storing a selected alternative multimedia file in a first cache at a local point of 

4 presence; 

5 b) establishing a communication link between said streaming multimedia file and 

6 said predetermined end-user; 

7 c) transmitting said streaming multimedia file to said end-user; 

11 
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8 d) switching transmission from said streaming multimedia file to said alternative 

9 media file stored in said first cache; 

10 e) storing in a second cache said streaming multimedia file received during the 

11 transmission of said alternative media file; and 

12 f) upon completion of said alternative media file, accessing said second cache and 

13 resuming transmission of the cached streaming multimedia file. 

2 

22. The method as defined in claim 21 wherein in performing step a), the 

following steps are performed: 
.., 
.) 

4 

a 1) receiving a request from a predetermined end-user for a streaming multimedia 

file; 

5 

6 

7 

8 

9 

10 

11 

a2) accessing a rule server with the identity of said end-user, content provider 

and/or content identity; 

a3) using said identity to select an appropriate type of alternative file for said 

predetermined end-user and retrieving location information regarding said selected 

alternative file; 

a4) sending a request for file transfer from a server storing said selected 

alternative file to the first cache. 

23. The method as defined in claim 21 wherein in performing step a), the 

2 following steps are performed: 

3 al) detecting the start of a streaming multimedia flow; 

4 a2) accessing a rule server with the identity of said end-user, content provider 

5 and/or content identity; 

6 a3) using said identity to select an appropriate type of alternative file for said 

7 predetermined end-user and retrieving location information regarding said selected 

8 alternative file; 

9 a4) sending a request for file transfer from a server storing said selected 

IO alternative file to the first cache. 

12 
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24. The method as defined in claim 21 wherein in performing step d), switching 

2 from said streaming multimedia file to said alternative file when recognizing that an 

3 alternative file is available. 

25. The method as defined in claim 21 wherein in performing step d), switching 

2 from said streaming multimedia file to said alternative file at the. beginning of said 

3 multimedia file. 

2 

3 

2 
,, ., 

2 

2 

26. The method as defined in claim 21 wherein in performing step d), switching 

from said streaming multimedia file to said alternative file at the end of said multimedia 

file. 

27. The method as defined in claim 21 wherein in performing step d), switching 

from said streaming multimedia file to said alternative file at any location during 

transmission of said multimedia file. 

28. The method as defined in claim 21 wherein in performing step d), providing 

transition segments between the streaming multimedia file and the alternative file. 

29. The method as defined in claim 28 wherein the transition segments provide 

"fade in" and "fade out" between said files. 

30. The method as defined in claim 21 wherein in performing step d), switching 

2 from said streamlining multimedia file to said alternative file based on a timing signal 

3 embedded in said streaming multimedia file. 

13 
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Abstract of the Disclosure 

An arrangement for inserting advertisement media into a streaming multimedia 

file destined for an end-user uses a caching inserter including a first cache for storing a 

loaded advertisement file and a second cache for holding the streaming multimedia file 

5 that needs to be buffered as the advertisement file is sent to the end-user. The 

advertisement file may be inserted at the beginning of the multimedia file, the end, or at 

any point during the stream. Once the advertisement begins to be sent to the end-user, 

the incoming multimedia stream is cached and then is played out of the cache once the 

advertisement has ended. As a result of the time delay associated with the advertisement, 

IO the remainder of the multimedia file must be cached then played out until the stream is 

complete. 

14 
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