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Instituted Grounds

IPR2023-0048 (’414 Patent)

Claims Challenged Basis Applied References

1–7, 9–14 35 U.S.C. § 103 Frerichs, Kawasaki, Kauffman

DI, 7
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Agenda

► The ’414 Patent

► The Applied Art does not Render Obvious the “Information Taken” Limitations

► The Applied Art does not Render Obvious the “Recording” (Caching) Limitations

► No Motivation to Combine

► The Applied Art does not Render Obvious the Dependent Claims
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The ’414 Patent

EX1001, 1

EX1001, Abstract
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’414 Patent Exemplary Claim

EX1001, Claim 1 
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Agenda

► The ’414 Patent

► The Applied Art does not Render Obvious the “Information Taken” Limitations

► The Applied Art does not Render Obvious the “Recording” (Caching) Limitations

► No Motivation to Combine

► The Applied Art does not Render Obvious the Dependent Claims



Patent Owner’s Demonstrative Exhibit – Not Evidence 7

Kawasaki does not disclose “information taken” from a message

 Claim 1 requires information “taken” from a 
message.  A server uses that taken information to 
determine an advertisement.

 The proper construction of “taken” requires 
information that was actually in a message.

 Kawasaki outputs numbers that indicate whether a 
message matches a pre-defined category.  The 
number and the pre-defined category are not taken 
from a message.

 Kawasaki sends servers (for ad selection) user 
profiles that are generated based on the numeric 
match ratings.  The profiles are even further 
removed from messages—not taken from messages.

Patent

EX1001, Claim 1 
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Petitioner’s Dr. Houh incorrectly construed “taken” because he 
misread the specification

Patent Owner’s Dr. Malek 

EX2009, ¶ 63POR at 7
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Petitioner’s Dr. Houh incorrectly construed “taken” because he 
misread the specification

Petitioner’s Reply:  no rebuttal
See Reply at 1-6

Patent Owner’s Dr. Malek 

EX2009, ¶ 64

POR at 7
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Petitioner relies on data derived—not taken —from a message

Petitioner’s Reply

Reply at 11

Patent Owner’s Dr. Malek

EX2009, ¶  83

POR at 21-23
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Information taken from a message = data that was in a message

Patent Owner’s Dr. Malek

EX2009, ¶¶  57-58

POR at 3-4
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Data taken from a message 
doesn’t have to be the entirety of the message

Petitioner’s Reply

Reply at 3-4

Reply at 5

EX1028, 39:8-40:5, 
see also 44:11-45:2 (phone number), 

49:16-24 (email or game)

Patent Owner’s Dr. Malek

…

PO Sur-Reply at 4
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Specification teaches using [1] exact data, and 
[2] information derived from data; “taken” uses [1] exact data

Petitioner’s Reply

Reply at 3

Patent Owner’s Dr. Malek

EX2009, ¶  66

EX1028, 68:13-22POR at 8-9; PO Sur-Reply at 3
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Take data such as GPS coordinates, 
not information derived from data

Patent Owner’s Dr. Malek

EX2009, ¶ 60; see also EX2009, ¶ 58

POR at 4-5
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File history rejected claims:  data generated from a message; 
allowed claims:  data taken from a message

It is undisputed the Examiner rejected claims that used information generated from a message (i.e., a profile), but 
allowed those claims after they required using information “taken” from a message.
Patent Owner’s Dr. Malek

EX2009, ¶  67

Petitioner’s Reply

Reply at 6

POR at 9-10

Patent File History

EX1002, 36-37
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“Take” definition: 
“extract or quote” is consistent with the intrinsic record

EX1030

Petitioner’s Reply

Reply at 1

Petitioner’s Dictionary

PO Sur-Reply at 6
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Recognizers output numbers, not text—let alone text from messages
Petitioner’s Reply

Reply at 12

Petitioner’s Dr. Houh

EX1029, ¶  11

EX2011, 185:7-15POR at 22-23; PO Sur-Reply at 7-8
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Recognizers output a numeric match rating to pre-existing categories
—not text from messages

Petitioner’s Reply:  no rebuttal
See Reply at 11-13

Patent Owner’s Dr. Malek 

EX2009, ¶  85

POR at 23; PO Sur-Reply at 8
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Kawasaki does not send “unknown data” to servers

Patent Owner’s Dr. Malek 

EX2009, ¶  93

POR at 24-26

Petitioner’s Reply:  no rebuttal
See Reply at 13
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Kawasaki sends profiles, not data taken from messages; 
does not select ads based on data taken from messages

Patent Owner’s Dr. Malek 

EX2009, ¶  86

…

Petitioner’s Reply:  no rebuttal

Reply at 13

POR at 24; PO Sur-Reply at 9
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Kawasaki does not disclose the claimed messages

 Claim 1 requires data that is taken from a 
message that meets two requirements: the 
message [1] is “from another user of 
another cellular device” (limitation 1.1.2) 
and [2] “identif[ies] characteristics of the 
user of the cellular device” (limitation 1.1.3).

 Petitioner has not identified anything in 
Kawasaki that suggests taking information 
from at least one message that [1] is “from 
another user of another cellular device” 
(limitation 1.1.2) and [2] “identif[ies] 
characteristics of the user of the cellular 
device” (limitation 1.1.3).

Patent

EX1001, Claim 1 
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Kawasaki does not disclose the claimed messages

Patent Owner’s Dr. Malek 

EX2009, ¶¶  96-98

Petitioner’s Reply

Reply at 14

Reply at 6

POR at 27-28; PO Sur-Reply at 9
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Agenda

► The ’414 Patent

► The Applied Art does not Render Obvious the “Information Taken” Limitations

► The Applied Art does not Render Obvious the “Recording” (Caching) Limitations

► No Motivation to Combine

► The Applied Art does not Render Obvious the Dependent Claims
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Kauffman does not disclose playing content on an end user device—
let alone a cellular device—while “recording” other content 

 Kauffman caches upstream of devices that 
play content—not at devices that play 
content as the claims require

 Petitioner’s impermissible new argument 
that cellular devices are “analogous” to a 
TV and set-top box combination is wrong

 Petitioner’s impermissible new argument 
that Kauffman teaches caching at “any” 
communications device is wrong

Patent

EX1001, Claim 1 
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Kauffman caches upstream of devices that play content
—not at devices that play content as the claims require

Petitioner’s Reply Patent Owner’s Dr. Malek 

EX2009, ¶¶  105, 108

Reply at 16-17

Reply at 16

POR at 30-32
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Petitioner’s incorrect new argument:  
cellular devices are “analogous” to a TV and set-top box combination

Petitioner’s Reply

Reply at 17-18

Receiving and outputting media does not prove caching.  For example, Kauffman’s TV receives and outputs media, but 
does not cache, as Kauffman expressly teaches.

Patent Owner’s Dr. Malek 

EX2009, ¶¶  105, 177

POR at 30-31, 53-54; PO Sur-Reply at 11
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Petitioner’s incorrect new argument:  
Kauffman teaches caching at any communication device

Petitioner’s Reply

Reply at 17

EX1028, 107:22-23

EX1028, 14:4-8

Patent Owner’s Dr. Malek

Kauffman

Ex 1006, cl. 12, 17

PO Sur-Reply at 11-12
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Agenda

► The ’414 Patent

► The Applied Art does not Render Obvious the “Information Taken” Limitations

► The Applied Art does not Render Obvious the “Recording” (Caching) Limitations

► No Motivation to Combine

► No motivation to combine cell phones with neural networks

► No motivation to combine Frerichs’ cell phone with Kauffman’s caching

► No motivation to combine all three references

► The Applied Art does not Render Obvious the Dependent Claims
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No motivation to combine 
Frerichs’ cell phone with Kawasaki’s recognizers

 Petition requires combining Frerichs’ cell phone with Kawasaki’s “Recognizers” Reply at 8 
(“The Petition relied upon Kawasaki’s recognizer teachings, applied to Frerichs’ cellular 
phone …”)

 Undisputed: There is no motivation to combine Frerichs’ cell phone with Kawasaki’s neural 
networks.

 “Recognizers” are neural networks.  Petitioner’s Dr. Houh contradicts his sworn testimony 
admitting that fact.

 Petitioner’s new theory that Kawasaki’s neural networks output “regular expression” text is 
wrong, and text cannot perform the functions that Recognizers perform

 Regardless of the neural network issue, Kawasaki’s “Recognizers” cannot run on Frerichs’ 
cell phone
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Undisputed:  No motivation to combine phone with neural networks

Patent Owner’s Dr. Malek

EX2009, ¶  124

Petitioner’s Reply:  no rebuttal

There is no motivation to combine Frerichs’ cell phone with Kawasaki’s neural networks.  

Petitioner never asserts otherwise.  Petitioner now admits that Kawasaki requires neural networks but asserts the 
combination does not require neural networks.

Reply at 18EX2009, ¶  153
POR at 35-36, 41-42; PO Sur-Reply at 12-13, 21-22
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Undisputed:  Recognizers are the output of neural networks

Petitioner’s Reply

Reply at 10, quoting Patent Owner’s Dr. Malek

Reply at 8, quoting Kawasaki
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Kawasaki’s “recognizers” are neural networks

EX2009, ¶  124

EX2009, ¶  51

Patent Owner’s Dr. Malek

EX2009, ¶  52

POR at 17-19, 35-36; PO Sur-Reply at 13, 19
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Petitioner’s Dr. Houh contradicts his sworn testimony that 
“recognizers” are neural networks

Petitioner’s Dr. Houh:  
Deposition

Petitioner’s Dr. Houh: 
Supplemental Declaration

EX1029, ¶  20

EX2011, 40:8-14

EX2011, 177:1-5
PO Sur-Reply at 13-15
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Petitioner’s Dr. Houh contradicts his sworn testimony that 
“recognizers” are neural networks

EX2011, 150:15-19

EX2011, 184:17-185:2

Petitioner’s Dr. Houh:  
Deposition (continued)

PO Sur-Reply at 13-15
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Train neural networks to create 
neural networks that recognize patterns in unknown data

Untrained neural networks are trained using known (“labelled”) data that has answer keys.  
Only trained networks work with unknown data that has no pre-existing answer key.

EX2011, 178:9-179:10

Petitioner’s Dr. Houh

…

Patent Owner’s Dr. Malek

EX2009, ¶  56

EX2009, ¶  129

PO Sur-Reply at 14-17
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Trained neural networks and Recognizers perform the 
same function:  output numbers indicating match to category

Patent Owner’s Dr. Malek

EX2009, ¶  56

Petitioner’s Dr. Houh

EX1029, ¶  11

PO Sur-Reply at 14-17
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Train neural networks to create multiple recognizers, 
e.g., one or more categories per recognizer

Petitioner’s Dr. Houh

EX1029, ¶  17

EX2011, 180:13-21

Pet. Reply, at 10; PO Sur-Reply at 18-19
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“Neural networks” and “algorithms and weighted rules” 
are two ways to describe the same thing

Patent Owner’s Dr. Malek 

EX2009, ¶  134
EX2011, 178:1-20

Petitioner’s Dr. Houh

…

PO Sur-Reply at 16-20
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Once trained, a neural network is smaller and more compact than an 
untrained neural network

Petitioner’s Reply

Reply at 10Petitioner’s Dr. Houh

EX2011, 147:16-148:18

…

…

Patent Owner’s Dr. Malek 

EX2009, ¶  161

POR at 35, 45; PO Sur-Reply at 19-21
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Neural networks output numbers, 
not text such as regular expressions

Petitioner’s Dr. Houh: 
Supplemental Declaration

EX1029, ¶  22

Neural networks output numbers, not text.  Even in the Kawasaki passage Dr. Houh quotes, only the “neural-net 
assigned weights”—not the regular expressions—are from neural networks.

EX2011, 181:2-13

Petitioner’s Dr. Houh:  
Deposition

POR at 22-23; PO Sur-Reply at 16-17, 19-21
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Neural networks output numbers, 
not text such as regular expressions

Patent Owner’s Dr. Malek

EX2009, ¶  56

POR, 19; PO Sur-Reply at 16-17
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Regular expressions are merely text

Petitioner’s Dr. Houh: 
Supplemental Declaration

EX1029, ¶¶  22-23

…

EX1029, ¶  35

PO Sur-Reply at 19-21
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Text cannot perform Recognizers’ functions;
neural networks perform Recognizers’ functions

Petitioner’s Dr. Houh: 
Supplemental Declaration

Patent Owner’s Dr. Malek 

EX2009, ¶  54

EX1029, ¶¶  22-23

…

EX1029, ¶ 12

EX1029, ¶  35 PO Sur-Reply at 19-21
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Dr. Houh’s new theory that recognizers process text contradicts his 
sworn testimony that recognizers perform math on numbers.

EX2011, 150:15-19

EX2011, 179:13-15

Petitioner’s Dr. Houh:  
Deposition

Petitioner’s Dr. Houh: 
Supplemental Declaration

EX1029, ¶¶  22-23

…

PO Sur-Reply at 8, 14-15, 19-21
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Putting aside the neural network requirement, 
recognizers cannot run on Frerichs’ cell phone

Patent Owner’s Dr. Malek

Dr. Malek explained why Frerichs’ 2001-era cell phone could not perform a recognizer’s functions, for reasons that apply even 
under Petitioner’s incorrect theory that recognizers are not neural networks.

Petitioner’s Reply:  no rebuttal

EX2009, ¶ 129; see also EX2009, ¶ 131

See Reply at 7-11, 18-19

PO Sur-Reply at 21-22
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Any combination of Kawasaki and Frerichs would run on a server, 
not a cell phone

Patent Owner’s Dr. Malek

EX2009, ¶  154

POR at 41-42

Petitioner’s Reply:  no rebuttal
See Reply at 7-11, 18-19
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Agenda

► The ’414 Patent

► The Applied Art does not Render Obvious the “Information Taken” Limitations

► The Applied Art does not Render Obvious the “Recording” (Caching) Limitations

► No Motivation to Combine

► No motivation to combine cell phones with neural networks

► No motivation to combine Frerichs’ cell phone with Kauffman’s caching

► No motivation to combine all three references

► The Applied Art does not Render Obvious the Dependent Claims
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No motivation to combine 
Frerichs’ cell phone with Kauffman’s caching

 Petition’s combination required Frerichs’ cell phone for the claimed “cellular device” 
and Kauffman’s caching for the “recording” limitation.  Reply at 7 (“Kauffman’s 
teachings of caching … combined with Frerichs’ teachings of a cellphone.”)

 Petitioner alleges a motivation to combine Kauffman with Frerichs to avoid delay 
when switching back to a stream
• But Frerichs never switches back to a stream

 Petitioner never cites any reason to use a cell phone.  Petitioner notes Kauffman 
applies to audio, not just video.
• That is irrelevant. Patent Owner’s Dr. Malek did not rely on video.

 Petitioner cites a so-called admission that cell phones could stream content.
• That is irrelevant. Frerichs already teaches cell phones streaming content.  But not caching content as 

claimed.
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Sole alleged motivation to combine
—no delay when switching back to a stream—is irrelevant

Patent Owner’s Dr. Malek

Petitioner alleges a motivation to combine Kauffman with Frerichs to avoid delay when switching back to a stream

- But Frerichs never switches back to a stream

EX2009, ¶  118

Petitioner’s Reply

Reply at 21

POR at 60
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Any combination would not use a cell phone, even for audio

Patent Owner’s Dr. Malek

EX2009, ¶  174

Petitioner’s Reply

Reply at 22

Petitioner never cites any reason to use a cell phone.

Petitioner notes Kauffman applies to audio, not just video.

- That is irrelevant. Patent Owner’s Dr. Malek did not rely on video.

POR at 52-53; PO Sur-Reply at 23-24
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Frerichs’ cell phone was incapable of being Kauffman’s client; 
cell phones could stream audio, but did not cache as claimed

Petitioner’s Reply

Reply at 23

Petitioner cites a so-called admission that cell phones could stream content.  

- That is irrelevant. Frerichs already teaches cell phones streaming content.  But not caching content as claimed.

Pet at 23

Petition

Patent Owner’s Dr. Malek

EX2009, ¶ 179

EX2009, ¶ 104

EX2009, ¶ 181POR at 54-55; PO Sur-Reply at 23-24
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Agenda

► The ’414 Patent

► The Applied Art does not Render Obvious the “Information Taken” Limitations

► The Applied Art does not Render Obvious the “Recording” (Caching) Limitations

► No Motivation to Combine

► No motivation to combine cell phones with neural networks

► No motivation to combine Frerichs’ cell phone with Kauffman’s caching

► No motivation to combine all three references

► The Applied Art does not Render Obvious the Dependent Claims
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No motivation to combine all 3 references

 Petitioner provides no motivation to combine all 3 references.  
Combining 3 references is harder than combining 2.

 Petitioner now asserts that motivation to combine is not required.
• But that is wrong. 
• Federal Circuit “precedent dictates that the PTAB must make a finding of a 

motivation to combine when it is disputed.” In re NuVasive, Inc., 842 F.3d 
1376, 1382 (Fed. Cir. 2016)
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No motivation to combine all 3 references

Patent Owner’s Dr. Malek

EX2009, ¶ ¶  182-183

Petitioner’s Reply

Reply at 23

Petitioner provides no motivation to combine all 3 references.  Combining 3 references is harder than combining 2.

Petitioner now asserts that motivation to combine is not required. 
- But that is wrong. Federal Circuit “precedent dictates that the PTAB must make a finding of a motivation to combine when it 
is disputed.” In re NuVasive, Inc., 842 F.3d 1376, 1382 (Fed. Cir. 2016)

…

POR at 56-57; PO Sur-Reply at 24
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Agenda

► The ’414 Patent

► The Applied Art does not Render Obvious the “Information Taken” Limitations

► The Applied Art does not Render Obvious the “Recording” (Caching) Limitations

► No Motivation to Combine

► The Applied Art does not Render Obvious the Dependent Claims

► Radio station data is not taken from a message (Claims 2, 3, 10, and 13)

► Petitioner never cited Kawasaki for claims 4 and 11 before its Reply

► Kauffman does not cache at the device that plays content (Claim 7)
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Claims 2, 3, 10, and 13 require information taken from a message

EX1001, Claims 1, 2, 3 

…

…

…

EX1001, Claims 12, 13 

EX1001, Claims 9, 10
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Petition relies solely on radio station data

Pet. 53

Petition

Pet. 54

Pet. 64

Pet. 69

Petition
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Radio station data is not taken from a message

Patent Owner’s Dr. Malek

EX2009, ¶¶  112-113

Petitioner does not rebut 
Dr. Malek’s testimony

…
See Reply at 24-26

POR at 57-58; PO Sur-Reply at 24-25
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Petitioner’s impermissible new argument contradicts the claims:  
additional information must be from a message

Petitioner’s Reply

Petitioner presents a new argument in its reply that claim 2 
(only) “additionally includes” information that can be radio 
station data not taken from a message.

- But the claims expressly require that “the” information is 
taken from a message.

Reply at 24EX1001, Claims 1, 2

…

Patent Claims
EX2009, ¶¶  112-113

Patent Owner’s Dr. Malek

PO Sur-Reply at 24-25
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Petitioner’s impermissible new argument:  
preferences would be obvious

Petitioner’s Reply

Petitioner presents a new argument in its reply that taking preferences from messages is obvious.

- But the Petition never made that argument for claims 2, 3, 10, or 13. Petition 42-43 is directed to limitations 1.1.3 and 1.2.

Reply at 25

Pet at 42-43

Petition

PO Sur-Reply at 24-25
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Petitioner’s impermissible new argument is wrong:  
the specification teaches taking demographic data from messages

Petitioner’s Reply

Petitioner presents a new argument in its reply (for claim 3 
only) that the specification does not disclose taking 
demographic or game data from messages.

- But Dr. Malek testified the opposite is true and provided 
examples, e.g., demographic data from messages.

Reply at 25

EX2028, 75:16-25

Patent Owner’s Dr. Malek
EX1001, Claims 2, 3 

Patent Claims

PO Sur-Reply at 24-25
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Agenda

► The ’414 Patent

► The Applied Art does not Render Obvious the “Information Taken” Limitations

► The Applied Art does not Render Obvious the “Recording” (Caching) Limitations

► No Motivation to Combine

► The Applied Art does not Render Obvious the Dependent Claims

► Radio station data is not taken from a message (Claims 2, 3, 10, and 13)

► Petitioner never cited Kawasaki for claims 4 and 11 before its Reply

► Kauffman does not cache at the device that plays content (Claim 7)
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Frerichs and Kauffman do not disclose claims 4 and 11; 
Petition does not cite Kawasaki

EX2009, ¶ ¶ 114-115

Patent Owner’s Dr. Malek

Petition

Pet at 55

Pet at 64

Reply at 26

Petitioner’s Reply

POR at 58-59; PO Sur-Reply at 25
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Agenda

► The ’414 Patent

► The Applied Art does not Render Obvious the “Information Taken” Limitations

► The Applied Art does not Render Obvious the “Recording” (Caching) Limitations

► No Motivation to Combine

► The Applied Art does not Render Obvious the Dependent Claims

► Radio station data is not taken from a message (Claims 2, 3, 10, and 13)

► Petitioner never cited Kawasaki for claims 4 and 11 before its Reply

► Kauffman does not cache at the device that plays content (Claim 7)
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Kauffman does not cache at the device that plays content
(Claim 7)

Reply at 26-27

Petitioner’s Reply

Kauffman has no such disclosure

Petitioner’s reply relies on a supposedly “explicit disclosure” in Kauffman of caching at the end-user device.

- But there is no such disclosure.  
- Kauffman’s caching is upstream of the end-user’s device Patent Owner’s Dr. Malek

EX2009, ¶  119

POR at 60-61; PO Sur-Reply at 26
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Thank You
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