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Counsel,

The panel has determined that a reply by Petitioner on Patent Owner’s assertion that Petitioner
knew of its own praises for Patent Owner’s invention but did not address them is unnecessary.  The
statements in Exhibits 2001 and 2003 are too general (no specific claim feature is mentioned in any
correspondence originating from Petitioner’s real party in interest) and thus do not conflict with
Petitioner’s assertion that it is unaware of secondary considerations.  If Petitioner still desires to file
a preliminary reply, please inform the Board simply by a short message indicating so, with no other
explanations, assertions, or discussions.  If not, then no response is needed and Petitioner’s request
for authorization to file a preliminary reply will be deemed withdrawn.

Regards,

Esther Goldschlager
Supervisory Paralegal Specialist
Patent Trial & Appeal Board
U.S. Patent & Trademark Office

From: Alemanni, John <jalemanni@kilpatricktownsend.com> 
Sent: Thursday, April 6, 2023 8:14 PM
To: Dutta, Sanjeet K <SDutta@goodwinlaw.com>; Trials <Trials@USPTO.GOV>
Cc: Sanders, Carl <csanders@kilpatricktownsend.com>; Morlock, Michael
<MMorlock@kilpatricktownsend.com>; Dabbiere, Courtney <CDabbiere@kilpatricktownsend.com>;
Adkins, Robin <RAdkins@kilpatricktownsend.com>; Kline, Douglas J <DKline@goodwinlaw.com>;
Reddy, Srikanth K <SReddy@goodwinlaw.com>; Birbach, Naomi <NBirbach@goodwinlaw.com>;
Larochelle, Christie <CLarochelle@goodwinlaw.com>; Woo, Darryl M <DWoo@goodwinlaw.com>
Subject: RE: IPR2023-00199, 00220, 00221, and 00254

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Dear Trials:

Petitioner’s argumentative email is improper and omits several relevant facts. Most importantly and
contrary to the assertions in Petitioner’s email, there are no factual misstatements in the POPRs. 
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As the Petition acknowledges, Samsung SDS is a Real Party in Interest (“RPI”) of Petitioners. Thus,
while Patent Owner produced the emails, Petitioner was aware or should have been aware of its
own RPI’s correspondence with Patent Owner.  Further, the correspondence in the exhibits
evidences that Petitioner’s RPI, Samsung SDS, praised Patent Owner’s inventions in emails to the
inventor. Petitioner should have addressed this objective evidence of non-obviousness in the
Petition.

Should the Board wish to convene a conference call, Patent Owner will confer with Petitioner
regarding this request and to find mutually-available dates and times.  Further, should the Board
consider Petitioner’s request, Patent Owner would request a sur-reply of equal length.

Sincerely,
John Alemanni
Lead Counsel for Patent Owner

John Alemanni     
Kilpatrick Townsend & Stockton LLP    
Suite 1400 | 4208 Six Forks Road | Raleigh, NC  27609   
office 919 420 1724 | cell 336 580 5448 | fax 919 420 1800 
jalemanni@kilpatricktownsend.com | My Profile | vCard

From: Dutta, Sanjeet K <SDutta@goodwinlaw.com> 
Sent: Thursday, April 6, 2023 6:13 PM
To: Trials <Trials@USPTO.GOV>
Cc: Sanders, Carl <csanders@kilpatricktownsend.com>; Morlock, Michael
<MMorlock@kilpatricktownsend.com>; Dabbiere, Courtney <CDabbiere@kilpatricktownsend.com>;
Adkins, Robin <RAdkins@kilpatricktownsend.com>; Kline, Douglas J <DKline@goodwinlaw.com>;
Reddy, Srikanth K <SReddy@goodwinlaw.com>; Birbach, Naomi <NBirbach@goodwinlaw.com>;
Larochelle, Christie <CLarochelle@goodwinlaw.com>; Woo, Darryl M <DWoo@goodwinlaw.com>;
Alemanni, John <jalemanni@kilpatricktownsend.com>
Subject: IPR2023-00199, 00220, 00221, and 00254

Dear Board,

We write on behalf of Petitioners in IPR2023-00199, 00220, 00221, and 00254. Patent Owner filed
its preliminary responses in each of these matters.  Petitioner hereby requests a conference call with
the panel and patent owner to request additional briefing (5 pages) to reply to factual
misstatements in the Patent Owner’s preliminary responses.
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Patent Owner states that “while Petitioners alleged they were not aware of any secondary
considerations …, Petitioners have produced evidence under a protective order in the parallel ITC
proceeding demonstrating Petitioners at least knew of evidence of industry praise directly tied to
the claimed invention and had the evidence in their possession before filing….”  See ‘595 POPR, p. 13
and ‘322 POPR, p. 12.  MRI makes similar statements at the following pages:

‘595 POPR, pp. 1-2, 7 and 15
‘322 POPR, pp. 1-2, 7 and 15
‘142 POPR, pp. 1 and 18,19,  and
‘740 POPR, pp. 1 and 17-18.

 
In each of these POPRs, MRI cites to two emails sent from Romulus Stoain of Samsung SDS America
to Bill Dunn of MRI in April and May of 2020.  Bates Nos. MRI-ITC-1331_0000435123-24, and MRI-
ITC-1331_0000435125-127.  Patent Owner produced these documents two months after the filing
of the petitions -- Petitioners did not produce these documents.  Further, Mr. Stoain was employed
by Samsung SDS America and has never been an employee of the Petitioners. MRI has not cited any
evidence that Petitioners were aware of these documents prior to their production by MRI on
January 20, 2023. 
 
On March 29, 2023 Petitioner communicated with Patent Owner requesting that they correct these
misstatements.  Patent Owner declined to do so, stating “there are no factual errors in the POPRs”
on March 30, 2023.  Petitioners request 5 pages of additional briefing to address these
misstatements and clarify the record for the panel.  Petitioners are available at any date/time that is
convenient for the panel to conduct the conference call.
 
Regards,
 
Sanjeet K. Dutta
Partner

Goodwin Procter LLP
601 Marshall Street
Redwood City, CA 94063
o  +1 650 752 3260
m +1 408 644 4064
f   +1 650 471 6056
SDutta@goodwinlaw.com

       
Diversity, Equity + Inclusion | Patent Trial + Appeal Board
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This message was sent from Goodwin Procter LLP and is intended only for the designated
recipient(s). It may contain confidential or proprietary information and may be subject to the
attorney-client privilege or other confidentiality protections. If you are not a designated recipient,
you may not review, copy or distribute this message. If you receive this in error, please notify the
sender by reply e-mail and delete this message. Thank you.
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Confidentiality Notice:
This communication constitutes an electronic communication within the meaning of the Electronic Communications Privacy Act, 18
U.S.C. Section 2510, and its disclosure is strictly limited to the recipient intended by the sender of this message. This transmission, and
any attachments, may contain confidential attorney-client privileged information and attorney work product. If you are not the intended
recipient, any disclosure, copying, distribution or use of any of the information contained in or attached to this transmission is STRICTLY
PROHIBITED. Please contact us immediately by return e-mail or at 404 815 6500, and destroy the original transmission and its
attachments without reading or saving in any manner.

***DISCLAIMER*** Per Treasury Department Circular 230: Any U.S. federal tax advice contained in this communication (including any
attachments) is not intended or written to be used, and cannot be used, for the purpose of (i) avoiding penalties under the Internal
Revenue Code or (ii) promoting, marketing or recommending to another party any transaction or matter addressed herein.


