From: Alemanni, John

Sent: Wednesday, April 19, 2023 12:11 PM

To: Dutta, Sanjeet K

Cc: Sanders, Carl; Morlock, Michael; Dabbiere, Courtney; Adkins, Robin; Kline, Douglas J; Reddy, Srikanth
K; Woo, Darryl M; Larochelle, Christie; Birbach, Naomi

Subject: RE: IPR Nos. IPR2023-00220, IPR2023-00221, IPR2023-00254, and IPR2023-00255

Dear Sanjeet,

We had assumed your certificates were accurate, relied on them, and so did not confirm the word counts
initially. When we recently discovered that you grossly exceeded the word counts, we immediately reached out to
you. We’'ll reach out to the Board this afternoon.

Regards,
John

John Alemanni

Kilpatrick Townsend & Stockton LLP

Suite 1400 | 4208 Six Forks Road | Raleigh, NC 27609
office 919 420 1724 | cell 336 580 5448 | fax 919 420 1800
jalemanni@kilpatricktownsend.com | My Profile | vCard

From: Dutta, Sanjeet K <SDutta@goodwinlaw.com>

Sent: Wednesday, April 19, 2023 12:07 PM

To: Alemanni, John <jalemanni@kilpatricktownsend.com>

Cc: Sanders, Carl <csanders@kilpatricktownsend.com>; Morlock, Michael <MMorlock@kilpatricktownsend.com>;
Dabbiere, Courtney <CDabbiere@kilpatricktownsend.com>; Adkins, Robin <RAdkins@kilpatricktownsend.com>; Kline,
Douglas J <DKline@goodwinlaw.com>; Reddy, Srikanth K <SReddy@goodwinlaw.com>; Woo, Darryl M
<DWoo@goodwinlaw.com>; Larochelle, Christie <CLarochelle@goodwinlaw.com>; Birbach, Naomi
<NBirbach@goodwinlaw.com>

Subject: RE: IPR Nos. IPR2023-00220, IPR2023-00221, IPR2023-00254, and IPR2023-00255

**CAUTION: External Email**

Dear John-

The Practice Guide provides:

“Except in cases of obvious abuse, the Board will generally accept a party’s certification of compliance with word count
limits. If a party feels that it would suffer undue prejudice from an opposing party’s alleged word count limit violation or
abuse, that party should raise the issue with the Board promptly after discovering the issue.” Practice Guide, p. 40.

Petitioners’ certifications are correct, for the reasons we have explained. And in any event, MRI failed to raise any
objection promptly. To the contrary, MRI delayed four months before raising any issue. Similarly, MRI has not
articulated any prejudice, nor could it.

Petitioners do not agree to withdraw the petitions.
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Regards,
-sanj-

Partner

[4 GooODWIN

Goodwin Procter LLP

601 Marshall Street
Redwood City, CA 94063
o +1650 752 3260

m +1 408 644 4064

f +16504716056
SDutta@goodwinlaw.com

MGEOaAa

Diversity, Equity + Inclusion | Patent Trial + Appeal Board

From: Alemanni, John <jalemanni@kilpatricktownsend.com>

Sent: Friday, April 14, 2023 11:49 AM

To: Dutta, Sanjeet K <SDutta@goodwinlaw.com>

Cc: Sanders, Carl <csanders@kilpatricktownsend.com>; Morlock, Michael <MMorlock@kilpatricktownsend.com>;
Dabbiere, Courtney <CDabbiere@kilpatricktownsend.com>; Adkins, Robin <RAdkins@kilpatricktownsend.com>; Kline,
Douglas J <DKline@goodwinlaw.com>; Reddy, Srikanth K <SReddy@goodwinlaw.com>; Woo, Darryl M
<DWoo@goodwinlaw.com>; Larochelle, Christie <CLarochelle@goodwinlaw.com>; Birbach, Naomi
<NBirbach@goodwinlaw.com>

Subject: RE: IPR Nos. IPR2023-00220, IPR2023-00221, IPR2023-00254, and IPR2023-00255

¥XKEXTERNAL***
Dear Sanjeet,

Thank you for your explanation. We now understand your position more clearly.

Samsung has significantly exceeded the word limit for several of its petitions. And Samsung’s position regarding what
may be excluded is incorrect. Rule 42.24 does not authorize the Petitioner to exclude from the word count headings in
the body of a brief with claim language simply because that claim language is formatted in a particular matter, e.g., is
included in a box, as Samsung does here. Rather, Rule 42.24 allows the Petitioner to omit from the word count the
words in an appendix with a claim listing.

“The word count or page limit does not include a table of contents, a table of authorities, mandatory notices
under § 42.8, a certificate of service or word count, or appendix of exhibits or claim listing.” 37 C.F.R. § 42.24
(emphasis added).

The clause “or appendix of exhibits or claim listing” refers explicitly to both an appendix of exhibits and an appendix of a
claim listing. The immediately preceding clause, “a certificate of service or word count,” uses the identical phrasing and
plainly refers to both a certificate of service and a certificate of word count, not just the word count itself. Moreover, the
C.F.R. consistently uses the Oxford comma to delimit the last item in lists of items. See, e.g., § 42.24(a)(2) (“Any other
motion to waive word counts or page limits must be granted in advance of filing a motion, opposition, or reply for which
the waiver is necessary.”) (emphasis added), § 42.24(b) (“The word counts or page limits set forth in this paragraph (b)
do not include a listing of facts which are admitted, denied, or cannot be admitted or denied.”) (emphasis added). Thus,
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the only valid interpretation of “or appendix of exhibits or claim listing” is that Samsung could have provided an
appendix of a claim listing that would be excluded from the word count.

In the Petition for the -00255 IPR, the in-line quotation of individual claim limitations throughout the Petition are not
excluded from the word counts under Rule 42.24. They are neither “claim listing[s]” nor are they included in an
appendix as required by the rule. By improperly excluding these quoted claim limitations from its word count, Samsung
has exceeded the word count limit for the -00255 petition, thereby availing itself of thousands of additional words of
argument it could not have made, but for violating the rule. Samsung has provided a separate claim listing on pages 6-8.
This also does not comply with the rules since it is not set off as an appendix. To this point, we have not included the
words in this claim listing in the total for Samsung’s petitions.

In addition to the -00255 IPR petition, three of the other four petitions—the -00221 petition, the -00254 petition, and
the -00220 petition—exceed the word count, by more than 3,000 words in one case.

Since the statutory bar date has not yet passed, Samsung is not prejudiced by withdrawing the petitions and refiling new
versions of them that comply with the Board’s rules. And Samsung should do so. If Samsung will not withdraw the
current Petitions due to failure to comply with the word count, we will raise this issue with the Board. If you believe a
meet and confer would be helpful, please let us know when you are available. Alternatively, please provide times that
you are available for a conference call with the Board to address this issue.

Best regards,
John

John Alemanni

Kilpatrick Townsend & Stockton LLP

Suite 1400 | 4208 Six Forks Road | Raleigh, NC 27609
office 919 420 1724 | cell 336 580 5448 | fax 919 420 1800
jalemanni@kilpatricktownsend.com | My Profile | vCard

From: Dutta, Sanjeet K <SDutta@goodwinlaw.com>

Sent: Thursday, April 13, 2023 3:22 PM

To: Alemanni, John <jalemanni@kilpatricktownsend.com>

Cc: Sanders, Carl <csanders@kilpatricktownsend.com>; Morlock, Michael <MMorlock@kilpatricktownsend.com>;
Dabbiere, Courtney <CDabbiere@kilpatricktownsend.com>; Adkins, Robin <RAdkins@kilpatricktownsend.com>; Kline,
Douglas J <DKline@goodwinlaw.com>; Reddy, Srikanth K <SReddy@goodwinlaw.com>; Woo, Darryl M
<DWoo@goodwinlaw.com>; Larochelle, Christie <CLarochelle@goodwinlaw.com>; Birbach, Naomi
<NBirbach@goodwinlaw.com>

Subject: RE: IPR Nos. IPR2023-00220, IPR2023-00221, IPR2023-00254, and IPR2023-00255

Dear John-

Thank you for your note. We again confirm that our word counts are accurate. Based on the word counts you provided
(reattached), we understand that you are counting the language of the claim limitations, found in tables just below the
heading in each section. For example, for page 31 your word count is 227, but the count should be 189. The difference is
fully accounted for by the claim listing under subsection 4 on page 31. As we explained, pursuant to 37 C.F.R. § 42.24,
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claim listings are not included in the word count limit. We are confident that Samsung Electronics’ petitions are
compliant with accurate word counts.

Regards,
-sanj-

Partner

4 GooDWIN

Goodwin Procter LLP

601 Marshall Street
Redwood City, CA 94063
o +1650 752 3260

m +1 408 644 4064

f +1650 4716056
SDutta@goodwinlaw.com

ind{ JCilw ] ol

Diversity, Equity + Inclusion | Patent Trial + Appeal Board

From: Alemanni, John <jalemanni@kilpatricktownsend.com>

Sent: Wednesday, April 12, 2023 12:43 PM

To: Dutta, Sanjeet K <SDutta@goodwinlaw.com>

Cc: Sanders, Carl <csanders@kilpatricktownsend.com>; Morlock, Michael <MMorlock@kilpatricktownsend.com>;
Dabbiere, Courtney <CDabbiere@kilpatricktownsend.com>; Adkins, Robin <RAdkins@kilpatricktownsend.com>; Kline,
Douglas J <DKline@goodwinlaw.com>; Reddy, Srikanth K <SReddy@goodwinlaw.com>; Woo, Darryl M
<DWoo@goodwinlaw.com>; Larochelle, Christie <CLarochelle@goodwinlaw.com>; Birbach, Naomi
<NBirbach@goodwinlaw.com>

Subject: RE: IPR Nos. IPR2023-00220, IPR2023-00221, IPR2023-00254, and IPR2023-00255

*EKEXTERNAL***
Dear Sanjeet,

Thanks for your email.

We have looked again at your petitions and still believe your word counts are incorrect. To help us understand your
position, we have attached a table that indicates the number of words present on each page of the IPR2023-00255
petition. As you can see at the bottom, the total word count is well in excess of 16,000 words. Can you please provide a
few examples of pages for which you believe these counts are inaccurate, the number of words that you believe are
present, and if possible, why you believe there is a discrepancy? We’d like to be sure we understand where the dispute
lies before raising it with the Board.

If this conversation is easier to have by phone, we are available for a meet and confer.

Best regards,
John

John Alemanni
Kilpatrick Townsend & Stockton LLP
Suite 1400 | 4208 Six Forks Road | Raleigh, NC 27609
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office 919 420 1724 | cell 336 580 5448 | fax 919 420 1800
jalemanni@kilpatricktownsend.com | My Profile | vCard

From: Dutta, Sanjeet K <SDutta@goodwinlaw.com>

Sent: Wednesday, April 12, 2023 1:40 PM

To: Alemanni, John <jalemanni@kilpatricktownsend.com>

Cc: Sanders, Carl <csanders@kilpatricktownsend.com>; Morlock, Michael <MMorlock@kilpatricktownsend.com>;
Dabbiere, Courtney <CDabbiere@kilpatricktownsend.com>; Adkins, Robin <RAdkins@kilpatricktownsend.com>; Kline,
Douglas J <DKline@goodwinlaw.com>; Reddy, Srikanth K <SReddy@goodwinlaw.com>; Woo, Darryl M
<DWoo@goodwinlaw.com>; Larochelle, Christie <CLarochelle@goodwinlaw.com>; Birbach, Naomi
<NBirbach@goodwinlaw.com>

Subject: RE: IPR Nos. IPR2023-00220, IPR2023-00221, IPR2023-00254, and IPR2023-00255

Dear John,

We confirm that the word count for each of the petitions is accurate and that each petition falls under the 14,000 word
limit. To the extent you included the tables with the claim listings found within the body of the petitions, which are
excluded from the total word count pursuant to 37 C.F.R. § 42.24, that may account for the additional words in your
count. Regardless, we have re-done our word counts and are confident that the petitions are all compliant with the
14,000 word limit.

Best regards,
-sanj-

Partner

4 cooDwWIN

Goodwin Procter LLP

601 Marshall Street
Redwood City, CA 94063
o +1650 752 3260

m +1 408 644 4064

f +1650471 6056
SDutta@goodwinlaw.com

inlfJeilv e

Diversity, Equity + Inclusion | Patent Trial + Appeal Board

From: Alemanni, John <jalemanni@kilpatricktownsend.com>
Sent: Wednesday, April 12, 2023 7:08 AM
To: Dutta, Sanjeet K <SDutta@goodwinlaw.com>
Cc: Sanders, Carl <csanders@kilpatricktownsend.com>; Morlock, Michael <MMorlock@kilpatricktownsend.com>;
Dabbiere, Courtney <CDabbiere @kilpatricktownsend.com>; Adkins, Robin <RAdkins@kilpatricktownsend.com>; Kline,
Douglas J <DKline@goodwinlaw.com>; Reddy, Srikanth K <SReddy@goodwinlaw.com>; Woo, Darryl M
<DWoo@goodwinlaw.com>; Larochelle, Christie <CLarochelle@goodwinlaw.com>; Birbach, Naomi
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<NBirbach@goodwinlaw.com>
Subject: IPR Nos. IPR2023-00220, IPR2023-00221, IPR2023-00254, and IPR2023-00255

**FEXTERNAL***
Dear Sanjeet,

The petitions Samsung filed in IPR Nos. IPR2023-00220, IPR2023-00221, IPR2023-00254, and IPR2023-00255 exceed the
word counts specified in 37 C.F.R. § 42.24 and indicated on the certificates of word count you submitted with the
petitions. In some cases the petitions exceed the word limits by several thousand words; as one example, by our count
the Petition in IPR2023-00221 includes over 17,000 words. To determine the word counts, we converted your filings to
Word files and then used Word’s word count feature. We did not count the sections explicitly excluded in the rules, nor
did we include the annotations. Please confirm that the word counts in your certificates are accurate. Absent sufficient
explanation for the discrepancy, we intend to raise the issue with the Board. Should you wish to discuss this issue, please
let us know.

Regards,
John

V‘ KILPATRICK
AN TOWNSEND
ATTORMEYS AT LAW

John Alemanni

Kilpatrick Townsend & Stockton LLP

Suite 1400 | 4208 Six Forks Road | Raleigh, NC 27609
office 919 420 1724 | cell 336 580 5448 | fax 919 420 1800
jalemanni@kilpatricktownsend.com | My Profile | vCard

Confidentiality Notice:

This communication constitutes an electronic communication within the meaning of the Electronic Communications Privacy Act, 18 U.S.C. Section 2510, and its
disclosure is strictly limited to the recipient intended by the sender of this message. This transmission, and any attachments, may contain confidential attorney-
client privileged information and attorney work product. If you are not the intended recipient, any disclosure, copying, distribution or use of any of the information
contained in or attached to this transmission is STRICTLY PROHIBITED. Please contact us immediately by return e-mail or at 404 815 6500, and destroy the
original transmission and its attachments without reading or saving in any manner.

***DISCLAIMER*** Per Treasury Department Circular 230: Any U.S. federal tax advice contained in this communication (including any attachments) is not
intended or written to be used, and cannot be used, for the purpose of (i) avoiding penalties under the Internal Revenue Code or (ii) promoting, marketing or
recommending to another party any transaction or matter addressed herein.
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This message was sent from Goodwin Procter LLP and is intended only for the designated recipient(s). It may contain
confidential or proprietary information and may be subject to the attorney-client privilege or other confidentiality
protections. If you are not a designated recipient, you may not review, copy or distribute this message. If you receive

this in error, please notify the sender by reply e-mail and delete this message. Thank you.
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