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I. Introduction  

Petitioner requests review of Claims 1-30 (the “Challenged Claims”) of U.S. 

Patent No. 8,721,439 (the “’439 Patent”). The Challenged Claims are directed to a 

known method of conducting a wagering event that comprises multiple legs, or 

stages, and presenting a player with a buy-out offer and a partial buy-out offer prior 

to completion of all the legs.  Although the Challenged Claims also recite other 

limitations, it is this pre-completion “buy-out offer” that the ’439 Patent holds out 

as the “unique differentiator” over the prior art.  EX[1001] 2:29-47; EX[1024]; 

EX[1003] (’341 Patent FH) 86 (Dec. 18, 2014 Response to Office Action).  But the 

concept of such a “buy-out offer” is as old as the theory of probability itself, while 

its use in online betting platforms began at least two decades ago.  See EX[1007] 

¶¶30-39. 

To the extent Patent Owner has further sought to distinguish the alleged 

invention from the prior art based on its provision of a “partial” cash out option, this 

concept is older than the named inventor of the ’439 Patent himself.  See EX[1007] 

¶¶40-43.  It is no different than the partial exercise of an option to buy or sell stock 

at a particular price at some future date, which speculators have been doing since at 

least the 1800s.  See EX[1038] 318-320; EX[1039] 47-48.  And the ability to 

exercise such an option, or cash out a wager, has been in use in online betting 

platforms for at least fifteen years.  See EX[1007] ¶¶40-41; EX[1028] 1, 3. 

It is no surprise then that these same concepts, and their use in online betting 
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platforms, are disclosed in patents and printed publications from well before the 

earliest claimed priority date of the ’439 Patent.  For example, U.S. Patent 

Application Publication No. 2008/0113765 to DeWaal (“DeWaal”)—published 

May 15, 2008—discloses conducting “a multi-round bonus event [that] includes 

plurality of outcomes in each round,” and “offer[ing] each advancing player an 

award to quit the bonus event” (i.e., a buy-out) prior to the completion of the event.  

EX[1004] ¶¶[0128], [0141].   

Similarly, U.S. Patent Application Publication No. 2008/0311981 to David 

Schugar (“Schugar”)—published December 18, 2008—discloses an instance in 

which a player “can be ‘winning’ before the game is over” and, therefore, “may wish 

to have a way to cash in on the winning state before completing the game.”  

EX[1005] ¶[0077].  Schugar provides an example in which a player made a $100 

wager on a Yankees game and, by the fifth inning, the expected payout of that wager 

is $132.  Id. ¶[0120].  Schugar explains how, in that example, the player may “use 

$1 of that amount and make a second wager,” which will result in $1.52 (i.e., the 

adjusted value of that dollar based on the new odds) being “subtracted from the 

original $100 wager to result in a $98.48 wager remaining on the Yankees.”1 Id.

In other words, methods of conducting a multi-outcome wagering event that 

comprises multiple legs and presenting a player with a buy-out offer and a partial 

1 Emphasis supplied throughout, unless noted. 
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buy-out offer prior to completion of all the legs have been disclosed in patents and 

printed publications since at least 2008—four years before the earliest claimed 

priority date of the ’439 Patent.  The Challenged Claims are therefore invalid and 

should be cancelled. 

II. Mandatory Notices Under 37 C.F.R. 42.8(a)(1) 

A. Real Party-in-Interest under 37 C.F.R. 42.8(b)(1) 

DK Crown Holdings Inc. (formerly DraftKings Inc.), a Delaware corporation 

(“DraftKings” or “Petitioner”) is the Petitioner.  DK Crown Holdings Inc. (formerly 

DraftKings Inc.), a Delaware corporation is a wholly-owned subsidiary of 

DraftKings Inc., a Nevada corporation, which is a publicly traded company.  Crown 

Gaming Inc. is also a wholly-owned subsidiary of DraftKings Inc., a Nevada 

corporation.  SBTech (Global) Limited is a wholly-owned subsidiary of DK Crown 

Holdings Inc. (formerly DraftKings Inc.), a Delaware corporation. 

No other parties exercised or could have exercised control over this Petition; 

no other parties funded or directed this Petition.  See Office Patent Trial Practice 

Guide, 77 FED. REG. 48759, 48759-60. 

B. Related Matters under 37 C.F.R. 42.8(b)(2) 

Patent Owner previously asserted U.S. Patent No. 8,721,439 (the 

“’439 Patent”) in a complaint filed against Petitioner in a co-pending litigation, 

Diogenes Ltd., et al. v. DraftKings, Inc., Case No. 1-21-cv-01695, District of 

Delaware. However, as indicated by Patent Owner’s first election of asserted claims, 
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dated October 3, 2022 (Dkt. 59), Patent Owner no longer asserts infringement of any 

claims of the ’439 Patent in that case. 

C. Lead and Back-Up Counsel under 37 C.F.R. 42.8(b)(3) 

Petitioner designates the following: Lead Counsel is Eliot D. Williams 

(Reg. No. 50,822) of Baker Botts L.L.P.; Back-up Counsel are G. Hopkins Guy III 

(Reg. No. 35,886), Jamie R. Lynn (Reg. No. 63,666), Thomas C. Martin (Reg. No. 

57,677), Bradley S. Bowling (Reg. No. 52,641), and Andrew D. Wilson (Reg. No. 

74,093), also of Baker Botts L.L.P.  A Power of Attorney is filed concurrently 

herewith under 37 C.F.R. 42.10(b). 

D. Service Information under 37 C.F.R. 42.8(b)(4) 

Correspondence to lead and back-up counsel can be provided at the postal and 

electronic addresses above. Petitioner consents to service by electronic mail at: 

Eliot.Williams@BakerBotts.com; hop.guy@BakerBotts.com; 

Jamie.Lynn@BakerBotts.com; tommy.martin@bakerbotts.com; 

brad.bowling@bakerbotts.com; Andrew.Wilson@BakerBotts.com; and 

DLDraftKingsvDiogenes@BakerBotts.com. 

III. Claim Listing 

A. Claim 1 

1[a] A method of conducting a multi-outcome wagering event for one or 
more players, wherein the wagering event comprises a defined number 
of legs, and wherein at least one of the one or more players is presented 
with at least one of a buy-out offer and a partial buy-out offer prior to 
completion of all of the defined number of legs, the method 
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comprising the steps of: 

1[b] providing one or more wagering input devices in communication with 
a system controller through which the one or more players may 
participate in the multi-outcome wagering event, said system 
controller being adapted for: 

1[c] initiating the multi-outcome wagering event for the one or more 
players, said multi-outcome wagering event comprised of the defined 
number of legs, wherein one or more jackpots, or a portion thereof, is 
awarded at least where a particular number of the defined number of 
legs are completed; 

1[d] receiving the wager via the one or more wagering input devices in 
response to the one or more players desiring to participate in the multi-
outcome wagering event, wherein the wager coincides with each of the 
defined number of legs; 

1[e] identifying one or more winners of each of the defined number of legs 
based on the wager from among the one or more players participating 
in the multi-outcome wagering event, wherein players winning at least 
one leg are eligible to win at least one jackpot or a portion thereof; 

1[f] initiating at least one of the buy-out offer and partial buy-out offer to 
any number of the one or more players that are eligible to win at least 
one jackpot for at least a portion of said at least one jackpot, said buy-
out offer being initiated at any time before the multi-outcome 
wagering event has been completed; 

1[g] whereupon receiving an acceptance of the buy-out offer from at least 
one of the players eligible to win at least one jackpot, each of the 
players accepting the buy-out offer will no longer be eligible to 
exclusively win the at least one jackpot, wherein each of the players 
not accepting the buy-out offer will remain eligible to win the at least 
one jackpot, and wherein each of the players accepting the partial buy-
out offer remains eligible to win at least a portion of the at least one 
jackpot; 

1[h] completing the remainder of the defined number of legs to finish the 
multi-outcome wagering event; and 

1[i] determining if any of the players have won the at least one jackpot or 
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portion thereof. 

B. Claim 2 

2 The method of claim 1, wherein each of the defined number of legs 
comprises one or more selected from the group consisting of sporting 
events, lotteries, real games and virtual games, and wherein the wager 
comprises a potential outcome for each of the legs. 

C. Claim 3 

3 The method of claim 2, wherein the wager is one or more of selectable 
by being handpicked by at least one of the one or more players, 
provided electronically on request of the at least one of the one or more 
players through communication between the one or more wagering 
input devices and the system controller, provided via a random number 
generator associated with the system controller, a quick pick or a smart 
pick. 

D. Claim 4 

4 The method of claim 2, wherein the games comprise one or more 
selected from the group consisting of slot machines, keno, poker, video 
games and racing. 

E. Claim 5 

5 The method of claim 1, wherein accepting the partial buy-out offer 
comprises at least one of the one or more players accepting less than 
the buy-out offer amount, said acceptance resulting in the at least one 
of the one or more players remaining eligible to win at least a portion 
of at least one jackpot. 

F. Claim 6 

6 The method of claim 1, wherein the buy-out offer is initiated on behalf 
of at least one of a third party and one or more of the players, and when 
the buy-out offer is accepted, the third party becomes eligible for 
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winning at least a portion of the jackpot. 

G. Claim 7 

7 The method of claim 1, wherein the system controller is further 
programmed to award the jackpot, or any fractional portion thereof, 
upon the completion of the multi-outcome event pool. 

H. Claim 8 

8[a] The method of claim 1, wherein the multi-outcome wagering event 
comprises one or more virtual games, said method further comprising:

8[b] initiating the buy-out offer prior to completion of the one or more 
virtual games, but after an outcome of the one or more virtual games 
has been determined, said buy-out offer including a price that is at least 
partially based on random-number-generated probabilities. 

I. Claim 9 

9 The method of claim 1, further comprising initiating a bidding process 
among a designated number of players interested in accepting at least 
one of the buy-out offer and partial buy-out offer, and closing the 
bidding process after a certain span of time or after a certain number 
of the buy-out and partial buy-out offers have been accepted. 

J. Claim 10 

10 The method of claim 1, wherein one or more interim jackpots are 
awarded where a particular number of the defined number of legs are 
completed prior to completion of the multi-outcome wagering event. 

K. Claim 11 

11 The method of claim 10, wherein there is a span of time before at least 
one final leg of the multi-outcome event is completed, and the at least 
one final leg is completed in a live or pre-recorded event attended by 
the players eligible to win a jackpot, a portion thereof, or a bonus prize.
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L. Claim 12 

12 The method of claim 11, further comprising initiating a buy-back 
offer, prior to the at least one final leg, to at least one player eligible to 
win the jackpot, the portion thereof, or the bonus, said buy-back offer 
being for a portion of an entirety of said jackpot, said portion thereof, 
or said bonus prize. 

M. Claim 13 

13 The method of claim 11, wherein the live or pre-recorded event is a 
reality show that is broadcast over a mass communications medium. 

N. Claim 14 

14 The method of claim 13, wherein the mass communications medium 
comprises at least one of television, satellite, cable, the Internet, 
mobile communication device, social media and radio. 

O. Claim 15 

15 The method of claim 1, further comprising awarding at least one 
consolation jackpot where a consolation scenario is won. 

P. Claim 16 

16 The method of claim 15, wherein said consolation scenario comprises 
at least one of winning a predetermined subset of the defined number 
of legs and selecting a predetermined number of non-winning legs that 
each finishes within a predetermined position of a corresponding 
winning leg. 

Q. Claim 17 

17 The method of claim 1, wherein the one or more wagering input 
devices is adapted for generating the wager for at least one of the one 
or more players reflecting one or more predicted outcomes of the 
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multi-outcome wagering event. 

R. Claim 18 

18 The method of claim 1, wherein ownership or partial ownership of the 
wager may be changed from player to player at any time before or 
during the course of the multi-outcome wagering event. 

S. Claim 19 

19 The method of claim 18, wherein the system controller is further 
adapted for identifying the ownership status of the wager. 

T. Claim 20 

20 The method of claim 1, wherein the wager further comprises a list that 
is at least one of printed on a ticket, printed on a voucher, and displayed 
via the one or more wagering input devices. 

U. Claim 21 

21 The method of claim 1, wherein the one or more wagering devices 
comprises at least one of a wagering terminal, a wagering workstation, 
a personal computer, a smart phone, a tablet computing device, a 
gaming machine, a slot machine, and a lottery machine. 

V. Claim 22 

22 The method of claim 1, wherein the multi-outcome wagering event 
comprises a pool or is progressive, wherein said pool is at least one of 
fixed, variable and guaranteed. 

W. Claim 23 

23 The method of claim 1, wherein where there are no winners of at least 
one of the one or more jackpots, said at least one jackpot is rolled into 
another multi-outcome wagering event or at least partially awarded to 
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an operator of the multi-outcome wagering event. 

X. Claim 24 

24 The method of claim 1, wherein at least one of the one or more 
jackpots comprises a monetary award provided to at least one winning 
player in the form of at least one of currency, tokens and credit. 

Y. Claim 25 

25[a] The method of claim 1, wherein the multi-outcome wagering event 
comprises at least one of a bonus leg and a consolation leg, 

25[b] wherein designated players who have won a defined number of legs 
qualify for the bonus leg and designated players who have lost a 
defined number of legs qualify for the consolation leg, and 

25[c] wherein correctly predicting an outcome of the bonus leg qualifies at 
least one designated player for at least a portion of a bonus prize and 
correctly predicting an outcome of the consolation leg qualifies at least 
one designated player for at least a portion of a consolation prize. 

Z. Claim 26 

26[a] A wagering system including one or more wagering input devices for 
allowing the placement of a wager on a multi-outcome wagering event, 
the wagering system comprising: 

26[b] a system controller configured to communicate with the one or more 
wagering input devices, said system controller configured to: 

26[c] initiate the multi-outcome wagering event for one or more players, said 
multi-outcome wagering event comprised of a defined number of legs, 
wherein one or more jackpots, or a portion thereof, is awarded at least 
where a particular number of the defined number of legs are 
completed; 

26[d] receive the wager via the one or more wagering input devices in 
response to at least one of the one or more players desiring to 
participate in the multi-outcome wagering event, wherein the wager 
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coincides with each of the defined number of legs; 

26[e] identify one or more winners of each of the defined number of legs 
based on the wager from among the one or more players participating 
in the multi-outcome wagering event, wherein players winning at least 
one leg remain eligible to win at least one jackpot or a portion thereof;

26[f] initiate at least one of a buy-out offer and a partial buy-out offer to any 
number of the one or more players that remain eligible to win at least 
one jackpot, or portion thereof, for at least a portion of said at least one 
jackpot, said buy-out offer being initiated before the multi-outcome 
wagering event has been completed; 

26[g] receive an acceptance of at least one of the buy-out offer and partial 
buy-out offer from at least one of the one or more players eligible to 
win the at least one jackpot or portion thereof, wherein each of the one 
or more players accepting the buy-out offer will no longer be eligible 
to exclusively win the at least one jackpot, wherein each of the one or 
more players not accepting the buy-out offer will remain eligible to 
win the at least one jackpot, and wherein each of the one or more 
players accepting the partial buy-out offer remains eligible to win at 
least a portion of the at least one jackpot; 

26[h] complete the remainder of the defined number of legs to finish the 
multi-outcome wagering event; and 

26[i] determine if any of the players have won the jackpot or portion thereof.

AA. Claim 27 

27 The wagering system of claim 26, wherein the multi-outcome 
wagering event comprises the defined number of legs, each 
comprising at least one of an entire sporting event, a partial sporting 
event, a divisible component of a sporting event, multiple independent 
sporting events occurring sequentially or concurrently, and a 
compilation of related sporting events. 

BB. Claim 28 

28[a] The wagering system of claim 27, wherein the system controller is 
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further configured to: 

28[b] initiate the one or more buy-out offers or partial buy-out offers for any 
combination of the defined number of legs at any time prior to 
completion of the multi-outcome wagering event; and 

28[c] receive the acceptance of said one or more buy-out offers or partial 
buy-out offers. 

CC. Claim 29 

29[a] The wagering system of claim 26, wherein the multi-outcome 
wagering event comprises at least one of a bonus leg and a consolation 
leg, 

29[b] wherein designated players who have won a defined number of the 
legs qualify for the bonus leg and designated players who have lost a 
defined number of the legs qualify for the consolation leg, and 

29[c] wherein correctly predicting an outcome of the bonus leg qualifies at 
least one designated player for at least a portion of a bonus prize and 
correctly predicting an outcome of the consolation leg qualifies at least 
one designated player for at least a portion of a consolation prize. 

DD. Claim 30 

30[a] The wagering system of claim 26, wherein the wager comprises at 
least one of an accumulator and parlay wager comprising at least one 
or more combinations of at least a portion of the defined number of 
legs, 

30[b] wherein the one or more combinations are selectable by at least one of 
any of the one or more players, a third party, and the wagering system,

30[c] and wherein at any time before all legs included in the wager have 
been completed, at least one partial buy-out offer is initiated to any 
number of the one or more players remaining eligible to win at least 
one of a jackpot, a portion of a jackpot or an award. 
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IV. Regulatory Requirements 

A. Grounds for Standing 

Petitioner certifies that the ’439 Patent is eligible for inter partes review and 

that Petitioner meets the eligibility requirements set forth in 37 C.F.R. 42.104.  

B. Identification of Challenge and Statement of Precise Relief 
Requested 

Ground
’439 Patent 

Claims 
Basis for Challenge 

1 
1-4, 7-8, 10-12, 
15-17, 20-26, 29 

Anticipated by DeWaal 

2 
1-5, 7-8, 10-17, 

20-30 
Obvious over DeWaal in combination with Schugar 

3 6, 9, 18-19 Obvious over DeWaal in combination with Scott 

4 6, 9, 18-19 
Obvious over DeWaal in combination with Schugar 
and Scott 

V. The ’439 Patent 

The ’439 Patent purports to be directed to “any event where betting may be 

utilized or even scenarios where play is just for fun, such as, and without limitation, 

any type of actual or virtual sporting event or any type of game,” including casino 

games.  EX[1001] 3:41-59.   

The ’439 Patent’s self-proclaimed “unique differentiator” is the well-known 

concept of offering players a “‘buy-out’ or opportunity to sell their tickets (in whole 

or alternatively … in part (i.e., a fractional amount)” prior to the completion of a 

multi-leg wagering event (i.e., the Problem of Points).  EX[1001] 2:32-47; see also 
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EX[1007] ¶¶30-35.  The ’439 Patent explains that such a “buy-out” may be 

performed by selling a player’s stake “to a third party (e.g., … one or more other 

persons, other player(s), etc.),” just as was done in the early 2000s via betting 

exchanges.  EX[1001] 2:32-47; see also EX[1007] ¶¶39-40.  The ’439 Patent also 

contemplates performing a “buy-out” by selling a player’s stake “to the game 

operator.”  EX[1001] 2:32-47.  This also was well-known at the time.  See, e.g., infra

§§VIII.A, VIII.B. 

A. Embodiments of the ’439 Patent2

 The ’439 Patent describes a multi-leg wagering event as one in which players 

“make selections in a number of different legs,” which may include “any of a variety 

of different discrete events (e.g., an auto race), partial events (e.g., an inning of a 

baseball game, a set in tennis), components of events (e.g., one or more at bats by a 

particular player in baseball game or numbers selected in a particular position in a 

lottery drawing), multiple independent events (e.g., two football games that may 

occur sequentially or concurrently) and/or compilations of events (e.g., a 

championship series).”  EX[1001] 1:52-62.  In certain embodiments, a player “may 

be allowed to decouple a ticket” from the wagering event by “accept[ing] a full or 

partial buy-out of only certain parts of a ticket” at the completion of a leg, “with the 

2 Nothing herein is an admission that the ’439 Patent adequately discloses or enables 

any claim. 
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remaining parts of the ticket being unaffected, so that the player retains the entirely 

[sic] of these remaining parts of the ticket” until the completion of the last leg of the 

wagering event.  Id. 20:18-26; 13:46-54.  

This technique is implemented via a “wagering system hardware and 

network” including input devices 20N or gaming machines 26A and 26N, and a 

central server system 12 or system controller: 

Id. 3:62-4:13, Figure 1.  The ’439 Patent acknowledges that this architecture was 

“known in the art.”  See id. 4:52-57, 6:63-65, 10:40-42.   

B. Priority  

The ’439 Patent was filed August 2, 2013, and claims priority as a 

continuation-in-part application to an application filed September 6, 2012. 

EX[1001].



Petition for Inter Partes Review of U.S. Patent No. 8,721,439 

16 

C. Prosecution History 

During the prosecution of the ’439 Patent’s child application—U.S. Patent 

No. 9,117,341 (the “’341 Patent”)—Applicant unambiguously argued that identical 

limitations directed to presenting and/or initiating “at least one of a buy-out offer 

and [a] partial buy-out offer” require the presentation and/or initiation of both a 

“buy-out” offer and a “partial buy-out” offer.   

Applicant made this argument in response to the Examiner’s finding that U.S. 

Patent Application Publication to 2011/0136566 to Acres (“Acres”) (EX[1047]) 

“discloses a wagering event for one or more players, wherein a player is presented 

with at least one of a buy-out and partial offer prior to completion of the wagering 

event” and, more particularly, that “Acres discloses initiating at least a buy-out offer

to an eligible player based on the anticipated expected outcome of the player during 

the course of the game.”  EX[1003] 109 (Sept. 29, 2014 Non-Final Office Action).  

In other words, the Examiner interpreted the limitation “at least one of a buy-out 

offer and [a] partial buy-out offer” as being written disjunctive, such that either a 

“buy-out offer” or a “partial buy-out offer” satisfied that limitation. 

Applicant responded by arguing that “Claim 1, for example, recites a unique 

ability to offer both a buy-out offer and a partial buy-out offer to any number of 

players that are involved in a wagering event.”  EX[1003] 86 (Dec. 18, 2014 

Response to Office Action).  Applicant then argued that “Acres fails to disclose or 

even contemplate the claimed capability to provide a ‘buy-out’ and ‘partial buy-out’ 
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feature,” and that “Acres does not appear to disclose the claimed feature of a ‘partial 

buy-out’ and ‘buy-out’ that may be offered as alternatives to players.”  Id. 86-87.   

Based on Applicant’s argument that presenting and/or initiating “at least one 

of a buy-out offer and [a] partial buy-out offer” is a conjunctive limitation (i.e., 

requiring both a “buy-out” offer and a “partial buy-out” offer), rather than a 

disjunctive limitation, the Examiner withdrew his anticipation rejection over Acres.  

EX[1003] 69.  No subsequent prior art rejections were made during prosecution of 

the ’341 Patent.   

Given Applicant’s unambiguous statements during the prosecution, a 

POSITA at the time of the ’439 Patent would have readily understood that neither a 

buy-out offer nor a partial buy-out offer individually is sufficient to satisfy the 

limitations in the Challenged Claims directed to presenting “at least one of a/the buy-

out offer and [a] partial buy-out offer.”  EX[1007] ¶¶58, 61.3  Instead, both must be 

presented as alternatives, as Applicant argued during the prosecution of the ’439 

Patent’s child.  Id.

VI. Level of Ordinary Skill in the Art 

A person of ordinary skill in the art (“POSITA”) at the time of the ’439 Patent 

3 “A statement made during prosecution of related patents may be properly 

considered in construing a term common to those patents, regardless of whether the 

statement pre- or post-dates the issuance of the particular patent at issue.” Teva 

Pharms. USA, Inc., v. Sandoz, Inc., 789 F.3d 1335, 1343 (Fed. Cir. 2015). 
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would be a person with a bachelor’s degree in electrical engineering, computer 

science, or a similar field; and at least two years of experience in the wager based 

gaming industry.  EX[1007] ¶28.  A person with less education but more relevant 

practical experience may also meet this standard. Id.

VII. Claim Construction 

In view of Applicant’s plain and unmistakable statements of disavowal during 

the prosecution of the ’439 Patent’s child—the limitation of presenting and/or 

initiating “at least one of a/the buy-out offer and [a] partial buy-out offer” in the 

Challenged Claims4 should be construed to require the presentation of both a buy-

out offer and a partial buy-out offer that a player can alternatively select, or accept 

or decline.  See supra §V.C and n.4; see also Southwall Techs., Inc. v. Cardinal IG 

Co., 54 F.3d 1570, 1576 (Fed. Cir. 1995) (“The prosecution history limits the 

interpretation of claim terms so as to exclude any interpretation that was disclaimed 

during prosecution.”); cf. Aptalis Pharmatech, Inc. v. Apotex Inc., 718 F. App’x 965, 

971 (Fed. Cir. 2018) (“[E]ven in the absence of a clear and unmistakable disavowal, 

we conclude that the prosecution history can be evaluated to determine how a person 

of ordinary skill would understand a given claim term.”).  Moreover, both the Board 

and the Federal Circuit have held that, when supported by the intrinsic record, the 

plain meaning of certain terms reciting “at least one of A and B” is the conjunctive.  

4 This term appears in independent Claims 1 and 26 of the ’439 Patent. 
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See e.g., Ex parte Jung, 2016-008290 (PTAB Mar. 22, 2017); SuperGuide Corp. v. 

DirecTV Enters., Inc., 358 F.3d 870 (Fed. Cir. 2004).  Here, the intrinsic record—

specifically, Applicant’s arguments during the prosecution of the ’341 Patent—is 

consistent with such an interpretation.

VIII. Summary of Prior Art  

A. DeWaal (EX[1004]) 

U.S. Patent Application Publication No. 2008/0113765 (i.e., DeWaal), 

introduced supra at §I, published May 15, 2008.  See EX[1004].  It qualifies as prior 

art under at least 35 U.S.C. §102(b).  In fact, the Patent that issued from DeWaal—

U.S. Patent No. 8,105,149—is incorporated by reference in the ’439 Patent.  

EX[1001] 22:52-55.  Thus, DeWaal is also applicant admitted prior art. 

DeWaal teaches a gaming system and method that “simultaneously provides 

a multi-round bonus event to a plurality of players.”  EX[1004] ¶[0009].  DeWaal’s 

“players must pick a designated selection (i.e., a winning outcome) in each round to 

win all or a share of an award.” Id. ¶¶[0119], [0128]-[0130].  DeWaal “offers each 

advancing player an award to quit the bonus event” between each round.  Id. 

¶¶[0141], [0147].  Any player that accepts an offer to quit is paid the award and is 

eliminated from the bonus event.  Id. ¶[0142].  DeWaal teaches this process is 

applicable to “any bonus or secondary game or sequence,” such as, for example, 

“reel/slot games, card games (e.g., poker, blackjack), lottery games, selection games, 

offer and acceptance games, wheel games, dice games, free spin games, competition 
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games, skill games, perceived skill games or games that include one or more rounds 

of game play.”  Id. ¶[0108].   

DeWaal is implemented in a network architecture similar to that in the ’439 

Patent, as depicted below: 

EX[1004] ¶[0084], Figure 2B.   

B. Schugar (EX[1005]) 

U.S. Patent Application Publication No. 2008/0311981 (i.e., Schugar), 

introduced supra at §I, published on December 18, 2008.  EX[1005].  It is prior art 

at least under 35 U.S.C. §102(b).  

Schugar is directed to “a wagering game that allows a player to alter payouts 

based on an equity position the player has in the wagering game.”  EX[1005] 

¶[0003].  For example, Schugar teaches allowing players of multi-leg games to 
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leverage equity by “cash[ing] in on [a] winning state before completing the game.”  

Id. ¶[0077].  Schugar describes a “winning state” as an “equity state” in which “a 

player has a positive expectation based on his or her wagers and the game state.”  Id. 

¶[0042]. 

In this regard, Schugar recognizes that “[a] player may find it attractive to be 

able to accumulate (or ‘bank’) a portion of a positive expectation situation for later 

redemption” by “cashing out a portion of a current bet in progress,” so that “even if 

the player ultimately loses his or her wager, the player has not lost everything 

because the banking has been performed.”  Id. ¶¶[0077]-[0079], [0127]. “This can 

be prompted by an automatic pop up window which allows the player to choose 

whether he wishes to bank some or all of his recent gains ….”  Id. ¶[0092].   

Schugar teaches its partial cash-out process as being implemented via a 

machine game 400 and a database 404 that is “accessible by all games in an 

individual casino or group of casinos,” as depicted below: 
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EX[1005] ¶¶[0104]-[0105], Figure 4.   

C. Scott (EX[1006]) 

U.S. Patent Application Publication No. 2012/0309503 (i.e., Scott) was filed 

on March 14, 2012.   

Scott teaches a “multiplayer gaming system for wagering games where non-

final sets of indicia may be associated with an offer price for sale to other players.”  

EX[1006] [Abstract].  The general structure of Scott’s multiplayer system is shown 

in Figure 8 below.  
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Scott discloses that a player’s live wager can be bought by and sold to the 

system operator or other players of the gaming system.  For example, “If the player 

accepts the current cash value for his or her game symbols at decision step 432, the 

current cash value may be paid to the player at step 424.”  Id. ¶[0079].  This is 

illustrated in Figure 3A below.  
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Scott further discloses a “marketplace” for players to buy and sell interests in 

open wagers.  A player “may decide that he or she is better off selling the hand to 

another player than to take the current cash value or attempt to achieve a winning 

outcome from the symbols.”  Id. ¶[0099].  For example, engaging a “sell” button or 

the like may cause the player’s wager to enter an “electronic marketplace for sets of 

symbols” and “solicit wagers or credits from other players who may purchase the 

symbols from the player.”  Id.

D. Analogous Prior Art 

The references relied upon in the following grounds—DeWaal, Schugar, and 

Scott—are analogous art because they are each directed to cashing out a wager 

before the completion of a multi-leg wagering event using a networked electronic 
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betting system.  EX[1007] ¶¶108, 206; EX[1004] ¶[0119]; EX[1005] ¶[0126]; 

EX[1006] ¶¶[0009], [0041].   

IX. Grounds of Unpatentability 

Depending on the construction of “at least one of a/the buy-out offer and [a] 

partial buy-out offer” adopted, Claims 1-4, 7-8, 10-12, 15-17, 20-26, and 29 are 

either anticipated by DeWaal or rendered obvious by DeWaal in view of Schugar.  

The combination of DeWaal and Schugar further renders obvious Claims 5, 13-14, 

27, 28, and 30, and the combination of DeWaal with either Scott alone or further in 

view of Schugar renders obvious the remaining Claims 6, 9, and 18-19. 

A. Ground 1: Claims 1-4, 7-8, 10-12, 15-17, 20-26, and 29 Are 
Anticipated by DeWaal  

If it is determined that presenting “at least one of a buy-out offer and a partial 

buy-out offer,” is written in the disjunctive (i.e., requires either a “buy-out offer” or

a “partial buy-out offer”), as the Examiner interpreted that limitation in the ’341 

Patent (see supra §V.C),5 DeWaal anticipates Claims 1-4, 7-8, 10-12, 15-17, 20-26, 

and 29.  As set forth below, DeWaal alone discloses each and every limitation of 

those claims, including a full “buy-out offer.”  See, e.g., EX[1004] ¶[0142] (“[O]ne 

5 This also appears to be the Patent Owner’s construction in litigation.  Patent Owner 

alleges that a “Cash Out” feature that gives a player the opportunity to “close out” 

an active bet satisfies this limitation.  See EX[1050] (PO’s Infringement Contentions 

Exhibit 439.A) 1-10; see also EX[1007] ¶¶61-62. 
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hundred players chose to quit and accept the offered second additional award, such 

as $50.”). 

1. Claim 1 

(a) Limitation 1[a] 

DeWaal discloses “a gaming system and method” for “provid[ing] a multi-

round bonus event to a plurality of players.”  EX[1004] ¶[0108].  DeWaal discloses 

that its “bonus event” is a “multi-outcome” event because it discloses that “the bonus 

event includes a selection game and the plurality of outcomes include player 

selectable elements or selections.”6 Id. ¶[0128]; see also id. ¶[0119].  And DeWaal 

discloses that its “bonus event” is “for one or more players” because it discloses that 

that its gaming system and method “simultaneously provides a multi-round bonus 

event to a plurality of players.”  Id. ¶[0108]; see also id. at ¶[0109].  DeWaal 

describes the process 100 depicted in Figure 3 as one that “enables a central 

controller to cause the system gaming machine to provide a multi-round bonus 

event to a plurality of players”: 

6 Outcomes of each round include designated or “winning” outcomes and non-

designated or “losing” outcomes.  EX[1004] ¶[0012].  The presence of at least these 

two outcomes make DeWaal’s bonus game “multi-outcome.” 
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Id. ¶[0124].   

In addition, DeWaal’s bonus event is a “wagering event” because DeWaal 

discloses how its “central controller determines which players are eligible for the 

bonus event in association with a separate wager.”  Id. ¶[0118].  DeWaal further 

explains that that such a “separate wager” comprises a “side-wager or entry fee.”  Id.

DeWaal discloses that its bonus event “comprises a defined number of legs” 

because it discloses that the bonus event is “multi-round selection game” and that 
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each of the multiple rounds are a component of the bonus event.  Id. ¶[0119].  This 

interpretation of this limitation is consistent with the ’439 Patent specification, which 

states that “[t]he term ‘leg’ as used herein should be broadly construed and may 

comprise any desired number of individual components of any type of event, such 

as any type of game or sporting event.”  EX[1001] 4:13-16; see also id. 1:52-62; 

EX[1007] ¶¶95-96.  DeWaal’s multi-leg wagering events may include, for example, 

“reel/slot games, card games (e.g., poker, blackjack), lottery games, selection games, 

offer and acceptance games, wheel games, dice games, free spin games, competition 

games, skill games, perceived skill games or games that include one or more 

rounds of game play.”  EX[1004] ¶[0108].  Many of these exemplary games are the 

same as those which the ’439 Patent admits have multiple “legs.”  See, e.g., 

EX[1001] 4:16-28.   

DeWaal discloses “legs” that are of a “defined number” because it discloses 

that “the number of rounds … may be set by the game implementer to any suitable 

number.”  EX[1004] ¶[0182]; see also id. ¶[0128].  Similarly, DeWaal discloses that 

the “bonus event ends after a designated number of rounds including a final round.”  

Id. ¶[0011].   

DeWaal discloses that “a player is presented with at least one of a buy-out 

offer and a partial buy-out offer” (when construed in the disjunctive) during its bonus 

event because, as discussed in greater detail infra at §IX.A.1(f) as to limitation 1[f], 

DeWaal discloses how a “central controller offers [a] player to … quit the bonus 
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event and keep the total award accumulated.” EX[1004] ¶¶[0018], [0141].  “In this 

embodiment, the total accumulated award is offered to each advancing player along 

with the option to quit.”  Id. ¶[0018].  In other words, DeWaal’s offer to pay a player 

the “total” award accumulated when the player agrees to “quit” corresponds to “a 

buy-out offer.” 

DeWaal’s disclosure of offering a player an award in exchange for quitting 

the bonus event is consistent with the description of a “buy-out offer” in the ’439 

Patent.  EX[1007] ¶100.  For example, just as with DeWaal’s disclosure of an offer 

for some value and in exchange for a player quitting a bonus event, the ’439 Patent 

describes a “buy-out offer [that] is for buying an entire ticket from a player (i.e., 

100%) for an indicated value.”  EX[1001] 12:14-16.  

DeWaal also discloses a player is “presented with” a buy-out offer because it 

discloses that the “central controller may cause the display device to display an offer

of $10 to the advancing players,” and that “[t]he display may include appropriate 

messages, such as … ‘YOU MAY QUIT THE BONUS EVENT AND KEEP THE 

$10 OR RISK THE $10 AND PLAY ANOTHER ROUND!’”  EX[1004] ¶[0146].   

Furthermore, DeWaal’s buy-out offer is presented “prior to completion of all 

of the defined number of legs” because it is made prior to the final round in 

DeWaal’s multi-round bonus event.  In the context of an exemplary bonus event 

having five rounds, for example, DeWaal discloses a buy-out offer being made 

“[p]rior to the second round.”  Id. ¶[0141].  The process of making such buy-out 
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offers “continues for each round until the central controller determines one or more 

winning players for the bonus event.”  Id. ¶[0143].   

An example timeline of multiple players participating in a bonus event and 

being provided with “a buy-out offer … prior to completion of all of the defined 

number of legs” is depicted, for example, in DeWaal’s Figure 10:  

EX[1004] Figure 10 (annotated); see also id. ¶¶[0157]-[0160].  As shown above by 

the red box, upon accepting the award in exchange for quitting the event before 

round 3, Player C was provided with the amount of the offer and their participation 
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in the bonus event ended before the third round.  Id. Figure 10; see also id. ¶[0146].  

That is, upon accepting the offer, the player was provided a full cash out prior to the 

final round.  Thus, DeWaal discloses limitation 1[a].  EX[1007] ¶¶90-112. 

(b) Limitation 1[b] 

DeWaal discloses “providing one or more wagering input devices” because it 

discloses that its system and method “may be implemented in various configurations 

for gaming machines or gaming devices.”  EX[1004] ¶[0042].  Examples of such 

gaming machines and devices include a “slot machine,” “a desktop computer, a 

laptop personal computer, a personal digital assistant (PDA), portable computing 

device, or other computerized platform to implement the present disclosure.”  Id.

¶¶[0048], [0065].  These are the exact types of “wagering input devices,” or gaming 

machines, that the ’439 Patent acknowledges are suitable for implementing the 

alleged invention.  See EX[1001] 22:52-55. 

Two exemplary embodiments of DeWaal’s gaming devices are depicted in 

Figures 1A and 1B:  
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EX[1004] Figures 1A-1B.  DeWaal discloses that the gaming devices include “a 

plurality of displays, inputs, controls and other features of a conventional gaming 

machine,” and that “[a] player can make decisions and input signals into the gaming 

machine by touching the touch-screen at the appropriate places.”  Id. ¶¶[0045], 

[0061].  And “the bonus event includes a selection game and the plurality of 

outcomes include player selectable elements or selections” (i.e., selections that can 

be made with DeWaal’s gaming devices).  Id. ¶[0128].  

DeWaal discloses that these “wagering input devices” are “in communication 

with a system controller” because it discloses “a plurality of gaming terminals in 

communication with a central controller,” as depicted in Figure 2B:   
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EX[1004] ¶[0032], Figure 2B.  DeWaal further discloses that “the processor of the 

central server is designed to transmit and receive events, messages, commands or 

any other suitable data or signal between the central server and each of the individual 

gaming devices,” and that “[t]he central server processor is operable to execute such 

communicated events, messages or commands in conjunction with the operation of 

the central server.”  Id. ¶[0084].  A POSITA would understand this to mean that 

DeWaal’s gaming machines are in communication with a system controller.  

EX[1007] ¶116. 

Moreover, DeWaal’s central controller is a “system” controller because it 

“remotely controls any games (or other suitable interfaces) and the gaming device is 

utilized to display such games (or suitable interfaces) and receive one or more inputs 
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or commands from a player, such as in a “thin client” configuration.  EX[1004] 

¶[0123]; see also id. ¶[0088]. 

In such a configuration, a POSITA would likewise understand that DeWaal 

discloses a plurality of gaming devices in communication with a system controller 

“through which one or more players participate in the multi-outcome wagering 

event.”  EX[1007] ¶118.  For example, DeWaal discloses that, in addition to the 

“thin client” configuration, the “central controller” causes “the system gaming 

machine to provide a multi-round bonus event to a plurality of players” and “enables 

each eligible player to make an input in association with the plurality of outcomes 

in each round as indicated by block 108.” EX[1004] ¶¶[0124], [0129].  A POSITA 

would understand that the central controller enabling players to make inputs of the 

selected outcomes of the bonus event via the gaming devices constitutes 

“participat[ing] in the multi-outcome wagering event” through the central controller 

and the gaming device.  EX[1007] ¶118.  DeWaal therefore discloses limitation 1[b].  

Id. ¶¶112-118.   

(c) Limitation 1[c] 

DeWaal discloses a “multi-outcome wagering event for one or more players” 

that is “comprised of the defined number of legs,” as set forth in §IX.A.1(a) supra 

as to limitation 1[a].  DeWaal also discloses “initiating” such a wagering event 

because it discloses how its “central controller … cause[s] the system gaming 

machine to provide a multi-round bonus event to a plurality of players.”  EX[1004] 



Petition for Inter Partes Review of U.S. Patent No. 8,721,439 

35 

¶[0124]; see also id. ¶[0126].  DeWaal also discloses how its central controller 

“causes a display device … to display the bonus event to … eligible players” only 

after “a suitable triggering event occurs.” Id. ¶¶[0109], [0119]; see also id. ¶[0139] 

(equating “initiated” and “triggered” with respect to the bonus event).   

In addition, DeWaal discloses that “one or more jackpots, or a portion thereof, 

is awarded” because DeWaal discloses that players in its bonus event may compete 

for “a designated award, such as a top-level award or an award or relatively high 

value,” which may include a “pool” or a “progressive jackpot[].”  Id. ¶¶[0087], 

[0102], [0187].  And DeWaal discloses that such jackpots are awarded “at least 

where a particular number of the defined number of legs are completed” because 

DeWaal discloses that “players must pick a designated outcome (i.e., a winning 

outcome) in each round to win all or a share of an award associated with the bonus 

event.”  Id. ¶[0119].  This portion of limitation 1[c] also is disclosed for the same 

reasons a “wagering event [that] comprises a defined number of legs” is disclosed 

in limitation 1[a], as set forth in §IX.A.1(a) supra.  Thus, DeWaal discloses 

limitation 1[c].  EX[1007] ¶¶119-122. 

(d) Limitation 1[d] 

DeWaal discloses “receiving the wager via the one or more wagering input 

devices in response to the one or more players desiring to participate in the multi-

outcome wagering event” because DeWaal discloses that its wagering machines 

include a “payment acceptor,” such as a coin slot 26 and a payment, note or bill 
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acceptor 28, where the player inserts money, coins or tokens.”  EX[1004] ¶[0057].  

DeWaal also discloses how wager selections may be input by a player “via any 

suitable input device of the gaming machine, such as a touch screen,” and that they 

are received by the central controller via wagering machines as claimed.  Id. ¶[0129]. 

Submitting a wager as described by DeWaal demonstrates an outward manifestation 

of the player’s desire to participate in an event.  EX[1007] ¶127.  For example, 

DeWaal discloses how the amount wagered is entered at the gaming device and sent 

to an on-line accounting system via the gaming machine in response to a wager 

amount input by the player.  EX[1007] ¶¶124-127; EX[1004] ¶¶[0094]-[0096]. 

In addition, DeWaal discloses that “the wager coincides with each of the 

defined number of legs” because DeWaal discloses how players of its bonus event 

“make an input in association with the plurality of outcomes in each round as 

indicated by block 108” of process 100.  EX[1004] ¶[0129].  Thus, DeWaal discloses 

limitation 1[d].  EX[1007] ¶¶123-128.   

(e) Limitation 1[e] 

DeWaal discloses “identifying one or more winners of each of the defined 

number of legs” because it discloses how, “[d]uring play of the selection bonus 

game, players who pick the designated selection (i.e., a winning outcome) in an 

initial round may be deemed eligible for advancement to a subsequent round,” as 

depicted by the columns in red and blue boxes in Figure 7 below: 
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EX[1004] ¶[0130], Figure 7 (annotated).  To remain eligible to “win all or a share 

of an award associated with the bonus event,” a player “must pick a designated 

outcome (i.e., a winning outcome) in each round.”  Id. ¶¶[0119], [0143].  “[T]his 

process continues for each round until the central controller determines one or more 

winning players for the bonus event,” as depicted by the steps in the red box in 

Figure 3 below:  
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Id. ¶[0143], Figure 3 (annotated).  

DeWaal discloses that this identification of winners of each leg is “based on 

the wager from among the one or more players participating in the multi-outcome 

wagering event” because DeWaal discloses how, “[b]ased on the players’ input,” its 

“central controller designates (or causes a designation of) certain players to 

advance to a subsequent round.” Id. ¶[0130].  This player input includes players’ 

wagers and selection of an outcome, as set forth in §IX.A.1(d) supra as to limitation 
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1[d].  And it is only those players who provide such input in the first instance that 

may be deemed eligible for advancement to a subsequent round.  Id. ¶[0119] 

(“During any of the plurality of rounds, once a player does not make an input 

associated with the designated selection, that player is eliminated from the bonus 

event and disqualified from winning the award.”). For example, a player may accept 

a cash out offer prior to any round, as set forth in §IX.A.1(a) supra as to limitation 

1[a], where the claimed “at least one leg” is after any round of the bonus event that 

the player won, because the player is offered a buy out and is still in the running to 

win the final jackpot.  EX[1007] ¶136.  DeWaal therefore discloses limitation 1[e].  

EX[1007] ¶¶129-136. 

(f) Limitation 1[f] 

DeWaal discloses “initiating at least one of the buy-out offer and partial buy-

out offer to any number of the one or more players … at any time before the multi-

outcome wagering event has been completed” by virtue of its disclosure of 

“present[ing] … at least one of a buy-out offer and a partial buy-out offer” to “a 

player” (i.e., any number of the one or more players) “prior to completion of all of 

the defined number of legs,” as set forth in §IX.A.1(a) supra as to limitation 1[a].  

For example, DeWaal discloses that the “central controller may cause the display 

device to display an offer of $10 to the advancing players,” and that “[t]he display 

may include appropriate messages, such as … ‘YOU MAY QUIT THE BONUS 

EVENT AND KEEP THE $10 OR RISK THE $10 AND PLAY ANOTHER 
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ROUND!’”  EX[1004] ¶[0146].  A POSITA would understand that this is a “buy-

out offer” as claimed. EX[1007] ¶¶137-139.   

DeWaal also discloses initiating or displaying this offer only to “players that 

are eligible to win at least one jackpot for at least a portion of said at least one 

jackpot” and that “players winning at least one leg are eligible to win” by virtue of 

its disclosure of “identifying one or more winners,” as set forth in §IX.A.1(e) supra 

as to limitation 1[e].  Thus, DeWaal discloses limitation 1[f].  EX[1007] ¶¶137-139. 

(g) Limitation 1[g] 

DeWaal discloses “receiving an acceptance of the buy-out offer from at least 

one of the players eligible to win at least one jackpot” because DeWaal discloses 

how “the processor of each gaming device” and “[t]he processor of the central 

server” are “designed to transmit and receive events, messages, commands or any 

other suitable data or signal” between each other, including “an input from each 

player in each round” that may include either a selection of an outcome, as set forth 

in §IX.A.1(d) supra as to limitation [d], or acceptance of a cash out offer, as set forth 

in §IX.A.1(a) supra as to limitation 1[a].  EX[1004] ¶[0084], ¶[0129].  For example, 

DeWaal discloses how, “[i]f fifty players accept the offer and quit the bonus event, 

the central controller provides these fifty players with an award portion of $10.”  Id.

¶[0146]; see also id. ¶[0159]. 

DeWaal also discloses that “each of the players accepting the buy-out offer 

will no longer be eligible to exclusively win the at least one jackpot” and “wherein 
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each of the players not accepting the buy-out offer will remain eligible to win the at 

least one jackpot” because DeWaal discloses how, “[i]f a player accepts the offered 

portion of the award pool, the player is eliminated from the bonus event,” and “[i]f 

a player rejects the offered portion of the award, that player risks the offered portion 

of the award to play a subsequent round of the bonus event.”  EX[1004] ¶[0146].  

This also is set forth in §IX.A.1(a) and §IX.A.1(f) supra in limitations 1[a] and 1[f] 

in the explanation of how DeWaal identifies eligible and ineligible players from one 

round to another. 

Therefore, DeWaal discloses limitation 1[g].7  EX[1007] ¶¶161-169.  

(h) Limitation 1[h] 

DeWaal discloses “completing the remainder of the defined number of legs to 

finish the multi-outcome wagering event” by “advanc[ing] any remaining eligible 

players to a subsequent round until the remaining award pool is provided to one of 

the remaining eligible players.” EX[1004] ¶[0147].  This is depicted, for example, 

in Figure 7, as indicated by the red box around the “advancing players” column 

below: 

7 Because the “partial buy-out offer” limitation is optional under Patent Owner’s 

anticipated construction as applied under this ground, the limitations regarding “each 

of the players accepting the partial buy-out offer” are also optional and need not be 

met. 
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Id. Figure 7.  DeWaal further describes how “the bonus event ends after a designated 

number of rounds including a final round.”  Id. ¶[0181].  Thus, DeWaal discloses 

limitation 1[h].  EX[1007] ¶¶170-171. 

(i) Limitation 1[i] 

DeWaal discloses this limitation because DeWaal discloses how, “[i]n the 

final round, the central controller determines one or more winning players, if any, 

of the bonus event.”  EX[1004] ¶[0132]; see also EX[1007] ¶172.  DeWaal also 

discloses the awards for winning bonus events as a “progressive jackpots.”  Id.

¶[0102].  Thus, DeWaal discloses limitation 1[i]. 

2. Claim 2 

DeWaal discloses a multi-round “bonus event [that] includes, but is not 

limited to, reel/slot games, card games (e.g., poker, blackjack), lottery games, 

selection games, offer and acceptance games, wheel games, dice games, free spin 
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games, competition games, skill games, perceived skill games or games that include 

one or more rounds of game play.”  EX[1004] ¶[0108]; see also id. ¶[0127]. The 

“lottery games” disclosed in DeWaal are “lotteries,” and a POSITA would 

understand that the other enumerated examples can be implemented as both “real 

games” with mechanical gaming devices or “virtual games” with computer 

implementation.  EX[1007] ¶¶173-177. 

DeWaal also discloses a “wager that comprises a potential outcome for each 

of the legs” because players of the bonus event “make an input in association with 

the plurality of outcomes in each round” as discussed in §IX.A.1(d) supra.  

EX[1004] ¶[0129]; EX[1007] ¶¶180-181.  Accordingly, DeWaal discloses this 

claim.  EX[1007] ¶¶173-181. 

3. Claim 3 

DeWaal discloses “wherein the wager is one or more of selectable by being 

handpicked by at least one of the one or more players” because “each eligible player” 

of the bonus event may “make an input in association with the plurality of outcomes 

of each round” of the bonus event. EX[1004] ¶[0129].  Moreover, a POSITA would 

understand that DeWaal’s disclosed wagers are input via “player selectable elements 

or selections.” Id. ¶[0128].  Accordingly, DeWaal discloses this claim. EX[1007] 

¶¶182-188. 

4. Claim 4 

DeWaal discloses Claim 2, from which this claim depends, for the reasons set 
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forth above in §IX.A.2.  That section addressed DeWaal’s disclosure that “the bonus 

event includes, but is not limited to, reel/slot games, card games (e.g., poker,

blackjack),” which also demonstrates DeWaal’s disclosure of “one or more” of the 

disjunctively recited elements of this claim: “slot machines [or] poker.”  EX[1004] 

¶[0108].  DeWaal therefore discloses Claim 4.  EX[1007] ¶¶189-193. 

5. Claim 7 

DeWaal discloses a system controller that awards a jackpot or any fractional 

portion thereof upon completion of a multi-outcome event pool because DeWaal 

discloses a “central controller” in Figure 3 that “provide[s] an award to each 

winning player as indicated by block 116” after the final round of the bonus event.  

EX[1004] ¶[0133].   
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EX[1004] Figure 3. Thus, DeWaal discloses the limitations of this claim.  EX[1007] 

¶¶211-212. 

6. Claim 8 

(a) Limitation 8[a] 

DeWaal discloses that the “multi-outcome wagering event comprises one or 

more virtual games” for at least the reasons discussed in §IX.A.2 supra with regard 

to Claim 2. EX[1007] ¶¶175-176, 213-215.  For example, DeWaal discloses that the 

bonus event may include a virtual or computer generated game because DeWaal 

discloses games “such as video poker games, video blackjack games, video keno, 
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video bingo or any other suitable primary or base game may be implemented.”  

EX[1004] ¶[0064].  Moreover, a POSITA would understand that the game provided 

in the bonus event may be the same virtual game as the primary game because 

DeWaal states that “the bonus or secondary game may be any type of suitable game, 

either similar to or completely different from the base or primary game.”  

EX[1004] ¶[0079]; EX[1007] ¶214. DeWaal therefore discloses this limitation.  

EX[1007] ¶¶213-215. 

(b) Limitation 8[b] 

DeWaal discloses “initiating the buy-out offer prior to completion of the one 

or more virtual games” for the same reasons discussed above in §IX.A.1(f) supra

with regard to “said buy-out offer … being initiated at any time before the multi-

outcome wagering event has been completed” as recited in limitation 1[f]. EX[1007] 

¶216.  The buy-out offer of DeWaal is also initiated “after an outcome of the one or 

more virtual games has been determined” because, for example, the central 

controller of DeWaal determines at least one “designated” or “winning outcome” 

and at least one “losing outcome” from the potential outcomes for each round of the 

bonus event prior to initiating an offer to quit, which is initiated for each round 

before the subsequent round begins.  See EX[1004] ¶¶[0167], [0175]; EX[1007] 

¶¶216-219. 

Moreover, DeWaal discloses that the central controller “randomly generates 

awards … based on probability data,” such that a POSITA would understand that 
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the “award to quit the bonus event” (i.e., the buy-out) generated by DeWaal’s central 

controller may have a price that is based, at least in part, on random-number 

generated probabilities. EX[1004] ¶¶[0049], [0141]; EX[1007] ¶221.  

7. Claim 10 

DeWaal discloses the concept of “interim jackpots [that] are awarded where 

a particular number of the defined number of legs are completed” and are awarded 

“prior to completion” of the bonus event.  As discussed in §IX.A.1(f) supra, 

DeWaal’s bonus event includes an “offer and acceptance feature” that “offers each 

advancing player an additional award to quit the bonus event.”  EX[1004] ¶[0141].  

“[P]layers can win an additional award associated with each round as described 

above and any additional awards won in the plurality of rounds are accumulated into 

a total award.” Id. ¶[0018]. The accumulated “additional awards” disclosed by 

DeWaal are “interim jackpots” that are awarded to players after “a particular number 

of the defined number of legs are complete” (i.e., some, but not all legs of the bonus 

event). EX[1007] ¶¶226-228. 

8. Claim 11 

DeWaal’s bonus event necessarily includes a “span of time before” the final 

leg because players must be given time to pick designated outcomes in each round 

of the bonus game (including the “final leg”) before completing the bonus game. See

EX[1004] ¶[0119]; EX[1007] ¶230.  DeWaal also discloses that the final leg is 

completed in a “live or pre-recorded event attended by [eligible] players” because 
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DeWaal discloses providing the bonus event “substantially simultaneously … to a 

plurality of players” (EX[1004] ¶[0108]), which a POSITA would have understood 

to require each player to experience or attend all legs, including the final leg, either 

live, in real-time, or via synchronized pre-recorded content.  EX[1007] ¶231.  

Moreover, DeWaal discloses that “only eligible players may advance to the 

subsequent round of the bonus event.”  EX[1004] ¶[0130].  Thus, attendance or 

participation in the final leg is limited to only those advancing to that stage of the 

bonus event.  EX[1007] ¶234. 

9. Claim 12 

This claim is similar to limitations 1[a], 1[f], and Claim 8 discussed in 

§§IX.A.1(a), IX.A.1(f), and IX.A.6(b) supra except that this claim recites a “buy-

back offer” instead of a “buy-out offer.”8  The ’439 Patent makes clear to a POSITA 

that they refer to the same thing.  EX[1007] ¶¶236-237.  For example, the ’439 Patent 

uses the terms “buy-back” and “buy-out” interchangeably: “In this implementation, 

it is contemplated the users’ devices would also receive messages and the buy-out 

offers discussed below from the pool operator via the central server system 12, so 

that the individual user could participate in the wagering system and buy-back 

option via the user's connected device.”  EX[1001] 5:48-53; see also id. 21:1-7.  

8 This claim further recites that the buy-back offer is “for a portion” of the jackpot, 

which is also addressed in the cited sections above. 



Petition for Inter Partes Review of U.S. Patent No. 8,721,439 

49 

Accordingly, the limitations of this claim are disclosed by DeWaal.  EX[1007] 

¶¶235-239. 

10. Claim 15 

DeWaal discloses a “consolation jackpot” because DeWaal discloses “a 

consolation award” in the context of a bonus event game.  EX[1004] ¶¶[0017], 

[0145]. 

With regard to the consolation prize being awarded “where a consolation 

scenario is won,” a POSITA would have understood DeWaal’s consolation award to 

be “won” where a player has selected some, but not all, of the designated selections 

in a selection game, which is consistent with the ’439 Patent’s use of the term 

“consolation scenario.”  EX[1001] 2:64-3:2 (“Consolation Pool[] may be won by 

those who correctly select a portion of the correct outcomes or another consolation 

scenario”); EX[1004] ¶[0017] (“[T]he central controller provides a consolation 

award (or causes the consolation award to be provided) to each player who did not 

pick the designated selection in one of the rounds.”); EX[1007] ¶¶247-248.  Thus, 

DeWaal discloses winning a “consolation scenario” in the same way as described in 

the ’439 Patent (i.e., selecting some, but not all, of the correct outcomes).  EX[1007] 

¶248. 

11. Claim 16 

As discussed in §IX.A.10 supra, DeWaal discloses a “consolation scenario” 

and awarding a consolation jackpot when the “scenario” is won.  DeWaal also 
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discloses at least the first configuration of the disjunctively9 recited options—namely 

where the “consolation scenario comprises at least one of winning a predetermined 

subset of the defined number of legs.”  EX[1007] ¶249.  Specifically, DeWaal 

discloses awarding a consolation prize in its bonus game to players that have selected 

some of the designated selections for a bonus game, but “who did not pick the 

designated selection in one of the rounds.” EX[1004] ¶[0145]. For example, winning 

a “predetermined subset of the defined number of legs” as claimed includes winning 

all but the prior round in the bonus event of DeWaal.  DeWaal therefore discloses 

the first alternative limitation recited in this claim and anticipates this claim.  

EX[1007] ¶250. 

12. Claim 17 

DeWaal discloses this limitation for the reasons discussed in §§IX.A.1(b), and 

IX.A.1(d), supra.  Moreover, with regard to the generated wager “reflecting one or 

more predicted outcomes,” DeWaal discloses that the wager generated by a player 

on a gaming machine consists of selections of “outcomes,” which a POSITA would 

9 While the intrinsic record of the ’439 Patent, including Patent Owner’s disclaimers 

during prosecution of its child application, supports interpreting limitations directed 

to “at least one of a buy-out offer and a partial buy-out offer” in the conjunctive, 

there is no similar disclaimer for any other limitations reciting “at least one of X, Y, 

and Z” in the Challenged Claims. A POSITA would therefore understand this (and 

the other similar limitations) as written in the disjunctive (i.e., to require either X or

Y). See, e.g., EX[1007] ¶245. 
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understand to be player-predictions of the designated outcome, for each round of the 

bonus event. EX[1004] ¶[0129]; EX[1007] ¶254.   

13. Claim 20 

DeWaal discloses “wherein the wager further comprises a list that is … 

displayed via the one or more wagering input devices” because DeWaal discloses 

“display devices 16 a, 16 b and 16 c [that] display the respective player picks of the 

selections 202, 204, 206, 208, 210 and 212 for a first round of the bonus event.” 

EX[1004] ¶[0171], Figure 11B (showing bolded wager selections on display devices 

16a-c for “round 1”).  
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This process of causing display of the player picked outcome on the display of the 

gaming machine is repeated for each round of the bonus event.  EX[1004] ¶[0178], 

Figure 11E.  Moreover, as discussed in §IX.A.1(d) supra, DeWaal’s “wager” 

includes both player “selections” and monetary value input by the player via the 

gaming machines. EX[1007] ¶261.  Thus, DeWaal discloses a wager that includes a 

list that is displayed via wagering input devices. Id. ¶¶260-261. 
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14. Claim 21 

DeWaal discloses wagering devices that include at least “gaming machines,” 

among other enumerated devices disjunctively listed in this claim. EX[1004] 

¶[0042]; EX[1007] ¶¶262-264. 

15. Claim 22 

DeWaal discloses an “award pool for each bonus event.” EX[1004] ¶[0146].  

DeWaal also discloses that “if no players advance to a final round, the bonus event 

ends and the award is provided in a subsequent bonus event,” which a POSITA 

would understand refers to a progressive award.  EX[1004] ¶[0023]; EX[1007] 

¶¶267-268. 

Regarding the “award pool” of DeWaal, a POSITA would understand it to be 

“at least one of … variable” because the pool is funded by player wagers, and 

DeWaal discloses that the number of players eligible to make a wager in the bonus 

event is not predetermined (i.e., variable) based on the number of player entries.  

EX[1004] ¶[0150]; EX[1007] ¶269. 

16. Claim 23 

DeWaal discloses a progressive award configuration where the jackpot is 

rolled into the next bonus event (i.e., another multi-outcome wagering event) when 

there are no winners of the current jackpot.  EX[1004] ¶[0023]; EX[1007] ¶¶270-

272. 
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17. Claim 24 

DeWaal discloses monetary jackpots awarded in the form of “currency,” such 

as an award of “$10,000” U.S. dollars. EX[1004] ¶¶[0141], [0169]; EX[1007] 

¶¶273-274. 

18. Claim 25 

(a) Limitation 25[a]-[b] 

The limitation of “wherein the multi-outcome wagering event comprises at 

least one of a bonus leg and a consolation leg” is recited in the disjunctive and 

therefore may be met by a showing in the prior art of either a bonus leg or a 

consolation leg.  As discussed above in §IX.A.1(a) supra, DeWaal discloses a multi-

round bonus game that has a “plurality of outcomes in each round,” where “players 

must pick a designated selection (i.e., a winning outcome) in each round to win all 

or a share of the award,” and players that pick the winning outcome in a round 

advance to a subsequent round.  EX[1004] ¶¶[0119], [0128].  Thus, DeWaal 

discloses that a player can win “a defined number of legs [to] qualify for the bonus 

leg” (i.e., any subsequent round after a winning selection) in the bonus event.  

EX[1007] ¶276. 

(b) Limitation 25[c] 

DeWaal discloses that “correctly predicting an outcome of the bonus leg 

qualifies” the player for “at least a portion of a bonus prize” because DeWaal 

discloses a multi-round bonus game that has a “plurality of outcomes in each round,” 
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where “players must pick a designated selection (i.e., a winning outcome) in each 

round to win all or a share of the award.” EX[1004] ¶¶[0119], [0128].  Thus, DeWaal 

satisfies this limitation and discloses this claim through disclosure of bonus legs of 

a bonus event and associated prizes.  EX[1007] ¶¶277-278. 

19. Claim 26 

Claim 26 is nearly identical to Claim 1, except that Claim 26 is directed to a 

“system” with the same components recited in Claim 1’s “method.” DeWaal 

therefore discloses each limitation of Claim 26 for the reasons discussed above with 

regard to Claim 1. 

(a) Limitation 26[a] 

DeWaal discloses a “wagering system” with “wagering input devices” that 

allow “placement of a wager on a multi-outcome wagering event” for the reasons 

discussed in §§IX.A.1(a), IX.A.1(b), and  IX.A.1(d) supra regarding limitations 

1[a], 1[b], and 1[d]. EX[1007] ¶¶279-281. 

(b) Limitations 26[b]-[i] 

See supra §§IX.A.1(b)- IX.A.1(i); EX[1007] ¶¶282-309. 

20. Claim 29 

See supra §IX.A.18; EX[1007] ¶¶318-320. 

B. Ground 2: Claims 1-5, 7-8, 10-17, 20-30 Are Rendered Obvious by 
DeWaal in View of Schugar. 

If it is determined that “at least one of a buy-out offer and a partial buy-out 



Petition for Inter Partes Review of U.S. Patent No. 8,721,439 

56 

offer prior” in limitations 1[a] and [f] and 26[f]10 is written in the conjunctive (i.e., 

requires both a “buy-out offer” and a “partial buy-out offer”), as Applicant argued 

during the prosecution of the ’439 Patent’s child (see supra §V.C), or if it is 

determined that DeWaal does not disclose a full “buy-out” offer, the Challenged 

Claims are rendered obvious by DeWaal in view of Schugar.  Specifically, Schugar 

discloses both a “buy-out offer” and a “partial buy-out offer,” to the extent required 

by limitations 1[a], 1[f]-[g], the parallel limitations of Claim 26, and certain other 

dependent claims as discussed herein.  EX[1007] ¶¶88, 107-111, 142-150.  

For example, while Petitioner maintains that DeWaal discloses limitations 

1[a], 1[f], and 1[g] for the reasons set forth in §§IX.A.1(a), IX.A.1(f), and IX.A.1(g) 

supra, these and other limitations also are disclosed in Schugar and can be relied 

upon to further demonstrate that the Challenged Claims are invalid as obvious over 

DeWaal in view of Schugar. 

1. Limitations 1[a], [f], and [g], and 26[f], and [g] - Schugar 
Discloses Both a “Buy-Out Offer” and a “Partial Buy-Out 
Offer”11

Schugar discloses that, “[w]hen the player is playing a game in which the 

10 Limitation 26[g] recites receiving “acceptance of at least one of the buy-out offer 

and partial buy-out offer” and thus implicates this same construction issue. 

11 Though not individually addressed below, because the proposed combination 

impacts limitations of the independent claims, each dependent claim analyzed in 
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player can be ‘winning’ before the game is over, the player may wish to have a way 

to cash in on the winning state before completing the game.”  EX[1005] ¶[0077].  

In addition to fully “cash[ing] in” a bet and “surrender[ing]” it, “[t]he player can also 

bank a portion of the expected profit the player has earned for later use.”  Id.

¶¶[0078]-[0079].    

For example, in one disclosed embodiment where a player has placed a $100 

wager, “the house can take a portion of the player’s wager (such as 10%), so that the 

player now has $90” wagered on the event, and “[t]he taken portion can be stored 

for later redemption by the player” and “can be accumulated and dispersed to the 

player at a later time.”  Id. ¶[0079].  The banked portion can be “redeemed for cash 

instantly” or “redeemed for cash at a later time.”  Id. ¶[0083].  In this way, the player 

can “continue to wager, but limit his losses by ensuring that some amount is still 

saved for later.”  Id. ¶[0079]; EX[1007] ¶107. 

Schugar suggests that this technique is widely applicable to other wager types, 

such as “sporting events, either at intervals on individual games or series of games.”  

EX[1005] ¶[0072]; EX[1007] ¶¶108-109.  For example, Schugar discloses accepting 

a full or partial buy out in a seven-game series like the baseball World Series, or a 

four-quarter football game like the Patriots versus the Giants.  EX[1005] ¶[0072], 

§IX.A supra is also rendered obvious by DeWaal and Schugar for these same 

reasons. 
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¶[0120], ¶[0126].  In the seven-game series, “[a]fter each game in the series … 

payout odds for each team winning the series can change to reflect the current 

conditions (as described herein and/or known in the art) and players can make 

wagers during the series.”  Id. ¶[0072].  And in a four-quarter football game, a similar 

modification of payout odds is performed at halftime.  Id. ¶[0126]; see also id.

¶[0120]. 

Schugar also discloses accepting a partial buy-out offer as implicated in at 

least limitations 1[g] and 26[g]. In one example, a player accepts an offer for a 10% 

buy-out of a $100 wager (i.e., $10), which the player can “bank[] … for later 

redemption” while “continu[ing] to wager” with the remaining 90% (i.e., $90).  Id.

¶[0079]. 

2. Motivations to Combine 

As an initial matter, DeWaal and Schugar are analogous art because both are 

directed to directed to cashing out a wager before the completion of a multi-leg 

wagering event using a networked electronic betting system.  See supra §§VIII.A-

VIII.B, VIII.D; EX[1007] ¶¶63-73.  And the multi-round bonus events taught by 

DeWaal naturally align with the multi-game (e.g., the World Series) and multi-

quarter (e.g., a football game) sporting events taught by Schugar.  EX[1007] ¶¶108, 

143.  Thus, a POSITA would have looked to Schugar to address the “continuing 

need to provide new and different gaming machines and gaming systems as well as 

new and different ways to provide awards to players including bonus awards” 
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described in DeWaal.  EX[1004] ¶[0008]. 

In view of this need, and Schugar’s explanation that “[a] player may find it 

attractive to be able to accumulate (or ‘bank’) a portion of a positive expectation 

situation for later redemption” (EX[1005] ¶[0077]), a POSITA would have been 

motivated to improve the system and method of DeWaal by including Schugar’s 

offer of a partial cash-out (EX[1007] ¶¶86-89, 111, 146-150, 161, 166-169).  As 

Schugar explains, providing the additional option of a partial cash-out keeps players 

more engaged because it allows them to “continue to wager, but limit his [or her] 

losses by ensuring that some amount is still saved for later.”  EX[1005] ¶[0079].  

The ability to partially cash out a portion of a bet also allows players to place 

additional bets that can put them “in a no-lose situation” so that they “can relax and 

enjoy the game without worry.”  Id. ¶[0126].  Not only is such a feature beneficial 

for the player, it also benefits the house—“[t]he house makes money … and the 

player gets the peace of mind of the sure win.”  Id. ¶[0078].  Thus, Schugar itself 

provides an express motivation to combine its partial cash-out with DeWaal’s 

betting system and method.  

Specifically, a POSITA would have been motivated to modify DeWaal’s 

system and method for providing a bonus event, and in particular the offer and 

acceptance feature thereof, to add Schugar’s ability to partially cash out a portion of 

a wager and keep playing the wagering event but with a lower expectation/paytable.  

EX[1007] ¶¶149-150.  For example, when DeWaal’s system provides the player 
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with the offer to fully quit in exchange for some value, a POSITA would expect the 

system to also present the alternative offer to partially quit or cash out and continuing 

playing the bonus event in exchange for a different (e.g., reduced) pay table with 

“appropriate messaging” as described in DeWaal.  Id. ¶164; EX[1004] ¶[0146].  In 

the combination, DeWaal’s ability to fully cash out a player’s wager and eliminate 

them, and Schugar’s ability to partially cash out a player’s wager but allow them to 

keep playing, are alternatives that compliment, rather than interfere with, one 

another.  EX[1007] ¶150.  

The computerized instructions for providing such appropriate messaging, 

receiving user input in response to the partial buy-out offer, and sending the 

appropriate signals to DeWaal’s controller in response thereto would parallel and 

could be bunded with, the existing instructions for handling DeWaal’s offer to fully 

quit functionality.  EX[1007] ¶149.  The only new feature that would have to be 

added is to DeWaal’s server would be a method to reduce or change the partially 

cashing out player’s pay table to credit the amount of the wager that was cashed out, 

but as Schugar’s examples demonstrate, such a function involves only basic math 

that is well within the capabilities of a POSITA.  Id.; EX[1005] ¶[0120] (“Therefore, 

$1.52 can be subtracted from the $100 original wager to result in a $98.48 wager 

remaining on the Yankees.”).  These are routine computer functionalities—“[n]o 

specialized or advanced computer programming skills would be required” to make 

the combination.  EX[1007] ¶149.  If a partial buy-out is accepted and the player 
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goes on to win the remaining rounds of DeWaal’s bonus event, DeWaal’s system 

would simply award the portion of the bonus award according to the modified pay 

table as taught by Schugar in satisfaction of the remaining limitations. Id.

DeWaal provides additional motivation in its discussion of how “enabl[ing] 

players to make inputs or choices that affect the award …. provides increased 

excitement and enjoyment for players because the players are provided with the 

ability to make inputs or choices in the bonus game that affect the outcome of the 

bonus game.”  EX[1004] ¶[0012].  A POSITA would have therefore been motivated 

to add additional ways to increase excitement and enjoyment for players, including 

through the addition of Schugar’s partial buy-out option.  EX[1007] ¶152.  By 

contrast, a player might be discouraged from using or hesitant to use DeWaal’s full 

cash out feature because accepting the offer would remove the player from the bonus 

event and leave them worrying if they could have won more had they rejected the 

offer and remained in the bonus event.  Id.

The limitation “wherein a player is presented with at least one of a buy-out 

offer and a partial buy-out offer prior to completion of all of the defined number of 

legs” would also have been obvious because it is only a combination of prior art 

elements according to known methods to yield predictable results.  See EX[1007] 

¶148.  For example, a POSITA could have combined DeWaal’s offer to fully 

surrender or cash out a player’s wager and Schugar’s offer to cash out a portion of a 

players wager by simply adding standard machine readable and executable 
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instructions to DeWaal’s controller and adding the ability to partially cash out to the 

graphical user interface of DeWaal’s gaming machine, as would be known by a 

POSITA.  Id. ¶149.  The computer instructions to handle providing the partial cash 

out offer on the display of the gaming device, receive a user input in response to the 

offer, send a signal to the central controller from the gaming device indicating the 

player’s choice in response to the offer would have paralleled those, and likely could 

be easily bundled with, the existing signals and methods in DeWaal for handling the 

full cash-out offer (i.e., the offer to quit).  Id. 

Regarding the limitation of “[acceptance of/accepting] the buy-out offer or 

partial buy-out offer” from the eligible players, a POSITA would understand that in 

the combination of DeWaal and Schugar described herein, DeWaal’s central 

controller would receive an acceptance of the partial buy-out offer from the eligible 

players that have accepted it in the exact same manner that DeWaal already discloses 

with respect to its full cash-out offer.  EX[1007] ¶167.  As described above, because 

DeWaal already discloses receiving an acceptance of a full cash-out offer, the 

additional instructions for handling the partial cash-out offer of Schugar would be 

minimal, and the signals could be bundled with those that already implement 

DeWaal’s offer and acceptance feature.  Id.  In this regard, a POSITA would 

recognize that, because DeWaal’s system is capable of receiving the claimed 

acceptance with respect to a full cash-out offer, it would also be capable of receiving 

an acceptance to partially quit or cash out, as disclosed in Schugar.  Id.



Petition for Inter Partes Review of U.S. Patent No. 8,721,439 

63 

In the combination proposed herein, DeWaal’s full cash-out offer and 

Schugar’s partial cash-out offer would not interfere or obstruct one another in any 

way and would perform the identical functions as they do individually.  EX[1007] 

¶150.  Adding Schugar’s ability for partially cashing out simply adds another choice 

or selection for the user to make, and DeWaal’s system for providing a bonus event 

with an offer and acceptance feature would be compatible with Schugar’s partial 

cash-out functionality.  Id.  Further, the results of the combination are entirely 

predictable and expected—the system would provide the option to fully cash out the 

players wager and end the player’s participation in the bonus event, as described in 

DeWaal, as well provide the option to partially cash out the players wager and 

continue participating in the bonus event, as described in Schugar. Id.  In other 

words, the two options, while both related to the ability to capitalize on a player’s 

equity position in the bonus event, largely operate independent of one another as 

separate options and choices for the user to make.  Id. 

Furthermore, a POSITA would have a reasonable expectation of success in 

adding Schugar’s ability and offer to cash out a portion of the player’s wager to 

DeWaal’s offer and acceptance feature of the bonus event because both references 

teach that these techniques are useful and practicable in the same types of multi-

round or multi-stage games.  See EX[1007] ¶154; EX[1004] ¶¶[0104], [0127]; 

EX[1005] ¶[0075].  Further, just as each round of the bonus event in DeWaal is 

associated with a progressing potential award, each game state in Schugar “may have 



Petition for Inter Partes Review of U.S. Patent No. 8,721,439 

64 

a different expected return for the player based on the player’s wagers and the current 

game state.”  EX[1005] ¶[0054].  A POSITA would have therefore found the 

combinations of DeWaal and Schugar discussed herein to be obvious. 

3. Claim 5 

As discussed above, DeWaal discloses offering and accepting a buy-out for 

players that remain eligible to win a jackpot.  See, e.g., EX[1004] ¶[0037]; supra

§ IX.A.1(a).  A POSITA would understand that a partial buy-out offer would be for 

less than (or a partial amount of) a full buy-out offer amount disclosed by DeWaal.  

EX[1007] ¶194.  This is confirmed by Schugar, which discloses that, for example, 

in a situation where the player placed a $100 wager, “the house can take a portion of 

the player’s wager (such as 10%), so that the player now has $90” wagered on the 

event.  EX[1005] ¶[0079].  The banked 10% portion of the wager corresponds to the 

player “accepting less than the buy-out offer amount” because the 10% portion is 

less than the 100% value of the wager.  Id. ¶[0083]. 

In the proposed combination, accepting the partial buy-out offer of Schugar 

(offered as an alternative to the full buy-out offer taught in the bonus event of 

DeWaal) “result[s] in the at least one of the one or more players remaining eligible 

to win at least a portion of at least one jackpot” because Schugar teaches that the 

player continues to play the game and remains eligible to win a portion of the 

jackpot, albeit at a reduced pay table.  EX[1005] ¶[0079]; EX[1007] ¶¶149, 198; 

supra §IX.B.2. 
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4. Claim 13 

DeWaal discloses Claims 11, and 10, from which this claim depends as shown 

in §IX.A.8 and IX.A.7, supra.  DeWaal also discloses that “the bonus or secondary 

game may be any type of suitable game, either similar to or completely different 

from the base or primary game.”  EX[1004] ¶[0079].  Schugar supplements the 

teachings of DeWaal by stating that the event wagered on may be “a sporting event 

(including horse racing, football, etc., simulated by machine or real), a gambling 

game (e.g., craps, blackjack, etc.), or even a dramatic work (such as a reality show).”  

EX[1005] ¶[0109].  A POSITA would have been motivated to combine DeWaal with 

Schugar such that the bonus event is a “reality show” because both references teach 

methods and systems of implementing a wagering game and DeWaal already 

suggests the possibility that the bonus event wagering game may be any type of 

game. EX[1007] ¶242.   

Moreover, DeWaal discloses that the bonus event may be attended “live” 

(supra §IX.A.8) and conducted “simultaneously” for each eligible user, which a 

POSITA would have understood to be conducive to conducting the bonus game with 

wagering on events in a live or pre-recorded airing of a reality show displayed via 

DeWaal’s “video controller 46” supporting “external video sources” and streamed 

via mass communication media such as DeWaal’s “data network” which includes 

the “internet.”  Id. ¶¶243-244; EX[1004] ¶¶[0009], [0061], [0097]-[0098].  
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5. Claim 14 

DeWaal discloses a “mass communication medium” for broadcasting via the 

“internet.” Supra §IX.B.4; EX[1004] ¶[0098]. 

6. Claim 27 

While DeWaal does not expressly disclose that the bonus event may be a 

“sporting event,” Schugar discloses methods of conducting a wagering game that 

“can be used to bet on sporting events, either at intervals on individual games or 

series of games.”  EX[1005] ¶[0072].  A POSITA would have been motivated to 

incorporate Schugar’s sports-wagering games in the system of DeWaal based on 

DeWaal’s express teaching to provide new and different ways to provide awards to 

players and Schugar’s disclosure of betting on sporting events either “at intervals on 

individual games or series of games.”  EX[1004] ¶[0008]; EX[1005] ¶[0072]; 

EX[1007] ¶313.  Specifically, a POSITA would have understood that Schugar’s 

sports betting concept and wagering on the games in a series, such as a seven-game 

series like the baseball World Series or a four-quarter football game like the Patriots 

versus the Giants, is analogous to and compatible with the structure and operation 

of DeWaal’s multi-round bonus event including the offer and acceptance feature and 

would have been motivated to pursue this approach for the reasons mentioned above 

in §IX.B.2.  EX[1007] ¶¶312-313; EX[1005] ¶¶[0072], [0120], [0126]. 
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7. Claim 28 

(a) Limitation 28a[a]-[b] 

A POSITA would have been motivated to modify DeWaal’s bonus event to 

include a multi-round sports wagering game as taught by Schugar and discussed in 

§IX.B.6 supra.  Because it would have been obvious to initiate buy-out offers and/or 

partial buy-out offers for each leg of DeWaal’s bonus event (supra §IX.B.1), it also 

would have been obvious to initiate a buy-out offer and/or a partial buy-out offer for 

“for any combination” of legs in the sports wagering game configuration of the 

combined system because offering one or more full or partial buy-outs at “each” leg 

of the game is a “combination of legs” that includes all legs.  EX[1007] ¶316. 

(b) Limitation 28[c] 

See supra §IX.B.1. 

8. Claim 30 

(a) Limitation 30[a] 

A POSITA would have understood that DeWaal’s bonus event is an 

accumulator or parlay-type of wagering event because both types of wagers involve 

placing a single wager that contains multiple individual sub-wagers linked together 

and where each sub-wager selection must be correct in order to win the bet. 

EX[1007] ¶321.  That is precisely the type of wagering event disclosed by DeWaal’s 

bonus event, where players must make multiple, individual selection (i.e., sub-

wagers) on the outcome of each round of the bonus event, and each individual 
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selection must be correct in order for the player to advance to the next round and 

possibly win the final accumulated award (i.e., jackpot).  EX[1004] ¶[0119]; 

EX[1007] ¶¶322-323. 

Regarding the limitation that the accumulator or parlay wager comprises “at 

least one or more combinations of at least a portion of the defined number of legs,” 

DeWaal discloses this because winning DeWaal’s bonus event requires a correct 

selection for each round of the bonus event (i.e., a “combination” of legs where 

every round is required).  EX[1007] ¶324. 

(b) Limitation 30[b] 

DeWaal discloses that “each eligible player” of the bonus event may “make 

an input in association with the plurality of outcomes of each round” of the bonus 

event (EX[1004] ¶[0129]), and thus discloses that the combinations are selectable 

by the “players.”  EX[1007] ¶325. 

(c) Limitation 30[c] 

DeWaal in view of Schugar renders this limitation obvious as discussed in 

§IX.B.1 supra. 

C. Grounds 3 and 4: Claims 6, 9 and 18-19 Are Rendered Obvious 
by DeWaal in View of Scott or in further view of Schugar. 

Scott teaches a “marketplace” allowing third parties and other users to transact 

in live, ongoing wagers with multiple legs that can be readily applied to existing 

gaming systems such as DeWaal’s central server/controller.  See supra §VIII.C. 

These teachings of Scott are applied in Grounds 3 and 4 to teach these aspects of 
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Claims 6, 9, and 18-19.  If it is determined that the challenged independent claims 

require just one of a “buy-out offer” or a “partial buy-out offer,” the combination of 

DeWaal and Scott renders these claims obvious (Ground 3), but if both “a buy-out 

offer” and a “partial buy-out offer” are required, Schugar is added to the 

combination (Ground 4). 

1. Motivation to Combine 

A POSITA would have been motivated to include Scott’s “marketplace” for 

transacting in full and partial interests (as taught by Schugar) in live wagers within 

the bonus game of DeWaal because DeWaal discloses providing buy-out 

opportunities via similar gaming machines arranged in similar architectures. 

EX[1007] ¶205. With regard to the gaming machines of DeWaal, only ordinary skill 

in the form of routine software implementation would have been required to 

implement the “quit” (i.e., buy-out) option from DeWaal to include the features of 

the “sell” button and similar interfaces of Scott (as well as, as discussed above in 

§IX.B.2, the teachings of Schugar’s partial buy-out functionality) to initiate a full or 

partial buy-out transaction with either the house, other players, or any third party.  

Scott itself touts the benefits and compatibility of the proposed combination.  

EX[1006] ¶¶[0009], [0041].  Specifically, Scott states that use of its value engine is 

“advantageous in that it adds a new element to wagering games that is compatible 

with a wide variety of wagering games,” such as DeWaal’s multi-round bonus event.  

EX[1006] ¶[0041]; EX[1007] ¶206.  In addition, Scott also teaches that the 
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functionality of its disclosed system can be used “to enhance traditional games, such 

as to encourage new players to play or entice existing players to continue playing.”  

EX[1006] ¶[0043].  Moreover, Scott teaches that its system can be added to games 

to create better player “connection between their actions and the cash value 

presented by the value engine,” which a POSITA would have understood to increase 

player engagement and further motivate the combination.  EX[1006] ¶[0043], 

EX[1007] ¶206; see also EX[1006] ¶[0077].  Furthermore, Scott teaches 

implementation of its “marketplace” for wagers within a secondary game, such as 

the bonus game of DeWaal. EX[1006] ¶¶[0098], [0099], [0117].   

Because both references teach methods and systems of implementing a 

wagering game wherein a player is able to receive payment for his or her position 

prior to the completion of the game, Scott merely provides additional means for 

achieving this goal relative to DeWaal, such as providing a marketplace where 

players can sell their positions to other players.  Therefore, a POSITA would 

recognize that DeWaal and Scott are analogous references which attempt to achieve 

the same goal and would therefore be motivated to combine them. EX[1007] ¶208. 

The proposed application of Schugar’s teachings of a partial buy-out offer to 

DeWaal’s system to render obvious the “partial buy-out” limitation under 

DraftKings’ proposed construction are consistent with Scott’s teachings regarding 

sale of “partial hands” and are properly motivated for the same reasons as set forth 

in this section. Scott’s “marketplace” could also be used to transact in partial stakes 
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in live wager games to provide the very benefits disclosed by Schugar: allowing 

players to “continue to wager, but limit his [or her] losses by ensuring that some 

amount is still saved for later.”  EX[1005] ¶[0079].  The fact that third parties bid 

for acquisition of gaming interests increases liquidity of the market over the 

operator-acquired buy-outs disclosed in DeWaal and Schugar.  EX[1007] ¶¶204-

205.  Thus, a POSITA would have also been motivated to combine DeWaal, Scott, 

and Schugar for these same reasons. EX[1007] ¶[201]. 

2. Claim 6 

DeWaal and Schugar do not expressly describe the concept of initiating a buy-

out offer on behalf of a third party or one or more other players or that “when the 

buy-out offer is accepted, the third party becomes eligible for winning at least a 

portion of the jackpot.”  However, Scott discloses these limitations.  

Scott teaches systems for providing “value for partial or incomplete game 

outcomes,” which is “highly advantageous in that the ability to sell non-final sets of 

indicia provides another avenue for players to be rewarded for playing a wagering 

game.”  EX[1006] ¶¶[0003], [0009].  When Scott refers to buying and selling “non-

final” sets of wagering game indicia, it is referring to buying or selling a player’s 

wager before the wagering game is completed.  EX[1007] ¶77; EX[1006] ¶[0076]. 

In one embodiment, the current cash value of a live wager is displayed on the display 

device of a gaming machine, and “a player input device 108 in the form of an 

‘accept’ button may be provided to allow a player to accept a current cash value 
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presented on a display 104 by the value engine.”  EX[1006] ¶¶ [0048], [0060]. The 

player may “accept” or “decline” the current cash value offer by pressing the 

appropriate buttons on the gaming machine.  Id. ¶¶[0077]-[0078].  “If the player 

accepts the current cash value for his or her game symbols at decision step 432, the 

current cash value may be paid to the player at step 424.”  Id. ¶[0079].  

Scott also discloses embodiments regarding buying and selling by other 

players of the system via an “electronic marketplace,” where a player “may decide 

that he or she is better off selling the hand to another player than to take the current 

cash value or attempt to achieve a winning outcome from the symbols.”  Id. ¶[0099]; 

EX[1007] ¶204.  

Regarding “when the buy-out offer is accepted, the third party becomes 

eligible for winning at least a portion of the jackpot,” Scott discloses that after a full 

or partial sale of “game indicia,” that “[i]f a winning outcome is achieved, the player 

is paid an award according to the paytable.” EX[1006] ¶[0101]. Moreover, a 

POSITA would understand that upon receiving the gaming interest from the first 

player, the third party or other player can play that hand to win a jackpot or portion 

thereof.  EX[1007] ¶¶202-203, 209-210.   

3. Claim 9 

Regarding “initiating a bidding process among a designated number of players 

interested in accepting at least one of the buy-out offer and partial buy-out offer,” 

Scott establishes a marketplace where other player or third parties offer, buy, and 
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sell rights to certain wagering opportunities, including by offering and “counter 

offering” bids on live wagers.  EX[1006] ¶¶[0099], [0127]-[0129], [0139].  This is 

a “bidding process” because players or third-party entities “bid” or offer and 

“counter” offers to transacting in live wagers.  EX[1007] ¶224. 

Regarding “closing the bidding process after a certain span of time,” Scott 

discloses “if the first player continues to play the wagering game such that a final 

set of indicia is generated,” i.e., the “conclusion” of the game (EX[1007] ¶204), “the 

option to sell will be disabled,” and thus, that the bidding process ends after a time 

span. EX[1006] ¶[0126]; EX[1007] ¶225. 

4. Claim 18 

As discussed in §§IX.C.2 and IX.C.3 supra, DeWaal in view of Scott (and 

optionally Schugar) discloses a marketplace for selling or changing full or partial 

ownership of a wager that is available until the conclusion of the wagering event.  

EX[1007] ¶255; EX[1006] ¶[0126]. 

5. Claim 19 

DeWaal discloses “a player database for storing player profiles, a player 

tracking module for tracking players and a credit system for providing automated 

casino transactions” that “tracks any players gaming activity at the gaming device,” 

including “any suitable information, such as any amounts wagered, average wager 

amounts and/or the time these wagers are placed.”  EX[1004] ¶¶[0094]-[0096].  

Thus, a POSITA would understand that in order to track each player’s gaming 
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activity, including the amount of each wager for a specific player or when each 

wager was placed, the central controller must necessarily be capable of identifying 

which player owns each wager placed in order to log the transaction.  EX[1007] 

¶257. Scott reinforces these disclosures and requires identifying ownership of “non-

final sets of indicia” as transacted between parties for association with the player and 

recording for at least payment purposes.  EX[1006] ¶[0131]; EX[1007] ¶258.   

X. Secondary Considerations 

Petitioner is aware of no evidence of secondary considerations that would 

meaningfully rebut a finding of obviousness.  

XI. Discretionary Denial Is Not Appropriate 

A. § 314(a) 

The factors identified in Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 

(PTAB Mar. 20, 2020) (precedential) favor institution. The District Court found all 

asserted claims of the ’439 Patent (i.e., Claims 1, 20-22, and 26) invalid under 35 

U.S.C. §101. EX[1056] 1, 14.  Accordingly, institution does not implicate any 

duplication of issues between proceedings. Even if this Order were a final judgment, 

“the Board still may decide issues of patentability raised in the Petition.”  Tile, Inc., 

v. Linquet Technologies, Inc., IPR2021-00927, Paper 52 at 4-5 (P.T.A.B. Nov. 16, 

2022) (denying motion to dismiss IPR for mootness after final District Court order 

finding claims ineligible); Id. Paper 53 at 53 (FWD). 
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B. § 325(d) 

The factors considered under the two-step framework established in Advanced 

Bionics (IPR2019-01469, Paper 6 (PTAB Feb. 13, 2020) (designated precedential 

Mar. 24, 2020)) do not support discretionary denial of this Petition under 35 U.S.C. 

§325(d). Institution is warranted under either Petitioner’s or Patent Owner’s 

anticipated construction.  

1. Advanced Bionics: Step One 

This Petition does not present “substantially the same art” or “substantially 

the same arguments previously presented to the Office.” See Advanced Bionics, 

Paper 6 at 7. While Patent Owner admitted during prosecution that the art of record 

disclosed “a full buy-out offer” (EX[1003] 86 (emphasis in original)), the 

prosecution history is devoid of any art or arguments regarding the concept of a 

partial buy-out. Schugar, which was not cited or considered by the Examiner during 

prosecution, is not “substantially the same” as the prior art of record because it 

expressly discloses the missing “partial buy-out” concept.  

Although U.S. Patent No. 8,105,149 (“DeWaal ’149”)—which issued from 

the same DeWaal publication that is the primary reference here—was cited by Patent 

Owner during prosecution (EX[1002] 188), the Examiner did not rely on, cite to, or 

demonstrate consideration of DeWaal (or DeWaal ’149) in any Office Action.  “The 

fact that [the reference] was not the basis of rejection weighs strongly against 

exercising [the Board’s] discretion to deny institution.” Intel Corp. v. Qualcomm 
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Inc., IPR2019-00047, Paper 8 at 13 (P.T.A.B. July 9, 2019).   

The ’439 Patent’s incorporation by reference of DeWaal ’149 is of no 

moment. EX[1001] 22:52-55. DeWaal ’149 is merely cited for its description of 

standard “gaming machines or wager terminals known in the art” that have 

“computerized instructions” and are therefore suitable for implementing the 

“concept of the present disclosure.” Id. 22:39-61.  Critically, the ’439 Patent does 

not acknowledge, address, or distinguish the key portions of DeWaal regarding buy-

out offers and bonus games relied upon here, nor did the Examiner address it. See, 

e.g., Weber, Inc. v. Provisur Techs., Inc., IPR2019-01467, Paper 7 at 9-13 (PTAB 

Feb. 14, 2020) (declining to exercise discretion to deny institution where reference 

was incorporated by reference in the challenged patent because the Examiner never 

applied or discussed the reference); Intuitive Surgical, Inc. v. Ethicon LLC, 

IPR2018-01247, Paper 7 at 45-47 (PTAB Jan. 15, 2019) (same). 

Moreover, even where substantially the same arguments were made during 

prosecution with respect to the primary reference in a Petition, the Board has held 

that where “neither [the secondary reference] nor similar prior art was before the 

examiner ... the prosecution history does not include any overlapping arguments 

directed to this prior art” under the first prong of Advanced Bionics. Godbersen-

Smith Constr. Co., D/B/A/ Gomaco Corp. v. Guntert & Zimmerman Const. Div., Inc., 

IPR2021-00050, Paper 24 at 20-21 (PTAB May 7, 2021).  Where, as here, the 

Examiner only considered art disclosing a full buy-out offer, and not the partial buy-
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out concept disclosed by Schugar, the Board “need not address part two of the 

[Advanced Bionics] analysis.” Id., 21. 

2. Advanced Bionics: Step Two 

Even if the Board considers step two of Advanced Bionics, institution should 

be granted. As an initial matter, step two is only relevant if the Board adopts Patent 

Owner’s broader, anticipated construction, where a “partial buy-out” is not required 

by the claims.12 The Examiner clearly erred under that construction because he 

interpreted the claims to require this allegedly optional limitation, and allowed the 

claims over the art of record based on that (hypothetically flawed) interpretation.  

Specifically, the Examiner interpreted the Challenged Claims in light of 

Patent Owner’s repeated disclaimers in a child13 application, stating that the claims 

“recite a unique ability to offer both a buy-out offer and a partial buy-out offer,” and 

distinguishing the prior art of record for “fail[ing] to disclose or even contemplate 

the claimed capability to provide a ‘buy-out’ and ‘partial buy-out’ feature.” 

12 As discussed directly above, the prosecution history lacks any evidence of prior 

art disclosing the partial buy-out concept. But even if any such art were before the 

Office, it would have been error to fail to consider it in a manner “material to the 

patentability of the challenged claims” (Advanced Bionics, Paper 6 at 8 n.9) given 

that this limitation was the sole basis for allowance over the art of record. 

13 Disavowal in later-filed applications is relevant to interpreting similar limitations 

in earlier-filed, related applications. See Teva, 789, F.3d at 1343.  
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EX[1003] 11 (some emphasis added).14

In a complete reversal, Patent Owner now claims that same “partial buy-out” 

limitation is merely optional in asserting infringement. See supra §VII. If Patent 

Owner’s new interpretation is adopted here, the Examiner committed error in 

applying a materially narrower and thus improper construction that resulted in 

allowance over prior art disclosing the full buy-out concept—disclosures that would 

now be deemed anticipatory under Patent Owner’s anticipated proposal. 

Accordingly, the Board should decline to exercise its discretion under 35 

U.S.C. §325(d). 

XII. Conclusion 

Petitioner respectfully requests that IPR of claims 1-30 of the ’439 Patent be 

instituted and that the Challenged Claims be cancelled.  

Respectfully Submitted, 

November 30, 2022 / Eliot D. Williams / 

Eliot D. Williams 
BAKER BOTTS L.L.P. 
700 K Street Northwest Suite 900, 
Washington, DC 20001-5692 
202.639.7700 

Attorneys for Petitioner, DraftKings, Inc.

14 These same statements inform Petitioner’s proposed construction here. 
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