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. Introduction

Patent Owner (“PO”) filed a “contingent” motion to amend seeking to
substitute Claims 41 and 42 (the “Substitute Claims”) for original Claims 1 and 10
(the “Challenged Claims”) of the ’341 Patent. See Paper 17 (“*MTA”). The
Substitute Claims are unpatentable under 35 U.S.C. 88 101, 103, and 112, and PO
fails to meet its burden to show specification support for the Substitute Claims and
that they are not broader than the original claims. The Board should deny the MTA.

Il.  The Substitute Claims Are Invalid Under 35 U.S.C. § 101

The Board should reject the Substitute Claims because they are directed to the
patent-ineligible concept of hedging wager risk by offering a buy-out offer without
reciting any inventive concept.

PO contends it is not aware of any information “material to patentability” of
the Substitute Claims. MTA at 23. But PO ignores that a district court invalidated
substantially similar claims of related U.S. Patent No. 8,721,439 (EX1059, “the *439
Patent”) under 35 U.S.C. § 101. Diogenes Ltd. et al., v. DraftKings, Inc., No. 21-

1695 (D. Del) (R&R) (EX1060) at 9 (finding 439 Patent claims ineligible); EX1061

1 PO and its expert failed address the Petition’s grounds. Ex1057, 36:1-5. The Board
should thus enter adverse judgment against the Challenged Claims. See China
Chengda Engineering Co., Ltd. v. Doriamo Ltd., IPR2023-00365 (PTAB Nov. 20,
2023) (Paper 19) (entering adverse judgment where PO failed to file a Response).
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(adopting R&R). Specifically, the district court found that claims drawn to offering
a “buy-out offer” were directed to “the abstract idea of hedging financial risk.” Id.
at 4. The court also found that the claims “do[] not in any way improve how
computers function or override the routine or conventional ways that computers can
be used, so as to provide an inventive concept....” Id. at 8. The Substitute Claims
recite nearly identical limitations? and are ineligible for the same reasons.

The only “unique” limitations (i.e., those not already recited in the ineligible
claims of the *439 Patent) do not confer eligibility. The “real time and continuous”
limitations (addressed infra 8§811.C-D) claim nothing more than the ancient and
abstract concept of collecting and analyzing data using purely functional, result-
oriented language. Such limitations cannot save the claims from ineligibility.
Similarly, Claim 42 merely applies the abstract “buy-out” concept to the particular
field of “virtual games,” and thus also fails to transform the ineligible concept of
Claim 41 or impart an inventive concept. The Substitute Claims are thus ineligible.

A.  Legal Standard

The M.P.E.P. sets forth guidance including a two-part test that the PTAB uses
to evaluate eligibility. (“Guidance”). M.P.E.P. § 2106(11l); Kiosoft Techs., LLC v.

Payrange Inc., PGR2022-00035, Paper 7 at 23-24 (PTAB Dec. 6, 2022) (PTAB use

2 Exhibit 1062 includes a limitation-by-limitation mapping showing the similarity
between Substitute Claim 41 and ineligible Claim 1 of the *439 Patent.
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of Guidance to evaluate § 101). The Guidance does not supersede Federal Circuit
or Supreme Court precedent, like the Alice/Mayo test. In re Rudy, 956 F.3d 1379,
1382-83 (Fed. Cir. 2020).

B.  Guidance Step 1: Statutory Category

Claims 41-42 are directed to “a method of conducting a wagering event for
one or more players” (i.e., a process), which is a statutory category of patentable
subject matter. See M.P.E.P. § 2106.03(1)-(I1).

C. Guidance Step 2A / Alice Step 1

Guidance Step 2A is a two-prong inquiry that asks whether a claim is
“directed to” a judicial exception. M.P.E.P. 8 2106.04(l1-11.A).

1. Guidance Step 2A, Prong 1

Prong 1 asks “whether the claim recites a judicial exception, i.e., whether a
law of nature, natural phenomenon, or abstract idea is set forth or described in the
claim.” M.P.E.P. § 2106.04(11.A.1) (emphasis original). The Substitute Claims
“recite” and “describe” the abstract idea of hedging financial risk in connection with
a wager using a buy-out offer, and as discussed above, there is already a judicial
decision directly on point regarding related claims. See supra 8 Il.

The preamble of Claim 41 recites “a player is presented with at least one of a
buy-out offer and a partial buy-out offer prior to completion of the wagering event”
(41[pre]). Claim 41 further recites “initiating at least one of a buy-out offer and

partial buy-out offer ... said buy-out offer or partial buy-out offer being initiated at
3



any time before the wagering event has been completed” (41[e]) and identifying
acceptances of buy-out offers (41[f]). The unmistakable focus of Claim 41 is
offering a buy-out as a means of hedging.

A “buy-out” simply “provide[s] the player the opportunity to cash in and avoid
the risk of being eliminated on a later leg.” EX1001, 2:32-53. As confirmed by the
district court, this is nothing more than “hedging,” which the Supreme Court held
was abstract in both Alice and Bilski. EX1060, 2-4 (“There’s no question that
‘hedging financial risk’ is an abstract idea ....”) (citing Bilski v. Kappos, 561 U.S.
593, 611-12 (2010)). Indeed, “buy-outs” are rooted in ineligible methods of
organizing human activity and, more particularly, “fundamental economic principles
or practices (including hedging, insurance, mitigating risk)[.]” M.P.E.P. 8
2106.04(a) (emphasis added).  Furthermore, “buy-outs” are analogous to
“longstanding commercial practice[s]” of hedging used in casinos for decades (e.g.,
“surrender” or purchasing insurance in Blackjack). See Intellectual Ventures | LLC
v. Symantec Corp., 838 F.3d 1307, 1313 (Fed. Cir. 2016).

Other limitations of the Substitute Claims recite ancillary conventional
wagering techniques that facilitate the underlying abstract idea and do not shift the
focus of the claims. For example, (i) initiating a wagering event (41[b]); (ii)
receiving a wager (41[c]); (iii) continuously receiving data (41[c-1]); (iv)

recalculating information (41[c-2]); (v) continuously evaluating information (41[c-



3]); and (vi) identifying winners of completed legs (41[d]), recite data collection and
analysis steps® which merely facilitate the abstract “buy-out offer” and do not shift
the focus of the claims to something other than the abstract idea.

PO admits that “the specific inventive feature claimed in each of the Asserted
Patents is the ability to present multiple players with a ‘buy out” option before the
completion of the final wagered-upon event.” EX1063 (complaint asserting *341
Patent), 112; see also EX1001, 2:32-47 (describing “buy-out offer” as the “unique
differentiator” of *341 Patent). It is therefore the abstract idea of hedging financial
risk using a “buy-out” that the Substitute Claims are “directed to.”

2. Guidance Step 2A, Prong 2

Prong 2 considers “whether the claim as a whole integrates the recited judicial
exception into a practical application of the exception.” M.P.E.P. § 2106.04(d).
Claims that merely involve “using a computer as a tool to perform an abstract idea,”
“[a]dding insignificant extra-solution activity to the judicial exception,” or
“[g]enerally linking the use of a judicial exception to a particular technological
environment or field of use” are insufficient to integrate a judicial exception into a

practical application. Id., § 2106.04(d)(l). The additional elements (41[a] and [g]-

3 See Elec. Power Grp., LLC v. Alstom S.A., 830 F.3d 1350, 1353-54 (Fed. Cir.
2016) (finding claims directed to abstract idea of “collecting information,

analyzing it, and displaying certain results” to be ineligible).
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[h]), when considered “as a whole” with the limitations reciting the judicial
exception (41[pre] and [b]-[f] discussed above in 8§11.C.1), do not transform the
abstract idea into a patent-eligible, “practical application.”

(a) Limitation 41[a]

The *341 Patent does not purport to improve the functioning of the “wagering
input devices” or “system controller” recited in limitation 41[a]. Rather, the
additional elements here amount to little more than an instruction to apply the
abstract “buy-out” concept using conventional computers. The specification
confirms the recited “input devices” and “controller” are generic computing
components and merely function in their ordinary manner. EX1001, 3:64-4:4, 4.6-
10 (“The term ‘system controller’ should be broadly construed to comprise any
hardware device or devices ....”).

Limitation 41[a] does not implement the abstract idea with a particular
machine or manufacture that is integral to the claim. Contra M.P.E.P. §
2106.04(d)(1). Rather, limitation 41[a] merely provides for exactly the kind of
“generic computer implementation” the Supreme Court has made clear does not
render a claim eligible. Alice Corp. Pty. Ltd. v. CLS Bank Int’l Inc., 573 U.S. 208,
221 (2014); see also M.P.E.P. § 2106.04(d)(I).

(b) Limitations 41[g]-[h]

Adding insignificant extra-solution activity to an abstract idea fails to



Integrate the abstract idea into a practical application. See M.P.E.P. §2106.04(d)(1).
“Insignificant” activity is “incidental to the primary process,” while “significant”
activity “imposes meaningful limits on the claim such that it is not nominally or
tangentially related to the invention.” M.P.E.P. § 2106.05(g).

Completing the wagering event (limitation 41[g]) and determining if any of
the players have won (limitation 41[h]) are integral to wager-based gaming. Thus,
they are analogous to other ancillary, post-solution activity deemed insufficient to
transform an abstract idea into a patent-eligible, practical application. See, e.g.,
Apple, Inc. v. Ameranth, Inc., 842 F.3d 1229, 1242 (Fed. Cir. 2016) (using a printer
to print a menu was insignificant post-solution activity).

(c) Limitations 41[c-1]-[c-3]

As explained in §lI1.C.1 above, these limitations are part of the underlying
abstract idea because they merely recite ancillary data collection and analysis that
facilitates an abstract buy-out. Even if they were considered distinct from the
underlying abstract idea, however, they would still fail to integrate the claimed
abstract idea into a “practical application,” because the real time and continuous
limitations are themselves abstract.

The Substitute Claims do not describe the “data” that is “received” or the
“wager information” that is “recalculated” and “evaluated.” Nor do they describe

how data is continuously received in real time, how wager information is



recalculated, how the recalculated wager information is continuously evaluated, or
how the buy-out offer and partial buy-out offer amounts are calculated. Instead, they
claim a desired result (e.g., receiving and processing data “continuously’) without
any meaningful limiting application detail. This is a hallmark of ineligible claims.
Elec. Power, 830 F.3d at 1356 (result-focused, functional claim language is “a
frequent feature” of ineligible claims). To the extent these steps are not part of the
abstract idea, they certainly do not integrate it into a practical application.*

PO seeks to apply, in this case, the PTAB’s construction of the term
“continuously” from the related *779 Patent IPR proceeding. MTA, 21. In that case,
the PTAB panel majority “interpret[ed] ‘continuously’ performing a task to exclude
performing that task at discrete time points,” such that ““continuous[]’ data retrieval
Is limited to the speed at which the computer can operate.” EX1065 at 10, 15. But
the fact that “continuously” receiving and processing data is only limited by
computer operating speeds under PO’s construction even further divorces the claims
from any specific application and renders them even more hopelessly abstract.

PO’s expert suggests that these limitations are not abstract because they are
“technical in nature” in that “[s]ystem wide, potentially a large volume of

information from various sources may be collected and analyzed, ‘instantly,” for a

% The real time and continuous limitations also recite “necessary data gathering and

outputting,” which is “insignificant extra-solution activity.” M.P.E.P. § 2106.05(g).
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real-time valuation.” EX2003, 45; EX1057. 194:22-195:16 (regarding inability of
human to perform real time and continuous limitations). The Federal Circuit
recently rejected the same argument in Trinity Info Media. 72 F.4th at 1363-1365.
In that case, the patent owner argued that claims that provide real-time results to
users were not abstract because “humans could not mentally engage in the ‘same
claimed process’ because they could not perform ‘nanosecond comparisons’ and
aggregate ‘result values with huge numbers of polls and members.””” Id. The Federal
Circuit rejected these arguments because they were “not tethered to the asserted
claims” and confirmed that computer-implemented “operations that a human could
not perform as quickly as a computer” do not save claims from abstraction. Id. at
1364.

As in Trinity, Dr. Vancura’s assertions are untethered from the Substitute
Claims, which do not recite “instantly” analyzing a “large volume” of information
from “various sources” or calculating “a real-time valuation.” And “merely adding
computer functionality to increase the speed or efficiency of the process does not
confer patent eligibility on an otherwise abstract idea.” Intell. Ventures | LLC v.
Capital One Bank (USA), 792 F.3d 1363, 1370 (Fed. Cir. 2015); see also EX1060 at
6 (rejecting argument that a “method is non-abstract because it collects and more

quickly processes a ‘volume of information’ that cannot be processed [(Jor processed



as quickly[)] by a human™).

(d) Claim42

Claim 42 limits the wagering event to one that “comprises one or more virtual
games” and recites that the buy-out offer is initiated “after an outcome of the one or
more virtual games has been determined[.]” This merely limits the claimed abstract
idea to a particular field of use (i.e., the field of “virtual games”), which cannot serve
as a basis to confer eligibility. Intell. Ventures I, 792 F.3d at 1366 (“An abstract idea
does not become nonabstract by limiting the invention to a particular field of
use[.]”); M.P.E.P. § 2106.04(d)(1) (linking judicial exception to a particular field of
use does not integrate a judicial exception into a practical application).

Claim 42 also recites that the buy-out offer “includ[es] a price that is at least
partially based on random-number-generated outcomes.” MTA, A-3. This too is
abstract because it involves an abstract mathematical concept with no detail
regarding how to accomplish the claimed result. M.P.E.P. § 2106.05(f)(2).

D.  Guidance Step 2B / Alice Step 2

Step 2B of the Guidance considers whether the claim elements add enough to

®> The “real time” limitations similarly do not change the abstract nature of the

claim. See, e.g., Elec. Power, 830 F.3d at 1351-52 (collecting measurements and
detecting and analyzing events “in real time” abstract); NexusCard, Inc. v. Kroger
Co., 173 F. Supp. 3d 462, 464-65 (E.D. Tex. 2016), aff’d, 688 F. App’x 916 (Fed.

Cir. 2017) (processing discounts “in real time” abstract)).
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“transform the nature of the claim into a patent-eligible application,” such as by
identifying an “inventive concept.” Alice, 573 U.S. at 217-218. The Substitute
Claims do not recite any such transformative limitations or inventive concepts
because they are “recited at a high level of generality and merely invoke[] well-
understood, routine, conventional components to apply the abstract idea identified
above.” Yuv. Apple, Inc., 1 F.4th 1040, 1045 (Fed. Cir. 2021). The claim elements
“are themselves abstract” and “there are no factual allegations from which one could
plausibly infer that they are inventive.” SAP Am., Inc. v. InvestPic, LLC, 898 F.3d
1161, 1168-69 (Fed. Cir. 2018).

As an initial matter, limitations 41[pre] and [b]-[f] amount to a claim on the
underlying abstract idea—i.e., hedging via a “buy-out”—and therefore cannot
supply an inventive concept. See supra 811.C.1; BSG Tech LLC v. Buyseasons, Inc.,
899 F.3d 1281, 1290 (Fed. Cir. 2018) (ineligible limitations cannot supply inventive
concept). But even if they were distinguishable from the claimed abstract idea, they
would not recite any new improvement or technique specific to the abstract concept
of “buy-out” or real-time, continuous data processing. Instead, they recite
conventional, well-understood wager-based gaming features that have been
practiced for decades. See supra §11.C.2(b).

Limitation 41[a] recites generic wagering input devices in communication

with a generic system controller. See Affinity Labs of Tex., LLC v. DIRECTV, LLC,

11



838 F.3d 1253, 1262 (Fed. Cir. 2016) (no inventive concept in claim that recites
using “generic features” and “routine functions” to implement the underlying
abstract idea). There is nothing inventive or unconventional about a system
controller that “comprise[s] any hardware device or devices that includes at least one
central processing unit (CPU) or other processing device and associated memory.”
EX1001, 4:6-10. Similarly, “wagering input devices” can be any of a laundry list of
known devices (e.g., wagering stations and smart phones). EX1001, 3:64-4.6; see
also Trinity Info Media, 72 F.4th at 1367 (“a claim is not rendered patent eligible
merely because the abstract idea is applied on a handheld device or using a mobile
application”). These elements “are not even arguably inventive” and cannot supply
an inventive concept. Elec. Power, 830 F.3d at 1355.

PO’s expert’s allegations that these aspects of the claim are somehow
inventive (EX2003, 1139-53) “merely reflect the improved speed inherent with
applying the abstract idea using a computer,” which is insufficient to supply an
inventive concept. Trinity Info Media, 72 F.4th at 1366 (collecting cases); see supra
811.C.2(c). There is nothing inventive about the “conventional ordering of steps”
recited in the Substitute Claims, which one would expect when implementing the
abstract idea of hedging risk in connection with a wager. Two-Way Media Ltd. v.
Comcast Cable Commc’ns, LLC, 874 F.3d 1329, 1339 (Fed. Cir. 2017). The

Substitute claims simply recite the same steps, in the same order, that casinos and

12



sportsbooks have implemented for decades. The only difference is that the claims
recite performing these steps using a computer and performing some of them
“continuously” and “in real time.”

Claim 42 also does not supply an inventive concept. Limiting the wagering
event to “virtual games” and the timing of initiating the buy-out to “after an outcome
of the ... virtual games has been determined” merely limits the claim to a particular
field of use. Intell. Ventures, 792 F.3d at 1366 (“An abstract idea does not become
nonabstract by limiting the invention to a particular field of use[.]”). Similarly, there
Is nothing inventive about a “buy-out offer including a price that is at least partially
based on random-number generated outcomes.” The 341 Patent does not purport
to have invented a new technique for pricing based on random-number generated
outcomes and it certainly does not claim a specific technique for doing so. Rather,
the patent merely discloses that the “price of the buy-out offer can be set by various
sources, and be based on any objective and/or subjective standards, such as ...
random-number-generated probabilities.” EX1001, 25:14-25. The lack of detail in
the specification confirms conventional nature of the claim. Yu, 1 F.4th at 1045
(claim “recited at a high level of generality” fails step two).

PO’s MTA should therefore be denied because the Substitute Claims are
directed to patent-ineligible subject matter without an inventive concept.

I11. PO Fails to Meet Its Burden Under 37 CFR § 42.121(d)

13



A. PO Improperly Adds New Matter in Both Substitute Claims

“A motion to amend may not present substitute claims that ... introduce new
subject matter ... without support in the original disclosure.” Lectrosonics, Inc. v.
Zaxcom, Inc., IPR2018-01129, 130, Paper 15 at 6-7 (PTAB Feb. 25, 2019)
(precedential). PO seeks entry of new limitations 41[c-1]-[c-3]. But there is no
support for “real time” and “continuous” aspects of these limitations in the’341
Patent, the 136 Application from which it issued, or the ultimate parent ’813
Application.®

Not only does PO fail to meet its burden, it also affirmatively relies on new
subject matter—first disclosed in a child application (the *779 Patent) seven years
after the ’341 Patent’s application was filed—to define the term “continuous.” PO
and its expert adopt, in this case, the PTAB panel majority’s construction of the
term “continuously” in the related ’779 Patent IPR proceeding. MTA, 21;
EX2003 1158-61. Central to the majority’s construction, it found that “[t]he *779
patent distinguishes between continuously performing a task and doing so at
discrete time points.” EX1065, 14 (citing 779 Patent 17:52-57). But the

distinction the 779 panel majority (as well as PO and its expert here) rely on is

® Petitioner cites to the "341 Patent’s original application filing, U.S. Appl’n No.
14/275,136 (“the 136 App.”, EX2002), and the ultimate parent, U.S. Appl’n No.
13/605,813 (“the *813 App.”, EX2001).

14



not disclosed in the *341 Patent or its priority documents—it is only recited in
the later-filed ’779 Patent. Tellingly, PO’s expert admitted during cross
examination that he did not “compare these applications that are - - that led to the
’341 versus what issued as ’779,” to determine whether the original application
contained the supporting disclosure for their amendment. EX1057, 80:3-15.

To be clear, the "136 Application (and the identical disclosures in the 813
Application) fails to disclose any support for the concepts of “continuously
receiving” and *“continuously evaluating” data. In fact, the term “continuous” itself
is only recited three times—twice in the context of providing a user with the ability
to cash in a ticket over a “continuous” period (EX2002 f{71-72) and once in the
context of recalculating odds as “events” occur (EX2002 150). These limited
disclosures fail to support the “continuous” limitations.

First, the continuous ability to cash in, on the one hand, and the continuous
reception and evaluation of data as claimed, on the other, are entirely different
concepts. Disclosure of the latter does not demonstrate possession of an invention
directed to the former. PO’s only attempt to reconcile these distinct concepts is a
citation to 18 paragraphs of expert testimony spanning over 30 pages of Dr.
Vancura’s declaration. MTA, 6 (citing “EX2003, 169-86"). But arguments
incorporated by reference but not directly advanced in PO’s papers are properly

ignored. 3M Co. v. Evergreen Adhesives, Inc., 860 F. App'x 724, 727-728 (Fed. Cir.
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2021) (upholding PTAB determination that argument raised only through citation to
expert declaration was improper). Similarly, PO’s “string-cites” without explanation
(MTA, 9-13) are also improper. B.E. Tech., L.L.C. v. Google, Inc., 2016 WL
6803057, at *7 (Fed. Cir. Nov. 17, 2016) (finding patent owner had not met its
burden by “only provid[ing] a string citation...without explaining how those various
pages supported each of the proposed substitute limitations™)

Even if considered, Dr. Vancura’s arguments fall flat. According to Dr.
Vancura, continuous reception and evaluation of data as claimed would have been
an obvious “design choice” in view of the *341 Patent’s disclosure of the continuous
ability to cash-in tickets. EX2002 84. But “a description which renders obvious a
claimed invention is not sufficient to satisfy the written description requirement of
that invention.” Regents of the Univ. of Cal. v. Eli Lilly & Co., 119 F.3d 1559, 1567
(Fed. Cir. 1997). Critically, Dr. Vancura limits his opinion to stating that the “steps
of ‘receiving’ and ‘evaluating’ lend themselves to be done continuously with real-
time data”—falling well short of even alleging that these limitations are actually
supported by the original disclosures. EX2002 184. Dr. Vancura’s improperly
incorporated opinions fail to demonstrate, or even allege, sufficient support.

Second, while PO identifies alleged support for the general ability of a
server to “receive” data, such as “various odds,” the specification is entirely silent

on “receiving” or “evaluating” any such information “continuously.” Instead,
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the 136 Application discloses receipt and evaluation of data at discrete times,
e.g., “after each round or leg of the pool” (MTA, 10 (quoting EX2002 150)), which
Is precisely the activity that the PTAB has already concluded is insufficient to
disclose “continuously.” EX1065, 10, 17. The 136 Application’s disclosure of
receiving data and recalculating odds “after each round or leg of the pool,” fails to
disclose “continuously” receiving or evaluating. The MTA should therefore be
denied for lack of written description support.

B. PO Improperly Enlarges the Scope of Claim 42

“A patent owner bears the burden of persuasion to show, by a preponderance
of the evidence, that the motion [to amend]” does not “enlarge the scope of the
claims of the patent.” 37 CFR 842.121(a)(2)(ii), (d)(1); 35 U.S.C. § 316(d)(3)
(amendment “may not enlarge the scope of the claims....”). “[A] claim is broader in
scope than the original claims if it contains within its scope any conceivable
apparatus or process which would not have infringed the original patent.” Sisvel Int’l
S.A. v. Sierra Wireless, Inc., 81 F.4th 1231, 1237 (Fed. Cir. 2023).

Substitute Claim 42 impermissibly enlarges the scope of the original claims
because Claim 42’s buy-out price is based on prior “outcomes,” such as the decided
outcomes of virtual slot machines (EX1001, 22:35-38), whereas Claim 10’s buy-out
price is based on the “probability” that future events will occur. Assuming all other

limitations were met, an apparatus which calculates buy-out values based only on
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“outcomes” would infringe Substitute Claim 42 but would not meet the probability-
based limitation of original Claim 10. Claim 42 thus improperly broadens the scope
of the 341 Patent. Sisvel at 1237.

While independent Claim 41, from which Claim 42 depends, may “narrow the
scope of claim 1” as PO contends (MTA, 4-5) “if a substitute claim is broader in any
respect [it] is considered to be broader than the original claim[ ] even though it may
be narrower in other respects.” Sisvel at 1241. The amendment therefore fails to
satisfy 35 U.S.C 8§ 316(d)(3) and 37 C.F.R. § 42.121(a)(2)(ii).

IV. The Substitute Claims Are Indefinite

The Substitute Claims are indefinite because a POSITA would not be
reasonably certain of the scope of the real time and continuous limitations (41[c-1]-
[c-3]). First, there is no clear line between “continuously” performing limitations
41[c-1] and [c-2] on the one hand, and discretely performing those operations on the
other. PO thrusts this issue to the forefront by adopting, for this case, the majority
panel’s construction of the term “continuously” in the related *779 Patent IPR, which

states “‘continuously’ performing a task ... exclude[s] performing that task at
discrete time points.” MTA, 21 (quoting EX1065, 10). While the majority went on
to find that this interpretation narrowed the claims sufficiently to distinguish the

asserted prior art, the dissent correctly laid out the secondary effects of the majority’s

interpretation: “the majority’s construction that the claims preclude performing a
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task at discrete time points seemingly presents an impossibility” because “[e]very
action [,including computer-implemented action,] occurs at a discrete point in time.”
Id. (dissent) at 4. The metes and bounds of the claims are unclear because PO’s
theoretical construct of “continuous” excludes the discrete processing inherent in all
practical clock-based computer implementations.

Second, even if “continuously” includes some discrete operation, the
Substitute Claims are still indefinite. Although absolute precision is not required, the
patent must inform a POSITA with reasonable certainty how to interpret the scope
of the claims. Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. 898, 901 (2014).
PO’s expert demonstrates this is not possible. Dr. Vancura first testified that
“*continuously’ means ‘ongoing at all times.”” EX1065, 13 (citing Vancura’s
testimony in *779 IPR). But during cross-examination, Dr. Vancura admitted that
receiving data for just one second in a three-hour football game could constitute
“continuously” receiving data as claimed. EX1057, 117:16 — 118:8.” According to
Dr. Vancura, the claims require only receiving and evaluating for only one second

of a three hour game, but also require receiving and evaluating “at all times” (i.e.,

all three hours) of that same game. Both cannot be true. Dr. Vancura’s inconsistent

" Dr. Vancura also testified that executing an evaluation function just two times in
arow (i.e., in a “loop”) would constitute “continuously” evaluating wager
information as claimed. EX1058, 241:14-19.
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opinions demonstrate that a POSITA cannot ascertain the scope of these limitations
with “reasonable certainty.”

V. Amirsadri in View of Asher Renders the Substitute Claims Obvious

U.S. App. Pub. No. 2010/0113124 (Amirsadri) (EX1066) published May 6,
2010. EX1066. U.S. Pat. No. 7,233,922 (“Asher”) (EX1067) issued on June 19,
2007. Both are prior art at least under 35 U.S.C. §102(b) and collectively render
obvious the Substitute Claims.

1. Motivation to Combine

Amirsadri discloses a central processor that is “configured to, conditioned on
the player winning the base round of the multi-level game, to cause an offer to be
made to the player, the offer including a choice between receiving a base prize,” i.e.,
a cash-out offer, and continued play of the multi-level game for an additional
round.” EX1066, 136. Amirsadri’s games can involve “pari-mutual” and
“progressive” prize pools, which “might be increased depending on the number of
players who advance to play succeeding rounds.” Id., 183. While Amirsadri
discloses offering different buy-out offers after each round of the multi-level game,
Amirsadri does not expressly disclose continuously receiving, recalculating, or
evaluating wagering data in real time. EX1068, 1119-20. Asher discloses a method
for “facilitating a wager on a position with respect to the outcomes of a plurality of

events” using a “point” value (i.e., a “price guideline” for the present value of an
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ongoing wager), wherein “the point may run continuously 24-hours a day for
unlimited duration.” EX1067, 3:52-60, 15:6-10. “[S]ince the point will be changing
in real time ... the display of the point may be updated in real time[.]” EX1067,
14:25-28.

A POSITA would have been motivated to combine Asher’s continuous, real
time wager valuation techniques with Amirsadri’s method of conducting wagering
events with cash-out offers. EX1068, 1122-25. Amirsadri’s progressive or pari-
mutuel payouts are based on “the number of players who advance to play succeeding
rounds.” EX1066, 183. A POSITA would have understood that, as other players
accept cash-out offers, thereby exiting all, or a portion, of their interest, the pro-rata
share of the “prize pool” would also increase such that the value of the remaining
active wagers would also increase. EX1068, §23. Providing real-time feedback to
players with active wagers by updating their cash-out offers (i.e., the “base prize”
and “additional prizes” of Amirsadri’s games) to reflect increases in wager value in
real time would increase excitement and engagement in Amirsadri’s games.
EX1068, 1123-24. The combination would involve routine software changes within
the level of ordinary skill of a POSITA. EX1068, {25.

2. Claim 41

41[pre] — Amirsadri discloses “[a] method and system for facilitating the play

of a multi-level game of chance” where “[p]layers who take greater risks, and
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advance several levels may achieve significantly larger prizes than at the base level.”
EX1066, Abstract, 10020; EX1068, 1126-27. Amirsadri also discloses providing
“buy-out” and “partial buy-out offers” because it discloses that the players “may
decide to either continue playing to the next level or redeem the ticket” for a “base
prize” after the initial round or “additional” prize in later rounds. Id., 110093,
Abstract; EX1068, 1128-29. Players may also “partially redeem their prize” by
cashing out only a portion of their wager (“e.g., a player betting $3 and winning $9
in the first round, could choose to receive $4 as a prize and reinvest the other $5 in
the second round bet described above.”) 1d., 10087; EX1068, 29. Moreover,
Amirsadri discloses that buy-out opportunities are effectuated through server-
Implemented “offers” (see, e.g., EX1066, 10036) such that, if not expressly
disclosed, a POSITA would have at least found it obvious to implement Amirsadri’s
“partial redemption” functionality as an affirmative partial buy-out “offer” (i.e.,
from a server to a client). EX1068, 130.

41[a] — Amirsadri discloses “an input device configured to receive
information indicating a player's entry in the multi-level game for a base round”
(EX1066, 10035), where “[t]he input device may be at least one of an agent-operated
lottery terminal, a player-operated kiosk, a mobile telephone, a PDA, a personal
computer, or an Internet web page that is accessed by the player” (id., 10038).

EX1068, 131. Amirsadri also discloses “a system controller” in communication with
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the input device because it discloses that “a processor [is] in communication with
the input device” (id., 10035) and “configured to determine whether the player entry
IS @ winning entry in the base round of the multi-level game” (id.). EX1068, {32.

41[b]-[c] — Amirsadri discloses a server that receives a player’s entry, or
wager, authenticates the player’s entry, and generates a receipt indicating entry into
the game. EX1066, 110100, 0126-127, 0163; EX1068, 1133-36. Amirsadri discloses
“the wager coinciding with each of the defined number of legs” because it discloses
a single “wager” including a selection of entry numbers for each of a “base round”
and “additional round[s] of the multi-level game,” which is consistent with a
POSITA’s understanding of the Keno-type games disclosed by Amirsadri. EX1068,
135-36.

41[c-1]-[c-3] — Asher discloses “facilitating a wager on a position with respect
to the outcomes of a plurality of events” using a “point” value, wherein “the point
may run continuously 24-hours a day for unlimited duration” (EX1067, 3:52-60,
15:6-10); and “since the point will be changing in real time ... the display of the
point may be updated in real time” (id., 14:25-28). EX1068, 1138-45. For example,
Asher discloses that gaming machines “may be mated to monitoring equipment,
which transmits the outcomes of each pull event to the central controller 50
electronically.” EX1067, 8:8-11. In the combined system, A POSITA would have

understood these and other disclosed interfaces (e.g., video feed, which is data PO’s
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expert testified is “continuously receiv[ed]” (EX1057, 109:25-110:1)) to
continuously receive and provide data related to wagering events to Amirsadri’s
central controller 50. EX1068, 138. “The house point may increase or decrease
according to the outcome of various underlying events thereby affecting the value
of financial instrument 76.” EX1067, 9:6-9. A POSITA would have been motivated
to apply Asher’s monitoring and updating of a “point” value to reflect the value of
wagers in Amirsadri’s Keno-type game because the value of Amirsadri’s “award”
increases incrementally with each player’s acceptance of a “base prize” or
“additional prize”. EX1068, 1139-40. The combination discloses continuous
evaluation of recalculated wager information by virtue of evaluating whether a new
“prize” offer (i.e., an update to the “base prize” or an update to the “additional prize”
offered for later rounds) should be communicated to a player of Amirsadri’s Keno-
type game. EX1068, 145.

41[d] — Amirsadri discloses that the processor is “configured to determine
whether the player entry is a winning entry in the base round of the multi-level
game. EX1066, 10035; EX1068, 146.

41[e] — See supra 41[pre]; EX1068, 147-48.

41[f]-[g] — Amirsadri discloses “respon[ding] to the receipt of information
indicating the player's choice to receive the base prize from the input device, to

cause the base prize to be awarded the player and to end the player's participation
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In that instance of the multi-level game.” EX1066, 10035; EX1068, 50-51.

41[h] — Amirsadri discloses “determining if any of the players have won”
because it discloses that “the ticket log may be updated to reflect that the ticket has
been redeemed, e.g., by marking the ticket as ‘redeemed’ in a winners file.”
EX1066, 10131; EX1068, 152.

3. Claim 42

42[a] — Amirsadri discloses “[t]he example method may also include a
random outcome generator configured to determine a winning draw for the base
round of the multi-level game” (EX1066, §0035), which is a virtual game because
It is based on computer-generated events, not mechanical events. EX1068, 153-54.

42[b] — See §V.1 (regarding buy-out offers being initiated after outcome of
base round determined but prior to completion of additional rounds); EX1068, 55.

42[c] — See 42[a]. Amirsadri’s buy-out offers are generated based on
outcomes of past rounds, which are based on a “random outcome generator.”
EX1066, 10035. EX1068, 156.

VI. Conclusion

Petitioner respectfully requests that the Board deny Patent Owner’s
Motion to Amend and cancel original Claims 1 and 10.

[Eliot D. Williams/
Eliot D. Williams (Reg. No. 50,822)
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