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I. Introduction 

Petitioner’s argument in this proceeding requires the Board to accept the 

existence of sufficient motivation to combine Schugar and DeWaal. Petitioner does 

not contend that either is anticipatory prior art.  

Petitioner’s initial argument is that a POSITA would be directed by Schugar 

to look to “any of the existing technologies that’s [sic] out there” or “any type of 

gaming machine.” EX-2017, 96:19-97:5; EX-1027, 1:4-55.  

Petitioner then contends that a POSITA, being told that they can look to “any” 

technology, would have looked to DeWaal specifically. Petitioner says this is 

because Schugar and DeWaal are “analogous prior art.” Petitioner’s entire argument 

as to why these references are “analogous” is that they are both directed to cashing 

out a wager:  

The references relied upon in the following ground—Schugar 

and DeWaal— are analogous art because both are directed to cashing 

out a wager before the completion of a multi-leg wagering event using 

a networked electronic betting system. See supra §VIII.A, §VIII.B. 

Schugar teaches a cash-out process and electronic betting system to 

wager on a series of game events, such as a four-quarter football game. 

See EX[1005] ¶[0126]. DeWaal teaches a cash-out process and 

electronic betting system that are used to wager on multi-round bonus 

events, such as a “multi-round selection game [that] includes four 

rounds and ten outcomes per round.” EX[1004] ¶[0119]. This might be 

the case, for example, in a four-reel slot machine. Id. ¶[0069]. The four-
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round bonus event taught by DeWaal naturally aligns with the four-

quarter sporting event taught by Schugar, where each round of the 

bonus event corresponds to each quarter of the sporting event and each 

of those four legs has at least two outcomes, a correct or incorrect 

selection at the end of each leg. EX[1007] ¶82. 

Petition, pp. 20-21 (emphases added); See also Petitioner’s Reply, p. 17.  

But the Board has already rejected this argument. It found that DeWaal does 

not teach “cashing out a wager.” See EX-2036, Decision Denying Institution, 

IPR2023-00265, Paper 9. 

Petitioner’s residual arguments as to why a POSITA would combine Schugar 

and DeWaal take the “analogy” (i.e., the foundational motivation to combine them) 

for granted. Petitioner argues that a POSITA would look to DeWaal’s central server 

because Schugar directs them to “hardware, software and configurations that were 

known in the prior art.” Petitioner’s Reply, p. 17. This is impermissible hindsight. 

Petitioner’s supposed POSITA cherry-picks DeWaal with the destination in mind: 

Diogenes’s U.S. Patent 10,970,969 (the “’969 patent”).  

II. Schugar and DeWaal are not “Analogous Prior Art” 

The Board has already determined that DeWaal is not directed to “cashing out 

a wager.” Petitioner argued in a related proceeding (IPR2023-00265) that DeWaal 

was directed to “cashing out a wager before the completion of a multi-leg wagering 

event.” EX-2037 – DK Petition, IPR2023-00265, Paper 2, p. 30 (original page 21). 
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The Board was not persuaded by this contention, finding that what Petitioner 

alleged was “cash out” in DeWaal—i.e., the ability to exit a bonus game after a given 

round, as described in more detail below—was not connected to the claimed 

“wager”:  

Petitioner makes brief reference to “a cash out offer” that a player 

may accept during play of the bonus game. To the extent that Petitioner 

intends to map DeWaal’s offer of an additional award to advancing 

players to quit the bonus event to the recited wager, we are not 

persuaded by such a mapping.  

EX-2036 – Decision Denying Institution, IPR2023-00265, Paper 9, p. 17 (internal 

citations omitted). 

Petitioner’s argument in this proceeding that DeWaal is directed to “cashing 

out a wager” is similarly without merit. Rather, DeWaal’s bonus game, at best, 

teaches a series of sequential “rounds” wherein each bettor will have won or lost 

after each “round.”   

All that DeWaal teaches is that a winning bettor in its bonus game can decide 

whether to leave with their winnings or risk them by playing another round:  

YOU HAVE WON $10 FOR ROUND 1! YOU MAY QUIT 

THE BONUS  EVENT AND KEEP THE $10 OR RISK THE $10 AND 

PLAY ANOTHER ROUND!  

See Petition, Paper 1, p. 20; EX-1004, ¶[0146]. 
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Thus, in DeWaal there is no ongoing event or wager in progress. Instead, 

critical to the purported “cash out” allegedly disclosed in DeWaal, the bettor has 

already won before being “offered” anything. The “offer” is not really even an offer 

at all; it is an invitation to start the process again (and win or lose another time with 

higher stakes). The bettor is just choosing whether to play another round, e.g. 

“doubling down.” This is how gambling has existed since the beginning of time. 

This is evident from the passage from DeWaal cited in the Board’s Institution 

Decision:  “[p]layers advancing to a second or subsequent leg of the multi-round 

event [being] presented with an additional award in exchange for quitting their play 

in the event.” See Institution Decision, p. 15; EX-1004, ¶¶[0141-0142]. The 

paragraphs of DeWaal to which the Board refers describes that the players “quitting” 

DeWaal’s bonus game have already won. The player is simply choosing to leave the 

bonus game with “additional” (i.e., bonus) funds they have won by playing the bonus 

event. The player’s other option is to proceed to another bonus event and increase 

the stakes. Id.; see also EX-1004, Figure 7.  

Figure 7 of DeWaal—which relates to paragraphs 141 and 142 of DeWaal, to 

which the Board refers—makes clear that players “presented with an additional 

award in exchange for quitting their play in the event” have already won that 

additional award. See EX-1004, Figure 7 (highlighting added):  
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The award won is called “additional” because DeWaal is about a bonus game. 

Awards won in the bonus game are “additional” to any award on the initial wager. 

EX-1004, ¶[0004] (“The secondary or bonus games usually provide an additional 

award to the player”) (emphasis added). Thus, the player is not “cashing out” (i.e., 

selling his or her ticket in response to a buy-out offer made prior to the completion 

of a wagering event); he is simply taking the full amount he has already won and 

declining the invitation to play again and lose everything. 

The sole basis upon which Petitioner asserts a POSITA would be motivated 

to combine Schugar with DeWaal—i.e. that their teachings are “analogous”—is 

meritless. A POSITA reading Schugar would not be directed to DeWaal. 
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III. Petitioner’s Proposed Combination of Schugar and DeWaal is the 
Result of Impermissible Hindsight 

As noted above, Petitioner’s central argument in the Petition was that Schugar 

and DeWaal are “analogous art because both are directed to cashing out a wager 

before the completion of a multi-leg wagering event using a networked electronic 

betting system.” Petition, p. 20 (emphasis added).  

However, in its Reply, Petitioner argues that a POSITA reading Schugar 

would look to DeWaal for “implementation details,” namely “the allocation of 

control/responsibility for executing the methods among the server and the client,” 

which Petitioner concedes are absent from Schugar. Petitioner’s Reply, p. 13. 

Specifically, Petitioner says, “DeWaal teaches a central server that performs 

the function of providing/initiating the wagering event.” Petition, p. 14. Critically, 

that is a wagering event that precedes and is entirely separate from the non-cash out 

bonus game taught by DeWaal.   

However, because Schugar and DeWaal are not analogous, as set out above, 

the foundation for Petitioner’s original contention as to a POSITA’s motivation to 

combine evaporates. A key question remains: what would have led a POSITA from 

Schugar to DeWaal? Petitioner has not answered this question and its position 

regarding motivation to combine should therefore be rejected.  
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Petitioner’s decision to cherry-pick the central server of DeWaal and claim it 

is the missing link between Schugar and the invention of the ’969 Patent is a classic 

example of impermissible hindsight bias. As the Federal Circuit has explained: 

It is impermissible to use the claimed invention as an instruction 

manual or “template” to piece together the teachings of the prior art so 

that the claimed invention is rendered obvious.[] This court has 

previously stated that “one cannot use hindsight reconstruction to pick 

and choose among isolated disclosures in the prior art to deprecate the 

claimed invention.” 

In re Fritch, 972 F.2d 1260, 1266 (Fed. Cir. 1992) (citations omitted). But this is 

precisely what Petitioner has done here.  

IV. Conclusion 

Petitioner fails to meet its burden to show a POSITA would combine Schugar 

and DeWaal. Foundational to Petitioner’s argument is the supposed “analogy” 

between Schugar and DeWaal, both purportedly directed  to “cashing out a wager”. 

But, even if Schugar were directed to “cashing out a wager” (which it is not), the 

Board has already rejected Petitioner’s argument that DeWaal is. Petitioner’s 

arguments about a POSITA’s reasons for combining Schugar and DeWaal therefore 

fall apart, as do Petitioner’s residual arguments. 
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Respectfully submitted, 
 

/Matthew C Juren/ 
Matthew C. Juren 
Reg. No. 68,233 
Kelly D. Stephens 
Reg. No. 49,107 
Stephens Juren, PLLC 
2500 Tanglewilde St., Suite 320 
Houston, Texas 77063 
Main: 832-344-5400 
Direct: 832-990-2707 
Fax: 832-476-5460 
Email: mjuren@patent-lawyers.com 
Email: kstephens@patent-lawyers.com 

      Counsel for Patent Owner 
  



Patent Owner Sur-Reply 
IPR2023-00266 

14 
 

CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. § 42.6, I hereby certify that on February 21, 2024, the 

foregoing Patent Owner’s Sur-Reply to Petitioner’s Reply was served via email on 

the following counsel of record for Petitioner. 

Eliot Williams 
G. Hopkins Guy III 
Jamie R. Lynn 
Thomas C. Martin 
Bradley S. Bowling 
Andrew D. Wilson 
Eliot.Williams@BakerBotts.com; 
Hop.Guy@BakerBotts.com; 
Jamie.Lynn@BakerBotts.com; 
Tommy.Martin@bakerbotts.com; 
Brad.Bowling@bakerbotts.com; 
Andrew.Wilson@BakerBotts.com; and 
DLDraftKingsvDiogenes@BakerBotts.com 

 

Dated: February 21, 2024 

/Matthew C Juren/ 
Matthew C. Juren 
Reg. No. 68,233 
Stephens Juren, PLLC 
2500 Tanglewilde St., Suite 320 
Houston, Texas 77063 
Main: 832-344-5400 
Direct: 832-990-2707 
Fax: 832-476-5460 
Email: mjuren@patent-lawyers.com 

       Counsel for Patent Owner 
  



Patent Owner Sur-Reply 
IPR2023-00266 

15 
 

CERTIFICATE OF TYPE-VOLUME 

Pursuant to 37 C.F.R. § 42.24(d), the undersigned counsel certifies that the 

foregoing Patent Owner’s Sur-Reply complies with the type-volume limitations set 

forth in the regulations. The word count, according to the word-processing system 

used to prepare this paper, is 1450 words, excluding the portions of this paper 

exempted by 37 C.F.R. § 42.24(c).  

Dated: February 21, 2024 

/Matthew C Juren/ 
Matthew C. Juren 
Reg. No. 68,233 
Stephens Juren, PLLC 
2500 Tanglewilde St., Suite 320 
Houston, Texas 77063 
Main: 832-344-5400 
Direct: 832-990-2707 
Fax: 832-476-5460 
Email: mjuren@patent-lawyers.com 

       Counsel for Patent Owner 
 

 


	I. Introduction
	II. Schugar and DeWaal are not “Analogous Prior Art”
	III. Petitioner’s Proposed Combination of Schugar and DeWaal is the Result of Impermissible Hindsight
	IV. Conclusion

