From:
To:
Cc:

Subject:
Date:
Attachments:

Minutoli, Gianni

eliot.williams@bakerbotts.com; Trials

Middleton, Matthew; Kellner, Steven; DLA - Diogenes-Colossus v DraftKings Inc USDC DE; DL Draft Kings v
Diogenes; Guy, Hop; Lynn, Jamie; Martin, Tommy; Wilson, Andrew

RE: IPR2023-00268 (Delegated Rehearing Panel) Request To Submit Supplemental Information

Thursday, November 30, 2023 7:48:09 AM

Vancura Deposition Day 1 Index.pdf
RE Supplemental Information - IPR2023-00268.msa

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Honorable Delegated Rehearing Panel,

Patent Owner’s counsel apologizes for another email on this subject, but be believes one is
warranted. Petitioner has attempted to circumvent PTAB procedure by, among other things, setting
forth legal arguments in its request. In addition, Patent Owner wishes to point out some of the
inaccuracies and misstatements in Petitioner’s request:

Patent Owner requested that a meet and confer be held yesterday morning or today.
This request was denied, forcing the Patent Owner to oppose the Petitioner’s
request (see attached email chain)

Nowhere does the Delegation Order (Paper 11) “anticipate[] ‘additional briefing” on
issues germane to institution” as Petitioner alleges. Petitioner was informed of this,
but proceeded any way.

The Ultratec case is distinguishable from the facts of IPR2023-00268. Petitioner was
informed of this, but proceeded any way. Patent Owner can provide the reasons why
should the Panel deem it appropriate to do so.

The Board did not rely solely on Dr. Vancura’s testimony for its interpretation of
“continuously.” See Institution Decision at 14 (Board determining that both “parties’
witnesses interpret this language in the same manner” and that “Petitioner’s
witness, Mr. Crevelt, agrees that the '779 patent distinguishes performing tasks
continuously from doing so at discrete times.”).

Petitioner’s Counsel questioned Dr. Vancura on the term “continuously” for hours
and over 2 days of his deposition. Attached is a transcript index from the first day
(alone) showing the extent of the Q and A, which included numerous tangents and
hypotheticals unrelated to the 779 patent. Any cherry-picked or Frankenstein
guotation Petitioner submits to the DRP (such as the one Petitioner included in the
email below) will require the DRP to also review hours of additional testimony and
two deposition transcripts.

For at least the reasons above, Patent Owner opposes Petitioner’s request.

Take care,
Gianni

Gianni Minutoli

Partner

T +1703 773 4045
F +1703 7735019
M +1 301 325 2465
gianni.minutoli@us.dlapiper.com

DLA Piper LLP (US)
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RE: Supplemental Information - IPR2023-00268

		From

		Minutoli, Gianni

		To

		Wilson, Andrew

		Cc

		Esposito, Robert; Middleton, Matthew; Kellner, Steven; eliot.williams@bakerbotts.com; Guy, Hop; Lynn, Jamie; Martin, Tommy

		Recipients

		andrew.wilson@BakerBotts.com; Robert.Esposito@us.dlapiper.com; Matthew.Middleton@us.dlapiper.com; steven.kellner@dlapiper.com; eliot.williams@bakerbotts.com; hop.guy@BakerBotts.com; Jamie.Lynn@BakerBotts.com; tommy.martin@bakerbotts.com



Andrew:



The Ultratec case is distinguishable from the facts of IPR2023-00268 for the reasons we will tell the Panel at the appropriate time.



We understand the gamesmanship you are trying here and oppose your request.



Gianni 



 



Gianni Minutoli



Partner



T  +1 703 773 4045
F   +1 703 773 5019
M  +1 301 325 2465
gianni.minutoli@us.dlapiper.com

DLA Piper LLP (US)
dlapiper.com



 



From: Wilson, Andrew <andrew.wilson@BakerBotts.com> 
Sent: Tuesday, November 28, 2023 4:34 PM
To: Minutoli, Gianni <gianni.minutoli@us.dlapiper.com>
Cc: DLA - Diogenes-Colossus v DraftKings Inc USDC DE <DLA_Colossus_DCTDE@us.dlapiper.com>; Esposito, Robert <Robert.Esposito@us.dlapiper.com>; Middleton, Matthew <Matthew.Middleton@us.dlapiper.com>; Kellner, Steven <steven.kellner@dlapiper.com>; eliot.williams@bakerbotts.com; Guy, Hop <hop.guy@BakerBotts.com>; Lynn, Jamie <Jamie.Lynn@BakerBotts.com>; Martin, Tommy <tommy.martin@bakerbotts.com>
Subject: RE: Supplemental Information - IPR2023-00268



 



⚠EXTERNAL MESSAGE 



Gianni,



 



Thank you for your prompt response. 



 



As an initial matter, we disagree that a meet and confer is necessary. Your response provides no statutory, regulatory, or precedential basis that would impose a meet and confer requirement for Petitioner’s request, and we are not otherwise aware of any such requirement. Nevertheless, we respond briefly in writing below to address your concerns.



 



The fact that Dr. Vancura’s deposition was taken in other related proceedings is of no import. The Consolidated Trial Practice Guide makes clear that “[t]he Board, in its claim construction determinations, will consider statements regarding claim construction made by patent owners and by a petitioner filed in other proceedings, if the statements are timely made of record.” CTPG (Nov. 2019) at 48 (emphasis added).  “Furthermore, the Board may take into consideration statements made by a patent owner or petitioner about claim scope.” Id. Here, the Majority’s decision turns on its construction of the term “continuously” and relies on Dr. Vancura’s testimony in support of that construction. Dr. Vancura’s recent deposition testimony addresses precisely the same term construed by the Majority and applies precisely the same construction adopted by the Majority in the 268 IPR.  This testimony is therefore evidence regarding claim construction that the DRP would benefit from and that Petitioner is entitled to introduce into the record here. See Ultratec, Inc. v. CaptionCall, LLC, 872 F.3d 1267, 1273-1275 (Fed. Cir. 2017) (finding PTAB decision to deny entry of inconsistent expert testimony from parallel district court litigation was abuse of discretion and explaining that “no reasonable fact finder would refuse to consider evidence of inconsistent sworn testimony.”). 



 



The timing of Dr. Vancura’s deposition or that the transcript is not already of record in the 268 IPR also has no bearing on its relevance to the DRP proceeding. Petitioner is seeking the DRP’s permission to “supplement” the original record with persuasive evidence that could not have been obtained or submitted in the instant case earlier.



 



Please confirm you oppose this request.



 



Thanks,



 



Andrew Wilson



T +1.202.639.1312



M +1.301.807.6646



F +1.202.508.9336



 



Baker Botts L.L.P.



700 K Street, NW



Washington, D.C. 20001



 



 



From: Minutoli, Gianni <gianni.minutoli@us.dlapiper.com> 
Sent: Tuesday, November 28, 2023 11:27 AM
To: Wilson, Andrew <andrew.wilson@BakerBotts.com>
Cc: DLA - Diogenes-Colossus v DraftKings Inc USDC DE <DLA_Colossus_DCTDE@us.dlapiper.com>; Esposito, Robert <Robert.Esposito@us.dlapiper.com>; Middleton, Matthew <Matthew.Middleton@us.dlapiper.com>; Kellner, Steven <steven.kellner@dlapiper.com>; Williams, Eliot D. <Eliot.Williams@BakerBotts.com>; Guy, Hop <hop.guy@BakerBotts.com>; Lynn, Jamie <Jamie.Lynn@BakerBotts.com>; Martin, Tommy <tommy.martin@bakerbotts.com>
Subject: RE: Supplemental Information - IPR2023-00268



 





[EXTERNAL EMAIL]





Andrew:



We disagree with your paraphrasing of the Delegation Order (Paper 11). Nowhere does it “anticipate[] ‘additional briefing’ on issues germane to institution,” as you allege. Rather, after delegating Director Review of the Decision to a DRP, it merely summarizes the DRP Guidance to provide a brief overview of what the DRP process entails. Citing to Section 2.D of the DRP Guidance (“Standard of Review”), the Delegation Order notes that “[t]he DRP may request additional briefing if necessary.” Section 2.D states in relevant part (emphasis added):



 



Subject to any further instruction from the Director in the order delegating the case to the DRP, the DRP shall determine whether the record, including any request for Director Review, demonstrates that the original Board decision misapprehended or overlooked any issue that was previously addressed in papers filed with the Board. Accord 37 C.F.R. § 42.71(d). The DRP may request additional briefing if necessary, but this is expected to be rare. The DRP may order an oral hearing at its discretion.



 



Also, upon further review of your email, we believe that a meet and confer is necessary as it is unclear how testimony from Dr. Vancura on different patents, provided months after the ‘779 petition was filed and the ‘779 institution decision was rendered, could help the DRP that is tasked to “review the Decision and determine whether the record demonstrates that the Decision misapprehended or overlooked any issue raised in the Director Review request.” Delegated Rehearing Panel §§ 2.C–D.  We are available for a meet and confer tomorrow morning between 8 and noon ET and all day Thursday.



 



Take care.



 



Gianni Minutoli



Partner



T  +1 703 773 4045
F   +1 703 773 5019
M  +1 301 325 2465
gianni.minutoli@us.dlapiper.com

DLA Piper LLP (US)
dlapiper.com



 



From: Wilson, Andrew <andrew.wilson@BakerBotts.com> 
Sent: Monday, November 27, 2023 7:27 PM
To: Minutoli, Gianni <gianni.minutoli@us.dlapiper.com>
Cc: DLA - Diogenes-Colossus v DraftKings Inc USDC DE <DLA_Colossus_DCTDE@us.dlapiper.com>; Esposito, Robert <Robert.Esposito@us.dlapiper.com>; Middleton, Matthew <Matthew.Middleton@us.dlapiper.com>; Kellner, Steven <steven.kellner@dlapiper.com>; eliot.williams@bakerbotts.com; Guy, Hop <hop.guy@BakerBotts.com>; Lynn, Jamie <Jamie.Lynn@BakerBotts.com>; Martin, Tommy <tommy.martin@bakerbotts.com>
Subject: Supplemental Information - IPR2023-00268



 



⚠EXTERNAL MESSAGE 



Counsel,



 



Petitioner in the above-captioned matter (the “268 IPR”) intends to submit a request to the Delegated Rehearing Panel (DRP) for permission to file a motion to submit supplemental information. Specifically, Petitioner seeks permission to submit Dr. Vancura’s deposition testimony in case nos. IPR2023-00262 and 00267 regarding the meaning of the term “continuously” in the context of substitute claim limitations which are substantially similar to claim limitations subject to the DRP’s review in the 268 IPR. It is Petitioner’s position that this request is timely and appropriate under the Delegation Order, which anticipates “additional briefing” on issues germane to institution (Paper 10 at 2) and that this testimony further demonstrates a reasonable likelihood that the challenged claims in the 268 IPR will be found invalid.



 



Petitioner intends to submit its request by email to the DRP tomorrow afternoon. Please let us know if you oppose Petitioner’s request.



 



Thanks,



 



Andrew Wilson



T +1.202.639.1312



M +1.301.807.6646



F +1.202.508.9336



 



Baker Botts L.L.P.



700 K Street, NW



Washington, D.C. 20001



 



 



 



Confidentiality Notice:



The information contained in this email and any attachments is intended only for the recipient[s] listed above and may be privileged and confidential. Any dissemination, copying, or use of or reliance upon such information by or to anyone other than the recipient[s] listed above is prohibited. If you have received this message in error, please notify the sender immediately at the email address above and destroy any and all copies of this message.





The information contained in this email may be confidential and/or legally privileged. It has been sent for the sole use of the intended recipient(s). If the reader of this message is not an intended recipient, you are hereby notified that any unauthorized review, use, disclosure, dissemination, distribution, or copying of this communication, or any of its contents, is strictly prohibited. If you have received this communication in error, please reply to the sender and destroy all copies of the message. To contact us directly, send to postmaster@dlapiper.com. Thank you. 






dlapiper.com

From: Williams, Eliot D. <Eliot.Williams@BakerBotts.com>

Sent: Wednesday, November 29, 2023 4:38 PM

To: Trials <Trials@USPTO.GOV>

Cc: Minutoli, Gianni <gianni.minutoli@us.dlapiper.com>; Middleton, Matthew
<Matthew.Middleton@us.dlapiper.com>; Kellner, Steven <Steven.Kellner@us.dlapiper.com>; DLA -
Diogenes-Colossus v DraftKings Inc USDC DE <DLA_Colossus_ DCTDE@us.dlapiper.com>; DL Draft
Kings v Diogenes <dldraftkingsvdiogenes@BakerBotts.com>; Guy, Hop <hop.guy@BakerBotts.com>;
Lynn, Jamie <Jamie.Lynn@BakerBotts.com>; Martin, Tommy <tommy.martin@bakerbotts.com>;
Wilson, Andrew <andrew.wilson@BakerBotts.com>

Subject: IPR2023-00268 (Delegated Rehearing Panel) Request To Submit Supplemental Information



statements are timely made of record.”)

Counsel for Petitioner and Patent Owner conferred by email prior to Petitioner submitting this
request and counsel for Patent Owner indicated that it opposes this request.

Respectfully Submitted,

Eliot D. Williams

BAKER BOTTS LLP®™
+1 202 639-1334 (Direct Dial)

Confidentiality Notice:

The information contained in this email and any attachments is intended only for the recipient[s] listed above
and may be privileged and confidential. Any dissemination, copying, or use of or reliance upon such
information by or to anyone other than the recipient[s] listed above is prohibited. If you have received this
message in error, please notify the sender immediately at the email address above and destroy any and all
copies of this message.

The information contained in this email may be confidential and/or legally privileged. It has been sent for the sole use
of the intended recipient(s). If the reader of this message is not an intended recipient, you are hereby notified that any
unauthorized review, use, disclosure, dissemination, distribution, or copying of this communication, or any of its
contents, is strictly prohibited. If you have received this communication in error, please reply to the sender and destroy
all copies of the message. To contact us directly, send to postmaster@dlapiper.com. Thank you.



