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I. Introduction

PO contends that Ruising is an RPI or privy of Petitioner, first because Ruising

was also sued for infringement of the ’989 Patent in the earlier Ruising Litigation. 

But PO fails to identify a link between Petitioner and that litigation, which was filed 

more than a year before PO’s relied-on Supply Agreement (Ex. 2006) and appears 

to have tried no claims against Ruising involving Petitioner LED tubes.  PO next 

relies on the Supply Agreement, and particularly Ruising’s indemnity obligations 

contained therein.  But those indemnity obligations reflect Petitioner’s standard 

conditions of purchase from any supplier and would, at best, mandate that Ruising 

defend PO’s infringement claims against Petitioner, for  of PO’s total 

accused tubes.  Inconsistent with those indemnity obligations, it was Petitioner, 

without any input or funding from Ruising, that prepared and filed this Petition. 

PO’s arguments and evidence fall short of even calling into question Petitioner’s RPI 

identifications, and in any event should be denied:  Petitioner filed this Petition 

because PO sued Petitioner with this (and 10 other) patents, not at Ruising’s behest. 

II. The Circumstances of the Ruising Litigation Foreclose Privity

Privity and its preclusive impact present a due process issue that is not

assessed in a vacuum, and that issue under §315(b) concerns mainly two questions: 

“whether the petitioner and the prior litigant’s relationship—as it relates to the 

lawsuit—is sufficiently close that it can be fairly said that the petitioner had a full 
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and fair opportunity to litigate the validity of the patent in that lawsuit” and “whether 

the petitioner is simply serving as a proxy to allow another party to [re-]litigate the 

patent validity.”  WesternGeco LLC v. ION Geophysical Corp., 889 F.3d 1308, 1319 

(Fed. Cir. 2018). 

As to the first question, PO references the Ruising Litigation (POPR at 3) but 

fails to identify a preclusive connection between Ruising and Petitioner related to 

that litigation (see generally POPR).1  This is because PO cannot, as (1) Petitioner 

was not a party to the Ruising Litigation; (2) the Ruising Litigation was filed more 

than a year before Petitioner entered into PO’s relied-upon Supply Agreement; and 

(3) per its pre-trial order, the Ruising Litigation appears to have tried no claims

against Ruising involving Petitioner LED tubes.  See Ex. 1018 at 8-9 (accusing 

“[d]efendant Elliot”—not Ruising—of selling “GE Current BDT series” tubes). 

As to the second, proxy question, PO touts a March 17, 2023 verdict (Ex. 2005 

at 5) in the Ruising Litigation, finding that “Ruising … infringed three of Patent 

Owner’s patents.”  POPR at 3.  That verdict was docketed for appeal on April 7, 

2023 (Ex. 1019 at 1), and that appeal will likely be decided by August 15, 2024 

based on recent average-time-to-decision data (Ex. 1020 at 7).  Notably, this is 

1 PO’s privity arguments regarding the ’989 Patent are particularly weak given that 

the Ruising Litigation did not go to trial on the ’989 Patent.  POPR at 3. 



IPR2023-00269 
Patent 10,560,989 B2 

- 3 -

before the August 17, 2024 FWD date in this proceeding and well before any such 

FWD would become “final,” rendering illogical any argument that Petitioner is now 

representing Ruising’s interests in the Ruising Litigation. 

And in any event, unlike in Ventex, Petitioner—even if the Supply Agreement 

or similar was in place—would have been the indemnitee, who was not sued for 

infringement of the ’989 Patent in the Ruising Litigation (see Ex. 2006 at 22). 

Compare Ventex Co. Ltd. v. Columbia Sportswear N.A., Inc., IPR2017-00651, Paper 

148 at 7 (P.T.A.B. Jan. 24, 2019) (“Supplier Agreement … required [Petitioner] 

Ventex to indemnify … Seirus”) (cleaned-up).  The notion that Petitioner, as the 

non-sued indemnitee, already had a full and fair opportunity to litigate the validity 

of the ’989 Patent in the Ruising Litigation or is now acting on behalf of its alleged 

indemnitor (for  of accused products) strains credibility. 

III. PO’s “Preexisting Legal Relationship” Nevertheless Fails

PO relies exclusively on a Supply Agreement (Ex. 2006) between Petitioner

and Ruising to establish a “preexisting legal relationship.”  See generally POPR. 

This Supply Agreement, however,  (Ex. 2006 at 1), 

.  When procuring LED tube lamps, 

Petitioner issues purchase orders to Ruising—as it does with its other suppliers—

pursuant to conditions of purchase that are available on the internet.  Ex. 2021 at 1; 

Ex. 2022; Ex. 1024 at ¶¶ 5-6.  Notably, those conditions of purchase, which 
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supersede the Supply Agreement (see Ex. 1022 at 21), do not include the Supply 

Agreement’s provisions related to  

 

(see generally Ex. 1022) upon which PO relies (see, e.g., POPR at 3-5).  Those 

provisions are therefore irrelevant.  

The conditions of purchase do contain an indemnity provision for Petitioner’s 

suppliers—including Ruising—to “handle, defend or settle” any infringement claim 

based on a product provided under the conditions of purchase.  See Ex. 1022 at 11. 

But as evidenced by the conditions of purchase being available on the internet (see 

Ex. 1024 at ¶ 6), this constitutes nothing more than “generic indemnification 

obligations” that do not support a finding of privity.  See R.R. Donnelley & Sons Co. 

v. Scriptchek Visual Verification Sys. Inc, IPR 2021-00564, Paper 56 at 35-36

(P.T.A.B. Sept. 6, 2022). 

Beyond that, the products potentially covered by Ruising’s indemnity 

obligations constitute  of the total number of LED tubes alleged to 

infringe the ’989 Patent in the Current Action, which include those produced by 

numerous non-Ruising manufacturers.  Ex. 1024 at ¶ 7 (citing Ex. 1023).  

Particularly when viewed with this context, the notion that Petitioner filed this 

petition to benefit Ruising, its alleged indemnitee, rather than itself, fails. 
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CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. § 42.6(e), the undersigned certifies that on June 21, 

2023, copies of Petitioner’s Preliminary Reply and EX1018-EX1025 were served on 

Patent Owner via email (by consent) to: 

IPRSuperLighting-GECurrent@perkinscoie.com  

/Eagle H. Robinson/ 
 Eagle H. Robinson (Reg. No. 61,361) 




