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I. INTRODUCTION

Petitioner’s Reply to the POPR fails to meet Petitioner’s burden of
persuasion to show that Ruising is not its privy or an RPI. Regarding privity,
Petitioner mischaracterizes the law and the Ruising litigation, and makesa
spurious argument that its detailed Supply Agreement with Ruising was
supplanted by generic purchase termsit tries to impose on all suppliers.
Regarding RPI, Petitioner only argues that Ruisingis not controlling this
proceeding because it cannot dispute its preexisting, established relationship with
Ruisingor that Ruising is a clear beneficiary of this proceeding.

II. RUISING AND PETITIONER ARE PRIVIES.
A.  The Ruising Litigation Supports a Finding of Privity.

Petitioner mischaracterizes WesternGeco to suggest the privity inquiry
“mainly” concems “two questions.” Paper 15 (“Reply”) at 1. On the contrary, the
WesternGeco court identified the six Taylor factors (the fifth of which is what
Petitioner improperly tries to elevate to the second “main” question). 889 F.3d 1308,
1319 (Fed. Cir. 2018).

Petitioner next argues the Ruising litigation cannot support a finding of privity
because Petitioner was not a party, and the litigation was filed before Petitioner
entered into the Supply Agreement. Reply at 2. Petitioner cites no legal support for

this argument. Moreover, Petitioner cannot dispute that it entered into the Supply
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Agreement with Ruising while the Ruising litigation was pending or that it was
aware that products Ruising manufactured for Petitioner were at issue in the
litigation. Indeed, Petitioner produced documents regarding accused Petitioner
products in response to a subpoena in that litigation. Ex. 2011. Petitioner also cites
no legal support for its argument that Ruising cannot be a privy since Petitioner is
the indemnitee rather than indemnitor under the Supply Agreement. Replyat 3.

Petitioner also wrongly asserts that the Ruising litigation tried no claims
against Ruising involving Petitioner LED tubes. Replyat 2. The Ruising defendants
stipulated that Petitioner products infringed three patents that were tried. Ex. 1018
at 9-10. Indeed, the defendants unsuccessfully tried to strike PO’s infringement
contentions against Petitioner products, in part by trying to deny CH/Ruising
manufactured the products. Exs.2012,2013. CH/Ruising produced both technical
information and sales data for accused Petitioner products. Ex. 2014 (Bombach
Decl.) 94 7-10; see also Ex. 2015 at 6:21-22; Ex. 2016 at 159:23-161:8 (reading into
trial record CH/Ruising interrogatory response providing information about
“accused products” including those “CH has manufactured for GE”). PO’s damages
expert accounted for CH/Ruising’s sales of Petitioner products in her calculation of
damages owed by CH/Ruising. Ex. 2014 (Bombach Decl.)q] 11-12; Ex. 2017 at 1,

4 (note (k)).
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B.  Taylor Factor 2 Supports a Finding of Privity.

Petitioner suggests the terms of the Supply Agreement are “irrelevant”
because of additional generic purchase terms it tries to impose on all suppliers when
they accept purchase orders from Petitioner. Reply at 3-4. As an initial matter,
Petitioner’s declarant, Mr. Marella, describes Ex. 1022 as the “current version™ of
its purchase terms (Ex. 1024 9 6), and Petitioner presents no evidence that this
version of its purchase terms was applicable to any (let alone all) of its orders from
Ruising. As another initial matter, Petitioner identified and produced the Supply
Agreement, and only that agreement, in response to PO’s discovery requests
seeking its agreements with CH/Ruising.

Petitioner’s dubious claim that the terms of the Supply Agreement were
supplanted by its generic purchase order terms is unsupported attorney argument.

Indeed, Mr. Marella says nothing in his declaration about the Supply Agreement or

any of its terms being ineffective. See Ex. 1024.

1
1
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Petitioner next argues that the “indemnification obligations” in its standard

purchase terms are too “generic” to support a finding of privity. Reply at 4. First,

as discussed, Petitionerhas not shown_
_ Second, the cited R.R. Donnelley case did not

distinguish between “generic indemnification obligations” and other types of
indemnification obligations. Rather, there, the Board reasoned that a generic
indemnification standing alone was not sufficient to find privity because it was not
clear that the petitioner’s product was actually at issue in the prior litigation.
IPR2021-00564, Paper 58, Ex. A (redacted Paper 56) at 36. Here, in contrast,
Petitioner’s products were at issue in the Ruising litigation. See supra 2.

Finally, Petitioner argues that Ruising cannot be a privy because Ruising has
only provided - of the products accused of infringing the 989 patent in the
Current litigation. Reply at 4. In PayPal, the Board rejected effectively the same
argument by the petitioners that Amazon could not be a privy because the petitioners
were not exclusively accused based on products supplied by Amazon. IPR2019-
01111, Paper27 at 26 (Nov. 22,2019); see also AIT, 897 F.3d 1336, 1347 (Fed. Cir.
2018) (Congress “chose language that bars petitions where proxies or privies would
benefit from an instituted IPR, even where the petitioning party might separately

have its own interest in initiating an IPR.”) (second emphasisadded).
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III. RUISING IS A REAL PARTY IN INTEREST (RPI)

Petitioner does not dispute that Ruising “is a clear beneficiary” of this
proceeding, or that Ruising “has a preexisting, established relationship with”
Petitioner. See AIT, 897 F.3d at 1351. Tellingly, Petitioner does not address, let
alone distinguish the Board’s precedential decision in Ventex which was the focus
of PO’s RPI argument. See POPR at 15-17.

Petitioner’s only argument as to why Ruising isnot an RPI is that Ruising is
not controlling this proceeding. Reply at 5. Neither case cited by Petitioner holds
that control of the IPR proceeding is strictly necessary for a third party tobe an RPL
Indeed, in VirnetX, the Federal Circuit explained that “[t]he real-party-in-interest
inquiry ... ‘seeks to ascertain who, from a practical and equitable standpoint, will
benefit from the redress that the chosen tribunal might provide.”” 778 F. App’x 897,

902 (Fed. Cir. 2019) (quoting AIT, 897 F.3d at 1349). Further, Petitioner does not
aispure
e

IV. CONCLUSION

For the reasons set forth above and in the POPR, the Petition in this case is

time-barred because Ruising is a privy of Petitioner and an RPI.
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