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I. INTRODUCTION 

Pursuant to the Revised Interim Director Review Process adopted on July 

24, 2023, Patent Owner respectfully requests Director Review of the Board’s 

decision granting institution of inter partes review (Paper 19).  Although 

, Ruising, was previously sued 

and found to infringe the ’125 Patent, the Board misapplied the law and 

determined that Ruising was neither Petitioner’s privy or a real party in interest. 

This Request concerns important questions of law and policy, namely the 

proper application of the one-year bar in § 315(b).  The Federal Circuit has 

explained that “the terms ‘real party in interest’ and ‘privity’ were included in 

§ 315 to serve two related purposes: (1) to ensure that third parties who have 

sufficiently close relationships with IPR petitioners would be bound by the 

outcome of instituted IPRs under § 315(e), the related IPR estoppel provision, and 

(2) to safeguard patent owners from having to defend their patents against belated 

administrative attacks by related parties via § 315(b).”  Applications in Internet 

Time, LLC v. RPX Corp., 897 F.3d 1336, 1350 (Fed. Cir. 2018) (“AIT”). 

Director Review is warranted because the Board abused its discretion by 

conflating Patent Owner’s separate privity and real party in interest (“RPI”) 

arguments and by failing to correctly apply the applicable legal standards for 

either issue.  With respect to privity, the Board’s conclusion is purportedly based 
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on vague, unarticulated “due process considerations” rather than the Taylor 

factors outlined by the Supreme Court.  The Board also declined to follow the 

Board’s precedential Ventex decision which relied on agreements remarkably 

similar to the Petitioner’s agreement with Ruising to find Ventex’s customer was 

a privy.  With respect to the RPI issue, to the extent the Board separately 

considered it at all, the Board failed to follow the standard outlined in AIT and 

focus on whether Ruising is a “clear beneficiary” or whether Petitioner and 

Ruising have a “preexisting, established relationship.”   

The Director’s ability to give guidance to the Board “about how to make 

institution determinations on her behalf … is crucial for ensuring that such 

determinations will overwhelmingly be made in accordance with the policy 

choices about institution she would follow if she were making the determinations 

herself ….”  Apple Inc. v. Vidal, 63 F.4th 1, 13 (Fed. Cir. 2023); see also 35 

U.S.C. § 3(a)(2)(A) (“The Director shall be responsible for providing policy 

direction and management supervision for the Office ….”).  The Director should 

take this opportunity to provide such guidance concerning the proper 

determination of the privity and real party in interest issues to ensure the Board 

applies the appropriate legal frameworks and to promote consistency in the 

treatment of these issues across Board proceedings. 
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II. FACTUAL BACKGROUND 

A. Petitioner’s Preexisting Substantive Legal Relationship with 
Ruising 

Ruising is Petitioner’s contract manufacturer.   
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B. Ruising Was Found to Infringe the ’125 Patent, Including Based 
on Products Exclusively Made for Petitioner. 

In January 2020, Patent Owner filed a patent infringement suit against 

Ruising and its affiliate CH Lighting Technology Co., Ltd. (“CH”).  Jiaxing 

Super Lighting Electric Appliance Co. Ltd. v. CH Lighting Technology Co. Ltd., 

No. 6:20-cv-00018-ADA (W.D. Tex.) (“Ruising litigation”).  After 10 months of 

delay, counsel for Ruising finally agreed to accept service of process in 

November 2020.  See Paper 10 at 3, n.1.  The ’125 Patent was one of the asserted 

patents.  Ex. 2003 (complaint). 

 
1  

 

  Notably, Petitioner bears the 

burden of persuasion to demonstrate that its petitions are not time-barred under 

§ 315(b).  Worlds Inc. v. Bungie, Inc., 903 F.3d 1237, 1242 (Fed. Cir. 2018).  
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Among the products Patent Owner accused of infringing the ’125 Patent in 

the Ruising litigation were certain Petitioner “GE”-branded products such as 

model no. LED14BDT8/G4/840.2  Ruising initially denied manufacturing the 

accused Petitioner products and having technical information regarding these 

products, but Petitioner produced documents in response to a subpoena 

confirming Ruising did in fact supply these accused products.  Ex. 2015 at 3-4, n. 

1, 2; Ex. 2018 at 6:16-22.  Ruising then produced technical information and sales 

data for the accused Petitioner products.  Paper 16 at 2; Ex. 2017 ¶¶ 7-10.   

The case went to trial in November 2021.  In the joint pretrial order, the 

defendants (including Ruising) stipulated that the “GE Current BDT series (e.g., 

LED14BDT8/G4/840)” products infringed the ’125 Patent.  Ex. 1013 at 9.  At the 

conclusion of the trial, the jury returned a unanimous verdict finding Ruising had 

willfully infringed the ’125 Patent.  Ex. 2005. 

 
2 The Board repeatedly emphasizes that Petitioner’s products were not accused 

until Patent Owner provided its Final Infringement Contentions on Feb. 9, 2021.  

Paper 19 at 9, 10.  While this is true, Patent Owner sought discovery on GE 

Current products in its first set of interrogatories served November 11, 2020—the 

same day Ruising finally agreed to accept service of process.  This was less than 

three months before the deadline for Final Infringement Contentions. 
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III. ARGUMENT 

A. The Board Abused Its Discretion By Failing to Distinguish and 
Address Patent Owner’s Separate RPI and Privity Arguments. 

In its Preliminary Response, Patent Owner argued that the Petition was 

time-barred (1) because Ruising was a privy of Petitioner, and separately  

(2) because Ruising was an RPI.  Patent Owner devoted a separate section to each 

argument.  Paper 10 at 9-16 (privity), 16-29 (RPI).  The Board’s institution 

decision includes a single section that purports to address both the privity and RPI 

arguments.  Paper 19 at 3-11.   

Although it is difficult to discern for much of the Board’s analysis whether 

it is analyzing the privity issue or RPI issue, the Board seems to focus more on 

privity.  For example, in the first paragraph of its “Analysis” section, the Board 

suggests that the relationship between Petitioner and Ruising “must be related to 

the lawsuit and be sufficiently close that it can be fairly said the petitioner had a 

full and fair opportunity to litigate the validity of the patent in that lawsuit.”  

Paper 19 at 7 (citing WesternGeco LLC v. ION Geophysical Corp., 889 F.3d 

1308, 1319 (Fed. Cir. 2018)).  The cited portion of WesternGeco was addressing 

the legal standard for privity.  WesternGeco, 889 at 1316-1319 (section I(A): 

“Legal Standard for Privity”); see also id. at 1319 (“WesternGeco’s time-bar 

challenge focuses on privity, rather than real party in interest.”).  Later, in stating 

its ultimate conclusion as to both privity and RPI, the Board again invoked the 
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purported need for a “sufficiently close” relationship in stating its conclusion as 

to both privity and RPI.  Paper 19 at 11 (“Weighing the equities in view of the 

circumstances, we are not persuaded that the evidence supports a sufficiently 

close relationship between Ruising and Petitioner as to create a time bar to the 

Petition.”) (emphasis added). 

B. The Board Abused Its Discretion By Failing to Apply the Real 
Party in Interest Legal Standard From AIT. 

“Determining whether a non-party is a ‘real party in interest’ demands a 

flexible approach that takes into account both equitable and practical 

considerations, with an eye toward determining whether the non-party is a clear 

beneficiary that has a preexisting, established relationship with the petitioner.”  

AIT, 897 F.3d at 1351 (emphasis added).  While the Board acknowledged this 

legal standard (see Paper 19 at 6-7), it did not apply it.  The Board did not 

address, let alone reach any conclusion as to, whether Ruising is a “clear 

beneficiary” of this proceeding.  See Paper 19 at 6-11.  Nor did the Board clearly 

analyze whether a “preexisting, established relationship” existed between Ruising 

and Petitioner or reach any discernible conclusions on that question.  See id. 

Patent Owner’s RPI argument analogized to the precedential Ventex 

decision, where the Board relied on exclusive manufacturing and indemnification 

agreements between the petitioner, Ventex, and its customer, Seirus, in 

concluding Seirus qualified as a real party in interest.  See Paper 10 at 16-18; 



IPR2023-00271, Patent No. 10,295,125 
 

 -8- 

Ventex Co., Ltd. v. Columbia Sportswear N.A., Inc., IPR2017-00651, Paper 148 at 

11-15 (PTAB Jan. 24, 2019) (precedential).  For example, the Board reasoned: 

[I]t is clear that Ventex and Seirus had a specially 

structured, preexisting, and well established business 

relationship with one another, including 

indemnification and exclusivity arrangements.  In our 

view, those circumstances are the type that, when 

adhering to the guidance articulated in AIT, give rise to a 

determination that Seirus should have been named a real 

party in interest. 

Id. at 10 (emphasis added); see also Paper 10 at 18 (quoting this excerpt).   

Despite Patent Owner’s reliance on Ventex and that case’s precedential 

status, the Board gave Ventex short shrift here.  The only reference to Ventex in 

the Board’s reasoning was to note that, in contrast to this case, “the petitioner was 

the indemnitor, not the indemnitee.”  Paper 19 at 10.  It is not at all clear, 

however—and the Board does not explain—why  

negates either (a) its preexisting, established relationship with Ruising or 

(b) Ruising’s clear interest in this proceeding.3  Like the RPI in Ventex, Ruising 

 
3 To the extent the Board felt that Petitioner’s role as indemnitee suggested it “was 

not afforded a full and fair opportunity to litigate patent validity in the CH Lighting 

Action” (see Paper 19 at 10), there is no requirement that to qualify as an RPI, a 
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would substantially benefit from invalidation of the ’125 Patent  

 

.  See Ventex, Paper 148 at 8 (reasoning that Seirus was 

“a clear beneficiary of Ventex’s efforts in th[e] inter partes review” because the 

material subject to the Ventex-Seirus agreement had been accused of 

infringement). 

The Board also chose to ignore the undisputed evidence that Ruising is 

presently facing a $30 million dollar judgment for willfully infringing the ’125 

Patent and two others.  See Paper 10 at 19.  It is beyond dispute that Ruising 

stands to benefit substantially if this proceeding invalidates the ’125 Patent and 

allows Ruising to avoid or reduce the substantial damages it presently owes 

Patent Owner.  Id.; see also, e.g., Ventex, Paper 148 at 9 (“There cannot be any 

credible assertion that a determination of invalidity as to claims of the patents 

would not inure to the benefit of Seirus in the Seirus Litigation.”). 

C. The Board Abused Its Discretion By Failing to Apply the Taylor 
Factors in Determining Privity. 

In the precedential Ventex decision, the Board described the six Taylor factors 

for determining when parties are in privity: 

 
party must have previously had a full and fair opportunity to litigate patent 

validity. 
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In Taylor v. Sturgell, 553 U.S. 880, 894–95 (2008), the 

Supreme Court provided a non-exhaustive list for 

examining whether the legal relationship between two 

parties establishes that one is the privy of the other: “(1) 

an agreement between the parties to be bound; (2) pre-

existing substantive legal relationships between the 

parties; (3) adequate representation by the named party; 

(4) the nonparty’s control of the prior litigation; (5) 

where the non-party acts as a proxy for the named party 

to relitigate the same issues; and (6) where special 

statutory schemes foreclose successive litigation by the 

non-party (e.g., bankruptcy and probate).” 

Ventex, Paper 148 at 12 (quoting AIT, 897 F.3d at 1360 (Reyna, J., concurring)).  

“Analysis under any one of the factors can support a finding of privity.”  Ventex, 

Paper 148 at 12 (citations omitted).  In Ventex itself, for example, the Board found 

that “at least [Taylor] factors 2 and 5 support[ed its] conclusion that Seirus and 

Ventex [we]re privies.”  Id. 

In the present case, Patent Owner argued that Taylor Factors 2, 3, and 5 

supported a finding that Ruising is a privy of Petitioner and Patent Owner devoted a 

section to each factor.  Paper 10 at 9-16.  The Board’s analysis of privity does not 

focus on the Taylor factors, however.  See Paper 19 at 6-11 (no reference Taylor 

factors in “Analysis” section).  Indeed, the only reference to Taylor in the entire 

decision is in summarizing Patent Owner’s argument.  Id. at 4. 
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Rather than focus on the Taylor factors that Patent Owner argued and the 

evidence Patent Owner presented in connection with those factors, the Board’s 

analysis recites certain facts, omits others, and ultimately “conclude[s], based on 

due process considerations, that Ruising is not a privy ….”  Paper 19 at 11 

(emphasis added).  The Board does not endeavor to explain why finding Ruising to 

be a privy of Petitioner would violate any due process rights.  Moreover, the Board’s 

analytical framework is completely out of step with the privity analysis in Ventex 

which appropriately focused on the Taylor factors.  See Ventex, Paper 148 at 12 

(“Here, at least factors 2 and 5 support our conclusion that Seirus and Ventex are 

privies.”); id. at 12-14 (analyzing the evidence in connection with Taylor factors 2 

and 5).  Whereas the Board here purports to base its privity determination on “due 

process considerations,” Ventex does not even mention “due process.” 

It appears that the Board concluded that Petitioner and Ruising are not in 

privity because the Board felt their relationship was not “sufficiently close that it can 

be fairly said … [P]etitioner had a full and fair opportunity to litigate the validity of 

the patent in th[e] prior lawsuit.”  Paper 19 at 7 (citing WesternGeco, 889 F.3d at 

1319); see also id. at 10 (“We agree that as the non-sued indemnitee, under the 

circumstances, Petitioner was not afforded a full and fair opportunity to litigate 

patent validity in the CH Lighting Action.”).   

This Board’s analysis is premised on a misinterpretation of WesternGeco.  To 
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be sure, the court stated in WesternGeco that “it is important to determine whether 

the petitioner and the prior litigation’s relationship—as it relates to the lawsuit—is 

sufficiently close that it can be fairly said that the petitioner had a full and fair 

opportunity to litigate the validity of the patent in that lawsuit.”  WesternGeco, 889 

F.3d at 1319.  This was not a statement of a prerequisite for finding privity in all 

cases, however.  Indeed, the very next sentence recognizes the inquiry will look 

different in different cases.  Id. (“In other cases, it may be more relevant to 

determine whether the petitioner is simply serving as a proxy to allow another party 

to litigate the patent validity question that the other party raised in an earlier-filed 

litigation.”) (emphasis added).  And the next paragraph explains that “[t]he Supreme 

Court in Taylor identified a non-exhaustive list of considerations where nonparty 

preclusion would be justified.”  Id. (citing Taylor v. Sturgell, 553 U.S. 880, 894-895 

(2008)) (emphasis added).  Thus, the Taylor factors already reflect a determination 

as to when privity may be found without offending due process.   

The Board abused its discretion by setting the Taylor Factors aside in favor of 

a factual analysis about Petitioner’s opportunity to actually litigate the ’125 Patent’s 

validity in the Ruising litigation. 

D. The Board Abused Its Discretion By Failing to Follow the 
Precedential Ventex Decision in Analyzing Patent Owner’s 
Evidence Regarding Taylor Factor 2. 

In its precedential Ventex decision, the Board found privity based on Taylor 
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Factors 2 and 5.  Ventex, Paper 148 at 12-15.  As to Taylor Factor 2, the Board found 

a “preexisting substantive legal relationship in the form of two contracts, a 

Supplier Agreement with an obligation to indemnify and defend, and an Exclusive 

Manufacturing Agreement.”  Id. at 12 (emphasis added).  The Board further noted 

that the “agreements directly related to the product accused of infringing the patent 

at issue” in the IPR proceeding.  Id. 

Here, Patent Owner explained that, just as in Ventex, Petitioner and Ruising 

have a preexisting substantive legal relationship based on  

 

  See Paper 10 at 9-10.  The Board did not meaningfully 

address Patent Owner’s argument or credibly distinguish the agreement here from 

the agreements that provided the basis for the Board’s privity finding in Ventex.  As 

mentioned above, the Board’s only discussion of Ventex was to note that the “the 

petitioner [there] was the indemnitor, not the indemnitee.”  Paper 19 at 10.  It is not 

at all clear, however—and the Board does not explain—why the determination of 

whether “a preexisting substantive legal relationship” existed between Petitioner and 

Ruising depends on whether Petitioner was the indemnitor or indemnitee.   

In addition to Ventex, Patent Owner’s Taylor Factor 2 argument analogized to 

the Board’s decisions in Microsoft Corp. v. Science Applications International 

Corp., IPR2019-01311 and PayPal, Inc. v. PersonalWeb Technologies, LLC, 
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IPR2019-01111, both of which relied on Taylor Factor 2 to find privity.  See Paper 

10 at 10-14.  Just as with Ventex, however, the Board declined to address these cases 

or Patent Owner’s arguments based on them.  See Paper 19 at 6-11. 

IV. CONCLUSION 

For the reasons set forth above, Patent Owner respectfully requests 

Director Review of the Board’s decision instituting inter partes review. 
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