
From: Trials
To: John R. Hutchins
Cc: tmurphy@cgolaw.com; jfleetham@cgolaw.com; Paul T. Qualey; ZFIPRService; Trials
Subject: RE: IPR2023-00273 – Petitioner’s Request for Authorization to File Pre-Institution Reply
Date: Wednesday, April 12, 2023 4:45:45 PM

CAUTION: This message has originated from an External Source. Please use proper judgment and caution when
opening attachments, clicking links, or responding to this email.

Counsel,

Petitioner is authorized to file a three-page pre-institution reply brief limited to the subject of the
Board’s jurisdiction over an expired patent.  This reply shall be filed within three business days of the
date of this email authorization.  Petitioner shall also file this email authorization as an exhibit and
cite it in the reply.

If Patent Owner desires to do so, it is authorized to file a three-page pre-institution sur-reply brief for
the sole purpose of responding to the arguments in the reply.  Any such sur-reply brief shall be filed
within three business days of the filing of the reply.

No further filings are authorized. 

Regards,

Esther Goldschlager
Supervisory Paralegal Specialist
Patent Trial & Appeal Board
U.S. Patent & Trademark Office

From: John R. Hutchins <JHutchins@bannerwitcoff.com> 
Sent: Wednesday, April 5, 2023 3:46 PM
To: Trials <Trials@USPTO.GOV>
Cc: tmurphy@cgolaw.com; jfleetham@cgolaw.com; Paul T. Qualey <PQualey@bannerwitcoff.com>;
ZFIPRService <ZFIPRService@bannerwitcoff.com>
Subject: IPR2023-00273 – Petitioner’s Request for Authorization to File Pre-Institution Reply

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

To the Board –

Pursuant to 37 C.F.R. § 42.108(c), Petitioner ZF respectfully requests permission to file a 3 page, pre-
institution Reply to Patent Owner Stoneridge’s Preliminary Response filed in the above referenced
IPR against United States Patent No. 7,021,415.  Good cause exists for this relief because Patent
Owner argues that the Board lacks jurisdiction to consider an IPR on an expired patent, but failed to
include in their briefing pertinent contrary authority (e.g.,  Apple, Inc. v. Gesture Tech. Partners, LLC,

ZF, Ex. 1020 
ZF v. Stoneridge 
IPR2023-002731
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IPR2021-00922, Paper 26 at 25-27 (PTAB Nov. 28, 2022)).  Petitioner seeks to address Patent
Owner’s arguments regarding the Board’s jurisdiction over expired patents in its Reply.
 
Petitioner has conferred with Patent Owner who opposes Petitioner’s request.  The parties are
available April 12-14 between 10 am and 2 pm EDT for a conference call if the Board wishes to
discuss the issue.
 
Best regards,
John Hutchins
 
 
JOHN R. HUTCHINS | ATTORNEY

BANNER WITCOFF
1100 13th Street NW, Suite 1200
Washington, DC 20005

TEL: 202.824.3147 | MAIN: 202.824.3000
bannerwitcoff.com | jhutchins@bannerwitcoff.com

PROTECTING IP.  PROPELLING BUSINESS.

IMPORTANT/CONFIDENTIAL: This message contains information from the law firm of Banner & Witcoff, Ltd. which may be
privileged, confidential, or exempt from disclosure under applicable law. If the reader of this message is not the intended
recipient, or the employee or agent responsible for delivering the message to the intended recipient, you are hereby notified
that any dissemination, distribution, retention, archiving, or copying the communication is strictly prohibited. If you have
received this communication in error, please notify us immediately by return e-mail.
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