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Petitioners (collectively “Sony”) hereby file their Reply to the Patent Owner
Preliminary Response, pursuant to the Board’s order of May 24, 2023.

After the filing of the petition, the district court in a co-pending litigation held
all claims of the *498 patent invalid under 35 U.S.C. §101. (Ex. 1024). Because the
claims have been held (at least provisionally) invalid by the district court, Patent
Owner (“inMusic”) argues that the Board should apply Apple v. Fintiv ! to deny the
petition. Specifically, citing AviaGames v. Skillz Platform, IPR2022-00530, Paper
14 (PTAB Mar. 2, 2023) (Vidal, Director) and Volvo Penta of the Americas v.
Brunswick Corp., IPR2022-01368, Paper 12, (Feb. 8, 2023), inMusic appears to
argue that the Fintiv analysis in this case should turn principally on whether the
Board finds that the petition raises a compelling, meritorious challenge.

While Sony agrees that the Board should evaluate whether the petition raises
a compelling, meritorious challenge—and Sony is content to rest on the petition for
that showing—Sony respectfully disagrees that the Director’s decision in
AviaGames limits the inquiry solely to this test. Specifically, the Director’s decision
in AviaGames came after an Institution Decision exercising discretion to deny the

petition under Fintiv, in which the panel had already found that Fintiv factors 1-5

' See Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 (PTAB Mar. 20, 2020)

(precedential).
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weighed against institution. Far from indicating that Fintiv factors 1-5 were
irrelevant, the Director’s review simply accepted the panel’s findings concerning
these factors as a premise. Indeed, a similar reversal by the Director of a decision to
deny institution in Volvo Penta, issued after the Preliminary Response in this
proceeding was filed, indicates that all factors in the Fintiv analysis continue to be
relevant. See Volvo Penta of the Americas v. Brunswick Corp., IPR2022-01368,
Paper 15, p. 4 (PTAB May 2, 2023) (Vidal, Director) (attached as Exhibit 1025).

The fact that all Fintiv factors remain relevant is important, because the panel
in AviaGames evaluated the Fintiv factors based on the Patent Owner’s argument
that no appeal had been filed. To quote the panel in AviaGames:

“[T]the parallel proceeding in the district court has concluded with

regard to the 602 patent and, as the Patent Owner points out, ‘there

is no pending appeal here.” Sur-reply 3. Thus, there is, in effect, no

ongoing parallel proceeding and this factor also appears to be

inapposite.”
AviaGames, 1PR2022-00530, Decision Denying Institution, Paper 12, pp. 13-14
(PTAB August 9, 2022)(attached as Ex. 1026).

Here, in contrast, inMusic filed a Notice of Appeal (attached as Ex. 1027) in

the district court on April 10, 2023. The implications of this for the timing-related

Fintiv factors (principally: factors 1 - 3) will be obvious to the Board, and they need

not be belabored. In brief, either the appeal will affirm the district court’s finding of
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invalidity, or it will not. If it does, the claims will be unenforceable and this
proceeding is not needed. If it does not—if the finding is reversed or vacated with
remand—then the district court litigation will begin anew, but on a delayed schedule.
The filing of the appeal thus has an effect on the schedule similar to that of a stay,
meaning that even if the petition is granted, the parties are unlikely to be forced to
simultaneously undertake both the IPR and an expensive trial. In contrast, if the
petition is denied, Sony would be deprived (by effect of the one-year bar) of its
Congressionally-appointed right to have certain patentability issues resolved by a
highly-qualified panel of the Board, should the district court’s finding be reversed
or vacated. This should weigh in favor of institution.

The other factors remain unchanged since the filing of the petition, although
Sony notes that the only arguments made by inMusic regarding investment in the
related proceedings (factor 3) and the extent of overlap (factor 4) relate to the court’s
§101 decision. This decision resulted from a motion to dismiss on the pleadings (Ex.
1024, p. 1), thus indicating that the district court proceeding is still in its infancy.
InMusic further points to no overlap (factor 4) that actually exists, as opposed to
overlap that could exist at some point in the future. However, because the now-
pending appeal concerns an issue that cannot be raised in an inter partes review, any
theoretical overlap between this proceeding and the district court proceedings could

only occur in a relatively distant future, well after this proceeding, should it be
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instituted, would reach a Final Written Decision. Because the Final Written
Decision would trigger the estoppel of 35 U.S.C. §315(¢)(2), the actual chance of
any overlap in issues is exceedingly remote.

CONCLUSION

Sony thus respectfully requests that the petition be instituted.

Date: May 31, 2023 /Matthew A. Smith/ (RN 49,003)
Matthew A. Smith

SMITH BALUCH LLP

700 Pennsylvania Ave. SE, 2nd Floor
Washington, DC 20003

(202) 669-6207
smith@smithbaluch.com

Counsel for Petitioners
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