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I. INTRODUCTION 

Petitioner requests inter partes review and cancellation of Claims 1-26 (the 

“challenged claims”) of U.S. Patent No. 9,769,314 (“the ’314 patent”). 

II. GROUNDS FOR STANDING 

Petitioner certifies that the ’314 patent is available for IPR and Petitioner is 

not barred or estopped from requesting IPR of the challenged claims. 37 C.F.R. 

§42.104(a). 
 
III. GROUNDS FOR UNPATENTABILITY 

Each reference below is prior art to the ’314 patent. Dasan is 102(b) and 

both Wise and Uppaluru are 102(e) and 102(a) prior art to Claims 1-26, even if 

those claims are entitled to the earliest claimed priority date of February 4, 2000. 

Prior Art Date 

Wise Ex-1007 Mar. 28, 1996 

Mar. 16, 1999 

102(e) 

102(a) 

Woods Ex-1012 Mar. 21, 2000 102(e) 

Dasan Ex-1013 June 2, 1998 102(b) 

Uppaluru Ex-1014 Nov. 14, 1996 

June 22, 1999 

102(e) 

102(a) 

 
Woods is 102(e) prior art to Claims 1-26 because it was filed on March 21, 

2000, while the earliest effective filing date of Claims 1-26 is February 6, 2001. 

Figures 3-6 and their accompanying disclosures and much of the disclosure for the 

’314 patent appears for the first time in the ’406 application filed on February 6, 
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2001. See Ex-1048. For example, there is no disclosure of a “content extraction 

agent” or “content extractor” (a limitation required by all of the independent claims 

of the ’314 patent) in the ’314 patent’s provisional application. See Ex-1047. These 

terms first appear in the ’406 application. See Ex-1048; Declaration of Stuart J. 

Lipoff (Ex-1002), ¶¶58-60. Accordingly, the priority date of the claims is no earlier 

than February 6, 2001. 

The challenged claims would have been obvious under 35 U.S.C. §103 on 

the following grounds. Ex-1002 ¶¶1-46, 93-211. 

Ground Claim(s) 

1 Wise, Woods 1-26 

2 Wise, Dasan 1-25 

3 Wise, Dasan, Uppaluru 26 

 
IV. ’314 PATENT 

A. Specification 

The ’314 patent’s “voice browser system” “allow[s] a user to retrieve 

customized information from a network using speech communication” with, e.g., 

“a telephone” (annotated grey below).1 Ex-1001, 2:54-62. 

 
 
 
 
 

 

1 Annotations, colors, and emphasis are added unless noted otherwise. 
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Users make requests to a server system (Fig. 3, blue; see also Fig. 1) 

containing a “speech recognition software engine” (Fig. 5, green) that recognizes 

spoken commands and “personal recognition grammar,” generated by a clipping 

client/engine and stored in a database. Ex-1001, 4:51-62, 5:8-10, 5:42-61. 
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Clipping client 110 allows a user “to create a set of instructions” for the 

system “to report personalized information back to the user” by “clipping” from a 

user-identified website containing desired information. Ex-1001, 3:6-21. The user 

“select[s] only that portion of the” website containing the desired information and 

then clipping client 110 “creates a content descriptor file,” which “indicates where 

the information selected by the user is located on” the website. Ex-1001, 3:22-4:49. 

A “content extraction agent” then retrieves the content descriptor file and directs 

“where to extract data from the” webpage, and “how to format a response to the 

user utilizing that data.” Ex-1001, 6:11-8:49, Fig. 6. 
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“Speech synthesis software” converts retrieved website information into 

audio messages (Fig. 5, brown) transmitted to the user. Ex-1001, 6:1-7. Both the 

speech-recognition and synthesis engines are based on prior-art, third-party 

software. Ex-1001, 5:54-56, 6:4-7. The system’s components “function as [a] user 

interface” for telephone communication with internet websites. Ex-1001, 5:3-8. 

While conceding that Internet information-retrieval systems were known, the 

’314 patent alleges it fulfilled a need for a telephone-based retrieval system. Ex- 

1001, 2:26-30. However, such systems were already known in the prior art—e.g., 

Wise. Ex-1002 ¶¶47-51. 

B. Prosecution History 
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The ’314 patent was allowed after only one office action and several 

interviews with the Examiner. On September 1, 2016, the Examiner rejected all of 

the claims for double patenting over seven patents and for anticipation by Berstis 

(U.S. Patent No. 6,718,015). Ex-1021, 132-142, 231. The Examiner amended the 

independent claims to include that “a clipping engine… generates an instruction 

that requests information from an identified website… wherein the information is 

only a portion of a webpage containing information of interest.” Ex-1021, 190-194. 

In its response, Applicant filed terminal disclaimers and also amended the 

independent claims to replace “clipping engine” with “processing engine.” Ex- 

1021, 196-211. After a number of Examiner interviews, Applicant proposed claim 

amendments requiring “the information source being periodically updated”; 

replacing “processing engine” with “processor”; and replacing “clipping client” 

with a “content extractor uses a content-descriptor file….” Ex-1021, 276-305. On 

January 27, 2017, the Examiner entered the amendments and allowed the claims 

based on the amendments. Ex-1021, 423-494; Ex-1002 ¶¶52-54. 

C. Challenged Claims 

Claims 1-26 are reproduced in the Claim Mapping Table at Ex-1020, 

annotated to label claim elements, and reproduced below in the element-by- 

element analysis. 

V. PERSON OF ORDINARY SKILL IN THE ART 
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A POSITA would have had a Bachelor’s Degree in electrical engineering, 

computer science or a related field, and at least two years of experience with voice 

interfaces and information processing. More education could substitute for less 

experience, and vice versa. Ex-1002 ¶¶40, 61-77. 

VI. CLAIM INTERPRETATION 

Petitioner does not believe that any express constructions are necessary to 

resolve the invalidity issues presented in this petition. Ex-1002 ¶78. Petitioner’s 

analysis applies the standard used in civil actions under 35 U.S.C. §282(b) and 37 

C.F.R. §42.100(b). 
 
VII. EXPLANATION OF GROUNDS 

 

A. Ground 1: Claims 1-26 Would Have Been Obvious over Wise in 

View of Woods 

1. Wise 

Wise discloses a “voice response system” including “voice recognition” that 

“attempt[s] to match a speech input” via a telephone “to a preselected list of 

potential selections,” i.e., “the dictionary of words that the… system will 

recognize.” Ex-1007, 1:66-2:2, 2:50-58, 6:20-28. A telephone is connected to 

architecture 100 which is connected to various Web servers “through a computer 

network 15, such as the internet.” Ex-1007, 3:52-61. 

Wise’s system is navigated based on an interpreted user command. As 

shown in Figure 2, the voice command is received from telephone 10, translated, 
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passed to Call Manager 210 to select “a predetermined audio-compatible address” 

and routed to Parser 230. Ex-1007, 6:31-40. 

 

 
Parser 230 either “match[es]… predetermined file address[es], stored in memory,” 

to the word/phrase or sends it “to Searcher 240… to find addresses of files on a 

target computer network 15” relating to the word/phrase, e.g., webpages relating to 

“Washington D.C. area weather.” Ex-1007, 6:40-49, Claim 8. Parser 230 passes 

the web address “to Browser 250 which establishes a connection to the appropriate 

server 18 through the network 15,” “downloads the entire requested file,” and 

passes it to Parser 230. Ex-1007, 7:7-13. Parser 230 analyzes the contents and 

structure of the downloaded file (e.g., “determine[s] the title of the Web page”), 

sends the “compressed text segment” through Call Manager 210 to a text-to-speech 

converter “for translation into an audio file,” and then routes the audio file via Call 

Manager 210 to audio file player 270. Ex-1007, 7:13-20, 38-42. 
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Moreover, Wise discloses that a website “may contain tags designating links 

or portions of a document” and the system may “attempt to navigate to a location 

corresponding to a user command and effect any action possible at that location.” 

Ex-1007, 2:61-66. For instance, “in a document containing a list of stock 

symbols,” if/when “a user inputs a command corresponding to a stock symbol, the 

system may skip ahead to the symbol and begin ‘reading’ at” that location. Ex- 

1007, 3:4-8; Ex-1002 ¶¶79-82. 

2. Woods 

Woods discloses a “voice portal” including “a user interface, at least one 

database, and an update engine,” which “is in communication with the Internet and 

provides updated Internet-based information.” Ex-1012, 2:30-37. The voice portal 

“coordinates voice communications with a user” using a “defined vocabulary set,” 

to “achieve[]… high rates of recognition.” Ex-1012, 2:31-32, 27:23-25. 

Woods includes a database that “stores information used by voice portal 10, 

such as, customer data, advertising information, and product and services 

information” and is updated by the update engine’s “‘spiders’ which retrieve 

information from the Internet.” Ex-1012, 11:15-24, 11:66-12:3. 

Woods applies “forms” and “special routines” to isolate, extract, and 

identify “the area on [a] page containing relevant information,” “for speech 

transmission via a speech interface.” Ex-1012, 15:8-17, 24:23-25. Woods’s “data 
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organizing tool 1025,” allows “rule writers” to “select from a variety of forms” that 

indicate “the location of relevant information” to be retrieved from a website and 

“labeled with some distinctive tag.” Ex-1012, 17:6-10, 16:47-51. Data organizing 

tool 1025 “displays the resulting page in the Internet browser” for the rule writer to 

confirm using the graphical user interface. Ex-1012, 18:24-26, Fig. 10; Ex-1002 

¶¶83-87. 
 

3. Motivation to Combine 

As set forth in detail below when discussing relevant limitations (see, e.g., 

Sections VII.A.4.a., VII.A.4.i., VII.A.4.l.-VII.A.4.n., VII.A.4.q., VII.A.5.a., 

VII.A.5.e.-VII.A.5.g., VII.A.5.k.), a POSITA would have been motivated to 

combine the relevant teachings of Wise and Woods, and would have a reasonable 

expectation of success in doing so, because both relate to systems and methods for 

“providing voice access to Internet-based information and services.” Ex-1012, 

Abstract; Ex-1007, Abstract; Ex-1002 ¶93. 

4. Independent Claims 1, 6, 11 and 19 

a. 1[Pre(i)]/6[Pre(i)]/11[Pre(i)]/19[Pre(i)]: A[n] 

[method/system/information-retrieval system] for 

retrieving [desired] information from an information 

source [of a plurality of information sources], the 

information source being periodically updated with 

current information, [comprising:] 

Wise discloses a “voice response system” that “access[es] information from 

a computer network” such as “(Web) page[s] on the Internet” (e.g., plurality of 
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information sources) via telephones, PDAs, or other devices. Ex-1007, 1:5-8, 1:37- 

60, 2:50-51. 

Woods discloses a “voice portal” including “a user interface,… database, 

and an update engine… coupled to the database,” which “is in communication with 

the Internet and provides updated Internet-based information.” Ex-1012, 2:30-37. 

Woods’s update engine “utilizes ‘spiders’ which retrieve information from the 

Internet in order to update information in database 170.” Ex-1012, 11:15-19. For 

example, “[i]ncremental spiders are usually used to pick up updates of data from 

Internet data sources.” Ex-1012, 19:8-10. 

Woods’s voice portal obtains “information from… web sites” (Ex-1012, 

6:25-26), also described as “Internet sources” (Ex-1012, 10:62-63), which a 

POSITA would have understood are the same types of information sources from 

which Wise retrieves information (Ex-1007, 1:37-60, 6:41-51). Ex-1002 ¶¶94-96. 

Woods teaches to perform “[d]ata collection includ[ing] the amassing of data from 

Internet sources at regular intervals” in order to “detect[] changes to data source 

sites.” Ex-1012, 11:67-12:5. A POSITA would have understood from these 

teachings that the website information sources from which both Wise and Woods 

retrieve information are “periodically updated with current information” as 

claimed. Ex-1002 ¶96. The fact that the information at a website is “changed at 

many different times” (Ex-1012, 1:27-31) is the motivation Woods discloses for an 
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update engine to utilize spiders (Ex-1012, 11:15-19) to collect the website’s 

updated current information “at regular intervals” (Ex-1012, 11:67-12:3). Ex-1002 

¶96. 
 

A POSITA would have understood that the information accessed in Wise, 

would have been “amass[ed] of data from internet sources at regular intervals” 

(i.e., periodically updated) as disclosed by Woods (Ex-1012, 11:67-12:3), or would 

have been motivated to add that functionality to Wise to ensure that the most up- 

to-date and complete information from an information source (i.e., website) is 

presented to the user. Ex-1002 ¶97; see also Ex-1006, 3:56-4:5. 

a. 1[Pre(ii)]/6[Pre(ii)]/11[Pre(ii)]: over a network, by 

speech commands received from a particular user of a 

plurality of users[, provided by the particular user via 

an electronic-communication device, and] 

As discussed in the previous section, Wise discloses retrieving information 

“over a network.” Ex-1007, 1:5-8. Moreover, Wise’s “voice response system” 

includes “voice recognition” that “attempt[s] to match a speech input” (speech 

command) received from a user via a telephone (electronic-communication device) 

“to a preselected list of potential selections or choices.” Ex-1007, 1:66-2:2, 2:50-58 

(explaining that speech-to-text system converting “user command to text”). 

A POSITA would have understood that Wise’s system receives speech 

commands from a plurality of users. Ex-1002 ¶¶98-99. For example, Wise 

discloses that “[f]ile server memory 330 contains user profiles” and “advanced 
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intelligent network (AIN) features may be incorporated into the system to allow 

access to [the] individual user profiles.” Ex-1007, 3:9-11, 8:67-9:1; see also Ex- 

1007, 9:10-13, 9:27-34; Ex-1002 ¶99. 

b. 1[Pre(iii)]/6[Pre(iii)]/11[Pre(iii)]/19[A(i)(b)]: wherein 

each of the plurality of users has a respective 

electronic-communication device[, said 

[method/system] comprising:] 

Wise discloses that “[a] standard telephone 10, either analog (POTS) or 

digital (ISDN), may be connected to… architecture 100” which “is then connected 

through a computer network 15, such as the Internet, to various… Web servers.” 

Ex-1007, 3:52-61. A POSITA would have understood that each of a plurality of 

users would access Wise’s system using their own “respective electronic- 

communication device,” such as an analog or digital telephone (id.). Ex-1002 ¶100. 

For example, “only users with authorized caller IDs are allowed to access a 

particular [AIN] network.” Ex-1007, 9:30-31. User profiles are stored in memory 

330. Ex-1007, 8:67-9:2. 

c. 1(a)[(i)(A)]/11(a)[(i)(A)]: receiving a speech 

command[,] from each of the plurality of users 

provided via the respective electronic-communication 

device, 

 

6(a)[(i)(B)]/19(a)[(i)(B)]: [the speech-recognition 

engine] adapted to receive a speech command from 

[each/a particular user] of [the/a] plurality of users 

[provided] via [the/an] [respective] electronic- 

communication device [to access desired information], 
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Wise discloses that “[a] user can call a designated telephone number and 

request information via DTMF signalling or through voice commands.” Ex-1007, 

2:5-7. Wise “analyzes the user’s request, establishes a connection with a target 

computer network, and finds and retrieves the requested information in a standard 

document file format, such as HTML.” Ex-1007, 2:7-11. 

A Speech-to-Text Convertor (i.e., speech-recognition engine) “convert[s] a 

user command to text, which” is then “used by the system to control navigation.” 

Ex-1007, 2:53-58, 6:20-30; Ex-1002 ¶¶101-102. 

e. 1(a)[(i)(B)]/11(a)[(i)(B)]: [by] [a/the] speech- 

recognition engine coupled to a media server, 

 

6(a)[(i)(A)]/19(a)[(i)(A)]: a speech-recognition engine 

[including/coupled to] a processor and [coupled to] a 

media server, 

Wise’s Speech-to-Text Convertor is coupled to a media server and a 

processor. Ex-1002 ¶103. For example, Wise’s Speech-To-Text Convertor 360 

(speech recognition engine; green) resides on “speech IP [intelligent peripheral] 

340” which handles text-to-speech and speech to-text conversions. Ex-1007, 8:33- 

36, Fig. 3 (blue border). 
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Wise also discloses “[o]ther software 131… for controlling the inputs and 

outputs of the various boards 111-118” and that “[p]referably, all of the software 

and hardware architecture 100 resides on a single machine,” e.g., “a DEC 

AlphaTM1000 4/233 machine.” Ex-1007, 5:33-37. As shown in Figure 1, Wise 

discloses that “[v]arious hardware boards for features such as… speech-to-text 

conversion 114” reside in a layer above the operating system. Ex-1007, 3:66-4:7, 

Fig. 1 (speech-recognition engine; green); see also Fig. 2 (“translator 220”). 
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A POSITA would have understood that Wise’s speech-recognition engine is 

coupled to a processor and media server because the Speech-to-Text convertor 360 

resides on “speech IP 340,” as shown in Figure 3, performing the functions of the 

media server, and is coupled through software (OS) and hardware (DEC Alpha™ 

processor). Ex-1002 ¶¶104-105. This architecture resembles the speech recognition 

engine residing on the ’314 patent’s media server (see Ex-1001, Fig. 5). Id. Wise 

teaches that Speech IP and the other IP components can reside on a single machine 

or a plurality of machines. Ex-1007, 6:35-37 (single Alpha machine), 8:30-33 

(plurality of networked machines). 

f. 1(a)[(ii)]/6(a)[(ii)]/11(a)[(ii)]/19(a)[(ii)]: the media 

server configured to identify and access [an/the] 

information source [from the plurality of information 

sources] via the network, 

Similar to the ’314 patent, Wise’s media server is configured to identify and 

access the information source via the network. Ex-1002 ¶106. 

The ’314 patent’s media server “accesses the database 300” and retrieves 

“the personal recognition grammars 402” and “appropriate user-defined web site 

record 400” corresponding to the user’s speech command. Ex-1001, 12:54-13:8. 

The media server “transmit[s the record] to a web browsing server 302,” which 

“accesses the web site 106… in the user-defined web site record” from the 

Internet. Id., 13:8-9, 19-27. Thus, the only way the ’314 patent describes the media 

server identifying and accessing a website information source via the network is by 
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providing information corresponding to the user’s speech command to the web- 

browsing server, triggering the web-browsing server to navigate to the website. Ex- 

1002 ¶107. 

 
Wise’s server components, including the “speech IP,” handle all text-to- 

speech and speech to-text conversions in the system. A “server IP” “handle[s] all 

interactions of the system with a computer network” and “contains a parser 230, a 

searcher 240, and a browser 250.” Ex-1007, 8:33-36, 8:44-47. Wise’s “Call 

Manager 210” routes translated voice commands from Speech IP 340 to Parser 

230, where the queried word/phrase may be matched to “a predetermined file 

address, stored in memory,” or sent “to Searcher 240” to find related file addresses 

on “target computer network 15.” Ex-1007, 6:31-49 (“D.C. area weather” 

example), Claim 8; see also id., Fig. 2. Wise’s media server (e.g., speech IP with 

ISCP IP) thus identifies and accesses a website information source the same way 
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the ’314 patent’s media server embodiment does, by providing information 

corresponding to the user’s speech command to the server IP, triggering the server 

IP to navigate to the website. Ex-1002 ¶108. 

 

 
Alternatively, a POSITA would also have understood that performing the 

server IP’s identifying and accessing functions on the same physical server as the 

speech IP would have been an obvious way of implementing the system, because 

Wise’s components are general purpose computer software and commercially 

available hardware components that can be arranged into a single hardware media 

server as an obvious matter of design choice (see MPEP 2144.04.VI.C). Ex-1002 

¶109. For example, Wise’s “Call Manager [210 of the ISCP IP] could reside 

elsewhere in the system, such as in a Server IP.” Ex-1007, 5:33-37, 8:40-44. 

g. 1(a)[(iii)]/6(a)[(iii)]/11(a)[(iii)]/19(a)[(iii)]: the speech- 
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recognition engine adapted to select speech- 

recognition grammar established to correspond to the 

speech commands received[,] [from [certain of] the 

plurality of users and assigned to a desired search] 

[the speech-recognition grammar associated with the 

desired information]; 

Wise’s speech-recognition engine receives speech commands and selects the 

speech-recognition grammar corresponding to the speech commands received, 

assigned to a desired search, and associated with the desired information. 

Specifically, Wise “attempt[s] to match a speech input” (command) via a telephone 

“to a preselected list of potential selections or choices,” i.e., “the dictionary of 

words that the voice recognition system will recognize.” Ex-1007, 1:66-2:2, 2:50- 

58. For example, when the user desires information for the Baltimore Orioles, the 

selected recognition grammar correlating to “Baltimore Orioles” is “the most 

recent Baltimore Orioles baseball score.” Ex-1007, 6:23-28. 

A POSITA would have understood that Wise selects a speech-recognition 

grammar corresponding to the received speech command(s) and assigned to a 

desired search by matching the words or phrases to preselected dictionary words 

represented by the grammar in order to match the user’s desired search. Ex-1002 

¶¶110-111; Ex-1007, 2:50-55. 
 

h. 1(b)[(i)]/6(b)[(i)]/11(b)[(i)]/19(b)[(i)]: [selecting, by] 

the media server[,] [further configured to/adapted to] 

[select] at least one information-source-retrieval 

instruction corresponding to the speech-recognition 

grammar established for a particular speech 
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command, 

Wise discloses that “software applications such as standard network 

software libraries 121” are provided “to handle network communications.” Ex- 

1007, 4:17-23. Wise also includes instructions (i.e., library modules) that, for 

example, “allow searching of an index” “navigate[d] based on the command.” Ex- 

1007, 4:24-5:28, 6:31-33; Ex-1002 ¶¶112-114. For example, when a user says 

“Baltimore Orioles,” this command is received and interpreted as an instruction to 

retrieve the most recent Baltimore Orioles baseball score. Ex-1007, 6:23-28. As 

another example, Wise “checks the closing price of a certain stock and the traffic 

report for the area near the user’s house in Silver Spring, Md” based on an 

instruction corresponding to the speech-recognition grammar of the particular 

speech command. Ex-1007, 8:65-9:12. A POSITA would have understood that 

Wise’s software applications include “information-source-retrieval instruction[s],” 

because they include sets of stored data (e.g., documents (i.e., website listings)) 

and executable code (e.g., library modules) that instruct the system how to locate 

and retrieve requested information. Ex-1002 ¶114. 

Moreover, because Wise contemplates both single and multiple machine 

implementations, a POSITA would have understood that the discussed searching 

would have been performed by the server hosting the speech IP because arranging 

these program modules as a single physical server is an obvious matter of design 
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choice (see MPEP 2144.04.VI.C) based on available hardware and computational 

load, and based on Wise’s teachings of arranging its various functional 

components in a single box. Ex-1002 ¶115; see also Ex-1007, Fig. 2. 

i. 1(b)[(ii)]/6(b)[(ii)]/11(b)[(ii)]/19(b)[(ii)]: the at least 

one [appropriate] information-source-retrieval 

instruction stored in a database associated with the 

media server and adapted to retrieve information 

[from a particular one of the information sources that 

has the desired information]; 

As discussed in Section VII.A.4.h., Wise discloses information-source- 

retrieval instructions. Ex-1007, 4:17-23. A POSITA would have been motivated to 

store these information-source-retrieval instructions in a database associated with 

the media server and adapted to retrieve information in view of Wise’s teaching 

that databases are a standard format for storing computer files (id., 7:28-29). Ex- 

1002 ¶116. 

Furthermore, Wise discloses that its “[f]ile server memory 330 contains user 

profiles and location profiles that direct the creation of custom reports” for a user 

based on user preferences. Ex-1007, 3:9-18, 8:67-9:2, Fig. 3. 



22  

A POSITA would have understood that the information-source-retrieval 

instructions corresponding to the recognition grammar for a particular speech 

command would be stored in memory 330 and adapted to retrieve information 

from a “particular one of the information sources that has the desired information” 

as saved in Wise’s “user profiles.” Ex-1002 ¶¶117-118. A POSITA would have 

recognized that to obtain “Washington, D.C. area weather” (Ex-1007, 6:14-20), for 

example, would most logically rely on particular go-to information sources, such 

as Weather Channel, i.e. weather.com. Id. 

This is specifically taught by Woods. Woods’s “Database 170 stores 

information used by voice portal 10, such as, customer data, advertising 

information, and product and services information… into existants.” Ex-1012, 

11:22-32; see also id., 10:65-66 (in Woods, “existants” are a data structure for 

“things and their relationships and associations with each other”). For example, if 

the user says “Weather,” the voice portal continues and says “Welcome to 

Weather, brought to you by the Weather Channel” using the existants saved in 

database 170. Ex-1012, 24:43-60. A POSITA would have understood to implement 

Woods’s storing information used by the voice portal, into Wise’s file server 

memory to easily retrieve the information from a particular source. Ex-1002 ¶119. 

j. 1(c)/6(c): [accessing, by] a web-browsing server[,] 

[coupled to the media server and adapted to access] a 

portion of the information source to retrieve 

information of interest requested by the particular 
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user, by using a processor of the web-browsing server, 

which processor 

 

11(c)/19(c): [providing access, by the speech 

command, via] a web-browsing server, [adapted to 

provide access, by the speech command,] to a portion 

of the information source to retrieve the desired 

information[,] [for the particular user,] by using a 

processor of the web-browsing server, which 

process[or] 

Wise’s servers “handle[s] all interactions of the system with a computer 

network.” Ex-1007, 8:33-36. Wise states that “ISCP 320,” which is coupled to the 

server IP and speech IP (see id., Fig. 3), “interacts with Web Server IP 350 via 

standard [Bellcore] 1129+ specifications,… contain[ing] a parser 230, a searcher 

240, and a browser 250.” Ex-1007, 8:44-47. As shown in Figure 3, parts of Wise’s 

“speech IP” modules may be implemented separate from portions of Wise’s 

“server IP.” Ex-1007, 10:20-28. 
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Wise’s “Call Manager 210” routes translated voice commands from 

telephone 10 to Server IP 350 and, specifically, to Parser 230, where the queried 

word/phrase may either be matched to “a predetermined file address, stored in 

memory,” or sent “to Searcher 240” to find related file addresses on “target 

computer network 15.” Ex-1007, 6:39-46. For example, Wise discloses that “the 

[s]earcher” “may find uniform resource locators (URLs)” of webpages regarding 

the phrase “Washington D.C. area weather.” Ex-1007, 6:17-18, 6:46-51. A 

POSITA would have understood that Wise’s web searching/accessing portions, 

including Searcher 240, would have been implemented on a standard web server 

typically used for web searching. Ex-1002 ¶¶120-121. 

Accordingly, a POSITA would have understood that Wise’s “searcher 240” 

provides access to portions of information sources in order to retrieve the desired 

information. Ex-1002 ¶122. Furthermore, a POSITA would have understood that 

the discussed portions of Wise’s “server IP” would have been implemented on a 

CPU-based “web browsing server” because Wise’s server IP provides access to 

computer network 15, receives responses from websites by its browser or searcher, 

and extracts the data requested by the user using a parser. Id. 

k. 1(c)[(i)]/6(c)[(i)]/11(c)[(i)]/19(c)[(i)]: performs an 

instruction that requests information from an 

identified webpage, and 

As discussed for the previous limitation, a POSITA would have understood 
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the web searching portions of Wise’s server IP to be a computer having a CPU or 

processor. Ex-1002 ¶123. A POSITA would have also understood that the 

processor performs an instruction requesting information from an identified 

webpage by Parser 230 either matching the subject word/phrase to “a 

predetermined file address, stored in memory,” or sending it “to Searcher 240,” a 

computer program, to find file addresses on “target computer network 15” relating 

to the word/phrase. Id.; Ex-1007, 6:40-45. 

l. 1(c)[(ii)]/6(c)[(ii)]/11(c)[(ii)]/19(c)[(ii)]: utilizes a 

content extractor within the web-browsing server to 

separate a portion of the information from other 

information, the information [is] derived from only a 

portion of [the/a] webpage containing information of 

interest to [the/a] particular user, 

Wise’s Parser 230 (i.e., “content extractor”), separates a portion of the 

webpage containing information of interest to the user from other information on 

the webpage. Wise’s system “respond[s] to a user input to navigate the 

document… based on content of the document.” Ex-1007, 2:59-61. Specifically, 

“[w]hen a document is accessed, it will be processed” through Parser 230, which 

“interpret[s] the content of the document” and “select[s] what portions of the 

document are converted to speech.” Ex-1007, 5:66-6:1, 2:28-34. For example, 

“[h]eadings, labels, text, graphics, audio information, comments, and other types of 

content” are identified by Parser 230 for Call Manager 210 “to handle 

appropriately”; and “[l]abels, document names, and text” can be passed to “a text- 
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to-speech converter.” Ex-1007, 6:1-5. Additionally, Parser 230 “dynamically 

analyzes” the file’s “structure and contents” after it is received from Browser 250. 

Ex-1007, 7:7-14. 

Moreover, Wise discloses that a website “may contain tags designating links 

or portions of a document” and the system “attempt[s] to navigate to a location 

corresponding to a user command and effect any action possible at that location.” 

Ex-1007, 2:61-66. For instance, when “a user inputs a command corresponding to 

a stock symbol, the system may skip ahead to the symbol and begin ‘reading’ at 

the location of the stock symbol.” Ex-1007, 3:4-8. A POSITA would have 

recognized this as content extraction. Ex-1002 ¶¶124-125. 

Wise also discloses that “[t]he AIN network could be aware of the 

availability of a user[’s] profile,” in which case, the system is directed to initially 

prompt the user to “Press 1 for the Bell Atlantic stock closing price” instead of 

requiring that the user “travers[e] several system menus and submenus to access 

the desired information.” Ex-1007, 9:2-12. A POSITA would have understood, 

therefore, that the content extractor would rely on the user profiles to derive 

information of interest to the user. Ex-1002 ¶126. 

To the extent that Wise does not disclose “only a portion of the webpage,” it 

was well-known in the art, as disclosed by Woods. Ex-1002 ¶127. Woods discloses 

with Figure 9 “a search page is found and patterns are used to isolate the area on 
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the page containing relevant information.” Ex-1012, 15:8-10. 
 
 

 
Next, “an appropriate form is found” indicating “the location of relevant 

information on the page” and “special routines are invoked to extract actual data 

and information.” Ex-1012, 15:10-13, 16:49-51. “[M]ultiple pages with related 

information is found given a particular page” and “an area pattern” is created “that 

defines where data specific patterns operate in the particular page.” Ex-1012, 

15:13-17. Moreover, Woods’s “process allows for data to be extracted from web 

sources[,]… semantically identified[,] and prepared for speech transmission via a 
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speech interface.” Ex-1012, 24:23-25. 
 

A POSITA would have been motivated to implement Woods’s content 

extractor functionalities into Wise’s Parser to ensure that only the desired 

information is extracted from the webpage, thereby improving the efficiency of the 

search process. Ex-1002 ¶128. A POSITA would have had a reasonable 

expectation of success in doing so because it is implemented by computer-executed 

instructions involving no more than ordinary skill to apply. Id. 

m. 1(c)[(iii)]/6(c)[(iii)]/11(c)[(iii)]/19(c)[(iii)]: wherein the 

content extractor uses a content-descriptor file 

containing a description of the portion of information 

and wherein the content-descriptor file indicates a 

location of the portion of the information within the 

information source[;/,] [and] 

As discussed in the previous section, Wise discloses “documents may 

contain content which is useful for navigation” such as “tags” “designat[ing] links 

or portions of a document,” like a webpage, for the system to “navigate to a 

location corresponding to a user command.” Ex-1007, 2:61-66; see also id., 2:66- 

3:8 (stock symbol example). A POSITA would have understood that software 

residing on the server IP uses Wise’s tags and “file[s] associated with the web 

page” to execute the functionality of the “content-descriptor file” because they 

contain the content of the document that directs the extraction agent (Parser 230) to 

identify and interpret data from the website. Ex-1002 ¶129; see also Ex-1001, 

3:44-46 (“content descriptor file indicates where the information selected by the 
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user is located on the web page”), 6:25-27 (“content descriptor file 604 directs the 

extraction agent where to extract data… and how to format a response to the 

user”). 

A POSITA would have understood that this software residing on the server 

IP is stored in script “files” to be accessed by the content extraction agent (Parser 

230), because this would be the most convenient way to execute scripts that parse 

tag data accessed by Wise’s system. Ex-1007, 10:7-19; Ex-1002 ¶130. 

Alternatively, Woods allows rule writers to “select from a variety of forms” 

to retrieve information “from particular web sites available via WWW 1020.” Ex- 

1012, 17:6-10, 16:47-49. These forms may indicate “the location of relevant 

information on the page” and be “labeled with some distinctive tag.” Ex-1012, 

16:49-51. For instance, a webpage “may include a data input box” and “relevant 

information on a part or service… after a HTML tag, such as, ‘<title>’ for the title 

of a book.” Ex-1012, 16:52-56. As explained above, “an appropriate form is found 

and special routines are invoked to extract actual data and information.” Ex-1012, 

15:10-13 

A POSITA would have understood that Woods’s content extractor uses 

forms (content descriptor files) containing a description and indication of the 

portion of information within the information source. A POSITA would have been 

motivated to implement Woods’s content descriptor files into Wise’s Parser for the 
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same reasons as explained above in Section VII.A.4.l. Ex-1002 ¶¶131-132. 
 

n. 1(d)/6(c)[(iv)]/11(d)/19(c)[(iv)]: [and] selecting[,] by 

the web-browsing server[,] the [desired] information 

[of interest] from the [appropriate] information 

source and retrieving only the portion of the 

information [of interest requested/desired] by the 

particular user according to the at least one 

information-source-retrieval instruction; [and] 

As discussed in Section VII.A.4.h., Wise discloses information-source- 

retrieval instructions that, e.g., “allow searching of an index” and the system to 

“navigate based on the command.” Ex-1007, 4:17-5:28, 6:14-33. A POSITA would 

have understood that both Wise’s speech IP and server IP perform their respective 

functions according to the information-source-retrieval instructions. Ex-1002 ¶133. 

Specifically, Wise’s “Call Manager 210” routes translated speech commands 

to Parser 230, located in the server IP, where the queried word/phrase may either 

be matched to “a predetermined file address, stored in memory,” or sent “to 

Searcher 240,” a computer program, to find (select) related file addresses on 

“target computer network 15.” Ex-1007, 6:39-46. The “parser will select what 

portions of the document are converted to speech.” Ex-1007, 2:28-34. Moreover, 

Wise’s “AIN network could be aware of the availability of a user[’s] profile,” in 

which case, the system is directed to initially prompt the user to “Press 1 for the 

Bell Atlantic stock closing price” instead of requiring that the user “travers[e] 

several system menus and submenus to access the desired information.” Ex-1007, 
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9:2-12. 
 

Woods also discloses selecting and retrieving only the portion of the 

information desired by the user, using forms and “special routines” to select and 

retrieve the portion of the information desired. Ex-1012, 15:8-17. As discussed in 

Sections VII.A.4.l-m., Woods’s forms indicate “the location of relevant 

information on the page” and are “labeled with some distinctive tag.” Ex-1012, 

16:49-51. 

A POSITA would have been motivated to implement Woods’s “forms” and 

“special routines” techniques for selecting and retrieving only the information of 

interest to the user from the webpage into Wise’s system to improve the efficiency 

of the search process. Ex-1002 ¶¶134-136. A POSITA would have had a 

reasonable expectation of success in doing so because it is implemented by 

computer-executed instructions involving no more than ordinary skill to apply. Id. 

o. 1(e)/11(e): converting the information retrieved from 

the information source into an audio message by a 

speech-synthesis engine, the speech-synthesis engine 

coupled to the media server; [and] 

 

6(d)[(i)]/19(d)[(i)]: a speech-synthesis engine 

[including a processor and] coupled to the media 

server, [the speech-synthesis engine/and] adapted to 

convert the [portion of the] information [retrieved] 

from the information source into an audio message 

[and/for the particular user of the plurality of users] 
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Wise “use[s] a text-to-speech engine to convert the document [i.e., webpage] 

to audio information.” Ex-1007, 2:11-17. Specifically, Wise “pass[es] the 

document through a parser to interpret its contents” and then through “a text-to- 

speech engine to read the text.” Ex-1007, 2:28-34 (“[P]arser will select what 

portions of the document are converted to speech.”), Fig. 1 (113), Fig. 3 (361). For 

each file section, Parser 230 “passes the structure type and… associated text” to 

Call Manager 210, “which routes it to the appropriate board to create an audio file 

to be played by audio file player 270.” Ex-1007, 7:34-55 (“[A] text-to-speech 

convertor output could [also] be bridged directly to a telephone line instead of 

creating an audio file for playing by the audio file player.”). 

Wise’s speech-synthesis engine is part of the “speech IP.” Ex-1007, Fig. 3 

(Text-to-Speech Convertor 361 (speech-synthesis engine; brown)); Ex-1002 

¶¶137-138. 
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As discussed in Sections VII.A.4.d.-e., and for the same reasons, a POSITA would 

have understood that Text-to-Speech Convertor 361 would reside on (and therefore 

be coupled to) the same physical server hosting the “speech IP,” which includes a 

processor. Id. 

p. 1(f)/6(d)[(ii)]: transmit[ting] the audio message [to/by] 

the electronic-communication device of the particular 

user requesting information of interest to the 

particular user. 

 

11(f)/19(d)[(ii)]: [and] conveying the audio message 

through the electronic-communication device to the 

[respective electronic-communication device of the 

particular user requesting the desired information/ 

particular user of the plurality of users]; and 
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As discussed in the previous section, Wise transmits/conveys the audio 

message to the user’s electronic-communication device. Ex-1007, 7:34-55; Ex- 

1002 ¶139. 

q. 11(g)/19(e): [providing] a graphical display [interface 

coupled to the media server] and adapted to [provide 

for] display the desired information retrieved from 

the information source to the particular user on [the 

respective electronic-communication device of the 

particular user/certain others of the plurality of 

users]. 

Wise provides both audio transmission and visual display of the retrieved 

information. Ex-1002 ¶140. The server IP contains “presentation manager 355,” 

which “determine[s] the user’s equipment and format[s] the presentation of 

information from the network appropriately.” Ex-1007, 8:47-50. For instance, if 

the user’s equipment is “a personal computer rather than a telephone, the 

presentation manager would modify the presentation format for an audio/visual 

interface rather than [only] an audio interface.” Ex-1007, 8:10-13, 8:50-54. 

Moreover, Wise includes modules (id., 4:22-23), e.g., to “display a list of 

previously viewed documents” (id., 4:61); “display an index of potentially useful 

documents” (id., 4:66); “display information on the current document and link” 

(id., 5:9); and “display choices for printing the current document” (id., 5:10). A 

POSITA would have understood that the graphical display, such as on a personal 

computer or PDA, may be “coupled to the media server” such as Wise’s speech IP 
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directly or via the network. Ex-1002 ¶141. 
 

To the extent that Wise does not explicitly recite a graphical display to 

display the desired information, it was well-known in the art, as disclosed by 

Woods. Ex-1002 ¶142. Specifically, Woods’s “graphical user interface (GUI) 

1900,” displays when a page match is found; “[d]ata organizing tool 1025 (FIG. 

10),” “displays the resulting page in the Internet browser”; and “graphical user 

interface (GUI) 2000,” which “appears and asks how to detect single items on the 

page if the search matches on multiple items” and “indicate[s] where to find the 

URL to get details about the queried item.” Ex-1012, 18:21-30. 

A POSITA would have been motivated to implement Woods’s graphical 

user interface that displays the desired information into Wise’s system to allow 

visual user interaction during the search process and enhance the user’s experience. 

Ex-1012, 19:50-62; Ex-1002 ¶143. A POSITA would have had a reasonable 

expectation of success and would have known how to program this functionality 

into Wise’s presentation manager which already “determine[s] the user’s 

equipment and format[s] the presentation of information from the network 

appropriately.” (Ex-1007, 8:47-50). Ex-1002 ¶143. 

5. Dependent Claims 2-5, 7-10, 12-18, and 20-26 

a. 2: The method of claim 1, further comprising: 

searching, by the media server, an associated website 

to locate requested information. 
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As explained in Section VII.A.4.f., Wise’s Parser 230 (located on the server 

IP) matches the subject word/phrase to “a predetermined file address, stored in 

memory,” or sends it “to Searcher 240,” a computer program, to find file addresses 

on “target computer network 15” relating to the word/phrase. Ex-1007, 6:40-45. 

The address is passed to Browser 250 which returns the requested downloaded file 

to Parser 230 which analyzes the file’s contents and structure (e.g., “determine[s] 

the title of the Web page”). Ex-1007, 7:7-20. A POSITA would have understood 

that Wise’s media server searches an associated website to locate the requested 

information because Wise’s speech IP communicates with its server IP via network 

15. See, e.g., Ex-1007, 9:47-53; Ex-1002 ¶144. Furthermore, a POSITA would 

have understood that Wise’s parser on the server IP, which searches the “structure 

and contents of the downloaded file,” could be implemented on Wise’s speech IP 

because rearranging the components of Wise’s system when all of the components 

are just programming would have been an obvious matter of design choice (see 

MPEP 2144.04.VI.C), as exemplified by Woods. Ex-1002 ¶144. 

Alternatively, Woods’s “voice portal” receives the user’s command and 

searches “an associated website to locate the requested information.” Specifically, 

Woods’s “voice portal 10 is implemented as a network of servers,” and “includes a 

user interface 110,” “an existant subsystem 140, a fusion engine 150, an update 

engine 160, and a database 170.” Ex-1012, 6:8-9, 6:34-38. Woods’s “process 



37  

allows for data to be extracted from web sources,… semantically identified[,] and 

prepared for speech transmission via a speech interface.” Ex-1012, 24:23-25. For 

example, Woods discloses that “information is identified on []found web pages by 

using a chosen form which overlays the page to filter out particular information” 

and “rules are used to identify characteristic information or attributes from the 

information retrieved by the form overlay.” Ex-1012, 14:22-28, 14:28-30, Fig. 7. 

A POSITA would have implemented Woods’s functionality of searching an 

associated website to locate requested information into Wise’s parser (on the media 

server) to “deliver information garnered from [the] Internet []to users… in a timely 

and highly utilitarian way.” Ex-1012, 11:55-64; Ex-1002 ¶¶145-146. A POSITA 

would have had a reasonable expectation of success incorporating this 

functionality into Wise’s system since it is implementing software programming 

on a computer. Ex-1002 ¶146. 

b. 3[A]/8[A]/13[A]/21: The [method/system] of claim 

[1/6/11/19], wherein the respective electronic- 

communication device is at least one of a landline 

telephone, a wireless telephone, [and] [an internet 

protocol telephone][.] 

Wise’s electronic-communication device is “[a] standard telephone 10, 

either analog (POTS) or digital (ISDN)” (i.e., a landline telephone) connected to 

“architecture 100 using a standard POTS or ISDN telephone line.” Ex-1007, 3:52- 

55. Moreover, Wise discloses that when telephone 10 is connected to system 200, 
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“Call Manager 210 software implemented on a computer directs the audio file 

player 270 to recite a voice prompt, such as ‘You have reached the Audio Web 

Connection.’” Ex-1007, 5:39-51; Ex-1002 ¶147. 

c. 3[B]/8[B]: and [wherein] the media server is 

operatively connected to [the network, which is] at 

least one of a local-area network, a wide-area 

network, and the internet. 

 

13[B]/22: [The system of claim 19,] [and] wherein the 

media server is operatively connected to the network, 

which is at least one of a local-area network, a wide 

area network, and the internet. 

Wise’s architecture 100 is “connected through a computer network 15, such 

as the Internet, to various… Web servers.” Ex-1007, 3:51-61 (also disclosing 

“WANs and LANs”), 3:66-4:6 (“A communication protocol 119, such as… 

TCP/IP…, resides above the operating system.”). 

A POSITA would have understood that Wise’s speech IP, which includes 

the speech-recognition engine (speech-to-text conversion board 114 and speech-to- 

text convertor 360) and speech-synthesis engine (text-to-speech conversion board 

113 and text-to-speech convertor 361) of Figures 1 and 3, is part of architecture 

100 and thus operatively connected to the Internet. Ex-1002 ¶¶148-149. 

d. 4/9/17: The [method/system] of claim [1/6/11], 

wherein the media server functions as a user-interface 

system adapted to provide access to a voice-browsing 

system. 

Wise’s media server functions as a user-interface that provides access to a 
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voice-browsing system. Specifically, “telephone 10 is connected to a central office 

310, which handles telephony interfacing, that is connected to an intelligent signal 

control point (ISCP) 320 via SS7 signalling.” Ex-1007, 8:37-39. While Wise 

provides an example of Call Manager 210 and translator 220 residing in the 

ISCP320, the “Call Manager could reside elsewhere in the system” to “handle[] the 

interactions between the computer network, the requested file, and the user.” Ex- 

1007, 8:40-43; see also 6:14-30, Claim 1 (“an audio interface for receiving a user 

command; a call manager connected to the audio interface for controlling the 

routing of information to and from the audio interface”). Moreover, Wise’s 

“speech IP” is connected to “telephone 10 through SS7 lines to central office 310.” 

Ex-1007, 8:63-64. Therefore, a POSITA would have understood that Wise’s 

speech IP functions as a user interface providing access to a voice-browsing 

system because it is connected to the user’s telephone 10 which provides voice 

web-browsing. Ex-1002 ¶150. 

e. 5: The method of claim 1, further comprising: 

clipping engine adapted to initially generate the 

content-descriptor file that indicates the location of 

the portion of the information within the information 

source. 

 

10[A]/18[A]: The method of claim [6/11], further 

comprising: clipping engine [adapted to 

generate/coupled to] the content-descriptor file, … 

wherein the information is only the portion of the 

webpage containing information of interest to the 

particular user. 
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Wise discloses that AIN “features may be incorporated into the system to 

allow access to individual user profiles using” e.g., caller ID or “location ID 

information, user preferences, and sensitive networks using a combination of caller 

ID, password, and voice recognition information.” Ex-1007, 3:9-18. The user and 

location profiles “direct the creation of custom reports” and are stored in file server 

memory 330. Ex-1007, 8:67-9:2. For example, “[t]he AIN network could be aware 

of the availability of a user[’s] profile,” in which case, the system is directed to 

initially prompt the user to “Press 1 for the Bell Atlantic stock closing price” 

instead of requiring the user “travers[e] several system menus and submenus to 

access the desired information.” Ex-1007, 9:2-12. 

A POSITA would have understood that Wise’s custom reports made based 

on user and location profiles indicate the location of the portion of the information 

containing the desired information. Ex-1002 ¶¶151-152. Wise does not explicitly 

disclose a “clipping engine,” but it was well-known in the art as disclosed by 

Woods. Id. 

Woods discloses a clipping engine, with its “data organizing tool 1025,” 

which allows rule writers to “select from a variety of forms” to retrieve 

information “from particular web sites available via WWW 1020.” Ex-1012, 17:6- 

10, 16:47-49. These forms may indicate “the location of relevant information on 

the page” and be “labeled with some distinctive tag.” Ex-1012, 16:49-51. For 
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instance, a webpage “may include a data input box” and “relevant information on a 

part or service… after a HTML tag, such as, ‘<title>’ for the title of a book.” Ex- 

1012, 16:52-56. 

Data organizing tool 1025 “displays the resulting page in the Internet 

browser” and the rule writer confirms whether the page is correct by clicking 

“okay” on the graphical user interface (GUI). Ex-1012, 18:24-26, Fig. 10. A GUI 

may also “appear[] and ask[] how to detect single items on the page if the search 

matches on multiple items” and “indicate where to find the URL to get details 

about the queried item.” Ex-1012, 18:26-30, Fig. 20. Woods also discloses that 

“information is identified on []found web pages by using a chosen form which 

overlays the page to filter out particular information” and “rules are used to 

identify characteristic information or attributes from the information retrieved by 

the form overlay.” Ex-1012, 14:22-30, Fig. 7. 

A POSITA would have been motivated to implement Woods’s “data 

organizing tool 1025” (clipping engine) into Wise because it would enhance the 

accuracy and efficiency of retrieving the requested information by determining the 

information’s location in the source prior to identifying and extracting it; thus 

providing “lower costs to update information available at web sites” and 

“automat[ing] accurate retrieval of Internet-based information.” Ex-1012, 19:50- 

62; Ex-1002 ¶¶153-155. Furthermore, once rules are created, “data contained on 
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web pages from data sources” may “continually be updated to” the database 

because the data organization tool 1025, using the forms selected by rule writers, 

“detects when web pages have changed the format or arrangement of data on their 

corresponding web page,” thus ensuring that only the portion of information of 

interest to the user is generated. Ex-1012, 17:10-17; Ex-1002 ¶155. A POSITA 

would have had a reasonable expectation of success implementing Woods’s “data 

organizing tool 1025” into Wise because it is implemented by computer-executed 

instructions involving no more than ordinary skill to apply. Ex-1002 ¶155. 

f. 10[B]/18[B]: by which, [an/the] instruction [is used by 

the web-browsing server to] request[s] information 

from the identified website and the information is 

displayed on the respective electronic-communication 

device, 

Woods discloses limitations 10[B]/18[B] for the same reasons discussed in 

the previous section. Ex-1002 ¶156. Specifically, Woods’s “forms” requests “the 

location of relevant information on the page” and are “labeled with some 

distinctive tag.” Ex-1012, 16:49-56. As discussed in Section VII.A.4.m., Wise’s 

server IP (intelligent peripheral) includes a parser (context extractor) and tags 

(content descriptor files). A POSITA would have understood and been motivated 

to use Woods’s forms that instruct and identify the page’s relevant portion, to be 

used by Wise’s web-browsing server for the same reasons discussed for limitations 

10[A]/18[A]. Ex-1002 ¶156. The information is then displayed on the respective 
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electronic-communication device as discussed in Section VII.A.4.q. above. 
 

g. 7/12/20: The [system/method] [of] claim [6/11/19], 

further comprising: an interface to [a plurality of/an] 

associated website[s] [of the information source] by 

the network to locate [requested/the desired] 

information. 

As discussed in Section VII.A.4.j., Wise discloses a “server IP” which 

includes a searcher that “may be outside of the system” (as shown in Fig. 2) “or 

part of the system itself (not shown).” Ex-1007, 6:49-51. Wise’s searcher may, 

e.g., find URLs of webpages relating to the phrase “Washington D.C. area 

weather” if the “target computer network is the Internet.” Ex-1007, 6:46-51. A 

POSITA would have understood that the server IP serves as an “interface” to a 

plurality of associated websites of the information sources accessed by the 

network. Ex-1002 ¶157. 

To the extent that Wise does not explicitly disclose an “interface to [a 

plurality of/an] associated website[s]” it was well-known in the art, as disclosed by 

Woods. Ex-1002 ¶158. Specifically, Woods’s “voice portal” includes a user 

interface which “coordinates voice communications with a user” and is coupled to 

a database for “stor[ing] information regarding users and Internet-based 

information” and an update engine “in communication with the Internet” to 

“provide[s] updated Internet-based information.” Ex-1012, 2:30-37. 

A POSITA would have been motivated to combine Wise and Woods and 
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had a reasonable expectation of success in doing so, namely, to “deliver 

information garnered from [the] Internet []to users… in a timely and highly 

utilitarian way.” Ex-1012, 11:55-59; Ex-1002 ¶159. A POSITA would have 

recognized that “[p]eople need and use information in a variety of settings and 

ways, and, advantageously, voice portal[’s interface] supports this on a variety of 

platforms.” Ex-1012, 11:59-64; Ex-1002 ¶159. A POSITA would have had a 

reasonable expectation of success in doing so, since it is software programming 

implemented on a computer. Ex-1002 ¶159. 

h. 14/23: The [method/system] of claim [11/19], [wherein 

the web-browsing server further comprises the 

content-descriptor file, which is stored within the 

web-browsing server,] wherein the content-descriptor 

file relates to obtaining the desired information from 

a website. 

Wise discloses Claims 14/23 for the same reasons discussed in Section 
 
VII.A.4.m. Ex-1002 ¶160. 

 
i. 15/24: The [method/system] of claim [11/19], wherein 

the speech command includes a phrase provided by 

the [certain users/particular user], the phrase 

associated with an identified website and information 

[available at the website]. 

Wise discloses that the user’s speech command includes a phrase associated 

with an identified website and information available at that website such as, e.g., 

“Washington D.C. area weather,” “Silver Spring, Md. traffic,” or “Baltimore 

Orioles.” Ex-1007, 6:14-20. The user’s speech command, e.g., “Baltimore 
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Orioles,” is captured by Call Manager 210 and sent to translator 220 which uses 

speech-to-text engine 114 or speech recognition to interpret the command as a 

request for “the most recent Baltimore Orioles baseball score.” Ex-1007, 6:20-28; 

see also id., Claim 1 (“a translator connected to the call manager for translating the 

user command into a subject word or phrase”), Claim 7 (“searching a computer 

network for file addresses of files related to the subject word or phrase”). 

Therefore, Wise allows for a user’s speech command to include a phrase associated 

with an identified website and information. Ex-1002 ¶161. 

j. 16/25: The [method/system] of claim [11/19], wherein 

a command for executing [a/the] content-extraction 

agent [are/is] stored in a database associated with the 

media server and used for voice browsing. 

Wise discloses “file server memory 330,” which “contains user profiles and 

location profiles that direct the creation of custom reports,” and is preferably 

“connected to ISCP 320 to reduce traffic across the AIN” (but “may be connected 

at any point in the AIN”). Ex-1007, 8:65-9:2. Moreover, Wise’s “AIN network 

could be aware of the availability of a user[’s] profile,” in which case, the system is 

directed to initially prompt the user to “Press 1 for the Bell Atlantic stock closing 

price” instead of requiring the user “travers[e] several system menus and submenus 

to access the desired information.” Ex-1007, 9:2-12. 

A POSITA would have understood that Wise’s file server memory stores a 
 
“command” or code to execute the “content extraction agent” (parser), when it 
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directly prompts the system to access the desired information like the “Bell 

Atlantic stock closing price.” Ex-1002 ¶¶162-163. Moreover, a POSITA would 

have been motivated to store a command for executing a content extraction agent 

in a database associated with the media server (i.e., speech IP, which includes the 

speech-recognition and synthesis engines) and used for voice browsing, in view of 

Wise’s storage of user profiles. Ex-1002 ¶163. 

k. 26: The system of claim 19, further comprising: a 

database wherein a personal-recognition grammar is 

stored in the database and relates to web information. 

Wise discloses “file server memory 330,” which “contains user profiles and 

location profiles that direct the creation of custom reports” for individual users and 

is preferably “connected to ISCP 320 to reduce traffic across the AIN” (but “may 

be connected at any point in the AIN”). Ex-1007, 8:25-26, 8:65-9:2. Wise’s “AIN 

network could be aware of the availability of a user[’s] profile” which directs the 

system to initially prompt the user to “Press 1 for the Bell Atlantic stock closing 

price and the traffic report for the Silver Spring area,” based on the user regularly 

checking the closing price of a certain stock and the traffic report of the area near 

the user’s house. Ex-1007, 9:2-12. This is a saved personal-recognition grammar 

used instead of requiring that the user “travers[e] several system menus and 

submenus to access the desired information.” Id.; Ex-1002 ¶¶164-165. 

Additionally, Woods discloses that “[v]ocabulary sets advantageously allow 
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voice portal 10 to have a limited number of possible responses from which to use 

in speech recognition of user response… in the vertical domain of interest.” Ex- 

1012, 27:19-23. For example, the system more easily “recognize[s] the term 

‘Brewers’ after the user has selected Major League Baseball (MLB) teams and a 

vocabulary set of possible requests for MLB teams has been built.” Ex-1012, 

27:25-35. Woods further discloses a customer management subsystem that can pull 

user preferences, “such as stock information, weather preferences and (the like) 

from personalized web pages such as MyYahoo, and My Excite” or can be built in 

response to user commands. Ex-1012, 10:4-14. 

A POSITA would have been motivated to store Woods’s vocabulary sets in 

Wise’s user profiles customized to the individual user, resulting in a personal- 

recognition grammar similar to that disclosed by the ’314 patent (Ex-1001, 4:51- 

59), to have a “defined vocabulary set” to better tailor searches to the user’s 

preferences and thus return information most likely to be of interest to the user. Ex- 

1012, 9:1-5 (“how to improve the customer’s service.”), 10:4-14, 27:23-25; Ex- 

1002 ¶¶166-167 (citing Exs-1014-1015). A POSITA would have had a reasonable 

expectation of success for the reasons, since it is software programming 

implemented on a computer. Ex-1002 ¶¶166-167. 

B. Ground 2: Claims 1-25 Would Have Been Obvious over 

Wise in View of Dasan 

1. Dasan 
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Dasan discloses “[a]n automatic method and system for retrieving 

information based on a user-defined profile (e.g. a personalized newspaper)” “at 

periodic intervals” to “keep the newspaper-up-to-date.” Ex-1013, 2:2-5, 2:29-33. A 

user “profile is created and stored,” and accessed by the server “during editing 

operations” or “creation of the newspaper.” Ex-1013, 6:1-4. The user profile is 

created and edited, as illustrated in Figures 7 and 8, by filling out “forms” from 

their browser “to control the parameters of” Dasan’s “server-resident process” such 

as, e.g., specifying “the types of stories/articles which are of interest to the user.” 

Ex-1013, 4:42-49, 7:22-26. Dasan’s personal news profile, stored in a ASCII text, 

includes a string of topics, sources and keywords, specifically delegating the 

portion of the file containing the desired information. Ex-1013, 6:61-66, 7:1-21 

(depicting exemplary news profile). 

When creating the newspaper, Dasan performs a “full-text searching 

process” for “corresponding search terms(s) specified in each of the topics 

contained in the profile” on the “raw news sources” (i.e., webpages) that “come in 

as large text files.” Ex-1013, 7:61-65, 8:4-7. Once “certain search terms having the 

specified context(s) in the file,” Dasan parses and converts “the portion of the file 

containing the located article” “into an individual ASCII file which is resident on 

the server.” Ex-1013, 8:7-11; Ex-1002 ¶¶88-90. 

2. Motivation to Combine 
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As set forth in detail below when discussing relevant limitations (see, e.g., 

Sections VII.B.3.a., VII.B.3.c.-VII.B.3.g., VII.B.4.a., VII.B.4.c.-VII.B.4.e.), a 

POSITA would have been motivated to combine the relevant teachings of Wise 

and Dasan, and would have a reasonable expectation of success in doing so, 

because both relate to information retrieval systems that allow communication 

between a user and a server to obtain information of interest to the user. Ex-1007, 

Abstract; Ex-1013, Abstract; Ex-1002 ¶168. 

3. Independent Claims 1, 6, 11 and 19 

a. 1[Pre(i)]/6[Pre(i)]/11[Pre(i)]/19[Pre(i)]: A[n] 

[method/system/information-retrieval 

system]…[comprising:] 

Wise discloses these limitations for the same reasons discussed in Section 
 
VII.A.4.a. Ex-1002 ¶169. 

 
Dasan discloses “[a]n automatic method and system for retrieving 

information based on a user-defined profile (e.g. a personalized newspaper).” Ex- 

1013, 2:2-5. Specifically, Dasan “examines the database of information and 

automatically retrieves a subset of the information from the database based upon 

the user-defined profile at periodic intervals, in order” to, e.g., “keep the 

newspaper-up-to-date.” Ex-1013, 2:29-33. 

A POSITA would have understood that the information accessed in Wise, 

would have been retrieved at “periodic intervals” or would have been motivated to 



50  

add that functionality to Wise, as disclosed by Dasan, in order to ensure that the 

most up-to-date and complete information is presented to the user. Ex-1002 ¶¶170- 

171; see also Ex-1006, 3:56-4:5. A POSITA would have had a reasonable 

expectation of success in doing so because it is implemented by computer-executed 

instructions, which involve no more than ordinary skill to apply. Ex-1002 ¶171. 

b. 1[Pre(ii)]/6[Pre(ii)]/11[Pre(ii)] through 

1(b)[(i)]/6(b)[(i)]/11(b)[(i)]/19(b)[(i)], 

1(c)/6(c)/11(c)/19(c) through 

1(c)[(i)]/6(c)[(i)]/11(c)[(i)]/19(c)[(i)], and 1(e)/11(e)/ 

6(d)[(i)]/19(d)[(i)] through 1(f)/6(d)[(ii)]/ 

11(f)/19(d)[(ii)]. 

In the Wise/Dasan combination, Wise’s system discloses these limitations 

for the same reasons discussed in the respective Sections VII.A.4.b.-VII.A.4.h. and 

VII.A.4.j.-VII.A.4.k., and VII.A.4.o.-VII.A.4.p. above. Ex-1002 ¶172. 

c. 1(b)[(ii)]/6(b)[(ii)]/11(b)[(ii)]/19(b)[(ii)]: the at least 

one [appropriate] information-source-retrieval 

instruction stored in a database…; 

Wise discloses these limitations for the same reasons discussed in Section 
 
VII.A.4.i. Ex-1002 ¶173. 

 
Dasan further stores the information-source-retrieval instruction to retrieve 

information from a “particular one of the information sources that has the desired 

information.” Id. Dasan’s “personal news profiles” are stored “by topic” by the 

newspaper generator and identify topic and “files specifications for the sources 

(wherein ‘.*’ indicates searching in all raw sources).” Ex-1013, 6:61-62, 7:12-21. 
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For example, Dasan’s news profile includes: 
 
 

 
Ex-1013, 7:1-12. A POSITA would have understood to implement Dasan’s stored 

file source instruction, into Wise’s file server memory to easily retrieve the 

information from a particular source. Ex-1002 ¶174. 

d. 1(c)[(ii)]/6(c)[(ii)]/11(c)[(ii)]/19(c)[(ii)]: utilizes a 

content extractor…, 

To the extent that Wise does not explicitly disclose separating “only a 

portion of the webpage containing information of interest to the particular user” as 

explained in Section VII.A.4.l., it was well-known in the art, as disclosed by 

Dasan. Ex-1002 ¶175. Dasan discloses that a user “profile is created and stored in 

local files… which may be accessed” and recalled by the server “during editing 

operations” or “creation of the newspaper.” Ex-1013, 6:1-6; 7:57-60 (“the 

newspaper is generated based upon the profile”). When creating the newspaper, 

Dasan performs a “full-text searching process” for “corresponding search terms(s) 

specified in each of the topics contained in the profile” on the “raw news sources” 
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(i.e., webpages) that “come in as large text files.” Ex-1013, 7:61-65, 8:4-7. Dasan 

locates “certain search terms having the specified context(s) in the file,” parses 

“the portion of the file containing the located article,” and converts it “into an 

individual ASCII file which is resident on the server.” Ex-1013, 8:7-11. In “a 

second parsing process,” the article title “is used to create an anchor in the HTML 

page… of the personal newspaper, which references the article by its file 

specification.” Ex-1013, 8:15-19. The article text “can then be referenced at the 

server, and displayed as a second HTML page” when selected by the user. Ex- 

1013, 8:19-21. 

A POSITA would have been motivated to implement Dasan’s content 

extractor functionalities into Wise’s content extractor to ensure that only the 

desired information is extracted from the webpage; thereby improving the 

efficiency of the search process by “automatically sort[ing] through the large 

variety of electronic sources in order to generate a subset of stories available in 

electronic form… tailored to a user’s specific interests.” Ex-1013, 1:62-65; Ex- 

1002 ¶176. A POSITA would have had a reasonable expectation of success in 

doing so because it is implemented by computer-executed instructions, which 

involve no more than ordinary skill to apply. Ex-1002 ¶176. 

e.  1(c)[(iii)]/6(c)[(iii)]/11(c)[(iii)]/19(c)[(iii)]: wherein the 

content extractor uses a content-descriptor file…[;][,] 

Wise discloses these limitations for the same reasons discussed in Section 



53  

VII.A.4.m. Ex-1002 ¶177. Alternatively, Dasan generates a newspaper upon a 

user’s profile of topics. Ex-1013, 7:57-60. As discussed in Section VII.B.3.d., the 

profile is used to identify the specified context in the file and parse the portion 

needed. Ex-1013, 8:7-11. 

A POSITA would have understood that Dasan’s parser uses the user’s 

profile (content descriptor file) containing a description and indication of the 

portion of information within the information source. Ex-1002 ¶178. A POSITA 

would have been motivated to implement Dasan’s content descriptor files into 

Wise’s Parser for the same reasons as explained above in Section VII.B.3.d. Id. 

f. 1(d)/6(c)[(iv)]/11(d)/19(c)[(iv)]: [and] selecting[,] by 

the web-browsing server[,] the [desired] information 

[of interest]…[;][and] 

To the extent that “retrieving only the portion of the information desired” is 

not explicitly disclosed in Wise as discussed in Section VII.A.4.n., it was well- 

known in the art, as disclosed by Dasan, for at least the reasons discussed in the 

previous section. Ex-1013, 8:4-21; Ex-1002 ¶179. Moreover, a POSITA would 

have understood that the user’s request for the desired information from the 

information source is used to select and retrieve that information based on the 

information-source retrieval instruction. Ex-1002 ¶179. 

Dasan provides an example of information-source retrieval instructions used 

to select and retrieve only the portion of the desired information requested by the 
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user. Dasan discloses that “personal news profiles” are stored by the newspaper 

generator “by topic.” Ex-1013, 6:61-62. And, “[e]ach topic contains a number of 

sources (e.g. publications or newsfeeds) to search and corresponding search 

term(s),” which “may be delimited by disjunctions (the ‘|’ character)” like full-text 

retrieval systems. Ex-1013, 6:62-66. 

An exemplary news profile is: 
 
 

 
Ex-1013, 7:1-12. Dasan explains that “[e]ach of the lists of strings for topics, 

sources and keywords are delimited in the file by the ‘~’ character”; and “[t]he 

initial string (e.g. ‘Sun News’) identifies the topic, the second set of strings (e.g. 

‘.*’) identifies the files specifications for the sources (wherein ‘.*’ indicates 

searching in all raw sources), [and] the next set of strings are the search terms.” 

Ex-1013, 7:12-21. 

A POSITA would have been motivated to implement Dasan’s selecting and 

retrieving only the desired portion of the information according to the information- 

source-retrieval instruction into Wise’s system to improve the search process’s 
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efficiency by “tailoring [the] specific stories of interest to particular users” 

automatically. Ex-1013, 1:59-65; Ex-1002 ¶¶180-182. A POSITA would have had 

a reasonable expectation of success in doing so because it is implemented by 

computer-executed instructions, which involve no more than ordinary skill to 

apply. Ex-1002 ¶182. 

g. 11(g)/19(e): [providing] a graphical display... 

To the extent that Wise does not explicitly disclose a graphical display as 

discussed in Section VII.A.4.q., it was well-known in the art, as disclosed by 

Dasan. Ex-1002 ¶183. Dasan’s “server presents the subset of the information from 

the database” “generated by the first application program to the client.” Ex-1013, 

2:17-19. Specifically, Dasan’s “[s]ystem 300 may further be coupled to a display 

device 321, such as a cathode ray tube (CRT) or liquid crystal display (LCD) 

coupled to bus 301 for displaying information to a computer user.” Ex-1013, 5:8- 

11, Fig. 3. 
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Additionally, Dasan discloses with Figure 11, “the results of the creation of 

a personal newspaper,” i.e., the “main screen” that “is displayed at the client as a 

result of the full-text searching, the parsing and HTML page generation process 

performed at the server.” Ex-1013, 8:22-26. 



57  

As shown above, “the profile name is displayed as 1102,” each of the profile topics 

are “listed in a first level heading, such as 1104, 1106, 1108… followed by second 

level headings, such as 1106a-1106c, 1108a-1108l” listing the story names, “if any, 

which match the search terms and sources.” Ex-1013, 8:26-32. Upon the user’s 

story selection, “the text for the story may be referenced and viewed.” Ex-1013, 

8:33-35; see also id., 8:35-37, Fig. 12 (depicting an exemplary “display of an 

article from the personal newspaper”). 

 
A reference can “also be inserted in the HTML page containing the article… to 

allow the user to return to the personal newspaper main screen.” Ex-1013, 8:22-39. 

A POSITA would have been motivated to implement Dasan’s graphical user 

interface into Wise’s system to allow user interaction during the search process and 

enhance the user’s experience. Ex-1002 ¶¶184-185. A POSITA would have had a 

reasonable expectation of success incorporating this functionality into Wise’s 
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presentation manager which already “determine[s] the user’s equipment and 

format[s] the presentation of information from the network appropriately” (Ex- 

1007, 8:48-50), since it is software programming implemented on a computer. Ex- 

1002 ¶185. 

4. Dependent Claims 2-5, 7-10, 12-18, and 20-26 
 

a. 2: The method of claim 1, further comprising: 

searching, by the media server, an associated website to 

locate requested information. 

Wise discloses Claim 2 for the same reasons discussed in Sections VII.A.4.f. 

and VII.A.5.a. Ex-1002 ¶186. 

Dasan discloses “[a]n automatic method and system for retrieving 

information based on a user-defined profile (e.g. a personalized newspaper).” Ex- 

1013, 2:3-5. Specifically, Dasan’s “user-controlled client” “establishes 

communication with a stateless server” which “present[s] a list of options to the 

client (e.g. via Hypertext Transfer Protocol (HTTP) exchanges) between the server 

and the client” and “[t]he client provides an identification of the user-defined 

profile.” Ex-1013, 2:5-9. A first application program is engaged by the server via, 

e.g., a Common Gateway Interface (CGI), to retrieve “the user-defined profile,” 

which “identifies information… of interest to the user.” Ex-1013, 2:10-14. The 

first application program then “examines a database of information and 

automatically retrieves a subset of the information from the database based upon 
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which information is of interest to the user as specified in the user-defined profile.” 

Ex-1013, 2:14-18. The subset of information from the database, generated by the 

first application program, is presented by the server to the client. Ex-1013, 2:18-19. 

A POSITA would have been motivated to implement Dasan’s first 

application program (media server) functionality of searching and retrieving “a 

subset of the information” (i.e., associated website) to locate requested information 

into Wise’s media server to retrieve the information of interest to the user. Ex- 

1013, 2:1-4, 2:29-33; Ex-1002 ¶¶187-188. 

A POSITA would have had a reasonable expectation of success 

incorporating this functionality into Wise’s system since it is software 

programming implemented on a computer. Ex-1002 ¶189; see also Ex-1013, 3:47- 

54 (“[I]t can be appreciated by one skilled in the art that they may be implemented 

in a variety of hardware devices, either programmed or dedicated.”). 

b. Claims 3, 4, 8, 9, 13-17, and 21-25 

In the Wise/Dasan combination, Wise’s system discloses these claims and 

limitations for the same reasons discussed in the respective Sections VII.A.5.b.- 

VII.A.5.d., and VII.A.5.h.-VII.A.5.j. above. Ex-1002 ¶190. 

c. 5: The method of claim 1, further comprising: 

clipping engine... 

 

10[A]/18[A]: The method of claim [6/11], further 

comprising: clipping engine... 
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Wise discloses these limitations for the same reasons discussed in Section 
 
VII.A.5.e. Ex-1002 ¶191. 

 
Wise does not explicitly disclose a “clipping engine adapted to generate the 

content-descriptor file” but it was well-known in the art, as disclosed by Dasan. 

Ex-1002 ¶192. Dasan discloses that “the client may direct the filling out of certain 

‘forms’ from” his/her browser so as “to control the parameters of” execution of 

Dasan’s “server-resident process.” Ex-1013, 4:42-44. This may also be 

accomplished “by the ‘fill-in forms’ functionality 230” allowing the user “to 

specify a ‘profile’ in which the server will cause an application program to 

function (e.g. the types of stories/articles which are of interest to the user)” through 

client application program 100. Ex-1013, 4:44-49. 

Dasan’s Figure 7 illustrates the process “performed by the profile generator 

portion of the newspaper generator” and Figure 8 illustrates “the user interface 

which controls the adding of topics to the profile.” Ex-1013, 7:22-26. 



61  

  

 

The user starts by labeling the topic of interest, e.g., “by filling in the field 802 

provided by the fill-in forms feature of HTML or CGI” and then “specifies” search 

terms, case sensitivity, and the “search context(s)” to be used in the full-text 

search. Ex-1013, 7:26-30, 7:32-38. The data entered into screen 800 “is added to 

the user profile for generation of the newspaper” by selection of “icon 812 or other 

commit means.” Ex-1013, 7:38-41. 

A POSITA would have been motivated to implement the form-filling 

(clipping engine) features of Dasan’s newspaper generator into Wise’s system to 

enhance the accuracy and efficiency of retrieving the user-requested information 

by “retrieving data from a server based upon a defined and stored user profile of 

desired information.” Ex-1013, 8:41-43; Ex-1002 ¶¶193-194. This is particularly 

so, given the need, noted by Dasan, “to automatically sort through the large variety 
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of electronic sources in order to generate a subset of the stories available in 

electronic form which is tailored to a user’s specific interests is desired.” Ex-1013, 

1:62-65; Ex-1002 ¶194. A POSITA would have had a reasonable expectation of 

success in doing so, for the reasons discussed in Section VII.B.4.a. Ex-1002 ¶194. 

d. 10[B]/18[B]: by which, [an/the] instruction [is used by 

the web-browsing server to] request[s] information… 

Dasan discloses these limitations for the same reasons discussed in the 

previous section. Ex-1002 ¶195. 

Moreover, Dasan’s Figures 5a/5b depict “the logic of the operation of the 

personal newspaper generator.” Ex-1013, 6:20-21. 

 
Dasan’s “user’s console” displays “the newspaper’s front page, or welcome 

screen” “when the use[r] first accesses the server via the specification of a URL” 
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and a fillable form, such as that depicted in Figure 6. Ex-1013, 6:21-26. 
 
 

 
“Options and other data entered on” the displayed form are then “committed,” 

which “caus[es] invocation of the newspaper generation program” when the user 

selects the “‘doit’ icon 610 on display 600.” Ex-1013, 6:26-30. Next, the user may 

“enter, via the forms support in the browser, a profile or user name in field 602,” 

which “is enabled” by “a selection device or other means, and filling in the 

selected blank with the profile name (typically, an e-mail address of the user).” Ex- 

1013, 6:30-34. “[A]ccess control” can also be performed at step 506, “wherein the 

user is queried for a password.” Ex-1013, 6:34-37. 

A POSITA would have been motivated to combine Wise and Dasan and had 

a reasonable expectation of success in doing so, for the reasons discussed above in 

Sections VII.B.4.a., c. Ex-1002 ¶¶196-197. 

e. 7/12/20: The [system/method] [of] claim [6/11/19], 

further comprising: an interface... 
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Wise discloses Claims 7/12/20 for the same reasons discussed in Section 
 
VII.A.5.g. Ex-1002 ¶198. 

 
To the extent that Wise does not explicitly disclose an “interface,” it was 

well-known in the art, as disclosed by Dasan. Ex-1002 ¶199. Specifically, Dasan 

discloses a “server having an execution control interface for causing said first 

application program to examine a database of information and automatically 

retrieve a subset of said information based upon which information is of interest to 

said user as identified in said user-defined profile.” Ex-1013, Claim 17. 

Specifically, Dasan’s client/server architecture sends the user’s requests from a 

client application program over the Internet to a server that scans and searches raw 

information sources. Ex-1013, 3:30-39; see also 3:55-64. 

A POSITA would have been motivated to combine Wise and Dasan and had 

a reasonable expectation of success in doing so, for the reasons discussed in 

Section VII.B.4.a. Ex-1002 ¶200. 

C. Ground 3: Claim 26 Would Have Been Obvious over Wise 

and Dasan in View of Uppaluru 

1. Uppaluru 

Uppaluru discloses a “voice web system” that “presents a top level voice 

web personal home page for user’s perusal” while simultaneously “retriev[ing] the 

set of word recognition patterns associated with the key words in the presented 

page from the user’s speech profile.” Ex-1014, 3:24-28. The system “match[es] the 
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active vocabulary and associated speaker dependent word patterns dynamically in 

a context sensitive manner.” Ex-1014, 3:28-30. Uppaluru’s voice web browser uses 

“speech training profiles to dynamically change the active vocabulary in the voice 

processing software and hardware thereby customizing it to the subscriber.” Ex- 

1014, 14:51-54. Specifically, Uppaluru “recognizes the command and control word 

utterances… and matches them against the personalized vocabulary in the 

corresponding voice web speech training page for accurate speaker dependent 

recognition.” Ex-1014, 18:23-29; Ex-1002 ¶¶91-92. 

2. Motivation to Combine 

As the reference summaries above and detailed claim analyses below 

demonstrate, the Wise-Dasan combination discloses all of the limitations of the 

independent claims. As set forth in detail below in Section VII.C.3.a., a POSITA 

would have been motivated to combine the relevant teachings of Wise-Dasan with 

Uppaluru, and would have a reasonable expectation of success in doing so, because 

Uppaluru relates to “interactive voice and speech processing systems” like Wise, 

and provides user-specific “profiles” that are accessed by its system, like Dasan. 

Ex-1007, Abstract; Ex-1013, Abstract; Ex-1014, 1:7-19; Ex-1002 ¶201. 
 

3. Dependent Claim 26 

a. 26: The system of claim 19, further comprising: a 

database wherein a personal-recognition grammar is 

stored... 

Wise discloses Claim 26 for the same reasons discussed in Section 
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VII.A.5.k. Ex-1002 ¶202. 
 

To the extent that the Wise-Dasan combination does not explicitly disclose 

“personal-recognition grammar,” it was well-known, as disclosed by Uppaluru. 

Ex-1002 ¶¶203-204. Specifically, Uppaluru’s “voice web system” utilizes “speech 

training profiles to dynamically change the active vocabulary in the voice 

processing software and hardware thereby customizing it to the subscriber.” Ex- 

1014, 14:51-54. Personal speech training pages 401-427 “are organized as a linked 

collection of voice web profile pages each linked to the corresponding personal 

voice web service page” and contain the context-dependent “training vocabulary 

for browser command and control,” “a set of command and control key words,” 

and “personalized speech recognition patterns representing the context sensitive 

vocabulary for the corresponding service page.” Ex-1014, 17:28-35, 17:46-49. 

Uppaluru’s voice web browser, “responding to the subscriber’s voice 

commands pertinent to the accessed voice web service page,” thus “recognizes the 

command and control word utterances,” i.e., the subscriber’s voice commands 720, 

“and matches them against the personalized vocabulary in the corresponding voice 

web speech training page for accurate speaker dependent recognition of discrete 

speech.” Ex-1014, 18:23-29. For example, “if the subscriber is accessing the 

weather service page, the agent fills in the subscriber’s home town.” Ex-1014, 

19:12-19. 
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A POSITA would have been motivated to combine Uppaluru’s speaker- 

dependent grammar into the Wise-Dasan system to “enable[] the user to call into 

any compatible Internet connected voice web system in” his/her “proximity from 

anywhere in the world, identify himself/herself to the system and then enable the 

system to dynamically retrieve suitable information that enhances his/her 

navigation and access of the information stored in the voice web using voice 

commands and input.” Ex-1014, 3:41-58; Ex-1002 ¶¶205-206 (citing Ex-1015). A 

POSITA would have had a reasonable expectation of success in doing so because it 

is implemented by computer-executed instructions, which involve no more than 

ordinary skill to apply. Ex-1002 ¶205. 

VIII. NO BASIS EXISTS FOR DISCRETIONARY DENIAL UNDER 35 

U.S.C. § 325(D) 

In considering its discretion under § 325(d), “the Board uses the following 

two-part framework: (1) whether the same or substantially the same art previously 

was presented to the Office or whether the same or substantially the same 

arguments previously were presented to the Office; and (2) if either condition of 

first part of the framework is satisfied, whether the petitioner has demonstrated that 

the Office erred in a manner material to the patentability of challenged claims.” 

Advanced Bionics, LLC v. MED-EL Elektromedizinische Geräte GmbH, IPR2019- 

01469, Paper 6 at 8 (PTAB Feb. 13, 2020). 

The Board has held that the first prong of Advanced Bionics is not met 
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where “neither [the combination references] nor similar prior art was before the 

examiner… the prosecution history does not include any overlapping arguments 

directed to this prior art.” Godbersen-Smith Constr. Co. v. Guntert & Zimmerman 

Const. Div., Inc. IPR2021-00050, Paper 24 at 19-21 (PTAB May 7, 2021). And in 

such a case, the Board “need not address part two of the analysis.” Id. at 21. 

Here, the first prong is not met. Two of the four references in this petition 

(i.e., Woods and Dasan) were not before the Examiner. Nor were any similar 

disclosures or teachings discussed by the Examiner. Ex-1002 ¶¶55-57. 

Accordingly, none of the grounds or arguments based on these disclosures were 

previously presented to the Examiner, yet they are directly material to 

patentability. Because the first prong is not met, the Board need not move to the 

second prong. See Oticon Med. AB v. Cochlear Ltd., IPR2019-00975, Paper 15 at 

20 (PTAB Oct. 16, 2019). 

Even if considering the second prong, institution should not be denied 

because it was material error to overlook Wise and Uppaluru, cited in an IDS. See 

Advanced Bionics, Paper 6 at 8 n.9 (“[A] material error may include 

misapprehending or overlooking specific teachings of the relevant prior art.”). 

Here, the Examiner erred by overlooking the clear and unambiguous 

teachings of Wise and Uppaluru. Ex-1002 ¶57. As explained in detail in Sections 

VII.B.-VII.B.2., Wise (in combination with other prior art not of record) renders 
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obvious Claims 1-26 and with Uppaluru renders obvious Claim 26. Conversely, 

other than the IDS, the record is silent on the Examiner’s view of Wise and 

Uppaluru. See Ex-1021, 188, 193; see also Advanced Bionics, Paper 6 at 10 (if 

silent on material prior art, error can be shown by “something persuasive”); Dish 

Network LLC v. Sound View Innovations, LLC, IPR2020-01041, Paper 13 at 21 

(PTAB Jan. 19, 2021) (“Because the Examiner did not assert that [IDS cited art] 

teaches those features in examining claim 13, based on the record before us, 

Petitioner has sufficiently shown Examiner error by pointing out specific teachings 

of the prior art that the Examiner overlooked.”). 

At bottom, the significance of 361 references listed in an IDS on which the 

record is silent is substantially outweighed by the clear and unambiguous 

disclosures of Wise demonstrating the obviousness of the challenged claims when 

combined with Woods and Dasan, which could not have been considered because 

they were not presented to the Office, and with Uppaluru. Thus, the Board should 

not exercise its discretion under §325(d) to deny institution. 

IX. THE BOARD SHOULD NOT USE ITS DISCRETION TO DENY 

INSTITUTION UNDER FINTIV 

Patent The Fintiv analysis strongly favors institution in light of the 

following stipulation: If instituted, Petitioner will not pursue in District Court the 

specific grounds asserted here, or on any other ground that was raised or could 

have been reasonably raised in this IPR. The USPTO director stated in the June 21, 
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2022 memorandum on discretionary denials (“Memo”), “the PTAB will not 

discretionarily deny institution in view of parallel district court litigation where a 

petitioner presents a stipulation not to pursue in a parallel proceeding the same 

grounds or any grounds that could have reasonably been raised before the PTAB.” 

Memo, 3. Accordingly, discretionary denial is inappropriate here. 

X. DISCRETIONARY DENIAL UNDER GENERAL PLASTIC IS 
NOT APPROPRIATE 

The ’314 patent is the subject of an IPR proceeding filed by Google LLC 

(“Google”), who like Petitioner Apple, is a defendant in district court litigation. 

Google filed IPR2022-00805 on April 4, 2022. Apple filed IPR2022-00948 on 

May 5, 2022 (Apple’s “first IPR”). Google’s IPR was instituted on November 7, 

2022.   

Apple and Google are unrelated entities. There is no overlap of the asserted 

grounds and references between this petition and Google’s petition. With respect 

to Google’s IPR, the Board should not discretionarily deny this copycat petition 

because application of the General Plastic framework weighs in favor of 

institution, particularly considering that the facts here are distinguishable from 

Apple Inc. v. Uniloc 2017 LLC IPR2020-00854 (PTAB Oct 28, 2020) 

(precedential) (“Uniloc”).  

1. Whether the petition is directed to the same claims of the 

same patent. 

This copycat petition challenges claims 1-26 of the ’314 patent like Apple’s 
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first petition. However, regardless of whether this factor weighs against institution, 

the totality of factors as outlined below weigh in favor of institution. Google LLC 

v. Express Mobile Inc. IPR2022-00791, Paper 15 (PTAB October 7, 2022) 

(“Express Mobile”) (granting institution of a second, copycat petition after denial 

of a first petition on the same claims).  

2. Whether at the time of filing of the first petition the 

petitioner knew of the prior art asserted in the second 

petition. 

The General Plastic framework addresses the situation where a petitioner 

files serial petitions in “an attempt to cure the deficiencies that the Board identified 

in its first-filed petitions.” General Plastic Indus. Co., Ltd. v. Canon Kabushiki 

Kaisha, IPR2016-01357, Paper 19 at 11 (PTAB Sept. 6, 2017) (precedential) 

(“General Plastic”). “The filing of sequential attacks against the same claims, with 

the opportunity to morph positions along the way, imposes inequities on [Patent 

Owner].” Id.  

In contrast, Apple is not curing deficiencies or morphing positions from its 

first IPR. Rather, Apple is seeking to join a petition that was filed before its own 

petition was filed, which Apple had no part in preparing, and which has been 

instituted. See Express Mobile, 9 (“This ‘me-too’ Petition is not a new ‘serial 

attack,’ but rather an attempt to join a proceeding that has already been 

instituted”). The Board noted in Express Mobile that an “explanation of the facts 
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relevant to the second General Plastic factor” distinguishes Uniloc. See Express 

Mobile, 8. Here, like in Express Mobile, Petitioner provides an explanation of the 

facts as follows. 

This copycat petition uses the same prior art as Google’s IPR, which was 

filed only one month before Apple filed its first petition. Apple worked diligently 

to prepare its first petition since the Patent Owner added the ’314 patent to an 

ongoing lawsuit on November 12, 2021. When Google filed its IPR, making Apple 

aware of the prior art combinations therein as relevant to the ’314 patent, Apple 

was nearing completion of its own IPR. At that time, Apple’s district court 

litigation had a scheduled trial date of October 12, 2023, and the expected date of 

any Final Written Decision (“FWD”) from a petition filed in May, 2021 was 

November, 2023.  Accordingly, Apple could not have been reasonably expected to 

rework its petition with the entirely different art combinations from Google’s IPR 

because any delays in filing would have increased the likelihood of discretionary 

denial under the Board’s Fintiv framework by continuing to move the expected 

FWD date further after the scheduled trial.1 

Thus, because Apple is not curing deficiencies from its first IPR—and 

because Petitioner has provided a detailed explanation of the facts surrounding 

 
1 Director Vidal had not yet issued the Memorandum of June 22, 2022 that 

updated the Fintiv framework to consider median time-to-trial statistics. 
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when it became aware of the prior art from the second petition—this factor weighs 

in favor of institution.  

3. Patent owner’s preliminary response and the Board’s 

institution decision of the first petition. 

Petitioner gains no benefit from the patent owner preliminary response or 

Board’s decision in its first IPR. This second, copycat petition is identical in 

substance to Google’s IPR that was filed before Apple’s first IPR. See Express 

Mobile, 9 (“there is no reason to conclude that Petitioner used the filings or 

decision [of its first IPR] to obtain an unfair advantage in this Petition, which was 

essentially prepared by someone else”). Therefore, this factor weighs in favor of 

institution. 

4. Time elapsed between the first and second petitions. 

When assessing this factor, it is not reasonable to expect petitioner to file a 

second, copycat petition while its first petition is still pending. See Express Mobile, 

12. Here, Apple files this petition shortly after its first IPR was terminated. This 

factor weighs against discretionary denial. 

5. Petitioner’s explanation for the time elapsed between the 

filings of multiple petitions. 

As noted in factors 3 and 4, Petitioner is acting reasonably by filing this 

second, copycat petition within the time allotted by the rules. Accordingly, this 

factor also weighs against discretionary denial.  

6. The finite resources of the Board.  
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This petition does not require any more resources from the Board other than 

what the Board already allocated for Google’s IPR when they granted institution. 

See Express Mobile, 12 (“we find that Board resources are not a concern here 

because this panel has the capacity to see the Facebook IPR to its conclusion 

regardless of the constitution of the petitioner”). This factor weighs against 

discretionary denial. 

7. The totality of factors favor institution.  

Factors 2-6 weigh in favor of institution.  Accordingly, petitioner 

respectfully requests that the Board institute this petition. 

XI. CONCLUSION 

The Board should institute review and cancel all challenged claims. 
 
 

 
 
 
Dated: December 7, 2022               
HAYNES AND BOONE, LLP 
2323 Victory Ave. Suite 700 
Dallas, TX 75219 
Customer No. 27683 

Respectfully submitted, 
 
 
/Andrew S. Ehmke/                     
Andrew S. Ehmke 
Lead Counsel for Petitioner 
USPTO Reg. No. 50,271 
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B. Real Party-In-Interest Under 37 C.F.R. §42.8(b)(1) 

Pursuant to 37 C.F.R. § 42.8(b)(1), Petitioner certifies that the real party-

in-interest is Apple Inc. 

C. Related Matters Under 37 C.F.R. §42.8(b)(2) 
 

1. U.S. District Court for the Western District of Texas 

(i) Parus Holdings Inc. v. Samsung Electronics America, Inc. et al., Civil 

Action No. 6:21-cv-01073; (ii) Parus Holdings Inc. v. Apple Inc., Civil Action No. 

6:21-cv-00968; (iii) Parus Holdings Inc. v. Microsoft Corporation, Civil Action 

No. 6:21-cv-00570; (iv) Parus Holdings Inc. v. Google LLC f/k/a Google Inc., 

Civil Action No. 6:21-cv-00571. 

2. U.S. Patent and Trademark Office 

U.S. Patent No. 9,769,314 is a continuation of application No. 12/787,801, 

filed on May 26, 2010 (now U.S. Patent No. 9,377,992), which is a continuation of 

application No. 11/711,773, filed on February 28, 2007 (now U.S. Patent No. 

7,756,462), which is a continuation of application No. 09/777,406 (’406 

application), filed on February 6, 2001 (now U.S. Patent No. 7,516,190). It also 

claims priority to provisional application: No. 60/180,343, filed February 4, 2000. 

The following U.S. patent applications claim the benefit of priority to U.S. 

Patent 9,769,314 and to the same patents and provisional listed above: (i) U.S. 

Patent Application No. 15/707,951 (U.S. Patent No. 10,320,981),filed September 

18, 2017; (ii) U.S. Patent Application No. 16/436,764 (Abandoned), filed June 
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10, 2019. 

A decision in this proceeding could also affect or be affected by the 

following USPTO proceedings relating to patents containing similar limitations to 

U.S. Patent No. 9,769,314: 
 

IPR2020-00686 (Apple Inc. v. Parus Holdings, Inc.) against U.S. Patent No. 
 
7,076,431 found no challenged claims unpatentable. 

 
IPR2020-00687 (Apple Inc. v. Parus Holdings, Inc.) against U.S. Patent No. 

 
9,451,084 found no challenged claims unpatentable. 

 
All challenged claims of U.S. Patent No. 7,076,431 were found unpatentable 

in IPR2020-00846 (Google LLC et al. v. Parus Holdings, Inc.). 

All challenged claims of U.S. Patent No. 9,451,084 were found unpatentable 

in IPR2020-00847 (Google LLC et al. v. Parus Holdings, Inc.). 

Claims 1-2 of U.S. Patent No. 6,721,705 are challenged in IPR2022-00137, 

filed on November 9, 2021 (Microsoft Corp. v. Parus Holdings, Inc.). 

Claims 1-4 of U.S. Patent No. 6,721,705 are challenged in IPR2022-00279, 

filed on December 6, 2021 (Google LLC v. Parus Holdings, Inc.). 

Claims 1-16 of U.S. Patent No. 7,386,455 are challenged in IPR2022-00355, 
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filed on January 7, 2022 (Google LLC v. Parus Holdings, Inc.). 

Claims 1-15 of U.S. Patent No. 7,881,941 are challenged in IPR2022-00358, 

filed on January 21, 2022 (Google LLC v. Parus Holdings, Inc.). 

Claims 1-15 of U.S. Patent No. 8,185,402 are challenged in IPR2022-00523, 

filed on February 1, 2022 (Google LLC v. Parus Holdings, Inc.). 

Claims 1-26 of U.S. Patent No. 9,769,314 are challenged in IPR2022-00948, 

filed on May 5, 2022 (Apple Inc. v. Parus Holdings, Inc.). 

Claims 1-26 of U.S. Patent No. 9,769,314 are challenged in IPR2022-00805, 

filed on April 4, 2022 (Google LLC v. Parus Holdings, Inc.). 
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counsel. Petitioner consents to service in this proceeding by email at the addresses 

above. 
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CERTIFICATE OF WORD COUNT 

Pursuant to 37 C.F.R. § 42.24, the undersigned certifies that the foregoing 

Petition for Inter Partes Review contains 13,877 words excluding; a table of 

contents, Mandatory Notices under § 42.8, a certificate of service or word count, 

appendix of exhibits, or claim listing. Petitioner has relied on the word count 

feature of the word processing system used to create this paper in making this 

certification. 
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Pursuant to 37 CFR §§42.6(e)(4)(i) et seq. and 42.105(b), the undersigned 

certifies that on December 7, 2022, a complete and entire copy of this Petition for 

Inter Partes Review and all supporting exhibits were provided, via Federal Express, 

to the Patent Owner by serving the correspondence address of record as follows: 

Counsel for Patent Owner 
Patent Law Works, LLP 
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UNITED STATES 
 
McKool Smith, P.C. 
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Austin, Texas 78701 
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