UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

VIZIO, INC.,
Petitioner,

V.

MAXELL, LTD.,
Patent Owner

IPR2023-00316
U.S. Patent 8,170,394

PETITIONER’S REQUEST FOR REFUND OF POST-INSTITUTION FEE



IPR2023-00316
U.S. Patent 8,170,394

Petitioner VIZIO, Inc. requests a $22,500.00 refund to be paid to deposit
account number 50-2310.

On March 3, 2023, VIZIO filed its petition for Inter Partes Review in
IPR2023-00316 and Motion for Joinder with IPR2022-01348. In accordance with
the fee schedule specified in 37 C.F.R. § 42.15 at that time, Petitioner submitted an
electronic payment in the amount of $22,500.00 in post-institution fees. On July 6,
2023, the Board issued a Decision to Institute and Granting VIZ10’s Motion for
Joinder with IPR2022-01348 (Paper 9).

Motorola and Patent Owner Maxell, Ltd. (“Maxell”) filed a Joint Motion to
Terminate 1IPR2022-01348 with respect to Motorola (IPR2022-01348, Paper 22)
pursuant to a settlement between the parties on June 23, 2023. The Board granted
the motion to terminate with respect to Motorola on July 7, 2023 (IPR2022-01348,
Paper 25).

On July 7, 2023, Motorola filed a Request for Refund (IPR2022-01348,
Paper 27), requesting a refund of post-institution fees, noting that, “[s]ince

Institution, no substantive papers have been filed by the parties and no disputes have

1 Motorola Mobility LLC (“Motorola”) filed a Petition for Inter Partes Review of
U.S. Patent 8,170,394 in IPR2022-01348 (IPR2022-01348, Paper 2) on August 18,
2022. The Board issued a Decision to Institute (IPR2022-01348, Paper 7) on
February 24, 2023.
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been raised for the Board to resolve.” The Board granted Motorola’s refund request
on July 11, 2023 (IPR2022-01348, Paper 30).

On September 8, 2023, VIZIO and Maxell filed a Joint Motion to Terminate
pursuant to a settlement agreement (IPR2022-01348, Paper 33). Since institution, no
substantive papers have been filed by the parties and no disputes have been raised
for the Board to resolve. On September 13, 2023, the Board issued a Termination
Decision (IPR2022-01348, Paper 37; IPR2023-00316, Paper 10) granting the Joint
Motion.

Accordingly, Petitioner respectfully requests a refund in the amount of
$22,500.00 for the post-institution fees paid to the U.S. Patent and Trademark Office

In connection with said proceeding.



Dated: September 27, 2023
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Respectfully submitted,

/Cono A. Carrano/

Cono A. Carrano

Reg. 39,623

Akin Gump Strauss Hauer & Feld LLP
2001 K Street N.W.

Washington, DC 20006

Telephone: (202) 887-4000

Fac: (202) 887-4288
ccarrano@akingump.com

Counsel for Petitioner VIZIO, Inc.
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CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. 8 42.105, | hereby certify that | caused a true and correct
copy of this PETITIONER’S REQUEST FOR REFUND OF POST
INSTITUTION FEE in connection with IPR2023-00316 to be served via e-mail on

September 27, 2023, in its entirety on counsel of record for Patent Owner as follows:

rpluta@mayerbrown.com
asbonner@mayerbrown.com

Maxell-Vizio-Service@mayerbrown.com

Date: September 27, 2023 /Melanie Langford/
Melanie Langford
Akin Gump Strauss Hauer & Feld LLP
112 East Pecan Street, Suite 1010
San Antonio, Texas 78205
Telephone: (210) 281-7000
Facsimile: (210) 224-2035




