UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

BMW OF NORTH AMERICA, LLC
Petitioner

V.

STRAGENT, LLC,
Patent Owner

Case IPR2023-00334
Patent 11,354,179

MANDATORY NOTICES BY PATENT OWNER UNDER 37 C.F.R. § 42.8

Pursuant to 37 C.F.R. § 42.8(a)(2), Patent Owner, Stragent, LLC, hereby
provides the following mandatory notices.

(1)  Real Party-in-Interest

The real party-in-interest for the Patent Owner Stragent, LLC, the
assignee of U.S. Patent No. 11,354,179 (“the ‘179 Patent”).
(2)  Related Matters

The following matters would affect, or be affected by, a decision in the
present proceeding based on the ‘179 Patent:

a) Patent Owner has not asserted the ‘179 Patent in any litigations. Patent
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Owner has asserted other patents in the 179 family in the following
litigations which are pending and which may affect, or be affected by, a
decision in the present proceeding:

a. Stragent, LLC v. BMW of North America, LLC, et al, Civ. No. 1:20-CV-
00510-LPS filed in the District of Delaware on April 15, 2020;

b. Stragent, LLCv. Bayerische Motoren Werke AG, Civ. No. 1:23-CV-00005
filed in the District of Delaware on January 2, 2023; and

c. Stragent, LLC v. Volvo Car North America, LLC, Civ. No. 1:20-CV-
00512-LPS filed in the District of Delaware on April 15, 2020.

b) Including the instant petition, the following patents have been challenged in inter
partes reviews:

a. U.S. Patent No. 8,209,705 has been challenged in inter partes review
Nos. IPR2017-00458, IPR2017-00676, IPR2017-01502, TPR2017-
01521, and IPR2017-01522;

b. U.S. Patent No. 8,566,843 has been challenged in inter partes review
Nos. IPR2017-00457, IPR2017-00677, IPR2017-01503, IPR2017-
01504, IPR2017-01519, and IPR2017-01520;

c. U.S. Patent No. 9,705,765 has been challenged in inter partes review
No. IPR2021-00419;

d. U.S. Patent No. 10,002,036 has been challenged in inter partes review
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Nos. IPR2021-00425, IPR2021-00426, 1PR2021-00427, TPR2021-
00726, IPR2021-00727, and IPR2021-0728;
e. U.S. Patent No. 10,031,790 has been challenged in inter partes review
No. [PR2021-00418;
f. U.S. Patent No. 10,248,477 has been challenged in inter partes review
No. IPR2021-00417; and
g. U.S. Patent No. 11,188,400 has been challenged in inter partes review
No. IPR2023-00333
h. U.S. Patent No. 11,354,179 has been challenged in inter partes review
No. IPR2023-00334.
c) The following patents have been challenged in ex parte re-examinations:
a. U.S. Patent No. 9,705,765 has been challenged in ex parte re-
examination No. 90/019,079;
b. U.S. Patent No. 10,002,036 has been challenged in ex parte re-
examination No. 90/019,080; and
c. U.S. Patent No. 10,031,790 has been challenged in ex parte re-
examination No. 90/019,081;
d) Pending U.S. Patent Application No. 17/746,730, which is a continuation of
the ‘179 patent.

(3) Lead and Back-up Counsel



Lead Counsel
G. Andrew Gordon
Registration No. 64,517
6518 Ryeworth Dr
Frisco, TX 75035
Telephone: 408-390-4473
E-mail:
andrew(@agordonlawfirm.com

Back-Up Counsel
Britten Sessions
Registration No. 68,278
Patentside, PLLC
5900 Balcones Dr., Suite 100
Austin, TX 78731
Telephone: 408-685-1436
E-mail:
britten(@patentside.com

Respectfully submitted,

/s/ G. Andrew Gordon

G. Andrew Gordon
Reg. No. 64,517
Attorney for Patent Owner
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mailto:britten@patentside.com

CERTIFICATE OF SERVICE

Ihereby certify that STRAGENT LLC’S Mandatory Notices and Power
of Attorney under 37 C.F.R. 42.8 were served on April 4, 2023, by electronic

filing and electronic mail to the following:

LEAD COUNSEL - BMW

BACK-UP COUNSEL - BMW

Lionel M. Lavenue (Reg. No. 46,859)
lionel.lavenue@finnegan.com

Finnegan, Henderson, Farabow,
Garrett, & Dunner LLP

1875 Explorer Street, Suite 800
Reston, VA 20190-6023

Tel: 571-203-2700

Fax: 202-408-4400

Kara A. Specht (Reg. No. 69,560)
kara.specht@finnegan.com

Finnegan, Henderson, Farabow,
Garrett, & Dunner LLP

271 17" Street, NW, Suite 1400
Atlanta, GA 30363-6209

Tel: 404-653-6400

Fax: 404-653-6444

Matthew C. Berntsen (Reg. No. 80,343)
matthew.berntsen@finnegan.com

Finnegan, Henderson, Farabow,
Garrett, & Dunner LLP

Two Seaport Lane, 6th Floor
Boston, MA 02210-2001

Tel: 617-646-1600

Fax: 202-408-4400

Safiya Aguilar (Reg. No. 77,212)
safiva.aguilar@finnegan.com

Joseph M. Myles (Reg. No. 80,845)
joseph.myles@finnegan.com

Finnegan, Henderson, Farabow,
Garrett, & Dunner LLP

901 New York Ave., NW
Washington, DC 20001-4413
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Tel: 202-408-4000
Fax: 202-408-4400

Dated: April 4, 2023 By: /s/G. Andrew Gordon

G. Andrew Gordon
Reg. No. 64,517

Attorney for Patent Owner
Stragent, LLC

ANDREW GORDON LAW FIRM, PLLC
6518 Ryeworth Dr

Frisco, TX 75035

Telephone: 408-390-4473



