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| Introduction

The ’094 patent describes a novel and non-obvious invention allowing users
to have multiple phone numbers for a single phone, while preserving caller ID so
that the user can, for example, use a secondary phone number as a business phone
number and have that number accurately appear as the caller ID on outgoing calls.
To accomplish this, the invention transmits information regarding a bridge number
to the user’s phone via a “data channel,” to enable the user’s handset to make
outgoing calls with the desired caller ID by dialing the bridge number.

Ground 1 of the Petition (upon which all other Grounds depend) argues that
Backhaus anticipates this invention, but the Petition fails to meet the exacting
standard required for anticipation: that a single prior art reference discloses “all
elements of a claimed invention arranged as in the claim.” Connell v. Sears,
Roebuck & Co., 722 F.2d 1542, 1548 (Fed. Cir. 1983) (emphasis added).
Backhaus fails to meet this standard for at least three reasons.

First, Backhaus fails to disclose transmitting information indicating an
access telephone number “via a data channel.” The Petition is based on an
improper claim construction of “channel” that the Board should reject. Moreover,
neither of the Petition’s two alternate theories show that the specific transmission
occurs via a data channel. In the first theory, the Petition relies on information

transmitted as part of a call that is not on a data channel at all. The teachings that



the Petition relies on relating to using IP are not related to a call and the flow path
of the figures in Backhaus makes clear that those teachings cannot be reached in
connection with an incoming call. In the second theory, the Petition relies on
generic teachings that unspecified information may be transmitted via IP (an
alleged data channel). But the Petition does not show that the specific information
recited in the claim is transmitted via IP and thus fails to show anticipation.

Second, the Petition fails to show anticipation because it takes contradictory
positions on whether substantially identical calls are received on a “data channel”
or a “voice channel.” These contradictions cannot be reconciled and thus the
Petition has failed to identify any single consistent reading that would anticipate
the claims.

Third, Backhaus fails to disclose that the same “switch” performs the steps
recited in limitations [1.e], [1.f], and [1.g], which require that the same “switch”
receive or transmit certain information relating to a call. The Petition relies on
inherency, but there are possible alternatives that either involve multiple switches
or not using a switch for the second leg of the call. Thus, the use of a single switch
to perform each of the recited limitations is not inherent and Backhaus does not
anticipate.

Because Ground 1 fails, the Petition fails to show invalidity of any claim.

The remaining grounds either expressly depend on Ground 1 or propose



combinations that incorporate the deficiencies of Ground 1, confirming that all
grounds fail.

Finally, the Board should disregard Petitioner’s expert opinion. It is highly
conclusory and virtually identical to the Petition. At deposition, the Petitioner’s
expert could not explain the basis for his opinion and repeatedly tried to evade
answering questions about the basis of his opinions. This was especially true on
questions related to the “channel” terms which were disputed in the Patent Owner’s
Preliminary Response and discussed in the Institution Decision. Despite there
being clear notice of the relevance of these issues, Petitioner’s expert was wholly
unprepared to defend or explain his opinions relating to the “channel” terms (as
well as a host of other issues), and the Board should therefore disregard his
opinion. See Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper9 at 15 (PTAB
Aug. 24, 2022) (precedential) (“We have reviewed this excerpt from Dr. Jones’
declaration and note that it merely repeats, verbatim, the conclusory assertion for
which it is offered to support. ... Thus, the cited declaration testimony is
conclusory and unsupported, adds little to the conclusory assertion for which it is
offered to support, and is entitled to little weight.”).

II. Overview of the 094 Patent

The 094 patent describes systems and methods for “delivering telephone

callsusing the combination of a data channel and a voice channel.” Ex. 1001,



Abstract. The invention of the ’094 patent “permit[s] the same handset to be
associated with multiple secondary telephone numbers from which calls appear to
have been made and to which calls appear to have been placed.” Id. The
specification of the ’094 patent describes both incoming calls (calls from a third
party to one of multiple telephone numbers associated with a handset) and
outgoing calls (calls from one of the telephone numbers associated with a handset
to a third party), but the focus of the ’094 patent claims is solely on outgoing calls.

The ’094 patent describes that a handset may be associated both with a
“primary telephone number,” such as the one assigned at activation, and one or
more “secondary telephonenumbers.” Id.,5:6-23. Additionally, the *094 patent
teachesthe use of a “bridge telephonenumber.” 1d., 7:64-66. Information about
an association of a bridge telephone number with each contact telephone number is
transmitted to the user’s handset via a “data channel.” Id., 2:30-34.

When the user places an outgoing call to a contact telephone number, an
application on the handset causes the handset to call the bridge telephone number
associated with the contact telephone number via a “voice channel.” Id., 8:15-20.
The “bridge telephone number may be associated with the switch 110, and calls to
the bridge telephone number may be automatically routed to this switch.” Id.,
7:64-66. The switch then connects the call to an outgoing “voice channel call” to

the contact telephone number, and can “cause[ ] the secondary telephone number to



be displayed as the number from which the call appears to have been placed.” Id.,
8:25-35.

The 094 patent contrasts the use of data channels, which can allow
“communications between the server 100 and the handset 340 over the Internet
316,” for example, using “IP as a protocol,” with theuse of voice channels, which
allow communications “over the [Public Switched Telephone Network]” that may
use “CDMA, GSM or like standards.” Id.,4:44-55. In the invention of the 094
patent, only certain functionality is performed via a data channel, such as
transmitting the association of a bridge telephone number with each contact
telephone number, while other functionality is performed via a voice channel, such
as placing an outgoing call from the switch to the contact telephone number.

III. Level of Skill in the Art

For the purposes of this Response only, Patent Owner does not dispute the
level of skill identified in the Petition (Petition at 4) because the prior art fails to
invalidate under any possible level of skill.

IV. Claim Construction

The Petition does not propose construction of any term. Patent Owner

proposes the following constructions.



A. “channel”

The Petition is based on a construction of “channel” that is both improper
and inconsistent with theintrinsic evidence.! Assuch, Patent Owner proposes the

Board construe “channel” as follows to rectify the error in the Petition:

Term Proposed Construction

A channel does not have to be fully
connected on both ends or actually
transmitting a particular type of

information to qualify as a channel.

channel

One of the features of the challenged claims is that particular information is
transmitted via different channels. For example, in claim 1, information that
indicates a bridge or access telephone number is transmitted to the mobile device

via a “data channel,” whereasthe switch receives an outgoing call “via a second

! Petitioner should not be permitted to raise “new claim construction issues
that were not previously raised in its petition” (Trial Practice Guide at 45) including,
but not limited to, offering support for the construction that Petitioner misleadingly
attempted to hide in its claim analysis in violation of the Trial Practice Guide’s
instruction that “the petitioner must include a statement identifying a proposed

construction” (id. at 44).



channel.” The specification also teaches and emphasizesthe importance of using
different channels, such as data and voice channels, in the invention:

The present invention relates to systems and methods for
setting up and connecting telephone calls, and delivering
information related to such telephone calls using an
Internet Protocol (IP) or other data channel while
delivering the voice portion of the call in accordance with

CDMA, GSM or like voice channel delivery standards.

Ex. 1001 at 1:29-34.

The Petition is based on the false dichotomy that a channel must actively be
carrying voice data to qualify as a voice channel, orelse it is a data channel. See,
e.g., Petition at 25 (“A POSITA would have understood that the encoded message
... 1s automatically transmitted ... viaa data channel rather than a voice channel
because Backhaus discloses that that a voice path is not connected until the
subscriber answers thecall.”). Even though the claims of the 094 patent do not
use the term “voice channel,” the Petition is based on the improper assumption that
voice and data channels are the only possible channels, and that anything that does
not have a voice path connected is therefore a data channel. Petitioner’s expert
likewise confirmed that his opinions were based on the same misunderstanding,
although he could not identify any basis for it and instead kept repeating his

opinion:



Q.  Your understanding that a voice path has to be
connected in order for something to qualify as a voice
channel, what 1s that based on?
A. That is based on -- that is based on my
understanding when I read these patents.
Q.  What specifically in the patents led you to that
understanding?
A. 1, it is my opinion that a person of skill in the art
would have understood when reading this patent that a
channel, when carrying voice, is a voice channel.

And when itis not carrying voice, it is carrying non-

voice data, it would be a data channel.

Ex. 2009 at 75:10-18; see also id. at 53:8-10, 57:2-4.

The Board should therefore construe the term “channel” to confirm that
whether something qualifies as a voice, data, or other channel does not depend on
whethera voice path is connected or the channel is actually carrying voice (or any
other type of) information. The Board need not define the full boundaries of the
“channel” terms, it need only reject Petitioner’s improper construction, which is
sufficient to resolve the dispute between the parties. See Nidec Motor Corp. v.
Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017) (“[W]e
need only construe terms ‘that are in controversy, and only to the extent necessary

299

toresolve the controversy.” (quoting Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc.,

200 F.3d 795, 803 (Fed. Cir. 1999))).



This construction is consistent with the intrinsicevidence. Ex. 2010, 99 40-
42. The patent repeatedly gives examples of protocols/standards that can be used
as data or voice channels. For example, the patent describes “[t]he present
invention” as involvingboth “an Internet Protocol (IP) or other data channel” and
“CDMA, GSM or like voice channel delivery standards.” Ex. 1001 at 1:24-29.
The specification repeatedly describes IP as an exemplary data channel and
CDMA, GSM, 3G, 4G, and/or LTE as exemplary voice channels. Id. at 1:56-59,
4:15-17, 4:44-55.

The specification never suggests that a voice path must actually be
connected and transmitting voice (i.e., that a call must be answered and thus
connected on both ends and actively transmitting voice) to qualify as a voice
channel. Ex.2010, 9943, 48. To the contrary, the specification expressly teaches
that call legs are made over a voice channel before they are connected on both
ends, directly contradicting the Petition’s construction. Id., 4 44. Specifically, in
describing an incoming call, the patent describes that if the user accepts the call,
“the handset application may automatically cause the handset 340 to call the bridge
telephone number in step422 over a voice channel.” Ex. 1001 at 7:4-7. Then,the
patent explainsthat once the call from handset is received at the switch, the switch
“may ‘bridge’ the incoming voice channel call to the bridge telephone number

with the incoming veice channel call to the secondary telephone number to



thereby connect the incoming call from thecalling party to the handset 340 via a
voice channel.” Id. at 7:11-15. As this description makes clear, the patent
expressly describes thetwo pending legs of the call as being “voice channel” calls
before the calls are bridged together to actually connect both ends on a voice path.
Ex. 2010, 99 44-45. Thus, the intrinsic evidence makes clear that channels are not
defined by whether a voice path is connected or whether voice is actually being
carried. /d.

The Petition does not cite to any intrinsic evidence in support of its
construction. See Petition at 25-26. Petitioner’s expert likewise failed to identify
any support for this construction. Ex. 1002, 970. Dr. Lin also could not identify
any basis for his opinion at deposition. Ex. 2009 at 75:4-76:3. The only time the
Petition ever describes channels is in its Overview of the 094 Patent, where the
Petition cites to the 094 patent’s teaching that “[sJuch CDMA, GSM or like
governed communications, when used to carry voice information, are referred to
herein as being conducted over a ‘voice channel.”” Ex. 1001 at 4:49-55 (cited in
Petition at 6). Tothe extent Petitioner attempts to rely on the statement “when
used to carry voice information,” that does not support the Petition’s construction
because the specification is expressly clear that calls can occur over a “voice
channel” before a call is connected (and thus, before any voice is actually

transmitted). Seeid. at 7:4-15. Any attempt to rely on the “when...” statement in

10



isolation would violate settled law that “[i]n construing terms used in patent
claims, it is necessary to consider the specification as a whole, and to read all
portions of the written description, if possible, in a manner that renders the patent
internally consistent.” See Buddev. Harley-Davidson, Inc., 250 F.3d 1369, 1379-
80 (Fed. Cir. 2001) (emphasis added).

A POSITA, reading the whole specification, would understand that this
“when...” statementrefers to the fact that different protocols can be used on top of
one another and that a data protocol such as IP can be used to send information
over GSM. Ex. 2010, 946 (Dr. Akl explaining a POSITA would be familiar with
using multiple protocols on top of one another and would understand the
specification to be referring to this concept). Thus, a POSITA would understand
the “when used to carry voice information” qualifier not to impose a temporal
limitation advocated by the Petition (and directly contradicted by a later example
in the specification), but to refer to using combinations of different types of
protocols on top of one another. /d. In sucha case, a POSITA would look to the
protocol that is set to be used to transmit information, not any underlying protocols
used for bare transmission of across wires (or air waves). See id. (Dr. Akl
explaining a POSITA would look to the protocol set to be used to transmit

information, not other protocols used merely for transport).

11



Indeed, although the Board should not consider extrinsic evidence because
the intrinsic evidence resolvesany dispute on this claim term,? Petitioner’s own
extrinsic evidence supports Patent Owner’s construction. Petitioner’s reference
describing the SS7 protocol (Ex. 1011) teaches that SS7 can be transported over
MTP protocols (as is conventional) or IP (in newer applications), but the reference
refers to the transmission as SS7 regardless of the protocol used merely for

transport (MTP vs. IP):

2 Vitronics Corp. v. Conceptronic, Inc.,90 F.3d 1576, 1583 (Fed. Cir. 1996)

(it is “improper to rely on extrinsic evidence” when “an analysis of the intrinsic

evidence alone will resolve any ambiguity”).
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Figure 4-18 Introductory S87 Protocol Stack

TCAP || ISUP
Level 4 TUP
SccP
Level 3 | MTP Level 3 |
Levelz | MTP Lovel 2 |
Level 1 | MTP Level 1 |

Such a stack uses TDM for transport. This book focuses on traditional SS7 because that
is what is implemented. Newer implementations are beginning to appear that use different
transport means such as IP and that have associated new protocols to deal with the
revised transport.

The 587 physical layer is called MTP level 1 (MTP1), the data link layer is called MTP
level 2 (MTP2), and the network layer is called MTP level 3 (MTP3). Collectively they are
called the Message Transfer Part (MTP). The MTP protocol is SS7’s native means of packet
transport. In recent years there has been an interest in the facility to transport SS7 signaling
over IP instead of using SS7°s native MTP. This effort has largely been carried out by the
Internet Engineering Task Force (IETF) SigTran (Signaling Transport) working group. The
protocols derived by the SigTran working group so far are outside the scope of this intro-
ductory chapter on §57. However, full details of SigTran can be found in Chapter 14, “SS7
in the Converged World.”

Ex. 1011 at 83 (emphasis added); Ex. 2010, 9] 47.

The Board should therefore construe “channel” to make clear that whether
something qualifies as a voice, data, or otherchannel does not depend on whether a
voice path is connected or the channel is actually carrying voice (or any other type
of) data.

V.  The Petition fails to establish the invalidity of any claim.

The Petition fails to establish the invalidity of any claim, for at least the

reasons described below. Further, the Petitioner’s expert declaration is highly
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conclusory and substantially identical to the Petition’s argument. It therefore fails
to show invalidity for the same reasons, and the Board should also disregard this
declaration becauseit is conclusory, interally contradictory, and the expert could
not explain his opinions at deposition (see infra Section V.G).

A. Ground 1: Backhaus does not anticipate limitation [1.c]’s

requirement to automatically transmit information “via a data
channel.”

Limitation [1.c] recites “automatically transmitting information that
indicates the association of the bridge or access telephone number with each of a
plurality of contact telephone numbers to the handset via a data channel.” As
discussed above in the Overview of the 094 Patent (Section I1), one of the salient
featuresof the ’094 patent invention is a precise arrangement in which certain
transmissions occur ‘“via a data channel,” while other transmissions occur “via a
second channel” (e.g.,a voice channel). To show anticipation, the Petition must
show that Backhaus discloses all limitations of the claim as “arranged as in the
claim,” 1.e., that the specifically recited transmission of limitation [ 1.c] occurs “via
a data channel.” Connell, 722 F.2d at 1548. The Petition has failed to make this
showing, and thus Backhaus does not anticipate.

The Petition alleges this limitation is disclosed in two separate ways, each of

which are addressed separately below.

14



1. The Petition’s “first way” fails to anticipate because the
caller ID field is part of a call, and thus not a “data
channel” as properly construed.

The Petition alleges, under its first theory, that the information is transmitted
via a data channel because the “calling party field of the call” may include the
relationship number. Petition at 24 (quoting Ex. 1005, [0055]). But there is no
teachingin Backhaus, and no argument in the Petition, that this “calling party field
of the call” is a ““data channel” or that it is any different from the call itself (e.g., a
voice channel). A POSITA would be very familiar with the concept of caller ID
and would not consider the caller ID field of a call to be delivered over a separate
channel from the call itself. Ex. 2010,9959-60. Tothe contrary,a POSITA would
understand that caller ID 1s delivered over the same voice channel as the call itself,
whetherthat be the PSTN or a wireless voice channel such as GSM, LTE, 3G, or
4G. Id. (Dr. Akl explainingthat caller ID was well known in the art anda POSITA
would consider it to be delivered over same channel as the call, which may be
PSTN or a wireless protocol such as 3G or 4G).

Further, the plain language used by Backhaus—*“calling party field of the
call”—confirms this field is part of the call itself. Ex. 1005, [0055] (emphasis
added). The surrounding teachingsin Backhaus further support that this “calling
party field” is part of the call itself. Backhaus begins describing an incoming call

scenario in paragraph 52, where the third party making the incoming call does not

15



yet have an assignedrelationship number. See id., [0052]. In paragraph 53, the
relationship numberis created. Id., [0053]. Then, in paragraph 54, “SLS platform
115 places the call to the primarynumber ... per its primary service provider 201.”
1d.,[0054]. Thus, a POSITA would clearly understand that the “calling party field
of the call” in paragraph 55, which the Petition relies on, is part of the call itself.
Ex. 2010, 9 59.

The Petition further alleges that “[a] POSITA would have understood that
the encoded message ... i1s automatically transmitted ... via a data channel rather
than a voice channel because Backhaus discloses that that [sic] a voice path is not
connected until the subscriberanswers the call.” Petition at 25 (citing Ex. 1005,
[0052], [0056]). As noted above, this argument 1s based on an improper and
incorrect claim construction, andthus fails to show anticipation of the claims as
properly construed.

Furthermore, a POSITA would understand that the voice calls, while ringing
(i.e., before therecipient picks up and the call is connected), are still using a voice
channel. Ex.2010, 9943, 45, 48 (Dr. Akl explaining that a conventional voice call
is considered to use a voice channel even when ringing, before the voice path is
connected). Petitioner’s own expert wouldnot even fully embrace the Petition’s
argument (despite the same argument being virtually copy-pasted in his

declaration), refusing to characterize theringing state as using a data channel and

16



instead claiming “[1]t is something before the call.” Ex. 2009 at 50:12-57:5. But
he refused to identify what “something” channel was used while ringing. Id.
Petitioner’s expert failure to explain the basis of his opinion confirms that there is
no supporting factual basis for this opinion and the Board should therefore
disregard it. Indeed, the Board should disregard the entire expert declaration
because it is conclusory, intemally contradictory, and Dr. Lin repeatedly could not
explain the basis for his opinions at deposition, as explained further below in
Section V.G.

The Petition proceeds to argue that “Backhaus discloses that communication
protocols, including IP-based communications (‘data channel’), may be used for
establishing the relationship between various numbers and associated databases (as
described above).” Id. (citing Ex. 1005, [0073]). But thisargument is not enough
for anticipation, which requires showingthat the specific communication recited in
the claim occurs via a data channel. The description in Backhaus [0073] does not
describe any specific transmission of information.

Further, the description in Backhaus [0073] is expressly related to a path in
Figure 4 starting with Figure 4D (Ex. 1005, [0071]), which is reached by following
the “no” branch of block 432 of Figure 4C (id.), which is in turn reached from
following the “no” branch of block 404 of Figure 4A (id., [0069]). Block 404 of

Figure 4A is determining whether a call is received from a third party. Id., [0062].

17



Thus, the disclosure in paragraph 73, which can only be reached by following the
“no” branch of block 404 of Figure 4A (meaning there is not an incoming call
from a third party) is irrelevant to the Petition’s first way (which expressly relies
on an incoming call from a third party, see Petition at 20, 22-23). A POSITA
would understand these are different embodiments used in different processing
paths. Ex. 2010, 94 63-69 (Dr. Akl describing the flow path of Figures 4A-4D and
the different embodiments disclosed therein).

In fact, getting to the point in the path where Backhaus[0073] is discussed is
only possible by following the “no” branch of block 404 (meaning there is no
incoming call from a third party, Ex. 1005, [0062]) and the “no” branch of block
432 (meaning the communication is not a call to a relationship number, Ex. 1005,
[0069]). Backhaus expressly describes this as the SLS platform “determin[ing]
that the communication is a data communication over network 125 that originated
from an SLS client of a subscriber TD.” Id.,[0071]. Thus, thediscussion of using
[P-based communication in Backhaus [0073] (which relates to a data
communication that has been determined is nof an incoming call) is a different
embodiment from the Petition’s first way (which relies on an incoming call) and a
POSITA would understand that it is not possible to get to the processing path
described in [0073] as part of an incoming call from a third-party. Ex. 2010, 9 67-

69 (Dr. Akl explainingthe disclosure of paragraph [0073] is impossible to reach

18



for an incoming call from a third-party based on the flow path in Figures 4A-4D).
These two separate embodiments cannot show anticipation.?

The Institution Decision found that the Petition’s argument on this limitation
was sufficient based on teachings in Backhaus [0072] and [0074]. Paper 9 at 18-
19. Asan initial matter, neither the Petition nor its expert rely on [0072] or [0074]
in connection with the first way (see Petition at 23-26; Ex. 1002, 94 69-70), and as
such the Board should not consider these paragraphs in connection with this
argument. Buteven ifthe Board considers their disclosure, paragraphs [0072] and
[0074] relate to the same flow path described above, which is impossible to reach
in connection with an incoming call. Ex. 2010, 99 63-69 (Dr. Akl explaining
paragraphs [0072] and [0074] are part of same flow as paragraph [0073] and
equally impossible to reach for an incoming call from a third-party). Thus,
paragraphs [0072] and [0074] are equally irrelevant tothe Petition’s first way and

the Petition fails to show anticipation for the same reasons described above.

b

3 Neither the Petition nor the Petitioner’s expert rely on the “at once envisage’
standard, meaning that the reliance on separate embodiments is fatal to the

anticipation arguments presented in the Petition. Kennametal, Inc. v. Ingersoll

Cutting Tool Co., 780 F.3d 1376, 1381 (Fed. Cir. 2015).
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2. The Petition’s “first way” fails to anticipate even under the
Petition’s improper construction.

The Petition’s “first way” also fails to anticipate—even under the Petition’s
improper construction—because, as explained above, the teaching about using an
IP protocol in Backhaus [0072]-[0074] is impossibleto reach in the flow path for
an incoming call. A POSITA would understandthese are separate embodiments.
Ex. 2010, 99 67-69. The Petition therefore fails to show anticipation because it
relies on two distinct embodiments and makes no argument under the “at once
envisage” standard.

Further, even if the Board does not adopt Patent Owner’s proposed
construction, the Petition’s “voice path” argument still fails because is not
consistent with the claim language. The claim recites that information is
transmitted via a “data channel.” The Petition’s argument, however, focuses on
when avoice path for an incoming call is connected. The 094 patent concerns
outgoing calls, and the claims therefore never require that an incoming call is ever
connected via a voice path. Thus, the Petition’sargument regarding the timing of
an incoming voice path being connected is inconsistent with the claims by
imposing a requirement relating to incoming calls that is not recited in any claim
limitation of the 094 patent.

The Petition’s argument also fails as a matter of common sense. It is true

that, when making phone calls—including on conventional, landline phones—*a
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voice path is not connected until the subscriber answers the call.” Petition at 25.
But the fact that the voice path is not connected until the call is answered does not
mean that there is a separate “data channel” being used prior to the moment of
connection. The Petition fails to justify this leap in logic or the introduction of a
second channel not mentioned in Backhaus [0052]-[0056]. Nor does the Petition
argue thatthe use of a data channel for this particular transmission is somehow
inherent. The Petition merely offers an unsupported conclusion, which cannot
meet Petitioner’s burden of showing anticipation.

3. The Petition’s “second way” fails to anticipate because the

Petition fails to show the use of a “data channel” under any
possible construction.

The Petition next argues, under its second theory for limitation [1.c], that the
SLS platform then “returns the next available relationship number to TD 110.”
Petition at 26 (citing Ex. 1005, [0074]). The Petition does not ever appear to
contend this specific transmission occurs “viaa data channel.” See id. The cited
portion of Backhaus does not identify any specific channel as being used for this
transmission. See Ex. 1005, [0074]. The Petition argues that “TD 110 may
communicate with SLS platform 115 using various protocols/mechanisms” that
allegedly include IP, cellular, Wi-Fiand other protocols. Petition at 28 (citing Ex.

1005, [0072]-[0073]). Butthe mere fact that Backhaus describes that unspecified

communications can occur via various channels is not enough for anticipation:
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Backhaus must teach the specific arrangement of the claims, in which specific
transmissions occur via a “data channel” and other transmissions occur via a
“second channel.” Backhaus contains no such teaching, and thus fails to anticipate
limitation [1.c]’s requirement that a specific transmission occur “via a data
channel.”

In the Institution Decision, the Board discussed paragraphs [0072]-[0074] of
Backhaus. The Board held that Backhaus discloses using IP for “sharing
information between the SLS module 105 [of the subscriber TD 110] and the SLS
platform 115.” Paper 9 at 15 (quoting Ex. 1005, 9 [0073]). The Board further
stated that “one piece of information shared between the SLS platform and the
subscriber TD is a relationship number.” Id. at 15 (citing Ex. 1005 9 [0072],
[0074]). Buteven these holdings are insufficient to show anticipation. The fact
that some information shared between the SLS module and platform may occurvia
IP and that one piece of information shared is a relationship number does not mean
that the relationship number specifically is transmitted via [P. A POSITA would
understand Backhaus [0073] to be describing transmission of information
generally, not that any one specific piece of information (much less the relationship
number specifically). Ex. 2010, § 72. A POSITA would understand that
Backhaus’ discussion of using IP could be referring to other information shared

between the SLS platform and module. /d.
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The Petition therefore fails to show that Backhaus anticipates limitation [ 1.c]
under any construction and under any of the Petition’s alternative theories, and
thus Ground 1 fails to show anticipation of any claim.

B. Ground 1: The Petition fails to show anticipation because it takes
internally contradictory positions on the “channel” limitations.

The Petition takesinternally inconsistent positions on what qualifies as a
“channel” and thus fails to show anticipation (regardless of how “channel” is
construed).

For limitation [1.c], the Petition relies on a third-party calling an SLS
subscriber. Petition at 20-21. The Petition relies on Backhaus’ express teaching
that “the SLS platform 115 may proceed to establish the second half of the call—
the call from the SLS platform 115 to the subscriber’s TD 110. The SLS platform
115 places the call to the primary number 1.408.544.1212 that points to subscriber
TD 110 per its primary service provider 201.” Ex. 1005, [0054] (quoted in Petition
at 23-24). The Petition alleges that the “calling party field of the call placed from
SLS platform 115 to subscriber TD 110” may include the relationship number.
Petition at 24 (citing Ex. 1005, [0055]). The Petition contends that this call is
received “via a data channel” because “a voice path is not connected until the
subscriber answers thecall.” Petition at 25. Thus, for limitation [1.c], the Petition

relies on (1) a call leg between the SLS platform and subscriber; (2) that has a
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calling party field; and (3) that has not yet been connected on both ends. Ex. 2010,
q77. The Petition argues that these three factors mean the call is received via a
data channel.

For limitation [1.e], however, the Petition makes a contradictory argument.
For limitation [1.e], the Petition relies on a call from the subscriber to the
relationship number, which is routed to the SLS platform. Petition at 35-36 (citing
Ex. 1005, [0049], [0059]). The Petition contends this call uses a voice channel
“because calls are routed through network 125, where the disclosed switch
establishes a voice channel (‘second channel’) through the disclosed PSTN in
network 125, to facilitate voice communication in the connected call.” Petition at
41. The Petition admits that this call has a “calling number,” which the SLS
platform recognizes and uses (in conjunction with the relationship number) to
determine the correct contact numberto create the second leg call to the contact.
Petition at 42-43 (quoting Ex. 1005, [0060]). The Petition concedes that the call
received from thesubscriber is not connected until the SLS platform creates the
second leg of the call and completes thecall. Petition at 44. Thus, for limitation
[1.e], the Petitionrelies on (1) a call leg between the SLS platform and subscriber;
(2) thathas a calling party field; and (3) that has not yet been connected on both
ends (because at the moment it is received by the SLS platform, which is the

moment relevant to limitation [1.¢], the second leg has not even been created yet,
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so the call isnot yet picked up by the contact being dialed). Ex. 2010, § 82. The
Petition arguesthat this call is received viaa “second” channel, which the Petition
identifies as a “voice channel.” Petition at 41.

These two positions are inherently contradictory and cannot be reconciled.
There is no relevant difference between these two call legs: (1) both are between
the SLS platform and subscriber; (2) both have a calling party field; and (3) both
havenot yet been connected on both ends (or, to use the phrasingof the Petition, a
“voice path” has not yet been connected). The only difference is that the call leg
relied on for limitation [1.c] is placed from the SLS platform to subscriber,
whereas the call leg relied on for limitation [1.e] is placed in the other direction:
from the subscriber to the SLS platform. Butthere is noreason why the direction
of the call should matter in determining what “channel” is being used, and a
POSITA would conclude that both calls would be received on the same channel.
Ex. 2010, 9 84. The Petition certainly offers no justification for why a
substantially identical call leg is allegedly received over a “data channel” in
limitation [1.c] but somehow qualifies as a “voice channel” for limitation [1.e].

There is no dispute that the claimed “second channel” recited in [1.e] must
be different from the “data channel” recited in [1.c]. Petitioner’s expert expressly

conceded this point:
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Q. Okay. And the second channel in the claims here
has to be a different channel than the data channel
mentioned earlier. Correct?

A. Yes.

Ex.2009 at 152:18-21. Thus, the call leg relied on for limitation [1.e] must be
received on a different channel than the call leg relied on for limitation [1.c], but
the Petition fails to identify any differences and instead asserts—in purely
conclusory fashion—that the virtually identical call legs are somehow received on
different channels.

When Petitioner’s expert Dr. Lin, whose analysis is a virtual copy-paste of
the Petition (see Ex. 1002, 99 64-70, 76-80), was confronted with this contradiction
(in the context of the related *585 patent challenged in Case No. IPR2023-00357,
which has the same specification and for which Dr. Lin offered the same
contradictory opinion), he could not identify any reason why the [1.c] call leg
would be received on a data channel whereas the [1.¢e] call leg qualified as being
received on a voice channel:

Q.  Sure. So, I’'m asking about the two different calls
yourely on. First in Paragraph 68, what you call the first
way.

And then the call from the subscriber’s device to the
relationship number that you are relying on for Limitation

1D.
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And, both of those calls are between a subscriber’s
terminal device and the SLS platform. They both have a
calling party field. Theyare bothreceived before the voice
path is connected.

So, why do you conclude that the call in Paragraph

68 1s a voice -- or is a data channel but the call in
Limitation 1D is a voice channel?
THE WITNESS: So, going back to 1B, the limitation
just requires transferring information that indicates an
access telephone number to the mobile device by data
channel.

So, the first way that I explain is in that scenario, the
SLS platform is, is providing information that are not just
for that second half of the call.

It is providing information about the relationship
numberand the actual number of the actual calling party.

And so, that information, as I discussed, Backhaus
teaches that it -- the IP can be used for that
communication. And so that would be the channel.

So, I think the issue is that Limitation 1B, I am
showinghow Backhaus describes how this information is
sent over data channel. And this information is the

specially encoded message.

Ex. 2009 at 182:6-183:20. This long, rambling answer does not identify a single
relevant difference between the two scenarios. That Dr. Lin cannot explain why he

reaches exactly opposite opinions for scenarios that are virtually identical confirms
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that his opinions, and the arguments of the Petition, are conclusory, inherently
contradictory, and unreliable. The Board should therefore disregard Dr. Lin’s
conclusory expert testimony, as further described below. See infra Section V.G.
Additionally, this contradiction means the Petition has failed to show anticipation
because it fails to show the two different channels as required by the claims.

C. Ground 1: Backhaus does not anticipate the claim’s requirement
that the same “switch” perform limitations [1.e], [1.f], and [1.g].

Limitations [1.e], [1.f], and [1.g] recite as follows:

[1.e] receiving, at a switch associated with the server, an
outgoing call from the handset to the bridge or access
telephone number via a second channel;

[1.f] receiving, at the server, information from the switch
indicating the outgoing call is being made to the bridge or
access telephone number from the primary telephone
number; and

[1.g] receiving, at the switch, information from the server
directing the switch to: (a) connect the outgoing call to a
contact telephone number associated with the primary
telephone number and bridge or access telephone number
pairing, and (b) identify a telephone number from which
the outgoing call is being made as the secondary telephone

number.

Thus, each of limitations [1.e],[1.f], and[1.g] requires the same “switch” to send

or receive information related to the call. Limitation [1.e] introduces the switch
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using the phrase “a switch associated with the server.” Limitations [1.f] and [1.g]
both refer to “the switch,” which refers back to the same switch identified in
limitation [1.e]. Thus, the same switch must be shown to meet the requirements of
limitations [1.e], [1.f], and [1.g] in order to anticipate the claims. Connell, 722
F.2d at 1548.

The Petition does not contend that Backhaus discloses any switch, and it
doesnot. Instead, the Petition relies on inherency, arguing: “[a] POSITA would
have understood that network 125 necessarily includes the claimed ‘switch,” such
as the signal switching points (SSPs, which are knowns as ‘switches’ or
‘exchanges’) included in the disclosed PSTN.” Petition at 37. But even if the
Petition is correct that the network necessarily includesa switch, that would still be
insufficient to prove anticipation. Inherency requires that the prior art “necessarily
functions in accordance with, or includes, the claimed limitations.”
MEHL/Biophile Int’l Corp. v. Milgraum, 192 F.3d 1362, 1365 (Fed. Cir. 1999).
Inherency “may not be established by probabilities or possibilities. The mere fact
that a certain thing may result from a given set of circumstances is not sufficient.”
Id. (original emphasis) (quoting In re Oelrich, 666 F.2d 578, 581 (C.C.P.A.1981)).

Here, the Petition’s inherency argument fails because using the same switch
to perform all three limitations is merely a possibility or a probability. The Petition

never provides a single reason why it would be necessary to use the same switch.

29



It is not necessary, and thereforeit is not inherent. Indeed, at least one alternative
possible arrangement is readily apparent: using two different switches and bridging
the call on Backhaus’ SLS platform server. Ex. 2010, 4 89-92.

Specifically, in Backhaus, a call could be received at a first switch (as the
Petition alleges in relation to limitation [ 1.e]), but the Backhaus server could direct
a different switch to connect the outgoing call (conflicting with limitation [1.g]).
The calls could then be bridged on the server itself, not at a single switch. This is
consistent with Backhaus’ express teachings that “the SLS platform 115 —mnot any
switch—“connects the two legs of the call” and that calls can be connected “via a
forward or a bridge, as well as other technologies.” Ex. 1005, [0056]. A POSITA
would understand that such multi-switch arrangements were not only possible but
would be beneficial in some circumstances. Ex. 2010, 49 90-91 (Dr. Akl
explaining that the use of multiple switches is possible and may be beneficial in
some circumstances, such as for load balancing).

Thus, the use of a single switch for limitations [1.e], [1.f], and [1.g] is not
inherent because there was at least one available alternative design, which
confirms the Petition cannot show inherency. See, e.g., PersonalWeb Techs., LLC
v. Apple, Inc., 917 F.3d 1376, 1382 (Fed. Cir. 2019) (overturning the Board’s

inherency finding where there was “an equally plausible, if not more plausible,
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understanding” of the prior art, such that it did not necessarily disclose the claim
limitation).

The Petition’s own argument further confirms its failure to prove inherency.
For example, the Petition identifies multiple switches in the PSTN, including at
least “a calling party’s local switch and a destination’s local switch.” Petition at
38. The Petition further relies on the Taylor reference, a completely separate
reference from Backhaus, which depictsa network with at least five switches, as

highlighted in yellow below:
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Ex. 1007, Fig. 1A. The Petition offers no reason why Backhaus must necessarily
use any of the teachings of Taylor and furthermore fails to demonstrate that either
Backhaus or Taylor teach that it is necessary to use the same switch. To the

contrary, as shown in Figure 1A of Taylor, the prior art makes clear that there are
multiple switches in the network that may be used in connection with a call. A
POSITA would understand that multiple different switches in Taylor couldbe used

for different legs of a call. Ex. 2010, 9 94.
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Finally, the Petition attempts to rely on alleged admissions that switches
were well-known. E.g., Petition at 38 & n.7. But even if switches were well-
known generally, that does not mean that the specific architecture of the claims—
1.e., asingle switch for performing the functions recited in each of limitations [1.e],
[1.f],and [1.g]—was well known. The Petition does not identify any admission as
to this specific architecture. Mere general admissions that switches were known 1s
insufficient to prove anticipation because they do not show all the claim elements
in a “single prior art reference” as required for anticipation. See Structural Rubber
Prods. Co. v. Park Rubber Co., 749 F¥.2d 707, 716 (Fed. Cir. 1984) (for
anticipation, rejecting argument that “missing elements may be supplied by the
knowledge of one skilled in the art”).

The Institution Decision concluded that the Petition’s discussion of “local
switches” was sufficient to meet this limitation. Specifically, the Board stated that
“Petitioner presents evidence that each telecommunication device or server
necessarily accessesa PSTN using its own local switch.” Paper 9 at 18. But none
of the evidence cited by the Board requires that there must be an exclusive
relationship with a single switch. The cited analysis from Petitioner’s expert
testimony merely states that a local switch isused, but does not allege, much less
provide any evidence, that a must necessarily be connected to one and only one

local switch. See Ex. 1002, q 83. The documentary evidence likewise merely
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discusses local switches, but never establishes that an exclusive relationship with a
single switch is inherent. See Ex. 1007, Fig. 1A; Ex. 1011 at 6-7.

In all its discussion of “local switches,” the Petition never alleges, nor
provides any evidence, that an endpoint may only have one local switch and that
all calls are necessarily routed through that switch. A POSITA would understand
that an endpoint such as a sever could be connected to multiple local switches. Ex.
2010, 993. Indeed, a POSITA would understand the concept of a “local” switch is
not some fixed, pre-defined exclusive relationship, but merely refers to which
switch is being used for a particular call. /d. Because it is possible to use multiple
local switches, the claim limitations are not inherent.

The Petition therefore fails to show that Backhaus anticipates limitations
[1.e],[1.f], and[1.g],and thus Ground 1 fails to show anticipation of any claim.

D. Ground 1: Backhaus does not anticipate claims 2 or 4.

Claims 2 and 4 depend on claim 1 and thus incorporate all of claim 1’s
requirements. Because Backhaus does not anticipate claim 1, it cannot anticipate
claims 2 or 4.

E. Ground 2 fails for the same reasons as Ground 1.

Ground?2 relates solely to claim 3, which ultimately depends from claim 1
and incorporates all of its requirements. See Petition at 49-53. The Petition does

not allege that any disclosure in Saksena is relevant to claim 1. /d. Nor does the
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Petition contend or argue that any aspect of claim 1 would be obvious based on
Backhaus in combination with Saksena. Id. Thus, Ground 2 incorporates all the
flaws of Ground 1 and fails for the same reasons that Backhaus fails to anticipate
claim 1.

F.  Grounds 3-4 fail for the same reasons as Ground 1.
For Grounds 3 and 4, the Petition relies on Taylor in relation to the “switch”
recited in limitations [1.e], [1.f], and [1.g]. See Petition at 53-58.
1. Grounds 3-4 fail to render obvious [1.c] and rely on the

same inconsistent position as Ground 1 regarding the
“channel” terms.

The Petition doesnot contend that any disclosure in Taylor is relevant to
limitation [1.c] or the “channel” terms in claim 1. /d. Nor doesthe Petition argue
that any aspect of limitation [1.c] or the “channel” terms in claim 1 would be
obvious based on Backhaus in combination with Taylor (with or without Saksena).
Id. Thus, Grounds 3 and 4 incorporate the same flaws of Ground 1 with respect to
limitation [1.c] and the “channel” terms in claim 1 and fail for the same reason that
Backhaus fails to anticipate these limitations of claim 1.

2. Grounds 3-4 fail to render obvious the use of a single
“switch” for limitations [1.e], [1.f], and [1.g].

The Petition argues it would be obvious to “include a PSTN interface similar
to that discussed in Taylor when implementing Backhaus’ telephony service

system.” Petition at 55-56. But the PSTN interface is not a switch. Taylor clearly
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and unambiguously identifies a different element (Below highlighted circles
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o
)
Telaphones
20 PRI Conventional
\ Computer Telephony

. : PRI Senver(s)

T | PBX |- »  PSTNInterface [N 5
Zaie cTAn 8
~Way icati

CT Applications
{2.g. Cusiomer
WVelP WolP Service, Help Desk) ~~ 56
TCRIP
Network Interface N
a4
INTERNET / IP Network
H.32 ”
VolP | | CTI
Phone PC EMb """" SWEE
oo e
O 0 HTML
42 Phones 40 1 app u“./' APP
FIG. 1A (Prior Arf)

Ex. 1007, Fig. 1A, [0004] (identifying “switches 127); c.f- [0008] (describing
“PSTN interface 52 as an interface of “CT server 50).

A POSITA would thus understand the proposed combination does not
involve a switch at all and thus does not render obvious limitations [1.e], [1.f], or

[1.g], each of whichrecite a “switch.” Ex.2010, 9998-99 (Dr. Akl explainingthat
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a POSITA would understand Taylor’s PSTN interface to not constitute a “switch”
as claimed). Indeed, the Petition implicitly concedes this by stating that “PSTN
interface 52 disclosed in Taylor is similar to the switch described in the 094
Patent’sexamples.” Petition at 55. But similarity is not enough. The claims recite
a “switch” and thus the Petition must show it is obvious to perform the limitations
on a “switch” not merely on some device similar to a switch.

Even ifthis PSTN interfaceis considered to be a switch (despite there being
no evidence in the record that it actually is a switch), Taylor fails to teach one
single “switch” performing limitations [1.e], [1.f], and [1.g] and, thus, the
combination of Backhaus and Taylor would not have rendered claim 1 obvious. In
particular, Taylor expressly depicts that a network consists of multiple switches,
such as the five shown in Figure 1A above. The Petition does noteven attempt to
show that it would have been obviousto use the same switch for the functionalities
listed in limitations [1.e],[1.f], and[1.g]. Instead, the Petition merely alleges that
“a POSITA would have been motivated to connect SLS platform 115 with the
PSTN and to also include a PSTN interface.” Petition at 56. The Petition also
relies, in part, on alleged admissions that switches were well-known generally. 7d.
at 55. But merely includinga “PSTN” or generally well-known switches does not
render obviousthe specific architecture of the claims, which require using the same

switch for the specific functionality recited in limitations [1.e],[1.f], and[1.g]. As
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explained above, other architectures were possible, including using different
switches, and those alternatives had advantages such as load balancing. Ex. 2010,
9 100. The Petition offers no reason why the specific architecture of the claims
would be obvious and there is none.

Finally, the Petition fails to offer any reason why a POSITA would use
Taylor’s PSTN interface when Backhaus already interfaces with the PSTN on its
own. Backhaus expressly states that it can direct calls “via the PSTN.” E.g., Ex.
1005, [0136]. In lightofthis,a POSITA wouldunderstand that Backhaus already
has its own mechanism for interfacing with the PSTN. Ex. 2010, 4 101 (Dr. Akl
explaining a POSITA would understand Backhaus has its own interface to the
PSTN). The Petition offers no reason for replacing Backhaus’ PSTN interface
with that of Taylor and thus fails to justify its proposed combination.

Thus, Grounds 3 and 4 fail for the same reasons that Backhaus fails to
anticipate claim 1.

G. The Petition’s conclusory expert declaration should be
disregarded.

The expert declaration submitted with the Petition is virtually identical to the
Petition, highly conclusory, internally contradictory, and the expert could not
explain his opinions at deposition. The Board should therefore disregard this
conclusory opinion. See Xerox Corp. v. Bytemark, Inc.,IPR2022-00624, Paper 9 at

15 (PTAB Aug. 24,2022) (precedential) (“We have reviewed this excerpt from Dr.
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Jones’ declaration and note that it merely repeats, verbatim, the conclusory
assertion for which it is offered to support. ... Thus, the cited declaration
testimony is conclusory and unsupported, adds little to the conclusory assertion for
which it is offered to support, and is entitled to little weight.”).

The declaration does not contain any statement of the legal standards the
expert understood or was applying, such as standards relating to defining the
person of ordinary skill in the art, anticipation, or obviousness. The expert could
not identify a single standard that he applied in hisanalysis, and worse, Petitioner’s
counsel gave plainly improper privilege cautions in an apparent attempt to hide
whatever standards the expert was given and applied in his declaration:

Q. Were you given any legal standards that you
considered or applied in your analysis?

MR. HERR: 1 would like to launch a little caution
here. I caution the witness not to answer the question to
the extent that the answer wouldreveal any attorney/client
privileged communications.

Otherwise you may answer.

THE WITNESS: So, my declaration is my analysis

how the prior art discloses certain teachings.

Ex. 2009 at 9:1-11; see also id. at 14:5-17:6 (Dr. Lin repeatedly failing to answer
whetherherelied on any standards given by Petitioner’s counsel in performing his

analysis and Petitioner’s counsel repeatedly cautioning the witness under privilege
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grounds). Petitioner’s counsel conceded that instructions from counsel “regarding
the standards for invalidity that he relied on in his declaration™ are not privileged
(id. at 23:6-11), but repeatedly gave improper cautions to questions that were
expressly limited to asking about instructions from Petitioner’s counsel that he
relied on. After extensive questioning, the witness resorted to claiming he could
not recall whether Petitioner gave him instructions on any legal principle. Id. at
25:3-10 (re defining level of skill), 26:9-22 (re applying level of skill), 33:11-34:1
(re anticipation), and 34:3-11 (re obviousness). Thus, the standards that formed the
basis of Dr. Lin’s opinion are a complete mystery, rendering his declaration
conclusory andunreliable. When combined with the near-identical nature of the
Petition and the declaration, and Petitioner’s counsel’s improper privilege cautions,
this strongly suggests that the Petition is nothing more than an attempt by
Petitioner to give its counsel’s legal argument the veneer of expert opinion so that
they can qualify as factual evidence ratherthan unsupported argument. The Board
should not endorse such sleight of hand and should instead disregard the
declaration entirely.

Furthermore, the declaration fails to explain critical points and contains
contradictory positions. As noted above, the declaration fails to contain any
explanation of the basis for the opinion that a “voice path” must be connected or

else the communication is using a data channel. Ex. 1002, 9 70; Ex. 2009 at 75:4-
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76:3 (Dr. Lin failing to identify any basis and simply restating his conclusory
opinion). Worse, Dr. Lin directly contradicts himself by later arguing that a
virtuallyidentical call leg is made over a voice channel. See supra Section V.B.
Dr. Lin could not identify any material difference between these two call legs that
justifiedhim reaching diametrically opposed conclusions. Seeid. This inability to
explain his opinions confirms that there is no basis for his conclusory opinion and
the Board should simply disregard Dr. Lin’s declaration.

Dr. Lin also repeatedly could not answer whether a call is using a voice
channel when the phone is ringing before it is picked up. Instead, he tried to
redirect to his opinions about Backhaus:*

Q. In aconventional landline to landline call, would a
person of ordinary skill in the art consider the call to be
using a voice channel when it is ringing before the call has
been picked up or answered?

THE WITNESS: Yeah,soI think the teaching that

I have applied doesn’t bring that into question.

4+ Although some of the deposition testimony cited in this section references
the *585 patent (which is challenged in Case No. IPR2023-00357), the *094 patent
is related to the *585 patent and shares the same specification. Additionally, Dr. Lin
offered substantially similar, if not identical, invalidity opinions for both patents,

confirming this testimony remains relevant to this proceeding.
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Again, my analysis of Limitation 1B, for example
in the ’585, I describe how information that is sent before
the voice path is connected, Backhaus teaches that to be

sent over a data channel.

Ex. 2009 at 54:3-16; see also id. at 50:9-54:2, 54:17-57:5 (repeatedly declining to
answer this question). But the understanding ofa POSITA is a critical issue in this
proceeding, particularly when Dr. Lin offers opinions based on a supposed
understanding of a POSITA that depends on whether a voice path is connected.
Dr. Lin’s inability to answer questions about how a POSITA would understand the
concept of a channel in the context of a conventional phone call confirms that he
cannot explain the basis for his conclusory opinions (or worse, that these
conclusory opinions are not based on expert technical knowledge but instead based
on hindsight and using the claims to identify whatever Petitioner needs to show
invalidity). The Board should disregard this declaration.

Dr. Lin also refused to answer questions about whether conventional caller
ID is transmitted over a voice channel or data channel:

Q. Tam askingabout call routing as is known in the art.
Not specific to Backhaus’s SLS platform, but just a
general phone call.

When the CLID is transmitted, is that using a voice

channel or a data channel or something else?
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THE WITNESS: So, again, in myanalysis of 1B, |
explain how Backhaus teaches that limitation or discloses
that limitation.

And I would be happy todescribe my opinion there.

Ex. 2009 at 60:6-19. He further claimedhe couldnot answer the question because
he has “not performed that analysis.” Id. at 63:10-21. But Dr. Lin should have
analyzed the difference between a voice and data channel before offering the
opinion that a channel was definedin a particular way. And of course, considering
conventional technology in the field is part of what a POSITA would do. That Dr.
Lin failed to do so confirms that he did not apply the correct legal standards and
simply signed on to conclusory opinions that lacked support.

Dr. Lin also repeatedly refused to answer questions about whether calls were
using a voice channel at the moment they were received by the platform in
Backhaus. See Ex. 2009 at 67:3-73:19. Instead, he tried to deflect by answering
about different time periods:

Q. I’m not talkingabout things that can happen after
the call isreceived. Justat the one moment where the call
1s very first received by the SLS platform, at that moment,
1s it being received on a voice channel?

THE WITNESS: So again, the call itself, I think thecall
itself, thereis certainly, once the voice path is established

is certainly over the voice channel.
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But in thesetup of that call and so forth, I think the

information being exchanged is not voice.

Ex. 2009 at 73:20-74:12 (emphasisadded). Limitation [1.e]requires receiving at a
switch a call “via a second channel.” Thus, Dr. Lin was required to consider
whetherthe call being received at the platform was on a second channel (voice
channel) before the call was actually connected. That he refused to answer this
question and triedto instead talk about the different time period “once the voice
path is established” confirms that he could not defend or support his opinions
regarding the “channel” term.

Dr. Lin similarly refused to answer questions about whether calls described
in the specification were made over a voice channel at a particular moment in time.
The specification teaches the “the handset application may automatically cause the
handset 340 to call the bridge telephone number in step422 over a voice channel.”
Ex. 1001, 7:4-7. The 094 patent is unambiguous that the voice path between the
two ends of the call is not connected until later step 424 where the two call legs are
bridged. Id., 7:9-15. Despite this clear teaching, Dr. Lin repeatedly refused to
confirm the call was made before the voice path was connected. See Ex. 2009 at
81:14-93:22. Instead, hecontorted the teaching of the patent, claiming that the
plain language “over a voice channel” actually meant over something “that can act

as a voice channel”:
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Q. Andthatcallin step422 is before the voice path is
connected by bridgingthe two calls in step 424. Correct?
A.  Well, I think when it says over a channel, over a
voice channel, I think it is talking about making a call over

something that, that can act as a voice channel.

Id. at 87:14-20. Hethen ultimately claimed that in this call “the voice channel
becomes active when the calls, when the call is fully established.” Id. at 92:4-18.
He also claimed that voice channels can be “there” without carrying voice
(contradicting the opinion that it isnot a voice channel before the “voice path” is
connected on both ends):

Q.  Andwhen you say when the call is fully established,
you are talking about when the two legs are bridged in step
424, correct?

A. So, I think the voice channels are still there. The
voice channel is still there. They are just not yet acting.
They are just not yet carrying voice. They are just not

acting as voice channels.

Ex. 2009 at 92:20-93:5. Dr. Lin thenrefusedto identify the specific step number
(of this example in the patent specification) wherethe handset began using a voice
channel (id. at 97:18-104:10) until finally admitting that in his opinion, the voice
channel was not used until step 424 (id. at 104:12-107:1). This directly contradicts

the specification, which teaches that earlier step 422 is a call “over a voice
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channel” (Ex. 1001, 7:4-7). Dr. Lin’s opinions are thus inconsistent with the
patent, perhaps because he was neverinstructed to apply the ordinary meaning in
light of the specification. See, e.g., Phillips v. AWH Corp., 415 F.3d 1303, 1315
(Fed. Cir. 2005) (“claims ‘must be read in view of the specification, of which they
are a part’”).

Dr. Lin’s opinions about the “channel” term are also inconsistent with the
patent in another way. When asked about an express statement in the specification
identifying exemplary voice channels, Dr. Lin disagreed that those examples were
voice channels:

Q. Okay. Turn to the 585 patent, which is, for the
record, that is Exhibit 1001 in Petition Number 357.

Q. Column 1, Lines 62 to 64.

Q. Yes. Okay. And here the patent references, “Using
a voice channel provided in accordance with a voice
channel protocol, e.g., in accordance with CDMA or
GSM, 3G, 4G, LTE or like future protocol channel
standards.”
Do you see that?
A.  Yes.
Q. Andso you agree that in the context of the patents,
CDMA, GSM, 3G, 4G, and LTE are all examples of voice

channels. Correct?
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A. 1 don’t think a person of ordinary skill in the art

reading this would make that conclusion.

Ex. 2009 at 76:4-77:9. Dr. Lin’s admission that his opinions are inconsistent with
the patent’s teaching confirms that his opinions are unreliable and should be
stricken.

In sum, Dr. Lin’s opinions, particularly relating to the disputed “channel”
terms, are highly conclusory and he could not explain the basis of these opinions at
his deposition. His declaration is a virtual copy of the Petition and does not
provide a sufficient explanation of the basis of his opinions. Thus, “the cited
declaration testimony is conclusory and unsupported, adds little to the conclusory
assertion for which it is offered to support, and is entitled to little weight.” Xerox,
[PR2022-00624, Paper 9 at 15. The Board should therefore disregard Dr. Lin’s
declaration in its entirety.

V1. Conclusion

For at least the foregoing reasons, the Petition has failed to show that any
claimis invalid, and the Board should issue a Final Written Decision finding that

no claim has been shown invalid.

Dated: October 26, 2023 /s/Louis L. Campbell
Louis L. Campbell (Reg. No. 59,963)
WINSTON & STRAWN LLP
255 Shoreline Dr., Ste. 520
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