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1001 Asserted U.S. Patent No. 10,148,105 The ’105 Patent 

1002 Prosecution history of the ’105 Patent ’105 File History 

1003 Prosecution history of the ’105 Patent’s 

reissue application No. 17/112,920 updated 

until Sept 30, 2022 

Reissue History 
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Koebler 
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1008 U.S. Patent No. 8,493,021 Richardson 
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1014 U.S. Patent Pub. No. 2014/0368155 The ’115 Publication 
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1020 U.S. Patent No. 4,366,430 The ’430 Patent 
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1024 CV of Alex Z. Kattamis, Ph.D.  

1025 Shenzhen Carku v. Winplus, Case No. 8:21-

cv-02021, Complaint w-exhibits (DN1) 

 

1026 Shenzhen Carku v. Winplus, Case No. 8:21-

cv-02021, Stay Order (DN40) 
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Pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. §§ 42.72 and 42.74, Petitioner 

Winplus North America, Inc. (“Winplus”) and Patent Owner Shenzhen Carku 

Technology Co., Ltd. (“Carku”) jointly request the Board to terminate and dismiss 

the inter partes review of U.S. Patent No. 10,148,105 (“Patent-in-Suit”), Case 

IPR2022-00368.  

The parties were authorized to file this Joint Motion by the Board (via email) 

on May 25, 2023.  Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), a copy 

of the settlement agreement has been made in writing, and a true copy thereof is filed 

herewith as confidential Exhibit 1027.1 There are no other collateral agreements 

between the parties made in connection with, or in contemplation of, the dismissal 

sought. 

I. STATEMENT OF PRECISE RELIEF REQUESTED 

The parties jointly request that the Board dismiss the inter partes review of 

the Patent-in-Suit, Case IPR2023-00368 for U.S. Patent No. 10,148,105. 

 
1 The Settlement Agreement between the parties is filed electronically via the PTAB 

E2E system as “Available to Parties and Board” pursuant to a Joint Request to Treat 

Settlement Agreement as Business Confidential Information Kept Separate from 

Files of Involved Patent under 35 U.S.C. § 317(b) and 37 CFR § 42.74(c) filed 

concurrently herewith. 
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II. DISMISSAL IS APPROPRIATE 

Pursuant to 37 C.F.R. § 42.74, and the Board’s e-mail, Winplus requests that 

its petition be dismissed. See Unified Patents, LLC v. Motion Offense, LLC, 

IPR2020-00705, Paper 14 at 2, 7 (PTAB Sept. 23, 2020) (“We agree with Petitioner 

that dismissal is appropriate under the present circumstances. Our regulations 

expressly provide the Board with broad authority to dismiss a petition where 

appropriate.’”). This inter partes review is still in its early stage. The Petition was 

filed on December 16, 2022, and the Board has not yet instituted, much less decided 

the merits of the proceeding. Accordingly, the Board should dismiss this proceeding. 

See Samsung Elecs. Co. v. NVIDIA Corp., IPR2015-01270, Paper 11 at 4 (PTAB 

Dec. 9, 2015) (granting motion to dismiss before institution because the proceeding 

was at an “early juncture” and “to promote efficiency and minimize unnecessary 

costs”). 

Carku and Winplus are also seeking dismissal of the lawsuit between the 

parties and the parties do not contemplate any litigation or proceeding involving the 

Patent-in-Suit in the foreseeable future. (Exhibit 1027). 
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III. CONCLUSION 

Carku and Winplus have settled all disputes relating to the Patent-in-Suit. This 

inter partes review is in an early stage, and the Board has not instituted and not 

entered a final written decision on the merits in this proceeding.  Accordingly, the 

parties respectfully request that the Board dismiss this proceeding. 

 

Date: May 26, 2023  Respectfully submitted, 

     / Thomas W. Cunningham / 

Thomas W. Cunningham (Reg. No. 48,722) 

John P. Rondini (Reg. No. 64,949) 

Fanqi Meng (Reg. No. L0647) 

Brooks Kushman P.C. 

1000 Town Center, 22nd Floor 

Southfield, MI 48075 

(248) 358-4400 

 

Attorneys for Petitioner  

 

   

       / Zhiwei (Wayne) Zou /  

Zhiwei (Wayne) Zou, Reg. No. 66,041 

Bayes PLLC  

8260 Greensboro Drive, Suite 625  

McLean, VA 22102 

Tel: 703-995-9887  

E-mail:  CARKU-Winplus-IPR@bayes.law 

 

Lead Counsel for Patent Owner Carku Technology 

Co., Ltd. 

 

mailto:CARKU-Winplus-IPR@bayes.law
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Certificate of Service 

 

The undersigned hereby certifies that on May 26, 2023, a complete and entire 

copy of JOINT MOTION TO TERMINATE INTER PARTES REVIEW BEFORE 

INSTITUTION, was served via electronic mail to CARKU-Winplus-

IPR@bayes.law which includes all of the following counsel: 

 

LEAD COUNSEL BACK-UP COUNSEL 

Zhiwei (Wayne) Zou 

Reg. No. 66,041 

wayne.zou@bayes.law 

Bayes PLLC 

8260 Greensboro Drive, Suite 625 

McLean, VA 22102 

Tel: 703-995-9887 

Fax: 703-821-8128 

Wenchong Shu 

Reg. No. 73,999 

wenchong.shu@bayes.law 

Bayes PLLC 

8260 Greensboro Drive, Suite 625 

McLean, VA 22102 

Tel: 703-995-9887 

BACK-UP COUNSEL 

Zhe (Philip) Wang 

(Pro Hac Vice to be filed) 

philip.wang@bayes.law 

Bayes PLLC 

8260 Greensboro Drive, Suite 625 

McLean, VA 22102 

Tel: 703-995-9887 

Fax: 703-821-8128 

 

 

Respectfully submitted, 

 

  / Thomas W. Cunningham /   

Thomas W. Cunningham (Reg. No. 48,722) 

John P. Rondini (Reg. No. 64,949) 

Fanqi Meng (Reg. No. L0647) 

Brooks Kushman P.C. 

1000 Town Center, 22nd Floor 

Southfield, MI 48075 

(248) 358-4400 

 

Attorneys for Petitioner 
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