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The '421 Patent

2

Ex. 1001, ‘421  Patent at 4:9-22,
(see also Paper 1, Petition at 10)  
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The '421 Patent

3

Ex. 1001, ‘421  Patent at Claim 1,
(see also Paper 1, Petition at 12-14)  

1. A method for representing the parking status of a plurality of parking spaces to a screen of a user's portable electronic device upon a 
real time camera view, any of said at least one parking space being one of PAID for current payment and UNPAID upon exhaustion of 
payment, any of a plurality of subscribers utilizing said method to reserve at least one of the plurality of parking spaces and then to pay for 
at least one of the plurality of parking spaces, the method comprising:

assembling a database upon a computer of said plurality of parking spaces, said database including geographic locations of said
plurality of parking spaces and time limits applicable to each of said plurality of parking spaces;

updating a database upon a computer of subscribers, said database including a list of parking spaces reserved by each subscriber, a list
of parking spaces paid for by each subscriber, and a list of the expiration times for each paid for parking space of each subscriber;

calculating a location of said user, said calculating a location of said user adapted to utilize a location finding feature of said user's
portable electronic device;

determining upon a computer a location of one of said plurality of parking spaces by comparing the location of said user to said
database of said plurality of parking spaces and selecting one of said plurality of parking spaces within eight to ten feet of the position
of said user;

comparing upon a computer the location of one of said plurality of parking spaces with said database of subscribers further
comprising comparing upon a computer the location of one of said plurality of parking spaces against said list of parking spaces paid
for by said subscribers for a match between said location and said list of parking spaces paid for by said subscribers;

upon detecting a match between said location and said list of parking spaces paid for by said subscribers, comparing the matched
parking spaces to said list of expiration times and upon detecting the matched parking spaces exceeding an expiration time displaying
upon said user's screen an UNPAID payment indicia upon an image of the matched parking space, wherein the user may execute
enforcement measures upon any vehicle in said matched parking space showing said UNPAID indicia;

wherein said method transforms upon a computer location data of said plurality of parking spaces and payment status data of said
plurality of parking spaces into indicia of UNPAID parking spaces;

said comparing the matched parking space to said list of expiration times and upon detecting the matched parking space exceeding an
expiration time and said method places said indicia of UNPAID on an image of a matched parking space upon the real time camera
view on the screen of a user's device for enforcement.
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The '421 Patent
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Ex. 1001, ‘421  Patent at Fig. 6,
(see also Paper 1, Petition at 12-14)  

“database[s]” of “geographic 
locations of … parking spaces 

and time limits” and 
“subscribers”

“location finding feature 
of said user's portable 

electronic device”

“real-time camera view 
on the screen of a user's 
device for enforcement”
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Petition Grounds

5

BasisGround

Claims 1-3, 5, and 7 are obvious over Ivey, 
Matsumoto, and Tillotson

Ground 1

Claims 4 and 6 are obvious over Ivey, 
Matsumoto, Tillotson, and Slemmer

Ground 2

Claims 1-3, 5, and 7 are obvious over Ward, 
Haynes, and Tillotson

Ground 3

Claims 4 and 6 are obvious over Ward, 
Haynes, Tillotson, and Slemmer

Ground 4

Paper 1, Petition at 9
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Ivey and Matsumoto Overview
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Ex. 1004, Ivey at [0020], Figs. 1, 3
(see also Paper 1, Petition at 15-17)  

Ivey Matsumoto

Ex. 1007, Matsumoto, [0060]-[0061], Fig. 6 
(see also Paper 1, Petition at 17)  

“[T]he vacant space-highlighted live-action image is the
result of processing of the photographed image to
highlight the portion of parking lot 4 that is the vacant
parking space…. [A] vacant space-highlighted live-action
image displayed by the display device 20 of the car
navigation device 10 is shown in Fig. 6. By viewing such
an image, the driver of vehicle 1 can immediately grasp
the presence of a vacant parking space in areas 42, 43, and
45 by highlighting it. …”
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Ivey, Matsumoto, and Tillotson Grounds
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Ivey (database of locations, time limits); 
Ivey, Tillotson (database of subscribers)

Ivey, Matsumoto (employ 
GPS location finding feature) 

Matsumoto (real-time view);
Ivey (enforcement view on user device) 

“database[s]” of “geographic 
locations of … parking spaces and 

time limits” and “subscribers”

“location finding feature 
of said user's portable 

electronic device”

“real-time camera view 
on the screen of a user's 
device for enforcement”

(see Paper 1, Petition at 25-28)  

(see Paper 1, Petition at 28)  

(see Paper 1, Petition at 35-37)  
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Ward and Haynes Overview

8

Ex. 1008, Ward at [0007], Fig. 3b
(see also Paper 1, Petition at 19-20)  

Ward Haynes

Ex. 1009, Haynes, 12:62-13:8, Fig. 1 
(see also Paper 1, Petition at 17)  
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Ward, Haynes, and Tillotson Grounds
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Ward (database of locations, time limits); 
Ward, Tillotson (database of subscribers)

Ward (employ GPS location 
finding feature) 

Haynes (real-time view);
Ward (enforcement view on user device) 

“database[s]” of “geographic 
locations of … parking spaces and 

time limits” and “subscribers”

“location finding feature 
of said user's portable 

electronic device”

“real-time camera view 
on the screen of a user's 
device for enforcement”

(see Paper 1, Petition at 54-57)  

(see Paper 1, Petition at 57)  

(see Paper 1, Petition at 62-63)  
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Issues Not in Dispute
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1. There is no dispute that all the prior art cited in the petition
pre-dates the ’421 patent.

2. There is no dispute that the prior art on which the grounds
are based discloses or teaches all the limitations of the ’421
patent claims.

3. There are no secondary considerations of non-obviousness.
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The Parties' Disputes
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1. Is the prior art identified in the petition analogous art?

2. Does the petition engage in any impermissible “hindsight”?

3. Does the petition show that a POSITA would have been
motivated to combine the prior art?
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Patent Owner Focuses on Isolated Teachings and Minor 
Differences Between the '421 Patent and the Prior Art
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Paper 14, Patent Owner Sur-Reply at 2-3
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The Legal Standard Employed to Determine 
Whether Prior Art Is Analogous

“Two separate tests define the scope of analogous prior art: (1) 
whether the art is from the same field of endeavor, regardless 
of the problem addressed and, (2) if the reference is not within 
the field of the inventor's endeavor, whether the reference still 
is reasonably pertinent to the particular problem with which 
the inventor is involved.”

13

In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004)
(see also Paper 11, Reply at 4)

Netflix, Inc. v. Divx, LLC, 80 F.4th 1352, 1359 (Fed. Cir. 2003)
(see also Paper 11, Reply at 4)

“[C]ourts generally take an expansive view of what constitutes 
analogous art.”
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The '421 Patent's Field of Endeavor
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Ex. 1001, ‘421 Patent, Abstract, 1:11-15, 4:24-29
(see also Paper 1, Petition at 10)
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Patent Owner Concedes That the '421 Patent Relates 
to Parking Management Systems
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Paper 10, Patent Owner Response at 2
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The Prior Art in the Petition Similarly Relates to 
Parking Management Systems

16

Ivey

Matsumoto

Tillotson

Ex. 1004, Ivey at Abstract
(see also Paper 1, Petition at 15-16) Ex. 1011, Tillotson at [0044]

(see also Paper 1, Petition at 22-23)

Ex. 1007, Matsumoto at [0006]
(see also Paper 1, Petition at 17-18)
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The Prior Art in the Petition Similarly Relates to 
Parking Management Systems
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Ward Haynes

Ex. 1008, Ward at [0007]
(see also Paper 1, Petition at 19)

Ex. 1009, Haynes at Title, 13:33-43
(see also Paper 1, Petition at 20-21)

Slemmer

Ex. 1010, Slemmer at Title
(see also Paper 1, Petition at 22)
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Problems with Which the '421 Patent is Purportedly Involved
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problems with 
coin payments

problems with 
enforcement

problems with 
display

problems with 
fixed plates

Ex. 1001, ’421 Patent at 2:17-29, 2:46-54, 
3:17-18, 3:61-67 (see also Paper 11, Reply at 20-21)
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The Prior Art Presents Solutions to the Very Same Problems
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solve problems 
with enforcement

solve problems 
with fixed plates

solve problems 
with display

solve problems 
with coin payments

Ivey, Ward

Ivey, Ward

Matsumoto, Haynes, Slemmer

Ivey, Ward, Tillotson

See Paper 11, Reply at 10-11
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The Parties' Disputes

20

1. Is the prior art identified in the petition analogous art?

2. Does the petition engage in any impermissible “hindsight”?

3. Does the petition show that a POSITA would have been
motivated to combine the prior art?
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Patent Owner Argues that the Petition's Citation to Ivey 
Itself Constitutes Hindsight

21

Paper 14, Patent Owner Sur-Reply at 5-6

. . .

. . .
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No Case Holds That a Reference Cannot Be Used in an Obviousness 
Combination Merely Because It Is Cited in a Patent’s Specification

22

“[T]he test for combining references is not what the individual 
references themselves suggest but rather what the combination of 
disclosures taken as a whole would suggest to one of ordinary skill 
in the art. Any judgment on obviousness is in a sense necessarily a 
reconstruction based upon hindsight reasoning, but so long as it 
takes into account only knowledge which was within the level of 
ordinary skill at the time the claimed invention was made and does 
not include knowledge gleaned only from applicant's disclosure, 
such a reconstruction is proper.”

In re McLaughlin, 443F.2d 1392, 1395 (CCPA 1971)
(see also Paper 11, Reply at 16)



IPR2023-00385 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The '421 Patent's Discussion of Ivey Is Limited
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Ex. 1001, ‘421 Patent, 3:3-9 
(see also Paper 14, Patent Owner Sur-Reply at 5-6)
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The Petition Relies on Teachings in the Prior Art that a POSITA 
Would Have Known of Before the ‘421 Patent Was Filed

24

Paper 1, Petition at 37, 47-48
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The Parties' Disputes

25

1. Is the prior art identified in the petition analogous art?

2. Does the petition engage in any impermissible “hindsight”?

3. Does the petition show that a POSITA would have been
motivated to combine the prior art?
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Patent Owner's Characterization of the Petition's "Efficiency" 
Arguments Does Not Account for the Evidence of Record
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Paper 10, Patent Owner Response at 15-16
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The Petition (and Petitioner’s Expert) Explained How the Art’s 
Teachings Would Improve Efficiency

27

Paper 1, Petition at 47-48; 
Ex. 1003, Paradiso Decl., ¶ 281

Application of 
Matsumoto to Ivey

Application of 
Tillotson to Ivey

• “streamline parking enforcement”

• “facilitate a parking enforcement officer’s
verification of payment status of multiple parking
spaces simultaneously”

• “parking officer would … identify, move, and issue
citations for unpaid and/or delinquent parking
spaces more efficiently”

• “quickly assess the number of potential parking
citations on a street block without walking the
entire block and individually checking each
parking meter.”

• “make the parking management system more
efficient and easier to use … particularly in
settings with high usage or limited resources”

• “simplify the payment process for reservation and
subscription fees”

• “simplifying the payment process and reducing
the time required for the motorist (i.e., instead of
having to identify a vacant parking space, park,
and locate the relevant manner to pay for the
parking space)”

• “enable the repeated and quick acceptance of
payment for the parking management operator
and parking enforcement officer”

Paper 1, Petition at 48; 
Ex. 1003, Paradiso Decl., ¶ 282
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Patent Owner's "Teaching Away" Argument Lacks Merit

28

Paper 10, Patent Owner Response at 13
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The Mere Disclosure of Other Embodiments and Features 
Is Not a Teaching Away

29

“A reference that merely expresses a general preference for 
an alternative invention but does not criticize, discredit, or 
otherwise discourage investigation into the claimed invention 
does not teach away.”

Meiresonne v. Google, Inc., 849 F.3d 1379, 1382 (Fed. Cir. 2017)
(see also Paper 11, Reply at 12)
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Paper 14, Patent Owner Sur-Reply at 3-4

Patent Owner's Sur-Reply Improperly Seeks to Read a Limitation 
Into the Claims from the Specification
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Claim 1 Simply Requires a "Real Time Camera View"
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Ex. 1001, ‘421  Patent at Claim 1,
(see also Paper 1, Petition at 12-14)  

1. A method for representing the parking status of a plurality of parking spaces to a screen of a user's portable electronic device upon a
real time camera view, any of said at least one parking space being one of PAID for current payment and UNPAID upon exhaustion of
payment, any of a plurality of subscribers utilizing said method to reserve at least one of the plurality of parking spaces and then to pay for
at least one of the plurality of parking spaces, the method comprising:

assembling a database upon a computer of said plurality of parking spaces, said database including geographic locations of said
plurality of parking spaces and time limits applicable to each of said plurality of parking spaces;

updating a database upon a computer of subscribers, said database including a list of parking spaces reserved by each subscriber, a list
of parking spaces paid for by each subscriber, and a list of the expiration times for each paid for parking space of each subscriber;

calculating a location of said user, said calculating a location of said user adapted to utilize a location finding feature of said user's
portable electronic device;

determining upon a computer a location of one of said plurality of parking spaces by comparing the location of said user to said
database of said plurality of parking spaces and selecting one of said plurality of parking spaces within eight to ten feet of the position
of said user;

comparing upon a computer the location of one of said plurality of parking spaces with said database of subscribers further
comprising comparing upon a computer the location of one of said plurality of parking spaces against said list of parking spaces paid
for by said subscribers for a match between said location and said list of parking spaces paid for by said subscribers;

upon detecting a match between said location and said list of parking spaces paid for by said subscribers, comparing the matched
parking spaces to said list of expiration times and upon detecting the matched parking spaces exceeding an expiration time displaying
upon said user's screen an UNPAID payment indicia upon an image of the matched parking space, wherein the user may execute
enforcement measures upon any vehicle in said matched parking space showing said UNPAID indicia;

wherein said method transforms upon a computer location data of said plurality of parking spaces and payment status data of said
plurality of parking spaces into indicia of UNPAID parking spaces;

said comparing the matched parking space to said list of expiration times and upon detecting the matched parking space exceeding an
expiration time and said method places said indicia of UNPAID on an image of a matched parking space upon the real time camera
view on the screen of a user's device for enforcement.
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The Board Has Already Found that the '421 Patent's Claims Do 
Not Require Any Particular Camera Position

32

Paper 18, Institution Decision at 17
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