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Filed Electronically on February 22, 2013

SYSTEM AND PROCESS FOR ROOF MEASUREMENT USING AERIAL
IMAGERY

INCORPORATION BY REFERENCE
[001] The present patent application is a continuation of the patent
application identified by U.S. Serial No. 12/470,984, filed May 22, 2009, of which

the entire content of which is hereby incorporated herein by reference.

FIELD OF INVENTION
[002] The present invention is in the field of measuring roofing
dimensions and other attributes, and more particularly pertains to the use of

aerial imagery in that field.

BACKGROUND
[003] Roof measuring, for example, dimension, length and areas has
been done for many years, such as in connection with for estimating and bidding
roofing jobs. Also, for many years, companies and products have offered such
estimation services and reporting software reports using aerial imagery on which
roof line outlines are traced, dimensions and areas are automatically based on
those tracings, and vertical elevations (via pitch or otherwise) are included in

mathematical models.
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[004] The present invention is an improvement on such aerial imagery,
systems and processes, providing non-obvious features that enhance

convenience, flexibility, and/or accuracy.

SUMMARY
[005] The claims, and only the claims, define the invention. The present
invention includes several, but not necessarily all, of creating a first layer and a
second layer, in computer memory and substantially overlapping at least a
segment of line from said first layer with at least a segment of another line from
said second layer, wherein said first non-dimensional attribute is different from
said second non-dimensional attribute; and/or an interactive computer file, said
interactive computer file including: Iengfh numeric values and at least one user
length field enabling a client with said interactive file to override at least one of
said length numeric values, where said area operator may automatically
recalculate area based on said length field override; and/or, providing at least
one computer input field for a user to input first location data generally
corresponding to the location of the building; on said imagery of an area
providing a visual marker that is moveable on said computer monitor around a
region, said marker initially corresponding to said first location data, wherein said
marker may be moved to a final location on top of the building to more precisely
identify the location of the building roof structure; and providing a computer input
capable of signaling user-acceptance of the final location of said marker; and/or

other features, optionally combined in various ways as set forth in the claims.
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[006] FIG

BRIEF DESCRIPTION OF THE DRAWINGS

. 1 is one example of a flow chart of acts according to the

present invention.

[007] FIG

. 2 is another example of a flow chart of acts according to the

present invention.

[008] FIG

. 3 is another example of a flow chart of acts according to the

present invention.

[009] FIG
address.
[0010] FIG

. 4A is one example of a computer screen shot to enter an

. 4B is one example of a computer screen shot depicting

imagery and a marker based on an address.

[0011] FIG

. 4C is a computer screen shot like FIG. 4B with the marker

moved over a selected building.

[0012] FIG

. 4D is a computer screen shot and/or reporting confirming

selection of a building.

[0013] FIG
[0014] FIG
[0015] FIG
[0016] FIG
[0017] FIG
[0018] FIG

[0019] FIG

[0020] FIG

. 5A is an example of reporting.

. 5B is another example of a screen shot and/or reporting.
. 5C is another example of a screen shot and/or reporting.
. 5D is another example of a screen shot and/or reporting.
. 5E is another example of a screen shot and/or reporting.
. 5F is another example of a screen shot and/or reporting.
. 5G is another example of a screen shot and/or reporting.

. 5H is another example a screen shot and/or of reporting.
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[0021] FIG. 5l is another example of a screen shot and/or reporting.
[0022] FIG. 6 is another example of a screen shot and/or reporting.
[0023] FIG. 7A is a top plan view of aerial imagery of a building roof
structure.

[0024] FIG. 7B is a display of the imagery of FIG. 7A with some optional
features.

[0025] FIG. 7C depicts the imagery of FIG. 7A with shadowing.

[0026] FIG. 7D depicts FIG. 7C with the addition of computer generated
line.

BRIEF DESCRIPTION OF THE PREFERRED EMBODIMENTS
[0027] For the purposes of promoting an understanding of the principles of
the invention, reference will now be made to the examples, sometimes referred
to as embodiments, illustrated and/or described herein. Those are mere
examples. It will nevertheless be understood that no limitation of the scope of the
invention is thereby intended. Such alterations and further modifications in the
described processes, systems or devices, any further applications of the
principles of the invention as described herein, are contemplated as would
normally occur to one skilled in the art to which the invention relates, now and/or
in the future in light of this document.

[0028] As used in the claims and the specification, the following terms
have the following definitions:
[0029] The term "adjustment roof plane"” means a roof plane, having at

least three border lines, that may be hidden (partially or totally) from view from
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some or all aerial imagery and which may be included to add to (or subtract from)
an aggregate roof area or other attributes.

[0030] The term "aerial imagery" means pictures, normally including
photographs (visual light, infrared, color, black and white, or otherwise) taken
from an overhead view (straight down, oblique, or otherwise) with respect to a
building roof. This may include imagery taken from airplanes, satellites, balloons,
or otherwise.

[0031] The term "attributes" means one or more distinguishing or
identifying characteristic.

[0032] The term "border line" means a line segment, straight, curved, free
form or otherwise that generally corresponds with the edge of a roof plane.
[0033] The term "building" means a real estate structure, such as for
example, a house, condominium, office building, outbuilding, garage, warehouse,
factory or otherwise.

[0034] The term "client" means a person or entity that orders or obtains an
aerial imagery report.

[0035] The term "computer input" means data, information and/or signals
provided by a computer user. This may include numbers, words, mouse clicks,
"enter”, check boxes, dialog boxes, and otherwise.

[0036] The term "computer monitor" includes any computer screen or
other visual output, including projectors, flat panel screens, LCD screens, LED

screens and otherwise that provide visual output from a computer.
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[0037] The term "computer processing means" means computer hardware
and software, including computer memory, microprocessors, computer code and
computer logic to provide digital computing.

[0038] The term "contrast” means discernable relative differences in
lightness and darkness.

[0039] The term "deliverable" means that which is or may be delivered to a
client, including printed and/or electronic reports and information.

[0040] The term "digital" means using numeric digits, specifically including
binary digits.

[0041] The term "direct proportion" means that one or more variables that
change as a function as another value in a generally linear function.

[0042] The term "dissects” means to sub-divide into two or more parts.
[0043] The term "electronic drawing" means to draw lines and/or shapes
electronically via computer. This can include pixel-based drawings, vector-based
drawings, and/or otherwise.

[0044] The term "field" means a location for computer data input and/or
output of a value having at least one corresponding associated place in computer
memory.

[0045] The term "final location" is the relative spot for placing a marker.
This normally corresponds to unique latitude and longitude coordinates.

[0046] The term "generating" means to make or create.

[0047] The term "imagery database" means a computer database

containing aerial imagery computer files and the associated location coordinates.
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[0048] The term "interactive computer file" is a computer file in which a
user may input and/or override one or more numeric values stored in memory as
part of the file.

[0049] The term "internet-based imagery" means imagery, such as aerial
imagery, which is accessible through an internet access connection. One popular
example is Google® Earth.

[0050] The term ‘"latitude and longitude coordinates" mean numeric
coordinates for a location on the planet corresponding to latitude (east, west) and
longitude (north, south).

[0051] The term "layer" means a part of a graphic computer file that
visually overlays one or more other parts and which has at least partially
transparent portions allowing visualizations of parts/layers below it.

[0052] The term "lines" means a straight, curved, and/or free form
segment.

[0053] The term "location data" means information which uniquely
identifies geographic position. This may include latitude and longitude
coordinates, street addresses and/or otherwise.

[0054] The term "non-dimensional attribute” means an attribute other than
a numeric value, such as other than length, width, height, or area.

[0055] The term "numeric values" means alphanumeric numbers, and/or

their binary equivalent.
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[0056] The term "operator" means a mathematical function including, but
not limited to multiplication, division, addition, subtraction, sum, average, square
root and/or the foregoing with or without constant and/or co-efficient.

[0057] The term "orientation" means the direction of something with
respect to something else.

[0058] The term "outline” means the path or collection of lines generally
coinciding with the outside of a shape.

[0059] The term "outline drawing” means drawing of lines around an
outline.

[0060] The term "over said imagery" means position on top of and in
alignment with underlying Imagery.

[0061] The term "override" means to substitute or replace one value for
another value. This may be done with numeric values, non-dimensional attributes
and otherwise.

[0062] The term "perimeter lines" means a line or lines that outline the
outer most edge of a roof structure. This can include, but is not limited to, a roof
free edge with a gutter and to a roof free edge without a gutter.

[0063] The term "pitch numeric value" is a single numeric value
corresponding to the pitch or slope of a portion of roofing.

[0064] The term "proportioning" means to increase or decrease the size of
a line, outline or other object to directly proportional to the change in another

object.
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[0065] The term "region" means a location on earth that is depicted in
aerial imagery. Ordinarily, it will include at least one entire building structure, and
preferably, will include at least some features, such as streets, trees, or other
buildings adjacent the building structure.

[0066] The term "report" means one or more pages or screen shots, or
both, made available to a user including aerial imagery and/or data from such
imagery. This includes, but is not limited to, one or more interactive computer
files.

[0067] The term "roof flashing edge" means an edge where roofing meets
with a generally vertical structure, such as a wall, typically with flashing.

[0068] The term "roof free edge with a gutter" means the unbound edge of
a roof with a rain drainage gutter.

[0069] The term "roof free edge without a gutter" means the unbound edge
of a roof without a rain drainage gutter.

[0070] The term "roof hip" means an edge where two roof planes meet to
form a generally upward sloping ridge.

[0071] The term "roof pitch" means the slope of a roof plane. It may be
expressed in angles, ratios, or otherwise. This includes stating the rise over run,
as well as stating merely the rise in view of an assumed or industry standard run.
For example, a slope of 6 inch rise for every 12 inch run (horizontal") may be
stated to be a "6" pitch.

[0072] The term "roof plane” means a generally planer, segment of a roof.
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[0073] The term "roof ridge" means an edge where two generally upward
sloping roof planes meet.

[0074] The term "roof structure" means the top of a building which shelters
the building from weather.

[0075] The term "roof valley" means an edge where two generally
downward sloping roof planes meet.

[0076] The term "street address data” means the location typically used by
postal identification, typically including at least one numeric value and at least
one street name, and further typically including a zip code or other postal code
and/or a town and state or province.

[0077] The term "street address look up field" means a computer field for
entry of street address data.

[0078] The term "substantially overlapping” means that where one line, in
whole or in substantial part, coincides with another line in terms of direction and
overlap. This may include situations where the respective lines are of
substantially different length, or not.

[0079] The term "substituent triangles” means two or more congruent
triangles which collectively form a subset of another geometric shape.

[0080] The term "tracing” means drawing around an outline or along a line
or feature depicted in Imagery.

[0081] The term "user-acceptance" means an affirmative step or series of

steps or computer input, undertaken by user to make a selection.
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[0082] The term "vector direction" means, in relative space, either two
dimensionally or three dimensionally where a vector is pointing.

[0083] The term "visual marker" is a shape, pointer, label, icon, avatar or
other indicator which is movable or displayable on a computer screen and which
may be visually differentiated from other objects on the computer screen.
[0084] The term "visually depicting" means to show or illustrate something
on a computer monitor as a graphical image.

[0085] Articles and phases such as, "the", "a", "an", "at least one", and "a
first", are not limited to mean only one, but rather are inclusive and open ended
to also include, optionally, two or more of such elements.

[0086] The language used in the claims is to only have its plain and
ordinary meaning, except as explicitly defined above. Such plain and ordinary
meaning is inclusive of all consistent dictionary definitions from the most recently
published Webster's dictionaries and Random House dictionaries.

[0087] Referring to the drawing figures, these are only examples of the

invention, and the invention is not limited to what is shown in the drawings.

DETAILED DESCRIPTION OF THE DRAWINGS
[0088] Referring to FIG. 1, a process for determining attributes of a roof
structure 501 (see FIGS. 4B, 4C) of a real-world three-dimensional building 500
may optionally comprise several acts. This may include viewing on a computer
monitor 100 in digital aerial imagery 1 of a region 502 (see FIGS. 4B, 4C)

including the roof structure 501. Ordinarily, the roof structure will have one or
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more roof planes, and unless the roof is a simple single-plane roof, will have at
least two or more roof planes. In FIG. 1, the act of creating of a first layer drawing
2 is undertaken. Such act may be used by the ultimate end-user enabled by the
software, but optionally and more preferably is done by a commercial vendor
based on an order placed by a user. Such order may be placed by telephone, on-
line, such as on computer screen 100 as shown in FIGS. 4A-4D, by mail, email
or otherwise.

[0089] The creation of the first line drawing 2 may be done a multitude of
ways, in one example is illustrated in FIGS. 5A-5] and FIG. 6, discussed further
below. Likewise, in FIG. 1 creating a second layer drawing 3 is another act. For
example, in FIG. 5D, various roof planes are denoted by letters A-P. For
example, the roof plane 515 denoted by the letter "0" may be drawn in a second
layer, whereas roof plane 516 indicated by the letter "D" may be in a first layer. In
such example, roof plane 515 and roof plane 516 have substantially overlapping
segments 4 (see FIG. 1). For example, along the upper edge of plane 515
appears the number "5" denoting a five foot 20 line; whereas, plane 516 has the
substantially overlapping line denoted by "7" indicating a seven foot line segment
of roof plane 516. Such seven foot roof segment of plane 516 may comprise a
perimeter line (part of the 56.78 feet perimeter length of plane D depicted in table
520 of report 550 of FIG. 5l); whereas, the substantially overlapping five foot
length of plane 515 may comprise a second non-dimensional attribute, namely
flashing, such as step flashing line (part of the 37.01 feet of step flashing for

plane 0 depicted in table 521 of FIG. 51). Accordingly, this is one example of
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substantially overlapping lines such as segment of line A and segment of line E
set forth in the claims, each having respective first and second non-dimensional
attributes. This allows for separate reporting of such non-dimensional attributes,
such as the length of perimeter, the length of step flashing or otherwise. Such
non-dimensional attributes may be of any type. As mere examples that have use
in the roofing industry include the non-dimensional attributes of roof ridge, roof
hip, roof valley, roof flashing edge, perimeter line, roof free edge with a gutter,
and roof free edge without a gutter. For example, line 510a in FIG. 6 is an
example of a roof ridge, whereas line 511a and line 513a are each examples of a
roof valley. Line 512a in FIG. 6 is an example of a perimeter edge, which also
happens to comprise a roof free edge without a gutter. Optionally, while not
illustrated, if line 512a had, or were to have, a gutter along it, then it would be in
that case a perimeter line and be a roof free edge with a gutter. FIG. 6. also
depicts an optional table and/or fields showing the non-dimensional attributes at
507 and the total 15 values for them at 508. This can include the area of roofing
509, the linear ridge feet 510, linear valley feet 511, starter/perimeter linear feet
512, step flashing 513, and/or others.

[0090] Another optional feature is computer processing means for
calculating a vector direction corresponding to roof pitch for a roof plane.
Optionally, this may be based on at least one of said non-dimensional attributes
of roof plane outline lines and their orientation. Such computer processing means
typically includes computer logic and/or code with a set of rules to establish such

vector. Examples of such vector are shown in FIG. 5E. Specifically, they are
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preferably shown as arrows. In the illustrated example, they are ordinarily
indicated as arrows pointing in the downward direction, corresponding to the
downward direction of rain flow. Optionally, there may be other illustrations,
including an upwardly directed arrow, although this is not preferred. For example,
vector 516d is shown in a downwardly directed arrow with a number 6 next to it.
This depicts the vector corresponding roof plane 516, namely plane D previously
discussed. As seen, the value "6" for the pitch is entered at field 516¢ in the table
also showing the area (for that particular roof plane D at field 516a) 357.93 sq. ft.
as shown at field 516b. Note further with respect to roof plane 515 (plane "0") as
illustrated in the table at field 5153, it likewise has a roof pitch of'6" shown at
515c. The total area of roof plane "0" is 111.35 sq. ft. in this particular example,
as shown at 515b.

[0091] An example of computer programming to determine pitch direction
is as follows.

[0092] 1.) Pitch will run towards a perimeter line. If only one perimeter line
pitch goes towards the perimeter (most standard roofs, all but the ends of hips);
[0093] 2.) If there are multiple perimeters that are not parallel, look for
ridge. If there is only a single ridge line and it is parallel to one of the perimeter
lines, pitch runs from the ridge towards the perimeter. (Perimeters that are not
straight and have small outcroppings where the roof extends further down the
same slope).

[0094] 3.) If a shape has no multiple perimeters and multiple ridges where

none are parallel, take an average of the ridge angles and see if that direction is
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perpendicular to a perimeter line. If so, that direction is the direction of the pitch.
(The end of hip roofs).

[0095] Most planes are resolved by the above acts, 2 and/or 3. Acts 4 and
5, below, are also optional but preferred, and address totally enclosed roof
planes which most standard roofs do not have.

[0096] 4) If there are no perimeter lines and a single ridge line, the pitch is
from the ridge.

[0097] 5.) If there are no perimeter lines and multiple ridge lines, once
finding the pitch for all other shapes look at the ridges and the shared shapes. If
the shared shape has a pitch directly away (is perpendicular) from the shared
ridge, use that ridge as if it were 2 (from above). If the other pitch goes at an
angle to the ridge, look at other ridges.

[0098] The case where you can make it past act 5 and not have pitch
direction is for completely enclosed shapes where all sides are valleys at the
intersection of multiple planes, set forth in this optional act:

[0099] 6.) take the average slope of all other planes connected via shared
lines and average the slope direction of the planes ,whose pitch runs into the
plane in question; use that direction as the pitch direction for the plane.

[00100] \Variations on that logic, including changing the order, and/or
combining or splitting acts, may optionally be used. For example, rather than
beginning with logic looking to run pitch towards a perimeter, the logic could
begin to look to first run the pitch vector away from a ridge line, although this is

less preferred.
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[00101] As illustrated in report 550 as seen in FIG. 5E, the visual depiction
of pitch vectors, such as 516d may help visualize the shape, orientation, pitches
of the roof structure and/or roof planes.

[00102] Optionally, one or more deliverables to the client include one or
more reports such as report 550. Report 550 may include one or more of the
features as depicted in the various drawings of FIGS. 5A-5] and/or FIG. 6 and/or
FIGS 7A-7D, alone or combination.

[00103] Optionally, such report may be printed on a piece of paper, or
provided on a non-interactive computer file such as a .pdf (Adobe® Acrobat®)
type image or otherwise, illustrated on a computer screen for the user to print out
(web based or otherwise) and/or delivered on recordable media such USB drive,
floppy disk, CD, DVD, email attachment or otherwise. However, preferably, such
file is delivered as an interactive computer file. For example, referring again to
FIG. 5E, the pitch value as shown in the table, such as the 6 pitch for plane D
and 516¢ allows the person, the end-user or otherwise, to enter at least one pitch
numeric value. This pitch numeric value may correspond to roof pitch of the roof
plane. Hence, in FIG. 5E, one or more of the pitch values in computer fields
corresponding to the table, may be empty or null. They may allow a person, such
as an end user, to data input via their computer, the pitch value. For example,
this may be based on the end user, or one of their agents, taking field
measurements of the roof to provide the input. As such, value 516¢c may be
entered to be "6" corresponding to a 6 pitch (e.g., 6" vertical rise for every 12" of

horizontal run). Such value "6" may be changed, updated, or overridden.
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[00104] As can be appreciated in three-dimensional geometry, given the
shape of plane D (516) the value of the pitch ordinarily will affect the overall area
of such roofing (see e.g. FIG. 5F, area value 516b).
[00105] Mathematical equations demonstrating-area relationship for a
sloped, rectangular roof plane are known, an example of which is set forth below:

Area=WxZ

Z = square root of: (X2 + Y?)

Where:

W = width

X = horizontal run

Y = vertical rise

Z = hypotenuse of X-Y-Z right triangle.

[00106] Other, geometries may be calculated using known math,
coefficients and/or tables. See for example: Miller, Mark; Miller's Guide to
Roofing (2005) ISBN 0-07-145144-7. Thus, in combination with the perimeter
measurements supplied with the report based on the creation of roof plane D
from the imagery, the addition of the roof pitch value may lead to the calculation
such as in the example 357.93 sq. ft. shown at 516b. Likewise, for plane 0, the
value of "6" may be entered in the table at 515¢ to arrive at the area calculation
515b as previously described. It should be appreciated, that optionally these
pitch values may be provided by the end user or other persons based on field

measurement. However, optionally, they also may be based on measurements
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and/or computer calculations precisely, by estimate or otherwise, such as by
viewing oblique imagery such as region image 502 shown in FIG. 4B. In such
case, for example, a vendor may provide default values (and/or absolute values)
for the pitch and the table shown at FIG. 5E. In an interactive computer file with
such fields being interactive, and with operators to calculate area taking into
account pitch, preferably part of said file, even with such default values based on
obligue imagery the end user would be free to override them, such as for
example if they determine that field measurements indicate a different pitch.
[00107] Another optional feature may include other attributes deliverable to
the client including an interactive computer file. For example, the length values of
lines forming an outline of a drawing may be overridden. For example, referring
again to 5D, a reference line 514 is depicted. In this one example, it is depicted in
the parenthetical quote ("R"), although this is not required. In such case, it is
denoted "26" corresponding to 26 ft. in length. Note that all dimensions in this
case may be converted to or express in metric, rather than English units,
although for purpose of illustration English dimensions are utilized here.
[00108] In such case, even thought the referenced dimension 26 is based
on scaling that line off of the imagery, such as imagery 506 (see FIG. 6; FIG. 5C)
there is an opportunity for greater precision. Such interactive computer file, for
example, in the report page shown at FIG. 5D, the value 26 depicted there in
connection with the reference may actually be the location of a data entry field. In
such case, the field operator may determine that the precise measurements are

not 26 feet, but rather are 26.15 feet. In such case, the user operator may enter
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in their computer by typing in the value "26.15" the reference line field, thereby
overriding it from 26 to 26.15 in this hypothetical. In such case, the interactive
computer file may use co-efficient and other ratios to proportion (by multiplication
or otherwise) some, or preferably, each of the other lines of an outline in direct
proportion to the plane field override. While the foregoing is mentioned in terms
of the referenced mentioned 514, optionally the interactive computer file may
provide multiple reference directions and/or all line values in their report may,
optionally, be interactive and override fields. As mere examples, in FIG. 5D this
could include fields for 510a, 511a, 512a and/or otherwise, including without
limitation most or all numeric values.

[00109] Moreover, while not illustrated, optional report 550 may include a
separate table and/or field entry point apart from the drawing of the building roof
structure 501 in which the reference line may be overridden instead or, or in
addition to, fields directly overlying the aerial imagery and/or the drawn lines.
[00110] Optionally, but preferably, in addition to the length of the other lines
being proportionally recalculated, likewise the area values, such as depicted in
the area column of the table at FIG. 5E as well as the area values on FIG. 5F
and/or FIG. 6 (see the total roofing area value 509 of 4096.95 sq. ft. may be
automatically recalculated. This may be done in a separate application, in the
interactive computer file (including with embedded operators), both or otherwise.
[00111] \Various area calculations used in connection with computer data
processing means are available based on known geometry. These could include

things as simple as multiplying length times width of a single rectangle. They also
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may include modifying such area to take into account the additional area
generated by pitch, as previously discussed. However, while not limited to this,
preferably, taking advantage of the pixilated imagery that may be used, one
optional feature in determining one or more areas of the respective roof planes is
as follows. If you know the points (corners) of the shape and can order them in a
clockwise (or optionally, counter-clockwise) fashion following the perimeter or
outline of the shape, then the following algorithm can apply. Starting at the first
endpoint, 0 (zero), while N+1 is less than the total ordered end points take the
triangle made by the 3 points 0, N, and N+l and compute the area of the triangle
created, which is done by the dot product method using vectors created by going
from 0 to N and 0 to N+l. Add this area to a running sum.
[00112] Note that when the three ordered endpoints are not in the proper
order (they create a convex perimeter or outline of the shape that reduces the
overall area as opposed to adding to), the dot product method of finding the area
will return a (-)negative area which subtracts from the overall area in the running
sum.
[00113] Dot product (2-Dimensional Vectors) can be expressed in the
equation:

uv =uqvet Uyvy
[00114] This can be used to find the area of the square that the two vectors
produce. Dividing the result by two (2) gives the area of the triangle the two

vectors produce.
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[00115] Thus, in this way an example is provided of computer data
processing means that dissects the outlines of the roof planes into substituent
triangles and calculates the area of such triangles. The areas are aggregated to
provide the area of respective roof planes, and the areas of such respective roof
planes may in turn be aggregated (summed) to arrive at the total area of the roof
structure. Examples of this are shown in the table in FIG. 5F and/or table 517 in
FIG. 5H. Note also in FIG. 5H the report 550 may also include other tables and
information, such as ridge length table 518 and/or valley length table 519.
[00116] Hence, in FIG. 2, aerial imagery 1 is used and perimeter drawings
around roof planes are acts. Thereafter, one or more interactive computer files
are delivered 6. The user may enter values in the interactive computer file 7,
such as pitch, length, or otherwise as discussed. This may result in the act of
updating the report 8.

[00117] Another optional feature is to provide for user acceptance of the
final location of a roof structure. One optional way to do this is to provide an
internet based interface for the customer/user. One example of such is shown in
FIGS. 4A-4D. For example, in FIG. 4A, computer screen 100 provides a place to
enter an address, such as field 102 for address entry (denoted by label 101). In
the illustrated example, the street address "1710 Strand Ave, Tybee Island, GA.
31328" may be entered in field 102 of the computer. The user may enter by
clicking or otherwise button 103 to find that address. In response, computer
screen 100 may appear like FIG. 4B. As such, it may depict imagery 502 of a

region, the region including building 500 with its roof structure 501. Ordinarily,
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this includes not only the building structure 500, but also depicts adjacent
buildings, trees, streets, and/or other features. Such imagery may come from a
variety of places. One example could be Google® Earth imagery database which
is web based and provides address location information. Such imagery covers
much of the world, although it may or may not be comparatively low resolution
imagery. In FIG. 5B, marker 106a is shown in the region 502, corresponding to
the street address in field 102. Note further that while marker 106a is close to
roof structure 501, it does not directly or perfectly correspond to roof structure
501. As such, the customer or other user may be allowed to move the marker (by
click and dragging via computer mouse, arrows, or otherwise) to a final location
106b as depicted in FIG. 4C. Such final location is on top of the building 500 and
such movement more precisely identifies the location of the building roof
structure 501 to be measured. Optionally, in FIG. 4C when said marker has been
moved to final location 106b, the user may activate a selection confirmation, such
as confirm selection button 104, enter, checkbox or otherwise. Optionally, to
potentially start over the user may be afforded the option of hitting the cancel
button 105 or merely logging off. However, if confirmed selection button 104 or
other such user acceptance is activated, another screen (and/or report) optionally
may be provided, such as screen 100 as depicted in FIG. 4D. While this may be
a wide variety in the formats, in the one example provided, some or all of the
regional image 502a may be depicted showing the marker in its final location
106b. Also, a checkbox may be providing a further reconfirmation that the users

reviewed the image is correct. In this way, the end user/customer will be sure
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that when placing an order, the vendor is measuring the correct roof structure as
opposed to, for example, measuring the nearby roof structure due to
mistake/miscommunication. Optionally, as shown in FIG. 4D, fields may depict
the address to be measured 108, the city 109, the state 110, the postal code 111,
and otherwise. Optionally, a drop down box 112 may be provided corresponding
to the number of planes ordered. Additionally, other options, such as rush
processing 113 or other special features may be provided. Also optionally, a
reference number or other such job number field 114 or claim number field 115
and/or other fields may be available. Thus, for example, a roofer having a job
number and/or bidding pursuant to an insurance claim number and/or an
insurance company doing the same may optionally enter data therein. When they
do so, optionally, such reference numbers and/or claim numbers may be
reprinted or otherwise depicted on the deliverables to the client, such as report
550. This provides convenience to the end user/customer in that they may cross
reference their deliverable report to their internal calendaring, docketing,
invoicing, and/or job number system.

[00118] Also with reference to FIG. 4D, computer screen 100 and/or the
reports may also depict latitude references and/or longitude references
corresponding to the street address and/or more precisely to the final location
106b of the marker confirmed by the end user. Again, optionally, such latitude
and longitude coordinates may be reflected in one or more of the reports.
[00119] Such translation to latitude and longitude coordinates also provides

another optional feature. The present system and method may optionally include
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two or more separate imagery databases. For example, a lower resolution and/or
less expensive image database such Google® Earth may be used as a first
database, whereas a higher quality, higher resolution and/or more robust image
database, such as by Pictometry International (as depicted here) may be used.
Other vendors of imagery databases may be used and/or one may use their own
image database(s). Thus, by translating the street address stated in longitude
and latitude, it is easier to correlate to the second database. In this way, first
imagery database from which the final location is selected may be internet based
imagery having to corresponding street address look up field. Only further using
the latitude and longitude coordinates to access imagery from a second imagery
database, such as for example Pictometry's database. Thereafter, using the
imagery from the second database can generate in computer memory outline
drawings around outlines corresponding to roof planes based on tracing from
imagery from said second imagery database. Such outline drawings may include
drawings such as depicted in FIGS. 5D, 5E, 5F, 5G and/or FIG. 6 and/or 7B-D for
example. Additionally, since the first imagery database may merely be straight
down, or plan views, whereas the second imagery may include a variety of
oblique images, such as image 502 and 503 in FIG. 5A and/or oblique imagery
504 and 505 in FIG. 5B, as well as diagonal, top down imagery such as image
506 in FIG. 5C. This allows the optional, more complete image reporting to the
client in report 505.

[00120] Such oblique imagery also permits the optional feature, as

previously discussed, determining vertical measurements and/or roof pitches
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based on the imagery, as opposed to based on field measurements. Conversely,
one can undertake this without any oblique imagery and/or any determination of
vertical measurements or pitch, and instead rely on field measurements or other
means for pitch.

[00121] In FIG. 3, the location data 4A is entered. Aerial imagery with a
marker is provided 4B. A person moves the marker on the image of the building
4C. User acceptance of that marker position is then signaled 104b.

[00122] Mere examples of other optional features are depicted in FIG. 7A
and 7B. A simplified diagrammatic image of building 700 includes roof structure
701. While several roof planes are illustrated, the particular focus is directed to
roof planes 715 and 716. As illustrated in FIG. 7B, a first electronic drawing
(preferably in a first layer of the drawing) is made over the imagery comprising
lines A, Band C. Moreover, a second electronic drawing (preferably, but not
necessarily, in a second layer of the drawing) is made over to imagery
comprising lines E, F, G and H. Note that in this illustrated example, at least a
segment of line A is substantially overlapping with at least a segment of line E.
Thus, for example, roof plane 715 outlined by E, F, G and H may comprise a flat
roof (0 pitch) porch whereas the remainder of the roof structure 701 may
comprise a hip roof over a rectangular house, the hip roof being depicted in a
plan view with two triangles and two isosceles rhombuses, as shown.

[00123] Note further that FIG. 7B preferably is depiction of a deliverable,
such as a report (and/or a screen shot), and optionally and more preferably is

part of an interactive computer file. In this regard, it may include, optionally, table
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720 and/or 721, as well as any of the other tables and/or fields and/or features
previously depicted in the previous drawings. For example, table 721 includes at
least columns with a line and a column for the attribute, which preferably in this
context is the non-dimensional attribute. Note in the example of these
substantially overlapping lines A and E, A has the attribute of being a gutter free
edge, whereas E has the attribute label "common".

[00124] In this regard, the label "common" also corresponds to Line E' in
connection with roof plane 717" illustrated in isolation as roof plane 717. Other
terms may be used instead of "common", but this indication denotes two lines
that are substantially overlapping and in which the main purpose of the line is
merely for dissecting a common roof plane, normally for determining square feet
area, as opposed to a non-dimensional attribute. This is because such "common"
lines, in a sense, are imaginary between roof plane 715 and roof plane 717
and/or 717. Alternatively, in the context of this building the attribute of line E
could be "flashing" (instead of line Y being flashing) based on the reasonable
assumption that this flat planed porch roof abuts the side of the building and has
roof flashing along line Y. However, in such situation by denoting line E as
flashing, in lieu of line Y, since they are of common length, this is merely a
substitute for the total linear estimate of flashing of the type illustrated, for
example at 513 (FIG. 20 6) and/or table 521 (FIG. 51).

[00125] Plane 716 illustrates a minimum number of three lines, A, Band C,
to denote the area of plane 716. Conversely, note that plane 715 includes not

only three lines, lines E, F and G, but also a fourth line, line H since it is
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rectilinear. This is consistent with the claiming of the present invention being
open-ended in that at least three lines are required to define a roof plane, but it
may be more. Likewise, a plane may be defined by 5, 6, 7 or more lines
depending on its particular geometry.

[00126] As mentioned, it is not required, but is preferable that the lines
defining the respective plane 715 and 716 are separate from each other, and
even more preferable that they be in separate computer file layers overlaying one
another. This helps facilitate having differing attributes along a common line as
previously described in connection with the substantial overlap of lines A and E.
Optionally, in the report the lines may be shown in different colors (and/or
patterns) designated for each non-dimensional attribute.

[00127] Moreover, one or more additional adjustment planes, such as
adjustment plane 717 prime, also depicted as free standing adjustment plane
717 may optionally be provided. This allows generating computer memory at
least one adjustment roofing plane, such as by drawing lines E', X, Y and Z (as
well as others). This is useful for a variety of situations, such as, for example, to
adjust for portions of the roof structure which are not fully visible from the aerial
imagery. This is shown in FIG. 7A and 7B in that due to the overhanging eve of
the hip roof of the house in plane 716, part of the porch's roof structure is hidden
by the overhanging roof hang. This hidden portion is depicted by roof plane 717’
and/or 717.

[00128] It should also be noted that optionally, this adjustment plane does

not necessarily have to be graphically depicted, as shown in FIG. 7B. Rather, or
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in addition, an additional numeric field 20 may be provided. For example, in FIG.
5F, the planes A-P are shown with their respective areas, and in some total of
such areas. In this context, with or without a graphical depiction, an additional
"plane" row may be provided denoted "adjustment” or otherwise with a numeric
field allowing user entry of an area (square foot or otherwise) number be typed in
or otherwise imported. Thus, the adjustment plane 717 (FIG. 7B) even if not
graphically depicted, might have known dimensions of, for example, 20 feet wide,
with a two foot pitch overhand, resulting in an additional 40 feet of area. In this
situation, in the adjustment field the user might simply enter the value "40" in
square footage terms for the adjustment field. This adjustment field will be added
to the sum total, such as shown in the table of FIG. 5E. Note also that the
adjustment value may be negative for a variety of reasons, given the user the
ability to override and reduce the total estimation of square footage for reasons of
discounting, or other circumstances.

[00129] Thus, for example, in FIG. 7B at table 21, it is denoted in that table
as plane 717 with corresponding area of 40 square feet may correspond to a
report that it is 20 feet wide (line E prime times 2 feet deep under the eaves, lines
X andlor Z, thereby resulting in the calculation of 40 square feet. Or, as
described above, alternatively with or without graphic depiction of plane 717, the
user might simply enter the value "40" square feet in the area field of table 721.
[00130] FIG. 7C and 7D, using the same structure of 7A and 7B, illustrates
another feature which is optional, and may be used alone, or in connection with

one or more of the features previously described. In particular, it provides for a
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computer data processing means that identifies light and dark contrast between
adjacent roof planes, such as roof planes 716 and 718, and based on that
automatically generates at least one border line, such as for example line 719
shown in FIG. 7D between such roof plane 716 and 718. In this regard, note that
as illustrated in FIG. 7C and D, roof plane 716 is shown as shaded. This
represented in imagery of shadowing, typically caused by sun or other lighting
casting different degrees of shadow in brightness and darkness depending on
the orientation of the roof plane with the source of the light. The generation of
various lines, such as line 719, is automatically computer generated. This may be
done by a variety of techniques borrowed from the separate field of computer
face recognition used in connection with digital images such as for security
purposes. This may be done to create some or all of the line values, or more
preferably at least starting point default lines drawing by the computer. However,
optionally the default generation of the lines can be done after perimeter lines P,
around the entire outer perimeter of the roof structure 701, having drawn
ordinarily by a human user. This has the advantage of establishing a closed,
finite area within the region for which the computer software automatically
generates one or more of the lines separating the geometries of the separate
roof planes. Preferably, this is done by generating and labeling discreet lines
which may be overridden by the user, such as deleting extraneous or erroneous
or duplicative lines and/or moving them. Moreover, optionally such lines may be

generated as the subparts of geometric shapes set as presumptive default
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shapes common in roof planes. This normally would include rectangles, triangles
and rhombuses.

[00131] Additionally, such automatic and/or default generation of lines may
optionally be coupled with the previously described pitch generation algorithms.
In this way, default pitches may be generated by the computer and depicted in
the report output. Again, this can be overridden by the user, including the vendor
of such report information.

[00132] Note also that in FIG. 7A-7D, the various lettered lines (A, B, C, E,
F, G, H), are illustrated here slightly offset from the actual underlying line in the
building imagery. In practice, preferably so as to maximize accuracy, there is not
such offset. Rather, the offset is depicted here in FIG. 7A-D merely for drawing
clarity to separately depict the line in the aerial image from the computer drawn
line overlaying the image.

[00133] Another optional feature is that the information, including reporting,
may be made to interface electronically (and/or manually) with other products.
For example, the information provided here may be uploaded or transferred to
Xactimate™ Insurance estimating software known in the prior art. Naturally, this

feature, while helpful, is not required.
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What is claimed:
1. A process for determining attributes of a roof structure of a real-world
three-dimensional building, comprising the acts of:
providing at least one computer input field for a user to input first location
data generally corresponding to the location of the building;
providing visual access to a nadir image of a region including the roof
structure of the building corresponding to said first location data;
on the nadir image of the region, providing a visual marker that is
moveable on a computer monitor around said region, said visual
marker initially corresponding to said first location data, wherein
said visual marker may be moved to a final location on top of the
building to more precisely identify the location of the building roof
structure, the final location having location coordinates;
providing a computer input capable of signaling user-acceptance of the
final location of said marker; and,
providing visual access to one or more oblique images of an aerial
imagery database corresponding to location coordinates of the final

location.

2. The process of claim 1 and wherein said first location data comprised
street address data, and wherein said location coordinates of said final location

are translated to latitude and longitude coordinates.
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3. The process of claim 2 and wherein said image corresponding to the first
location data is from a first imagery database from which said final location is
selected and is internet-based imagery having a corresponding street address
look up field, and wherein the aerial imagery database is a second imagery
database, and further comprising the act of:

using said latitude and longitude coordinates to access imagery from the

second imagery database.

4. The process of claim 3 and further comprising the act of:
generating, in computer memory, outline drawings around outlines
corresponding to roof planes based on tracing from said imagery from said

second imagery database.

5. The process of claim 4 and wherein said providing acts are provided over

an internet interface.

6. The process of claim 5 and further comprising the act of:
providing a printed report that includes an aerial image of the building roof

structure.

7. The process of claim 1 and further comprising the act of:
generating, in computer memory, outline drawings around outlines

corresponding to roof planes based on tracing from said imagery.
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8. The process of claim 1 and wherein said providing acts are provided over

an internet interface.

9. The process of claim 1 and further comprising the act of:
providing a printed report that includes an aerial image of the building roof

structure.

10. The process of claim 9 and wherein the printed report includes a latitude
reference and/or a longitude reference corresponding to the location of the

building roof structure.

11.  The process of claim 1, wherein the user is a customer.

12.  The process of claim 1, wherein the user is a commercial vendor.

13.  The process of claim 1, further comprising providing visual access to the

one or more images of the aerial imagery database corresponding to the final

location data.

14. A non-transient computer memory storing computer logic, that when

executed by computer hardware causes the computer hardware to determine

attributes of a roof structure of a real-world three-dimensional building by:
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providing at least one computer input field for a user to input first location
data generally corresponding to the location of the building;

providing visual access to a nadir image of a region including the roof
structure of the building corresponding to said first location data;

on the nadir image of the region, providing a visual marker that is
moveable on a computer monitor around said region, said visual
marker initially corresponding to said first location data, wherein
said visual marker may be moved to a final location on top of the
building to more precisely identify the location of the building roof
structure, the final location having location coordinates;

providing a computer input capable of signaling user-acceptance of the
final location of said marker; and,

providing visual access to one or more oblique images of an aerial
imagery database corresponding to location coordinates of the final

location.

The non-transient computer memory of claim 14, wherein said first

location data comprised street address data, and wherein said location

coordinates of said final location are translated to latitude and longitude

coordinates.

The non-transient computer memory of claim 15, wherein said nadir image

corresponding to the first location data is from a first imagery database from
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which said final location is selected and is internet-based imagery having a
corresponding street address look up field, and wherein the aerial imagery
database is a second imagery database, and wherein said computer logic when
executed by computer hardware causes the computer hardware to:

use said latitude and longitude coordinates to access imagery from the

second imagery database.

17. The non-transient computer memory of claim 16, wherein said computer

logic when executed by computer hardware causes the computer hardware to:
generate, in computer memory, outline drawings around outlines

corresponding to roof planes based on tracing from said imagery from said

second imagery database.

18.  The non-transient computer memory of claim 17, wherein said computer
logic when executed by computer hardware causes the computer hardware to:
provide a printed report that includes an aerial image of the building roof

structure.

19.  The non-transient computer memory of claim 14, wherein said computer
logic when executed by computer hardware causes the computer hardware to:
generate, in computer memory, outline drawings around outlines

corresponding to roof planes based on tracing from said imagery.
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20. The non-transient computer memory of claim 14, wherein said providing

acts are provided over an internet interface.
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ABSTRACT
Processes and systems are disclosed for determining attributes of a roof
structure of real-world three-dimensional building(s), including providing
computer input field(s) for a user to input location data generally corresponding to
the location of the building, providing visual access to a nadir image of a region
including the roof structure of the building; on the nadir image of the region,
providing a visual marker that is moveable on the computer monitor around the
region, the visual marker initially corresponding to the location data but which
may be moved to a final location, having location coordinates, on top of the
building to more precisely identify the location of the building roof structure;
providing a computer input capable of signaling user-acceptance of the final
location of the marker; and, providing visual access to one or more oblique
images of an aerial imagery database corresponding to location coordinates of

the final location.

37

0044



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement
Using Aerial Imagery

Inventor: Dale R. Thornberry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 1 OF 21 FORMAL DRAWINGS

AERIAL IMAGERY

CREATEFIRST | -2
LAYER DRAWING

CREATE SECOND
LAYER DRAWING | —3

SUBSTANTIALLY |
OVERLAPPING SEGMENTS

Fig. 1

0045



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement
Using Aerial Imagery

Inventor: Dale R. Thornbermry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 2 OF 21 FORMAL DRAWINGS

AERIAL IMAGERY

PERIMETER DRAWING | 5

AROUND PLANES

DELIVER INTERACTIVE

COMPUTERFILE | —6

VALUE

USER ENTER T

_—8

UPDATED REPORT

Fig. 2

0046



Electronically Filed: 02/22/2013
Title: System and Process for Roof Measurement

Using Aerial Imagery

Inventor: Dale R. Thomberry
Attorney: Marc A. Brockhaus Dkt. No.: 6338.210
SHEET 3 OF 21 FORMAL DRAWINGS

A

LOCATION DATA

AERIAL IMAGERY
WITH MARKER

/4B

MOVE MARKER

ON BUILDING | _—4C

USER ACCEPTANCE | 104

SIGNAL

Fig. 3

0047



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement
Using Aerial Imagery

Inventor: Dale R. Thomberry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 4 OF 21 FORMAL DRAWINGS

o

.C_T\' d

O

Z

<L

@

pa

=0

T =
(o) EO
S| 154

N~

— ]
qr). OU) pd
<L
O]
d (/)]
Z oﬂ <
I [Z e
@ (=8 -
L < Y
lél \/“g-én
ui
<L
()]
Z
o
|_
/s
o
~ ~N e
p
(78]
Ll
o
(]
()] b=
< P—

0048



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement

Using Aerial Imagery
Inventor: Dale R. Thornberry

Attorney. Marc A. Brockhaus Dkt. No.: 6338.210
FORMAL DRAWINGS

SHEET 5 OF 21

qap ‘s

o
o
bt

ﬁ%_ ﬁ%_
NOILO3TIS| | SS3Haayv 201
139NVO WHIANOD )E M
m% 82€1€ 'VD ‘ANVISI 339AL “3IAV ANVHLS OLLL

.

090}

L
00S \\W\\\\\
\\\
.

=

R

106

W

101

)

:8S3HAAv

0049



Ob ‘SI

FORMAL DRAWINGS

Using Aerial Imagery

Inventor: Dale R. Thornberry
Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

Title: System and Process for Roof Measurement
SHEET 6 OF 21

Electronically Filed: 02/22/2013

130NVO

701

)

NOILOT13S
WHIINOD

[Ss3naav

g0l

)

=

[
o
~—

0l

)

k

0!

82ELE VD

‘ANVISI 339AL

‘JAV ANVHLS 011

_

101

)

:8S3Haayv

0050




Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement

Using Aerial Imagery
Inventor: Dale R. Thombermry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 7 OF 21

FORMAL DRAWINGS

8.2 G8-

:JON3H3I43H 3ANLIDNOT
c6v.'8€

:JON3H3I43H 3ANLILYT

"J081109 SI UOI}08|eS
Aw wuyuod pue abew
oulL pamairsl arey | [

LHVO m:ﬂ HIGNNN WIV 1D
Ol aav

m:M\ i_\ ‘H39INNN FON3H343Y
Sl “IVNOILJO

®__
T ONISS3O0Hd HSNH

Al

—

I S3NV1d 40 H3IgNNN
8cele
0 3000 diZ
VO
60l—— J1V1S
ANVISI 339AL
80)—— ALID
‘IAV ANVHLS OLZ1L

-d34NSVYAN 39 O1 SS3HAav

0051



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement

Using Aerial Imagery
Inventor: Dale R. Thombemry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

FORMAL DRAWINGS

SHEET 8 OF 21

VS ‘I

YOS ULION

ISMDLA

ErT

-
SIPIE

WIIBARIOY

T WY

mmmﬁm ...»w»u @ﬁﬁ.mm.m au«.@m %7 : el nuIpny Syodeus @y
. - AT Iy S -~ I
24V PURHG 041 i sl Sogoc
g A ST Bunynswn;y Laaayut o),

058

-

7 \N\\ 7
.
-

., 7 7 t.
. \\@N\\\\ .“\

| WO OCRT MMM

% 48 St LN PR

JOPRUINE 005

.
.

.

.

0052



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement

Using Aerial imagery
Inventor: Dale R. Thornberry

Aftorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 9 OF 21

FORMAL DRAWINGS

qs ‘siq

TR e I SR s SR T

P TR R R ROV G

15 M/ 158 s = o v . -
MM, U QulLE WD puBjsp 93qAL
1A AOu DAY pURNS O1LY
LRl Nidhont 28 7

1Ryl sumipuy ¥
A
P dunpnsuey SsxagquIoyy

antagy

inlegieipuy
GRHOL

wam

G 3OTRIM IS DT PPN
w..,x\kw\... R SR, I G55 PR

IOBUINE0a0

¥
2

0053



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement
Using Aerial Imagery

Inventor: Dale R. Thomberry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 10 OF 21 FORMAL DRAWINGS

Fotal

NN\

R x\&\\\\\\\\

.

) O \

\§§i\ .
NMHnnint

\\\\\&\\§k\“\\

g
-
¥
. £
E B
%
5
&
N
W} §;&
E 5 3
%%
MoK R
o
o
o 9
-t
R
4{3 a
=%
= O
8
P )
& 5
S &
NP
- B
2
Y
£

Thorsberry Consulfing, LLL
10825 Cyras Deive
Indianapoils, ndiins 492353

e

ﬁwwms‘t}mm;‘.com

GeoEstimator

05 L G L T 2

0054



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement

Using Aerial Imagery
Inventor: Dale R. Thornberry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 11 OF 21

FORMAL DRAWINGS

16~
116~
016~

Al

ds ‘siq

TR .

RS TR R R T SR

2OUDIDFTH

il e ]

QGEIE o PUB(S] QAUAL : 1Engt aerpuy wyodurgpog

! Qa3 3NEL CEHOT
24Y pUEng O1LY 1y Bunipsuo Ausquaony,

S G BRI RIS P

JOTEIITS 1099

b,

A 4

0055



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement

Using Aerial Imagery
Inventor: Dale R. Thornberry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 12 OF 21

FORMAL DRAWINGS

qS 81

R R R R R B T e e R R O

..u.\\...v.\ TN
DAL -

T i aepag

FELTIE R S

to wwLy:

RDETE "0y pUBST a3CAL
DAY PUIRNS OT4F

8 i B T#]

FURL

19agk Tumpuy sedeunipug
VALIT SRIAD Hnnot

YEL AuiBsaey AIXagEay ),

WO 3OFRIUN IO BE MINN

SRR R 15 AT A

IOPRUITFI005)

0056



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement

Using Aerial Imagery
Inventor: Dale R. Thornberry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 13 OF 21

FORMAL DRAWINGS

AS 81

991G

491G~

TR 477 T VAT N A

B SBPA
MREFIAIIY

4 WEBEY

GETE YLy pUgs] 2004, vimoy myegpuy Syedeienig
8 . ymn ,Wb ﬁo.ﬁ /1 1 AT BRIAD £2908
AV pPUess FTEBunnsue Lataquiony,

058

YL ﬁs.}‘.x

Pungd

0057



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement

Using Aerial Imagery
Inventor: Dale R. Thornberry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 14 OF 21

FORMAL DRAWINGS

TR

T PR ST RRGII G P PR PR Pres A

suaunsnfpy

1% ABPIC)

DIBREIINY

068

BTLIE VO PURSY 0G4 L

Y pUBLY 014

et vumpuy
BALL A4S

KL CBUBBSBO STANTAOYT,

HORALISAY

nIN

106

spoddinegprg

Soyor

tarve,
165 1

0058



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement

Using Aerial Imagery
Inventor: Dale R. Thornberry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

FORMAL DRAWINGS

SHEET 15 OF 21

TCTELE o T R ROl AL FRI R T e D7 AU VR e i,

% SBPSLY

TDOUBIN Y

geLis “yn purisy 9agAY,

Ay

puBns OT4x

Sany parpuy syodeumpu WO 3038
A3 WS Brgnt Ak
Y REPTUS U0 ALTAQRNILL 4 mwmwmw 1§

R g

WL

Suygooy

0059



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement

Using Aerial Imagery

Inventor: Dale R. Thombermry
Afttorney: Marc A. Brockhaus Dkt No.: 6338.210

FORMAL DRAWINGS

SHEET 16 OF 21

T o 2 TR R R e G

E

apqey,

FDBHIAFRY

055

e DO VDpESLOGAL s ey
aAY ,muﬂc.ﬁuw orir rYY .wﬁumzwcem.u ARTAYTRIYE,

W 3OTRIMNG TIPSR

P o

yidnry

]

Pl

DTS
Surysely dag

EEITLUIEEE 4

0060



Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement
Using Aerial Imagery

Inventor: Dale R. Thornberry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 17 OF 21 FORMAL DRAWINGS

Shwog:

s TIVRIVIEW

Fotal

Claim #
Reforesren:
Drdey st

A
510a
312q
1710 Strand Ave
Iybee Island GA, 31528

HB253

‘ \
RS N \ ,
\ \N\%‘\?:

1875 Cyras

Thorsberry Consuiting, LLE
Indianapuiis, Indiing 4

N

X
L

\\ R ‘\\§\\\\

3
|
§
3
3
¥
3
B
¥
N
¥
N
R
R
¥
3
bt

SO St gyt

PN eERtiTaRtar.com

GeoFstimator

St A5t

0061

o
2
=



700

701

Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement
Using Aerial Imagery

Inventor: Dale R. Thornbemry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 18 OF 21 FORMAL DRAWINGS

Fig. 7A

o

0062



700

701

Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement
Using Aerial Imagery

Inventor: Dale R. Thornbermry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

/‘LL

0063

SHEET 19 OF 21 FORMAL DRAWINGS
| i L L
) S G (S|, (5| |
pd Z Y]
0| S|E|IE|E|G|E|Z|E
L NTTRETTR T SIS 2
EIIEl6|G S|C|0|0|S|0|wl|0o
</|[5|a]|a O|lololo|o|lo|S]o
O|lx|x O|lZ2|Z2|2|0|Z2|L|2
L -
Z||<|m|O wiw|O|T|m|x]|>|N
|
IIIIL-_'
<|lclg|s
'&-’wwg
<S8 |3|o
Al ||
%LD(OI\
T SIEEES
o
| &
E [ ]
N L0
T~
—~
~
—
-
ﬁ /




700

701

Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement
Using Aerial Imagery

Inventor: Dale R. Thornberry

Attorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 20 OF 21 FORMAL DRAWINGS
L\
o
.
o
~

ig. 7C

w
~

>

0064



700

701

Electronically Filed: 02/22/2013

Title: System and Process for Roof Measurement
Using Aerial Imagery

Inventor: Dale R. Thornberry

Aftorney: Marc A. Brockhaus Dkt. No.: 6338.210

SHEET 21 OF 21 FORMAL DRAWINGS
N
o
T~
o
~

Fig. 7D

N
—
~
«©
M~
\\ \ N
u
—

0065



Electronic Patent Application Fee Transmittal

Application Number:

Filing Date:

Title of Invention:

System and Process for Roof Measurement Using Aerial Imagery

First Named Inventor/Applicant Name:

Dale R. Thornberry

Filer:

Marc Alan Brockhaus/Lori Radford

Attorney Docket Number: 6338.210
Filed as Small Entity
Utility under 35 USC 111(a) Filing Fees
Description Fee Code Quantity Amount Sub-Total in
UsD($)
Basic Filing:
Utility filing Fee (Electronic filing) 4011 1 28 28
Utility Search Fee 2111 1 310 310
Utility Examination Fee 2311 1 125 125

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

0066




Description Fee Code Quantity Amount Sullaj-s'l's(tsa)l in
Post-Allowance-and-Post-Issuance:
Extension-of-Time:
Miscellaneous:
Total in USD ($) 533

0067




Electronic Acknowledgement Receipt

EFSID: 15029289
Application Number: 13774478
International Application Number:
Confirmation Number: 6905

Title of Invention:

System and Process for Roof Measurement Using Aerial Imagery

First Named Inventor/Applicant Name:

Dale R. Thornberry

Customer Number:

30589

Filer:

Marc Alan Brockhaus/Lori Radford

Filer Authorized By:

Marc Alan Brockhaus

Attorney Docket Number: 6338.210
Receipt Date: 22-FEB-2013
Filing Date:
Time Stamp: 16:16:10

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment

yes

Payment Type

Credit Card

Payment was successfully received in RAM

$533

RAM confirmation Number

3398

Deposit Account

Authorized User

File Listing:

Document

Number Document Description

File Size(Bytes)/ Multi

File Name Message Digest | Part/.zip

Pages
(if appl.)




84436

1 Transmittal of New Application 6338210_Transmittal.pdf no 1
b3420a0e72553d4fc57dae66420d1607690)
75fca
Warnings:
Information:
295569
2 Application Data Sheet 6338210_ADS.pdf no 6
784f69b2295909172a56b440ec58210705¢]
dced8
Warnings:
Information:
This is notan USPTO supplied ADS fillable form
1293121
3 6338210_Application.pdf yes 37
3af1f492b3d976ce3f52a54b7 14842310090}
ecef
Multipart Description/PDF files in .zip description
Document Description Start End
Specification 1 30
Claims 31 36
Abstract 37 37
Warnings:
Information:
. s 1430231
4 Drawings-only bla.ck and white line 6338210_Drawings.pdf no 51
drawings
ecddf398921c41b146a7769babfac76f8b32)
Warnings:

The page size in the PDF is too large. The pages should be 8.5 x 11 or A4. If this PDF is submitted, the pages will be resized upon entry into the
Image File Wrapper and may affect subsequent processing

Information:
32725
5 Fee Worksheet (SB06) fee-info.pdf no 2
5f612bcd9545652194823f2ede7e1a36196
Warnings:
Information:
Total Files Size (in bytes); 3136082

0069




This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

0070




UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
13/774,478 02/22/2013 Dale R. Thomberry 6338.210
CONFIRMATION NO. 6905
30589 FORMALITIES LETTER
DUNLAP CODDING, P.C.
PO BOX 16370 IR A AOCRE R

OKLAHOMA CITY, OK 73113
Date Mailed: 03/27/2013

NOTICE TO FILE MISSING PARTS OF NONPROVISIONAL APPLICATION

FILED UNDER 37 CFR 1.53(b)
Filing Date Granted
Items Required To Avoid Abandonment:

An application number and filing date have been accorded to this application. The item(s) indicated below,
however, are missing.

Applicant is given TWO MONTHS from the date of this Notice within which to file all required items below to avoid
abandonment. Extensions of time may be obtained by filing a petition accompanied by the extension fee under
the provisions of 37 CFR 1.136(a).

+ A surcharge (for late submission of the basic filing fee, search fee, examination fee or inventor's oath or

declaration) as set forth in 37 CFR 1.16(f) of $ 70 for a small entity in compliance with 37 CFR 1.27, must be
submitted.

SUMMARY OF FEES DUE:

Total fee(s) required within TWO MONTHS from the date of this Notice is $ 70 for a small entity
+$ 70 Surcharge.

Items Required To Avoid Processing Delays:

Applicant is notified that the above-identified application contains the deficiencies noted below. No period for
reply is set forth in this notice for correction of these deficiencies. However, if a deficiency relates to the inventor's
oath or declaration, the applicant must file an oath or declaration in compliance with 37 CFR 1.63, or a substitute
statement in compliance with 37 CFR 1.64, executed by or with respect to each actual inventor no later than the
expiration of the time period set in the "Notice of Allowability” to avoid abandonment. See 37 CFR 1.53(f).

+ A properly executed inventor's oath or declaration has not been received for the following inventor(s):
All

Applicant may submit the inventor's oath or declaration at any time before the Notice of Allowance and Fee(s)
Due, PTOL-85, is mailed.

page 1 of 2

0071



Replies must be received in the USPTO within the set time period or must include a proper Certificate of Mailing
or Transmission under 37 CFR 1.8 with a mailing or transmission date within the set time period. For more
information and a suggested format, see Form PTO/SB/92 and MPEP 512.

Replies should be mailed to:

Mail Stop Missing Parts
Commissioner for Patents
P.O. Box 1450

Alexandria VA 22313-1450

Registered users of EFS-Web may alternatively submit their reply to this notice via EFS-Web.
https://sportal.uspto.gov/authenticate/AuthenticateUserlL ocalEPF .html

For more information about EFS-Web please call the USPTO Electronic Business Center at 1-866-217-9197 or
visit our website at http.//www.uspto.gov/ebc.

If you are not using EFS-Web to submit your reply, you must include a copy of this notice.

/mkanno/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
PO. Box 1450

Alexandria, Virginia 22313-1450
WWW.uspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMS
13/774,478 02/22/2013 2677 533 6338.210 20 2
CONFIRMATION NO. 6905
30589 FILING RECEIPT
DUNLAP CODDING, P.C.
PO BOX 16370 R A AT
00000005993400

OKLAHOMA CITY, OK 73113
Date Mailed: 03/27/2013

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Inventor(s)

Dale R. Thornberry, Carmel, IN;

Chris T. Thornberry, Indianapolis, IN;

Mark F. Garringer, Eaton, IN;
Applicant(s)

Pictometry International Corp., Rochester, NY
Assignment For Published Patent Application

Pictometry International Corp., Rochester, NY

Power of Attorney: None

Domestic Priority data as claimed by applicant
This application is a CON of 12/470,984 05/22/2009 PAT 8401222 *
(*)Data provided by applicant is not consistent with PTO records.

Foreign Applications for which priority is claimed (You may be eligible to benefit from the Patent Prosecution
Highway program at the USPTO. Please see http://www.uspto.gov for more information.) - None.

Foreign application information must be provided in an Application Data Sheet in order to constitute a claim to
foreign priority. See 37 CFR 1.55 and 1.76.

Permission to Access - A proper Authorization to Permit Access to Application by Participating Offices
(PTO/SB/39 or its equivalent) has been received by the USPTO.

If Required, Foreign Filing License Granted: 03/18/2013
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 13/774,478
page 1 of 3
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Projected Publication Date: 07/04/2013
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
Title

System and Process for Roof Measurement Using Aerial Imagery
Preliminary Class
345
Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).

page 2 of 3

0074



LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+1-202-482-6800.
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

Substitute for Form PTO-875 13/774,478
APPLICATION AS FILED - PART | OTHER THAN
(Column 1) (Column 2) SMALL ENTITY OR SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) RATE($) FEE($)
BASIC FEE
(37 CFR 1.16(a), (b), or (c)) N/A N/A N/A 70 N/A
SEARCH FEE
o o o N/A N/A N/A 300 N/A
EXAMINATION FEE
N FEE N/A N/A N/A 360 N/A
TOTAL CLAIMS ) *
(37 CFR 1.16(i)) 20 minus 20= 40 = 0.00 OR
INDEPENDENT CLAIMS . *
(37 CFR 1.16(h)) 2 minus 3 = 210 = 0.00
If the specification and drawings exceed 100
APPLICATION SIZE | sheets of paper, the application size fee due is
FEE $310 ($155 for small entity) for each additional 0.00
(37 CFR 1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C.
41(a)(1)(G) and 37 CFR 1.16(s).
MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j)) 0.00
* |f the difference in column 1 is less than zero, enter "0" in column 2. TOTAL 730 TOTAL
APPLICATION AS AMENDED - PART I
OTHER THAN
(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
< AFTER PREVIOUSLY EXTRA RATES) FEE($) RATE®) FEE($)
E AMENDMENT PAID FOR
i Total . i = =
> a7 CF% ?.16(i)) Minus = OR
a Independent * Minus | *** =
E (37 CFR 1.16(h)) = OR
<§( Application Size Fee (37 CFR 1.16(s))
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j) OR
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE
{Column 1) {Column 2) {Column 3)
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
m AFTER PREVIOUSLY EXTRA RATES) FEE($) RATE®) FEE($)
E AMENDMENT PAID FOR
1N} Total * Minus * = =
= (37 CF% ?.16(i)) OR
% Independent * Minus | *** = _ OR
L (37 CFR 1.16(h))
<§( Application Size Fee (37 CFR 1.16(s))
OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE

* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".

*** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1.
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Electronic Patent Application Fee Transmittal

Application Number:

13774478

Filing Date:

22-Feb-2013

Title of Invention:

System and Process for Roof Measurement Using Aerial Imagery

First Named Inventor/Applicant Name:

Dale R. Thornberry

Filer:

Marc Alan Brockhaus/Lori Radford

Attorney Docket Number:

6338.210

Filed as Small Entity

Utility under 35 USC 111(a) Filing Fees

Description

Fee Code Quantity Amount

Sub-Total in
UsD($)

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Late Filing Fee for Oath or Declaration

2051 1 70

70

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

Extension-of-Time:




o ) Sub-Total in
Description Fee Code Quantity Amount USD($)
Miscellaneous:
Total in USD ($) 70
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Electronic Acknowledgement Receipt

EFSID: 15424850
Application Number: 13774478
International Application Number:
Confirmation Number: 6905

Title of Invention:

System and Process for Roof Measurement Using Aerial Imagery

First Named Inventor/Applicant Name:

Dale R. Thornberry

Customer Number:

30589

Filer:

Marc Alan Brockhaus/Lori Radford

Filer Authorized By:

Marc Alan Brockhaus

Attorney Docket Number: 6338.210
Receipt Date: 03-APR-2013
Filing Date: 22-FEB-2013

Time Stamp: 16:24:18

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment

yes

Payment Type

Credit Card

Payment was successfully received in RAM

$70

RAM confirmation Number

2912

Deposit Account

Authorized User

File Listing:

Document

Number Document Description

File Size(Bytes)/ Multi

File Name Message Digest | Part/.zip

Pages
(if appl.)




29930
1 Fee Worksheet (SB06) fee-info.pdf no 2
6095071e8701245bee36ed7a57d0d6453af|
9bas57
Warnings:
Information:
Total Files Size (in bytes); 29930

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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PATENT APPLICATION FEE DETERMINATION RECORD

Application or Docket Number

Substitute for Form PTO-875 13/774,478
APPLICATION AS FILED - PART | OTHER THAN
(Column 1) (Column 2) SMALL ENTITY OR SMALL ENTITY
FOR NUMBER FILED NUMBER EXTRA RATE($) FEE($) RATE($) FEE($)
BASIC FEE
(37 CFR 1.16(a), (b), or (c)) N/A N/A N/A 70 N/A
SEARCH FEE
o o o N/A N/A N/A 300 N/A
EXAMINATION FEE
N FEE N/A N/A N/A 360 N/A
TOTAL CLAIMS ) *
(37 CFR 1.16(i)) 20 minus 20= 40 = 0.00 OR
INDEPENDENT CLAIMS . *
(37 CFR 1.16(h)) 2 minus 3 = 210 = 0.00
If the specification and drawings exceed 100
APPLICATION SIZE | sheets of paper, the application size fee due is
FEE $310 ($155 for small entity) for each additional 0.00
(37 CFR 1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C.
41(a)(1)(G) and 37 CFR 1.16(s).
MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j)) 0.00
* |f the difference in column 1 is less than zero, enter "0" in column 2. TOTAL 730 TOTAL
APPLICATION AS AMENDED - PART I
OTHER THAN
(Column 1) (Column 2) (Column 3) SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
< AFTER PREVIOUSLY EXTRA RATES) FEE($) RATE®) FEE($)
E AMENDMENT PAID FOR
i Total . i = =
> a7 CF% ?.16(i)) Minus = OR
a Independent * Minus | *** =
E (37 CFR 1.16(h)) = OR
<§( Application Size Fee (37 CFR 1.16(s))
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j) OR
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE
{Column 1) {Column 2) {Column 3)
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
m AFTER PREVIOUSLY EXTRA RATES) FEE($) RATE®) FEE($)
E AMENDMENT PAID FOR
1N} Total * Minus * = =
= (37 CF% ?.16(i)) OR
% Independent * Minus | *** = _ OR
L (37 CFR 1.16(h))
<§( Application Size Fee (37 CFR 1.16(s))
OR
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16(j)
TOTAL OR TOTAL
ADD'L FEE ADD'L FEE

* If the entry in column 1 is less than the entry in column 2, write "0" in column 3.
** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20".

*** |f the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3".
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
PO. Box 1450

Alexandria, Virginia 22313-1450
WWW.uspto.gov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT FIL FEE RECD ATTY.DOCKET.NO TOT CLAIMS|IND CLAIMS
13/774,478 02/22/2013 2668 603 6338.210 20 2
CONFIRMATION NO. 6905
30589 UPDATED FILING RECEIPT
DUNLAP CODDING, P.C.
PO BOX 16370 IR R
000000061015307

OKLAHOMA CITY, OK 73113
Date Mailed: 05/07/2013

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Inventor(s)

Dale R. Thornberry, Carmel, IN;

Chris T. Thornberry, Indianapolis, IN;

Mark F. Garringer, Eaton, IN;
Applicant(s)

Pictometry International Corp., Rochester, NY
Assignment For Published Patent Application

Pictometry International Corp., Rochester, NY

Power of Attorney: None

Domestic Priority data as claimed by applicant
This application is a CON of 12/470,984 05/22/2009 PAT 8401222 *
(*)Data provided by applicant is not consistent with PTO records.

Foreign Applications for which priority is claimed (You may be eligible to benefit from the Patent Prosecution
Highway program at the USPTO. Please see http://www.uspto.gov for more information.) - None.

Foreign application information must be provided in an Application Data Sheet in order to constitute a claim to
foreign priority. See 37 CFR 1.55 and 1.76.

Permission to Access - A proper Authorization to Permit Access to Application by Participating Offices
(PTO/SB/39 or its equivalent) has been received by the USPTO.

If Required, Foreign Filing License Granted: 03/18/2013
The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 13/774,478
page 1 of 3
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Projected Publication Date: 07/04/2013
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **
Title

System and Process for Roof Measurement Using Aerial Imagery
Preliminary Class
382
Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition Applications: No

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).
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LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location for
business investment, innovation, and commercialization of new technologies. The U.S. offers tremendous resources
and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation works to
promote and facilitate business investment. SelectUSA provides information assistance to the international investor
community; serves as an ombudsman for existing and potential investors; advocates on behalf of U.S. cities, states,
and regions competing for global investment; and counsels U.S. economic development organizations on investment
attraction best practices. To learn more about why the United States is the best country in the world to develop
technology, manufacture products, deliver services, and grow your business, visit http://www.SelectUSA.gov or call
+1-202-482-6800.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NUMBER I FILING OR 371(C) DATE I FIRST NAMED APPLICANT I ATTY. DOCKET NO./TITLE |

13/774,478 02/22/2013 Dale R. Thomberry 6338.210

CONFIRMATION NO. 6905

30589 NOTICE
DUNLAP CODDING, P.C.

PO BOX 16370 RN

OKLAHOMA CITY, OK 73113 00000006

0l530

NUTE

Date Mailed: 05/07/2013

INFORMATIONAL NOTICE TO APPLICANT

Applicant is notified that the above-identified application contains the deficiencies noted below. No period for
reply is set forth in this notice for correction of these deficiencies. However, if a deficiency relates to the inventor's
oath or declaration, the applicant must file an oath or declaration in compliance with 37 CFR 1.63, or a substitute
statement in compliance with 37 CFR 1.64, executed by or with respect to each actual inventor no later than the
expiration of the time period set in the "Notice of Allowability” to avoid abandonment. See 37 CFR 1.53(f).

The item(s) indicated below are also required and should be submitted with any reply to this notice to avoid
further processing delays.

+ A properly executed inventor's oath or declaration has not been received for the following inventor(s):
All

Applicant may submit the inventor's oath or declaration at any time before the Notice of Allowance and Fee(s)
Due, PTOL-85, is mailed.

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. |
13/774,478 02/22/2013 Dale R. Thornberry 6338.210 6905
30589 7590 06/12/2013 | EXAMINER |

DUNLAP CODDING, P.C.
PO BOX 16370
OKLAHOMA CITY, OK 73113

FITZPATRICK, ATIBA O

| ART UNIT | PAPER NUMBER |
2668
| MAIL DATE | DELIVERY MODE |
06/12/2013 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07) 0086



Application No. Applicant(s)
13/774,478 THORNBERRY ET AL.

Office Action Summary Examiner Art Unit AIA (First Inventor to File)
ATIBA O. FITZPATRICK 2668 ,S\ltgt”s
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Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
)X Responsive to communication(s) filed on 01/25/2013.
[] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon ____.
2a)[] This action is FINAL. 2b)[X] This action is non-final.

3)[] An election was made by the applicant in response to a restriction requirement set forth during the interview on
___ ;therestriction requirement and election have been incorporated into this action.

4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims
5[ Claim(s) 1-20 is/are pending in the application.

5a) Of the above claim(s) is/are withdrawn from consideration.
6)[] Claim(s) is/are allowed.
7)X Claim(s) 1-20 is/are rejected.
8)[] Claim(s) _____is/are objected to.
9] Claim(s) are subject to restriction and/or election requirement.

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
hitp/hwww usplo gov/patents/init_events/peh/indax.jsp or send an inquiry to PPHieaedback@uspio.qoy.

Application Papers
10)[] The specification is objected to by the Examiner.
11)[] The drawing(s) filed on is/are: a)[_] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)J Al b)[]Some * ¢)[] None of the:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.
Interim copies:
a)JAIl b)[JSome ¢)[] None of the: Interim copies of the priority documents have been received.

Attachment(s)

1) IZI Notice of References Cited (PTO-892) 3) |:| Interview Summary (PTO-413)

2) [ Information Disclosure Statement(s) (PTO/SB/08 Paper No(s)/Mail Date. __
) nformation Disclosure Statement(s) ( ) 4) l:l Other:

Paper No(s)/Mail Date
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DETAILED ACTION
Priority

Applicant’s claim for the benefit of a prior-filed application under 35 U.S.C. 119(e)
or under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied
with one or more conditions for receiving the benefit of an earlier filing as follows:

The later-filed application must be an application for a patent for an invention
which is also disclosed in the prior application (the parent or original nonprovisional
application or provisional application). The disclosure of the invention in the parent
application and in the later-filed application must be sufficient to comply with the
requirements of 35 U.S.C. 112(a) or the first paragraph of 35 U.S.C. 112 (pre-AlA). See
Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077
(Fed. Cir. 1994).

The disclosure of the prior-filed application, Application No. 12/470984, fails to
provide adequate support or enablement in the manner provided by 35 U.S.C. 112(a) or
35 U.S.C. 112 (pre-AlA), first paragraph for one or more claims of this application. The
independent claims and depending claim 16 include the limitation "nadir image", which

is not present in the original disclosure of the parent application.

Claim Rejections -35USC § 112

The following is a quotation of 35 U.S.C. 112(a):

(a) IN GENERAL.—The specification shall contain a written description of the invention,
and of the manner and process of making and using it, in such full, clear, concise, and
exact terms as to enable any person skilled in the art to which it pertains, or with which
it is most nearly connected, to make and use the same, and shall set forth the best
mode contemplated by the inventor or joint inventor of carrying out the invention.
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The following is a quotation of 35 U.S.C. 112 (pre-AlA), first paragraph:

The specification shall contain a written description of the invention, and of the manner
and process of making and using it, in such full, clear, concise, and exact terms as to
enable any person skilled in the art to which it pertains, or with which it is most nearly
connected, to make and use the same and shall set forth the best mode contemplated
by the inventor of carrying out his invention.

Claims 1-20 are rejected under 35 U.S.C. 112(a) or 35 U.S.C. 112 (pre-AlA), first
paragraph, as failing to comply with the enablement requirement. The claim(s) contains
subject matter which was not described in the specification in such a way as to enable
one skilled in the art to which it pertains, or with which it is most nearly connected, to
make and/or use the invention. The independent claims and depending claim 16 include
the limitation "nadir image", which is not present in the original disclosure of the parent

application and not present in the specification of the instant application. Depending

claims cannot remedy this deficiency.

The following is a quotation of 35 U.S.C. 112(b):

(B) CONCLUSION.—The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject matter which the inventor or a
joint inventor regards as the invention.

The following is a quotation of 35 U.S.C. 112 (pre-AlA), second paragraph:

The specification shall conclude with one or more claims particularly pointing out and
distinctly claiming the subject matter which the applicant regards as his invention.

Claims 1-20 are rejected under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-AlA),
second paragraph, as being indefinite for failing to particularly point out and distinctly
claim the subject matter which the inventor or a joint inventor, or for pre-AlA the

applicant regards as the invention. The independent claims and depending claim 16
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include the limitation "nadir image", which is not present in the original disclosure of the
parent application and not present in the specification of the instant application. Since
claims limitations are read in light of the specification, one cannot know how to construe

this limitation. Depending claims cannot remedy this deficiency.

Double Patenting

The nonstatutory double patenting rejection is based on a judicially created
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the
unjustified or improper timewise extension of the “right to exclude” granted by a patent
and to prevent possible harassment by multiple assignees. A nonstatutory
obviousness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct
from the reference claim(s) because the examined application claim is either anticipated
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir.
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163
USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d)
may be used to overcome an actual or provisional rejection based on a nonstatutory

double patenting ground provided the conflicting application or patent either is shown to
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be commonly owned with this application, or claims an invention made as a result of
activities undertaken within the scope of a joint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with
37 CFR 3.73(b).

Claims 1-13 and 14-20 are rejected on the ground of nonstatutory obviousness-
type double patenting as being unpatentable over claims 1-13 and 1-8 respectively of
U.S. Patent No. 8401222 (Thornberry) in view of US 20090141020 (Freund). Freund
teaches “nadir image” (Freund: para 12) and non-transient computer memory (Freund:
para 58; Fig. 1). All other limitations are taught by the claims of Thornberry.

Thus, it would have been obvious for one of ordinary skill in the art at the time the
invention was made to implement the teachings of Freund into Thornberry since
Thornberry suggests determining geographical location of a roof using aerial oblique
image in general and Freund suggests the beneficial use of determining geographical
location of a roof using aerial oblique image wherein nadir images are also used in the
analogous art of image processing. One of ordinary skill in the art would have known
that nadir images are beneficial in that the walls of the building will not be substantially
present in the image. Instead, mainly just the roof would be visible. The teachings of

Freund can be incorporated into Thornberry in that nadir images are also used.
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Conclusion
Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Atiba Fitzpatrick whose telephone number is (571) 270-

5255. The examiner can normally be reached on M-F 10:00am-6pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Vu Le can be reached on (571) 272-7332. The fax phone number for Atiba

Fitzpatrick is (571) 270-6255.

Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published
applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
more information about the PAIR system, see http:/pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO
Customer Service Representative or access to the automated information system, call

800-786-9199 (IN USA OR CANADA) or 571-272-1000.

Atiba Fitzpatrick

/ATIBA O FITZPATRICK/

Examiner, Art Unit 2668
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"7239761" | "20050038636" | "7343268" |
"20080262789" | "4497551" | "7133570" |
"6766282" | "7164883" | "20080221843" |
"5995765" | "7046839" | "20050288959" |
"8323885" | "6385541" | "6836270" |
"7006977" | "20080105045").PN.

L17 §12 {16 and (plural$3 poly many several US-PGPUB;OR ON 2013/06/07
numerous various multi dual multiple (more {jUSPAT; 14:35
NEAR2 than) two three first second third all {USOCR;
any every each additional subsequent FPRS;
another next ) near2 (database EPO; JPG;
knowledge$3base) DERWENT;

IBM_TDB

L18 0 roof with (image picture photograph$4 US-PGPUB; HOR ON 2013/06/07
frame video) and report$4 with (latitud$s {USPAT; 14:35
longitud$5) with (image picture USOCR,;
photograph$4 frame video) FPRS;

EPO; JPG;
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IBM_TDB

L19 {10 iroof with (image picture photograph$4 US-PGPUB;iOR ON 2013/06/07
frame video) and report$4 with (latitud$s {USPAT; 14:35
longitud$5) USOCR,;

FPRS;
EPO; JPG;
DERWENT;
IBM_TDB

20 i8 (US-20100296693-$% or US-20070107620-$ {jUS-PGPUB;{OR ON 2013/06/07
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$).did. or (US-7391956-$ or US-7246007-$
or US-6625383-$ or US-6571052-$) .did.

[21 {8 (US-20100296693-$% or US-20070107620-$ jUS-PGPUB;{{OR ON 2013/06/07
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$).did. or (US-7391956-$ or US-7246007-$
or US-6625383-$ or US-6571052-$) .did.

22 8 L21 and report$4 with (latitud$5 US-PGPUB;iOR ON 2013/06/07
longitud$5) USPAT; 14:35

USOCR,;
FPRS;
EPO; JPG;
DERWENT;
IBM_TDB

L23 i1 L16 and report$4 with (latitud$5 US-PGPUB;OR ON 2013/06/07

longitud$5) USPAT; 14:35
USOCR,;
FPRS;
EPO; JPG;
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IBM_TDB

[24 20 {iL16 and (latitud$5 longitud$b) US-PGPUB; §OR ON 2013/06/07

USPAT; 14:35
USOCR,;
FPRS;
EPO; JPG;
DERWENT;
IBM_TDB

L25 i1 "20100110074".pn. and report$4 with US-PGPUB; #OR ON 2013/06/07

model$4 USPAT; 14:35
USOCR,;
FPRS;
EPO; JPG;
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DERWENT;
IBM_TDB
26 {{34 {iL16 and (database knowledge$3base) US-PGPUB;HOR ON 2013/06/07
USPAT; 14:35
USOCR,;
FPRS;
EPO; JPG;
DERWENT;
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USOCR,;
FPRS;
EPO; JPG;
DERWENT;
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Address: COMMISSIONER FOR PATENTS

PO. Box 1450
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NOTICE OF PUBLICATION OF APPLICATION

The above-identified application will be electronically published as a patent application publication pursuant to 37
CFR 1.211, et seq. The patent application publication number and publication date are set forth above.

The publication may be accessed through the USPTO's publically available Searchable Databases via the
Internet at www.uspto.gov. The direct link to access the publication is currently http://www.uspto.gov/patft/.

The publication process established by the Office does not provide for mailing a copy of the publication to
applicant. A copy of the publication may be obtained from the Office upon payment of the appropriate fee set forth
in 37 CFR 1.19(a)(1). Orders for copies of patent application publications are handled by the USPTO's Office of
Public Records. The Office of Public Records can be reached by telephone at (703) 308-9726 or (800) 972-6382,
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Retrieval (PAIR) system. The direct link to access this status information is currently http://pair.uspto.gov/. Prior to
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PAIR.

Further assistance in electronically accessing the publication, or about PAIR, is available by calling the Patent
Electronic Business Center at 1-866-217-9197.
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Application No. Applicant(s)

) . ) 13/774,478 THORNBERRY ET AL.
Applicant-Initiated Interview Summary

Examiner Art Unit

ATIBA O. FITZPATRICK 2668

All participants (applicant, applicant’s representative, PTO personnel):

(1) ATIBA O. FITZPATRICK. (3) .

(2) Marc Brockhaus. 4

Date of Interview: 08 July 2013.

Type: [X Telephonic [ Video Conference
[ Personal [copy given to: [] applicant [ applicant’s representative]

Exhibit shown or demonstration conducted: [ Yes X No.
If Yes, brief description:

Issues Discussed []101 XJ112 []J102 []103 [X]Others

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)
Claim(s) discussed: 1 and 14.
Identification of prior art discussed: NA.

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

Applicant proposed amending independent claims 1 and 14 by removing the limitation "nadir image" and adding
limitations akin to "aerial imagery taken from an overhead view", which are present in paragraph [0030] of the instant
application's specification. Examiner informed Applicant that such an amendment would obviate lack of priority and 35
USC 112 issues indicated in the first office action. Applicant also indicated an intention to file a terminal disclaimer in
order to obviate the non-statutory double patenting rejection .

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP
section 713.04). If areply to the last Office action has already been filed, applicant is given a non-extendable period of the longer of one month or
thirty days from this interview date, or the mailing date of this interview summary form, whichever is later, to file a statement of the substance of the
interview

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

[] Attachment

/ATIBA O FITZPATRICK/
Primary Examiner, Art Unit 2668

U.S. Patent and Trademark Office
PTOL-413 (Rev. 8/11/2010) Interview Summary Paper No. 20130708
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Summary of Record of Interview Requirements

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the
application whether or not an agreement with the examiner was reached at the interview.

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews
Paragraph (b)

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132)

37 CFR §1.2 Business to be transacted in writing.
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself
incomplete through the failure to record the substance of interviews.

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless
the examiner indicates he or she will do so. Itis the examiner’s responsibility to see that such a record is made and to correct material inaccuracies
which bear directly on the question of patentability.

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required.

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the
“Contents” section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant’s correspondence address
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:

— Application Number (Series Code and Serial Number)

—Name of applicant

—Name of examiner

—Date of interview

—Type of interview (telephonic, video-conference, or personal)

—Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.)

— An indication whether or not an exhibit was shown or a demonstration conducted

— An identification of the specific prior art discussed

— Anindication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does
not restrict further action by the examiner to the contrary.

—The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action)

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the
substance of the interview.

A complete and proper recordation of the substance of any interview should include at least the following applicable items:

1) A brief description of the nature of any exhibit shown or any demonstration conducted,

2) an identification of the claims discussed,

3) an identification of the specific prior art discussed,

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the

Interview Summary Form completed by the Examiner,

5) a brief identification of the general thrust of the principal arguments presented to the examiner,

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully
describe those arguments which he or she feels were or might be persuasive to the examiner.)

6) a general indication of any other pertinent matters discussed, and

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by

the examiner.

Examiners are expected to carefully review the applicant’s record of the substance of an interview. If the record is not complete and
accurate, the examiner will give the applicant an extendable one month time period to correct the record.

Examiner to Check for Accuracy

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner’s version of the
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, “Interview Record OK” on the
paper recording the substance of the interview along with the date and the examiner’s initials.
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Electronically Filed On: July 16, 2013
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Application No. : 13/774,478

Confirmation No. 6905

Applicant(s) X Thornberry, et al.

Filed : 02/22/2013

TC/A.U. : 2668

Examiner : Atibo O. Fitzpatrick

Title : System and Process for Roof Measurement Using Aerial
Imagery

Docket No. X 6338.210

Customer No. : 30589

Mail Stop Amendment
Commissioner for Patents
P.O. Box 1450

Alexandria, VA22313-1450

RESPONSE TO OFFICE ACTION

Applicants submit the following response to the Office Action mailed on June 12,
2013:

Amendments to the Claims are reflected in the Listing of Claims which begins on
page 2 of this paper

Remarks begin on page 9 of this paper.
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AMENDMENTS TO THE CLAIMS

This Listing of Claims supersedes and replaces all prior versions in the patent

application.

Listing of Claims

1. (Currently Amended) A process for determining attributes of a roof structure of a

real-world three-dimensional building, comprising the acts of:

providing at least one computer input field for a user to input first location data

generally corresponding to the location of the building;

providing visual access to a-pradir an aerial image of a region including the roof
structure of the building corresponding to said first location data, the aerial

image taken from a straight down overhead view with respect to the roof

structure;

on the nadir aerial image of the region, providing a visual marker that is
moveable on a computer monitor around said region, said visual marker
initially corresponding to said first location data, wherein said visual
marker may be moved to a final location on top of the building to more
precisely identify the location of the building roof structure, the final

location having location coordinates;

providing a computer input capable of signaling user-acceptance of the final

location of said marker; and,

Page 2 of 10
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providing visual access to one or more oblique images of an aerial imagery

database corresponding to location coordinates of the final location.

2. (Original) The process of claim 1 and wherein said first location data comprised
street address data, and wherein said location coordinates of said final location are

translated to latitude and longitude coordinates.

3. (Original) The process of claim 2 and wherein said image corresponding to the
first location data is from a first imagery database from which said final location is
selected and is internet-based imagery having a corresponding street address look up
field, and wherein the aerial imagery database is a second imagery database, and

further comprising the act of:

using said latitude and longitude coordinates to access imagery from the second

imagery database.

4. (Original) The process of claim 3 and further comprising the act of:

generating, in computer memory, outline drawings around outlines corresponding

to roof planes based on tracing from said imagery from said second imagery database.

Page 3 of 10
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5. (Original) The process of claim 4 and wherein said providing acts are provided

over an internet interface.

6. (Original) The process of claim 5 and further comprising the act of:
providing a printed report that includes an aerial image of the building roof

structure.

7. (Original) The process of claim 1 and further comprising the act of:

generating, in computer memory, outline drawings around outlines corresponding

to roof planes based on tracing from said imagery.

8. (Original) The process of claim 1 and wherein said providing acts are provided

over an internet interface.

9. (Original) The process of claim 1 and further comprising the act of:
providing a printed report that includes an aerial image of the building roof

structure.

Page 4 of 10
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10.  (Original) The process of claim 9 and wherein the printed report includes a
latitude reference and/or a longitude reference corresponding to the location of the

building roof structure.

11.  (Original) The process of claim 1, wherein the user is a customer.

12.  (Original) The process of claim 1, wherein the user is a commercial vendor.

13.  (Original) The process of claim 1, further comprising providing visual access to
the one or more images of the aerial imagery database corresponding to the final

location data.

14.  (Currently Amended) A non-transient computer memory storing computer logic,
that when executed by computer hardware causes the computer hardware to determine

attributes of a roof structure of a real-world three-dimensional building by:

providing at least one computer input field for a user to input first location data

generally corresponding to the location of the building;

providing visual access to a-nradir an aerial image of a region including the roof

structure of the building corresponding to said first location data, the aerial
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image taken from a straight down overhead view with respect to the roof

structure:

on the nadir aerial image of the region, providing a visual marker that is
moveable on a computer monitor around said region, said visual marker
initially corresponding to said first location data, wherein said visual
marker may be moved to a final location on top of the building to more
precisely identify the location of the building roof structure, the final

location having location coordinates;

providing a computer input capable of signaling user-acceptance of the final

location of said marker; and,

providing visual access to one or more oblique images of an aerial imagery

database corresponding to location coordinates of the final location.

15.  (Original) The non-transient computer memory of claim 14, wherein said first
location data comprised street address data, and wherein said location coordinates of

said final location are translated to latitude and longitude coordinates.

16.  (Currently Amended) The non-transient computer memory of claim 15, wherein
said radir aerial image corresponding to the first location data is from a first imagery
database from which said final location is selected and is internet-based imagery having

a corresponding street address look up field, and wherein the aerial imagery database
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is a second imagery database, and wherein said computer logic when executed by

computer hardware causes the computer hardware to:

use said latitude and longitude coordinates to access imagery from the second

imagery database.

17.  (Original) The non-transient computer memory of claim 16, wherein said
computer logic when executed by computer hardware causes the computer hardware

to:

generate, in computer memory, outline drawings around outlines corresponding

to roof planes based on tracing from said imagery from said second imagery database.

18.  (Original) The non-transient computer memory of claim 17, wherein said

computer logic when executed by computer hardware causes the computer hardware

to:

provide a printed report that includes an aerial image of the building roof

structure.

19. (Original) The non-transient computer memory of claim 14, wherein said
computer logic when executed by computer hardware causes the computer hardware

to:
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generate, in computer memory, outline drawings around outlines corresponding

to roof planes based on tracing from said imagery.

20. (Original) The non-transient computer memory of claim 14, wherein said

providing acts are provided over an internet interface.
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REMARKS

Summary of Examiner Interview

A telephonic interview occurred on July 8, 2013 between Marc Brockhaus and
Examiner Fitzpatrick. The claimed term “nadir image” was discussed and it was pointed
out by Mr. Brockhaus that support under 35 U.S.C. § 112 for such term is located in
Paragraph [0030] of the disclosure. In an effort to overcome all outstanding issues in
this case, Mr. Brockhaus offered to amend the claims to eliminate the use of the term
“nadir image” by using the language “straight down overhead view” explicitly set forth in
Paragraph [0030]. It was agreed that the proposed amendment was supported by the
disclosure and would overcome the objections to the priority claim and the rejections
under 35 USC §112 that are set forth in the Office Action. Independent claims 1 and 14

have been amended in accordance with the agreement reached with the Examiner.

In light of the foregoing, reconsideration and withdrawal of the objection to the
present claim of priority, as well as the rejections of claims 1-20 under 35 U.S.C. § 112

are respectfully requested.

Non-Statutory Obviousness-type Double Patenting

Claims 1-20 were also rejected on the ground of nonstatutory obviousness-type
double patenting as being unpatentable over claims 1-13 and 1-8 respectively of U.S.
Patent No. 8,401,222 in view of US 20090141020 (Freund). It was stated in the Office
Action that a timely filed terminal disclaimer may be used to overcome an actual or
provisional rejection based on a nonstatutory double patenting ground provided the
conflicting patent is shown to be commonly owned with this application. Although the

Applicant respectfully disagrees with the rationale provided in the Office Action in
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support of the nonstatutory obviousness-type double patenting rejection, submitted
herewith is a timely filed terminal disclaimer to overcome the present obviousness-type

double patenting rejection.

In light of the foregoing, reconsideration and withdrawal of the obviousness-type

double patenting rejection is respectfully requested.

CONCLUSION

The foregoing is intended to be a complete response to the Office Action mailed
June 12, 2013 since all of the issues raised in the Office Action have been addressed.
Should the Examiner have any comments or questions regarding the foregoing,
Applicants’ attorney would welcome a telephonic interview with the Examiner. For the
reasons stated above, reconsideration and withdrawal of the rejections and objections

are respectfully requested.

Respectfully submitted,

Marc. A. Brockhaus, Reg. No. 40,923
DUNLAP CODDING, P.C.

P.O. Box 16370

Oklahoma City, Oklahoma 73113
Telephone: (405) 607-8600
Facsimile:  (405) 607-8686

Attorney for Applicant
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Document Description: Power of Attorney _ Approved for use through 11/30/2014, OMB 0661-0035
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to raspond to a collection of information unless it displays a valid OMB control number.

( TRANSMITTAL FOR POWER OF ATTORNEY TO ONE OR MORE ]
REGISTERED PRACTITIONERS )

NOTE: This form is to be submitted with the Power of Atterney by Applicant form (PTO/AIA/82B or equivalent) to identify the
application to which the Power of Attorney is directed, in accordance with 37 CFR 1.5. If the Power of Attorney by Applicant form
is not accompanied by this transmittal form or an equivalent, the Power of Attorney will not be recognized in the application.

Application Number 13/774,478
Filing Date 02/22/2013
First Named Inventor Dale R. Thornberry

Title SYSTEM AND PROCESS FOR ROOF MEASUREMENT USING AERIAL IMAGERY

Art Unit 2677

Examiner Name

Attorney Docket Number  [6338.210

SIGNATURE of Applicant or Patent Practitioner

Signature W‘f /g%%w, Date 7-16 ~2ol3

Name Marc A. Brockhaus #405-607-8600
Registration Number 40;923

NOTE: This form must be signed in accordance with 37 CFR 1.33. See 37 CFR 1.4(d) for signature requirements and certifications.

Telephone

D ‘Total of forms are submitted.

This collection of information is required by 37 CFR 1.31, 1.32 and 1.33. The Information Is required to obtain or retain a benefit by the public which is to file (and
by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3 minutes
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I am the Applicant:

[:] Inventor or Joint Inventor

[ JLegal Representative of a Deceased or Legally Incapacitated Inventor

[:i]l-\ssignee of Person to Whom the Inventor is Under an Obligation to Assign

“JPerson Who Otherwise Shows Sufficient Proprietary Interest (e.g., a petition under 37 CFR 1.46(b)(2) was

" granted in the application or is concurrently being filed with this document)
SIGNATURE of Applicant for Patent

Signature o e e | Dt 2/ A 2

Telephone 585-487-1527

Namc Steve Schuliz

Title and Company | Chief Technology Officer
NOTE: Signature - This form must be signed by the applicant in accordance with 37 CFR 1.33. See 37 CFR 1.4 for signature requirements and
certifications. Submit multiple forms for more than one signature, see below *.

[ ] *Totalof

This collection of information is required by 37 CFR 1.31, 1.32 and 1.33. The information is required to obtain or retain a benefit by the public which is to file (and hy the
USPTO to process) an application. Contidentiality is governed by 35 t1.8.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3 minutes to complete,
including gathering, preparing, and submilting the completed application form fo the USPTO. Time will vary depending upon the individual case. Any comments on
the amount of time you require 1o complete this form and/ar suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patenl and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS

ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PT0O-9199 and select oplion 2.

... forms are submitted.
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PTO/AIA/96 (08-12)
Approved for use through 01/31/2013. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduclion Act of 1995, no persons are required lo respond 1o a collection of information uniess it displays a valid OMB control number.

STATEMENT UNDER 37 CFR 3.73(c)

Applicant/Patent Owner; Dale R. Thornberry

Application No./Patent No.: 13/774,478 Filed/lssue Date: 02/22/2013

Titleg: SYSTEM AND PROCESS FOR ROOF MEASUREMENT USING AERIAL IMAGERY

Pictometry International Corp. .a Corporation

(Name of Assignee) (Type of Assignea, e.g., corporatlon, partnership, university, government agency, etc.)

states that, for the patent application/patent identified above, it is (choose one of options 1, 2, 3 or 4 below):
1. The assignee of the entire right, title, and interest.

2. [:] An assignee of less than the entire right, title, and interest (check applicable box):

I__J The extent (by percentage) of its ownership interest is %. Additiona! Statement(s) by the owners
holding the balance of the interest must be submitted to account for 100% of the ownership interest.

I:] There are unspecified percentages of ownership. The other parties, including inventors, who together own the entire
right, title and interest are:

Additional Statement(s) by the owner(s) hoiding the balance of the interest must be submitted to account for the entire
right, title, and interest.

3. D The assignee of an undivided interest in the entirety (a complete assignment from one of the joint inventors was made).
The other parties, including inventors, who together own the entire right, title, and interest are:

Additional Statement(s) by the owner(s) holding the balance of the interest must be submitted to account for the entire
right, title, and interest.

4. D The recipient, via a court proceeding or the like (e.g., bankruptcy, probate), of an undivided interest in the entirety (2
complete transfer of ownership interest was made). The certified document(s) showing the transter is attached.

The interest identified in option 1, 2 or 3 above (not option 4) is evidenced by either (choose one of options A or B below):

A. An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded in
the United States Patent and Trademark Office at Ree| 026820 , Frame 0931 , or for which a copy
thereof is attached.

B. D A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:

1. From: To:
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.
2. From: To:
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.

[Page 1 of 2]
This collection of information is required by 37 CFR 3.73(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount
of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S, Patent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND

TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2,
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FTONIAGG (08-12)

Approved for use through 01/31/2013. OMB 0651-0031

.5, Patent and Trademark Office; 1).S. DEPARTMENT OF COMMERCE

Under the Paperwork Beduclion Act of 1995, no persons are required to respond (o a coltection of information unless it displays a vatid OMB control number.

STATEMENT UNDER 37 CFR 3.73(c)

3. From: To:
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame , or for which a copy thereof is attached.
4. From: To:

The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereot is attached.

5. From: To:
The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

6. From: To:
The document was recorded in the United States Patent and Trademark Office at

Reel , Frame , or for which a copy thereof is attached.

L:] Additional documents in the chain of title are listed on a supplemental sheet(s).

| ] As required by 37 CFR 3.73(c)(1)(i), the documentary evidence of the chain of title from the original owner to the
assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11.

[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment
Division in accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. See MPEP 302.08]

The undersigned (whose title is supplied below) is authorized 10 act on behalf of the assignee.

:S@hathre T Date
Steve Schultz Chief Technology Officer
Printed or Typed Name Title or Registration Number
[Page 2 of 2]
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Electronic Patent Application Fee Transmittal

Application Number: 13774478

Filing Date: 22-Feb-2013

Title of Invention: System and Process for Roof Measurement Using Aerial Imagery
First Named Inventor/Applicant Name: Dale R. Thornberry

Filer: Marc Alan Brockhaus/Lori Radford

Attorney Docket Number: 6338.210

Filed as Small Entity

Utility under 35 USC 111(a) Filing Fees

Sub-Total in

Description Fee Code Quantity Amount USD($)

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

Extension-of-Time:
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Description Fee Code Quantity Amount Sullaj-s'l's(tsa)l in
Miscellaneous:
Statutory or Terminal Disclaimer 1814 1 160 160
Total in USD ($) 160
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Electronic Acknowledgement Receipt

EFSID: 16332788
Application Number: 13774478
International Application Number:
Confirmation Number: 6905

Title of Invention:

System and Process for Roof Measurement Using Aerial Imagery

First Named Inventor/Applicant Name:

Dale R. Thornberry

Customer Number:

30589

Filer:

Marc Alan Brockhaus/Lori Radford

Filer Authorized By:

Marc Alan Brockhaus

Attorney Docket Number: 6338.210
Receipt Date: 16-JUL-2013
Filing Date: 22-FEB-2013
Time Stamp: 17:00:31

Application Type:

Utility under 35 USC 111(a)

Payment information:

Submitted with Payment

yes

Payment Type

Credit Card

Payment was successfully received in RAM

$160

RAM confirmation Number

4126

Deposit Account

Authorized User

File Listing:

Document

Number Document Description

File Size(Bytes)/ Multi

File Name Message Digest | Part/.zip

Pages
(if appl.)




6338210_Transmittal07162013.

68581

1 Transmittal Letter of no 1
p 23620005ed3cc5a9f7167e301167fd02da89)
a453
Warnings:
Information:
260924
2 6338210_Response.pdf yes 10
c5d3f872800a1a0427ebd15928b514821d7]
286ea
Multipart Description/PDF files in .zip description
Document Description Start End
Amendment/Req. Reconsideration-After Non-Final Reject 1 1
2 8
Applicant Arguments/Remarks Made in an Amendment 9 10
Warnings:
Information:
6338210_T inalDisclai 73856
3 Terminal Disclaimer Filed - ermcll?a Isclaimer. no 1
p a45a32eabca974438df1809df97bc307d86
dd26a
Warnings:
Information:
157843
4 QOath or Declaration filed 6338210_Declarations.pdf no 2
d210652371847¢78665d1d4dfdda2cfeb1bl
Tecea
Warnings:
Information:
6338210_SubstituteDeclarati 127717
5 QOath or Declaration filed —>ubs Idl; cLeclaration no 2
.p ac8635fbbd2faae5d9929%b7ad515819feel
08cc
Warnings:
Information:
140930
6 Power of Attorney 6338210_POA.pdf no 2
6¢9454acece358358ac82d8c37d668d0ea
4033f
Warnings:
Information:
Assi howi f hi 37 113789
7 >31gnee showing of ownership per 6338210_Statement.pdf ho 2
CFR 3.73.
13007c72a1f0f97dca804fbd5adffb7b8d 34
05da
Warnings:
Information:

0123




29846
8 Fee Worksheet (SB06) fee-info.pdf no 2
155b1055698b19ef7be6e8121491d56e037)
falfg
Warnings:
Information:
Total Files Size (in bytes); 973486

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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Doc Code: TRAN.LET
Document Description: Transmittal Letter

TRANSMITTAL
FORM

(to be used for all correspondence after initial filing)

Appllcatlon Number

13/774,478

PTO/SB/21 (07-09)

Approved for use through 07/31/2012. OMB 0651-0031
u.s. Patenl and Trademark Off ce; U S DEPARTMENT OF COMMERCE

Filing Date

02/22/2013

First Named Inventor

Dale R. Thomberry

Art Unit 2668

Examiner Name

Atiba O. Fitzpatrick

\ Total Number of Pages in This Submission l

Attorney Docket Number

6338.210

ENCLOSURES

(Check all that apply)

[

OO oo

Fee Transmittal Form

L__] Fee Attached

Amendment/Reply

D After Final

I:I Affidavits/declaration(s)

Extension of Time Request
Express Abandonment Request

Information Disclosure Statement

LONNOO OO

Drawing(s)

Licensing-related Papers

Petition

Petition to Convert to a

Provisional Application

Power of Attorney, Revocation
Change of Correspondence Address

Terminal Disclaimer

Request for Refund

CD, Number of CD(s)

I:l Landscape Table on CD

After Allowance Communication to TC

Appeal Communication to Board
of Appeals and Interferences

Appeal Communication to TC
(Appeal Notice, Brief, Reply Brief)

Proprietary Information

Status Letter

Other Enclosure(s) (please Identify
below):

See Remarks

NOOO OO

Certified Copy of Priority
Document(s)

Reply to Missing Parts/
Incomplete Application
Reply to Missing Parts
under 37 CFR 1.52 or 1.53

NSO EWN -

Remarks |

. SB21 Transmittal Form (1 pg);

. Response to Office Action (10 pgs);
. Terminal Disclaimer (1 pg);

. Declarations (2 pgs);

. Substitute Statement in Lieu of Declaration (2 pgs);
. Power of Attorney (2 pgs);

. Statement Under 37 CFR 3.73(c) (2 pgs).

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT

Firm Name

DUNLAP CODDING, P.C.

Signature

Printed name

Marc A. Brockhaus

Date

07/16/2013

Reg. No.

40,923

-

CERTIFICATE OF TRANSMISSION/MAILING

\

the date shown below:

| hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with
sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on

Signature

Typed or printed name

Marc A. Brockhaus

Date |07/16/2013 /

This collection of information is required by 37 CFR 1.5. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and1.14. This collection is estimated to 2 hours to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS

ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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PTO/SB/26 (07-09)

Approved for use through 07/31/2012. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING Docket Number (Optional)
REJECTION OVER A “PRIOR” PATENT 6338.210

In re Application of: Dale R. Thornberry
Application No.: 13/774,478

Filed: 02/22/2013
For: SYSTEM AND PROCESS FOR ROOF MEASUREMENT USING AERIAL IMAGERY

The owner*, _Pictometry International Corp , of 100 percent interest in the instant application hereby disclaims,
except as provided below, the terminal part of the statutory term of any patent granted on the instant application which would extend beyond
the expiration date of the full statutory term prior patent No. 8,401,222 as the term of said prior patent is defined in 35 U.S.C. 154

and 173, and as the term of said prior patent is presently shortened by any terminal disclaimer. The owner hereby agrees that any patent so
granted on the instant application shall be enforceable only for and during such period that it and the prior patent are commonly owned. This
agreement runs with any patent granted on the instant application and is binding upon the grantee, its successors or assigns.

In making the above disclaimer, the owner does not disciaim the terminal part of the term of any patent granted on the instant application that
would extend to the expiration date of the full statutory term as defined in 35 U.S.C. 154 and 173 of the prior patent, “as the term of said prior
patent is presently shortened by any terminal disclaimer,” in the event that said prior patent later:

expires for failure to pay a maintenance fee;

is held unenforceable;

is found invalid by a court of competent jurisdiction;

is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 1.321;

has all claims canceled by a reexamination certificate;

is reissued; or

is in any manner terminated prior to the expiration of its full statutory term as presently shortened by any terminal disclaimer.

Check either box 1 or 2 below, if appropriate.

1. D For submissions on behalf of a business/organization (e.g., corporation, partnership, university, government agency,
etc.), the undersigned is empowered to act on behalf of the business/organization.

I hereby declare that all statements ma de herein of my own knowledge are true and that all statements made on in formation and
belief are belie ved to be true; a nd further that th ese statements were made with the knowledge that willful false s tatements and the like so
made are punis hable by fine or imprisonment, or both, under Se ction 1001 of Title 18 of the United States Code and that such  willful false
statements may jeopardize the validity of the application or any patent issued thereon.

2. The undersigned is an attorney or agent of record. Reg. No._40,923

TNaoy /S/Z/p—, MW 07/16/2013

Signature Date

Marc A. Brockhaus
Typed or printed name

405-607-8600
Telephone Number

Terminal disclaimer fee under 37 CFR 1.20(d) included.

WARNING: Information on this form may become public. Credit card information should not
be included on this form. Provide credit card information and authorization on PTO-2038.

*Statement under 37 CFR 3.73(b) is required if terminal disclaimer is signed by the assignee (owner).
Form PTO/SB/96 may be used for making this certification. See MPEP § 324.

This collection of information is required by 37 CFR 1.321. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 minutes to c omplete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comiments
on the amount of time you require to complete th is form and/or suggestions for reducing this bu rden, should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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PTO/AIAIT (06-12)
Approved for use through 01/31/2014. OMB 0651-0032
U.S. Patent and Trademark Offica; U.5. DEPARTMENT OF COMMERCE,

Under the Paperwork Reduction Act of 1995, no persons are required to raspond to a collection of information unless it displays a vakd OMD control number,

DECLARATION (37 CFR 1.63) FOR UTILITY OR DESIGN APPLICATION USING AN
APPLICATION DATA SHEET (37 CFR 1.76)

Title of | SYSTEM AND PROCESS FOR ROOF MEASUREMENT USING AERIAL IMAGERY

hvention

As the below named inventor, | hereby declare that:

This declaration -~
is directed to: D The attached application, or

13/774,478

02/22/2013

filed on

The above-identified application was made or authorized to be made by me.

| believe that | am the original inventor or an original joint inventer of a ¢laimed invention in the application.

I hereby acknowledge that any willfui false statement made in this declaration is punishable under 18 U.S.C. 1001
by fine or imprisonment of not more than five (5) years, or both.

WARNING:

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may
contribute to identity theft, Personal information such as social security numbers, bank account numbers, or credit card numbers
{other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO
to support a petition or an application. If this type of personal information is included in documents submitted to the USPTO,
petitioners/applicants should consider redacting such personal information from the documents before submitting them to the
USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication of the
application (unless a non-publication request in compliance with 37 CFR 1.213(a) is made in the application) or issuance of a
patent. Furthermore, the record from an abandoned application may also be available to the public if the application is
referenced in a published application or an issued patent (see 37 CFR 1,14). Checks and credit card authorization-forms
PTO-2038 submitted for payment purposes are not retained in the application file and therefore are not publicly available.

LEGAL NAME OF INVENTOR

. P
Mark F. Garringer Date (Optional) : «;/“/f( /3

,,,,,,,,, o

Inventor:

Note: An application data sheet (PTO/SB/14 or equivalent), including naming the entire inventive entity, must accompany this form or must have
been previously filed. Use an additional PTO/AIA/01 form for each additional inventor.

This collection of information is required by 35 1U.5.C. 115 and 37 CFR 1.63. Tha information is required to obtain or retain a benefil by the public which is 1o fila {(and

by the USPTO to process) an appiication. Gonfidentiality is governed by 35 U.5.C. 122 and 37 CFR 1.11 and 1.14. This collaction is eslimaled to take 1 minute to
complete, including gathering, preparing, and iting tha comp application form to the USPTO. Timao will vary depending upon the individual case. Any

comments on the amount of tima you require to completa this form and/or suggostions for roducing this burden, should be sent to the Chief Information Qfficer, U.S.
Patent and Tradomark Office, U.S. Depariment of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450, 0O NOT SEND FEES OR COMPLETED FORMS TO
THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance In completing the form, call 1-800-PT0-9199 and sefect oplion 2
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PTCIAIAKY {08-12)

Approved for use through 013172014, OMB 0651-0032

LS Patont and Trademark Office; U.S DEPARTMENT UF COMMERCE

Under the Paperwork Reduction Act of 1885, no persons are required o respond (0 a collection of information ualess it displays a valid OMB contrel numbes.

DECLARATION (37 CFR 1.63) FOR UTILITY OR DESIGN APPLICATION USING AN
APPLICATION DATA SHEET (37 CFR 1.76)

Titeof |SYSTEM AND PROCESS FOR ROOF MEASUREMENT USING AERIAL IMAGERY

{nvention

As the below named invenlor, 1 hereby declare that:

This declaration ™ 1yq auached application. or

is diracted to:
13/774.478

@ United States application or PCT international applicaticn number

02/22/2013

filed on

The above-identified application was made or authorized to be made by me.

1 believe that | am the origina! inventor or an original joint inventor of a claimed invention in the application.

| hereby acknowledge that any wiliful false statement made in this declaration is purishable under 18 U.5.C. 1001
by fine orimprisenment of not more than five (5) years, or beth.

WARNING:

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card numbers
{other than a check or credit card guthorization form PT0-2038 submitted for payment purposes) is never required by the USPTO
to support a petition or an application. If this type of parsonal information is ncluded ir documents submitted (o the USPTO,
petitioners/applicants should consider redacting such personai information from the documents before submitting them 1o the
USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication of the
application (unless a non-publication request in comphance with 37 CFR 1.213(3) is made in the applicahon) orissuance of a
patert Furthermore, the record from an abandoned application may also be avaiiable 1o the pubiic if the appiication is
referenced in a published appucation or an issued pater! {see 37 CFR 1.14). Checks and credit card authorization forms
PT0-2038 submitted for payment purposes are not retained in the application file and therefore are not publicly available.

LEGAL NAME OF INVENTOR

Inventor: Chf' is T Thomberry Date {Optional) :

/ e A/(; e C

& iy o

Signa:ure{; il - - -

e %

Note: An application data sheet (PTO/SB/4 or equivalent), including naming the entire invertive entily, must accompany this form or must have
been previously fled. Use an additional PTO/AIA/O0Y form far each additional inventor,

Tris cotiaction of infarmation is tequired by 35 U.5.C. 115 and 47 CFR 1.63. The nformation is required to abtain of retain & benefit by the public which is 1o file {and
by the USPTO fo process) an application. Confidentiality is governed by 35 U.S.C 122 and 37 CFR 1.11 and 1,14 Tris collection is estimated to taka 1 minute 1o
complete, inchuding gathering, preparing, and submitting the completed appiication form to the USPTO. Time will vary depending upon the individuai case. Any
comrments on the amourt of tme you require to complete this form andfor suggestions for reduting this burden, should be sent to the Chief informanon Officer, U.§
Patent and Trademark Offce, U.S. Department of Commerce, P O. Hox 1450, Alexandria. VA 22313-1450 DO NOT SEND FEES OR COMPLETED FORMS TD
THIS ADDRESS. SEND YO: Commissioner for Patents, P.O. Box 1450, Alaxandria, VA 22313-1450.

If you negd assistance 1 complehng the form, cab 1-800-PT0-219% ang sefect uption £
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Doc code: Qath
Document Description: Oath or declaration filed
PTO/AIA/D2 (06-12)
Approved for use through 01/31/2014. OMB 0651-0032
1J.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

SUBSTITUTE STATEMENT IN LIEU OF AN OATH OR DECLARATION FOR UTILITY
OR DESIGN PATENT APPLICATION (35 U.S.C. 115(d) AND 37 CFR 1.64)

Titte of |9 YSTEM AND PROCESS FOR ROOF MEASUREMENT USING AERIAL IMAGERY

Invention

This statement is directed to:

|:| The attached application,
OR

13/774,478 _, 02/22/2013

@United States application or PCT international application number

LEGAL NAME of inventor to whom this substitute statement applies:

(E.g., Given Name (first and middle (if any)) and Family Name or Surname)
Dale R. Thornberry

Residence (except for a deceased or legally incapacitated inventor): us

o Carmel IN US

State Country
Mailing Address (except for a deceased or legally incapacitated inventor):

13890 Wildcat Dr.

., Carmel IN 46033 US

State Country

| believe the above-named inventor or joint inventor to be the original inventor or an original joint inventor of a claimed invention
in the application.

The above-identified application was made or authorized to be made by me.

| hereby acknowledge that any willful false statement made in this statement is punishable under 18 U.S.C. 1001 by fine or
imprisonment of not more than five (5) years, or both.

Relationship to the inventor to whom this substitute statement applies:

[:] Legal Representative (for deceased or legally incapacitated inventor only),

|i] Assignee,

D Person to whom the inventor is under an obligation to assign,

D Person who otherwise shows a sufficient proprietary interest in the matter (petition under 37 CFR 1.46 is required), or

I:I Joint Inventor.

[Page 1 of 2]

This collection of information is required by 35 U.S.C. 115 and 37 CFR 1.63. The information is required to obtain or retain a benefit by the public which is to file (and
by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1 minute to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S.
Patent and Trademark Office, U.S. Department of Commerce, P.Q. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO
THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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PTO/SH/AIADZ (06-12)
Approved for use through 01/31/2014. OMB 0651-0032
U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond 1o a collection of information unless it displays a valid OMB control number.

SUBSTITUTE STATEMENT

Circumstances permitting execution of this substitute statement:
I] Inventor is deceased,
ll Inventor is under legal incapacity,
I] Inventor cannot be found or reached after diligent effort, or
[—] Inventor has refused to execute the oath or declaration under 37 CFR 1.63.

if there are joint inventors, please check the appropriate box below:

[.J An application data sheet under 37 CFR 1.76 (PTO/AIA/14 or equivalent) naming the entire inventive entity has been
" oris currently submitted.

OR
[ ] An application data sheet under 37 CFR 1.76 (PTO/AIA/14 or equivalent) has not been submitted. Thus, a Substitute

"""" Statement Supplemental Sheet (PTO/AIA/11 or equivalent) naming the entire inventive entity and providing inventor
information is attached. See 37 CFR 1.64(b).

WARNING:

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may
contribute to identity theft. Personal information such as social security numbers, bank account numbers, or credit card numbers
(other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO
to support a petition or an application. If this type of personal information is included in documents submitted to the USPTO,
petitioners/applicants should consider redacting such personal information from the documents before submitting them to the
USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication of the
application (unless a non-publication request in compliance with 37 CFR 1.213(a) is made in the application) or issuance of a
patent. Furthermore, the record from an abandoned application may also be available to the public if the application is
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms
PTO-2038 submitted for payment purposes are not retained in the application file and therefore are not publicly available.

PERSON EXECUTING THIS SUBSTITUTE STATEMENT:

70/ 2 s
Name: Stephen L SChUHZ Date (Opticél):

Signature:W:bwwmw

Residence (unless provided in an application data sheet, PTO/AIA/14 or equivalent):

Rochester NY oy IS

City State
Mailing Address (unless provided in an application data sheet, PTO/AIA/14 or equivalent)

100 Town Centre Drive, Suite A

State

Note: Use an additional PTO/AIA/02 form for each inventor who is deceased, legally incapacitated, cannot be found or
reached after diligent effort, or has refused to execute the oath or declaration under 37 CFR 1.63.

., Rochester NY 214623 |, US

[Page 2 of 2]
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PTO/SB/06 (09-11)

Approved for use through 1/31/2014. OMB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

APPLICATION AS FILED - PART |

PATENT APPLICATION FEE DETERMINATION RECORD | Application or Docket Number | Fiing Date
Substitute for Form PTO-875 1 3/774,478 02/22/2013 D To be Mailed
ENTITY: [Jrarce [X] smaLL [] Micro

(Column 1) (Column 2)
FOR NUMBER FILED NUMBER EXTRA RATE ($) FEE ($)
L1 Basic Fee N/A N/A N/A
(37 CFR 1.16(a), (b), or (c))
D SEARCH FEE N/A N/A N/A
(37 CFR 1.16(K), (i), or (m))
L
EXAMINATION FEE
(37 CFR 1.16(0), (), or (q)) N/A N/A N/A
TOTAL CLAIMS ) N
(87 CFR 1.16() minus 20 = X3 =
INDEPENDENT CLAIMS ) N
(87 CFR 1.16(h) minus 3 = X3 =
If the specification and drawings exceed 100 sheets
] of paper, the application size fee due is $310 ($155
ASF;PCL;%?-TSN SIZE FEE for small entity) for each additional 50 sheets or
¢ 16(s)) fraction thereof. See 35 U.S.C. 41(a)(1)(G) and 37
CFR 1.16(s).
[ MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16()
P—
* If the difference in column 1 is less than zero, enter “0” in column 2. TOTAL
APPLICATION AS AMENDED - PART Il
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER
— | 07/16/2013 | A1 PREVIOUSLY PRESENT EXTRA RATE ($) ADDITIONAL FEE ($)
E AMENDMENT PAID FOR
=3 I R minus | -+ 20 -0 x 540 - 0
=4 B B vinus | -3 -0 x 5210~ 0
= | [ application Size Fee (37 CFR 1.16(s))
<C  f—
|:| FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16()))
TOTAL ADD’L FEE 0
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER
AFTER PREVIOUSLY PRESENT EXTRA RATE ($) ADDITIONAL FEE ($)
— AMENDMENT PAID FOR
v B vinus | - - xs -
= [ Independent . ; -
) (272€:r11.1esr1(h)) Minus = X $ =
Z | [ Appiication size Fee (37 CFR 1.16(s))
=
< |:| FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR 1.16()))

* If the entry in column 1 is less than the entry in column 2, write “0” in column 3.

** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 20, enter “20”.
*** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter “3”.
The “Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.

TOTAL ADD’L FEE

LIE
/SHAREILL COLES/

This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Application Number

Application/Control No.

Applicant(s)/Patent under
Reexamination

13/774,478 THORNBERRY ET AL.
Document Code - DISQ Internal Document — DO NOT MAIL
TERMINAL
DISCLAIMER X] APPROVED [ ] DISAPPROVED

Date Filed : 7/16/13

This patent is subject
to a Terminal
Disclaimer

Approved/Disapproved by:

Janice Ford

U.S. Patent and Trademark Office
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

Address: COMMISSIONER FOR PATENTS
PO. Box 1450

ﬁaﬁsd;‘iz,g;i;\rgima 22313-1450
| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
13/774,478 02/22/2013 Dale R. Thomberry 6338.210
CONFIRMATION NO. 6905
30589 IMPROPER CPOA LETTER
DUNLAP CODDING, P.C.

PO BOX 16370

O O R
OKLAHOMA CITY, OK 73113 000000062714860

Date Mailed: 07/22/2013

NOTICE REGARDING POWER OF ATTORNEY

This is in response to the power of attorney filed 07/16/2013. The power of attorney in this application is not
accepted for the reason(s) listed below:

» The power of attorney has not been accepted because the party who is giving power of attorney has not
been identified. Power of attorney may only be signed by the applicant for patent (37 CFR 1.42) or the patent

owner. A patent owner who was not the applicant must appoint any power of attorney in compliance with 37
CFR 3.71 and 3.73. See 37 CFR 1.32(b)(4).

/tnnguyen/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uspto.gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

| EXAMINER |
30589 7590 08/01/2013
DUNLAP CODDING, P.C. FITZPATRICK, ATIBA O
PO BOX 16370
OKLAHOMA CITY, OK 73113 | ART UNIT PAPER NUMBER |
2668
DATE MAILED: 08/01/2013
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. | CONFIRMATION NO.
13/774,478 02/22/2013 Dale R. Thornberry 6338.210 6905

TITLE OF INVENTION: System and Process for Roof Measurement Using Aerial Imagery

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional SMALL $390 $300 $0 $1190 11/01/2013

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that
entity status still applies.

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 4
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commlssmner for Patents
P.O.Box 1
Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
ppropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
1cated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for

malntenance fee notifications.

Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) apers. Each additional paper, such as an assignment or formal drawing, must
Eave its own certificate of mailing or transmission.

Certificate of Mailing or Transmission

30589 7590 08/01/2013 I hereby certify that this Fee(s) Transmittal is being deposited with the United
DUNLAP CODDING, P.C. States Postal Service with sufficient postage for first class mail in an envelope
PO BOX 16370 addressed to the Mail Stop ISSUE FEE address above, or being facsimile

transmitted to the USPTO (571) 273-2885, on the date indicated below.
OKLLAHOMA CITY, OK 73113
(Depositor's name)
(Signature)
(Date)
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.
13/774,478 02/22/2013 Dale R. Thornberry 6338.210 6905
TITLE OF INVENTION: System and Process for Roof Measurement Using Aerial Imagery
| APPLN. TYPE ENTITY STATUS | ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE
nonprovisional SMALL $390 $300 $0 $1190 11/01/2013
| EXAMINER | ART UNIT | CLASS-SUBCLASS |
FITZPATRICK, ATIBA O 2668 382-100000
1. Change of correspondence address or indication of "Fee Address" (37 2. For printing on the patent front page, list
CFR 1.363). . 1
(1) the names of up to 3 registered patent attorneys
| Chan%e of correspondence address (or Change of Correspondence or agents OR, alternatively,
Address form PTO/SB/122) attached. 2
(2) the name of a single firm (having as a member a
[ "Fee Address" indication (or "Fee Address” Indication form registered attorney or agent) and the names of up to
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 2 registered patent attorneys or agents. If no name is 3
Number is required. listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : [ ndividuat Corporation or other private group entity [ Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
[ Issue Fee [ A check is enclosed.
[ Publication Fee (No small entity discount permitted) | Payment by credit card. Form PTO-2038 is attached.
(] Advance Order - # of Copies (1 The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any
overpayment, to Deposit Account Number (enclose an extra copy of this form).
Page 2 of 4
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5. Change in Entity Status (from status indicated above)

d Applicant certifying micro entity status. See 37 CFR 1.29 NOTE: Absent a valid certification of Micro Entity Status (see form PTO/SB/15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

| Applicant asserting small entity status. See 37 CFR 1.27 NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

| Applicant changing to regular undiscounted fee status. NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro
entity status, as applicable.

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature Date

Typed or printed name Registration No.

This collection of information is required by 37 CFR 1.311. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and
submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete
this form and/or suggestions for reducing this burden, should be sent toalt'f}lle Cﬁief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, Alexandgria, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Page 3 of 4
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uspto.gov

| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
13/774,478 02/22/2013 Dale R. Thornberry 6338.210 6905
| EXAMINER |
30589 7590 08/01/2013
DUNLAP CODDING, P.C. FITZPATRICK, ATIBA O
PO BOX 16370
OKLAHOMA CITY, OK 73113 | ART UNIT PAPER NUMBER |

2668

DATE MAILED: 08/01/2013

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is O day(s). If the issue fee is paid on the date that is three months after the
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half
months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval
(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.

Page 4 of 4
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. Accordingly, pursuant to
the requirements of the Act, please be advised that: (1) the general authority for the collection of this
information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process
and/or examine your submission related to a patent application or patent. If you do not furnish the
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine
your submission, which may result in termination of proceedings or abandonment of the application or
expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom
of Information Act (5§ U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel
in the course of settlement negotiations.

. A record in this system of records may be disclosed, as a routine use, to a Member of Congress

submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency

having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5
U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

. A record in this system of records may be disclosed, as a routine use, to another federal agency for

purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy
Act (42 U.S.C. 218(c)).

. A record from this system of records may be disclosed, as a routine use, to the Administrator,

General Services, or his/her designee, during an inspection of records conducted by GSA as part of
that agency's responsibility to recommend improvements in records management practices and
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance
with the GSA regulations governing inspection of records for this purpose, and any other relevant
(i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about
individuals.

. A record from this system of records may be disclosed, as a routine use, to the public after either

publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a
routine use, to the public if the record was filed in an application which became abandoned or in
which the proceedings were terminated and which application is referenced by either a published
application, an application open to public inspection or an issued patent.

. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local

law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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Application No. Applicant(s)
13/774,478 THORNBERRY ET AL.
: I H i i AlA (First Inventor to
Notice of Allowability %TE?K ré)erFITZPATRICK ?étsg " File) Status
No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWARBILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. X This communication is responsive to 07/16/2013.
OA declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

2. [ An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the restriction
requirement and election have been incorporated into this action.

3. X The allowed claim(s) is/are 1-20. As a result of the allowed claim(s), you may be eligible to benefit from the Patent Prosecution
Highway program at a participating intellectual property office for the corresponding application. For more information, please see
hitp:/fwww.uselo.gov/patents/init_events/pph/index.isp or send an inquiry to PPHieedback@usplo.qov .

4. [] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a)[dJ Al b)[JSome *c)[] None of the:
1. [ Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No. _____
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2(a)).
* Certified copies not received: __

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. [] CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.

O including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1. [0 Notice of References Cited (PTO-892) 5. [] Examiner's Amendment’Comment

2. [ Information Disclosure Statements (PTO/SB/08), 6. [X] Examiner's Statement of Reasons for Allowance
Paper No./Mail Date

3. [ Examiner's Comment Regarding Requirement for Deposit 7. [ Other .

of Biological Material
4. [ Interview Summary (PTO-413),
Paper No./Mail Date .

/ATIBA O FITZPATRICK/
Primary Examiner, Art Unit 2668

U.S. Patent and Trademark Office
PTOL-37 (Rev. 05-13) Notice of Allowability Part of Paper No./Mail Date 20130727
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Application/Control Number: 13/774,478 Page 2
Art Unit: 2668

REASONS FOR ALLOWANCE

The following is an examiner’s statement of reasons for allowance: See
Applicant’s remarks regarding amendments.

Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on
Statement of Reasons for Allowance.”

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to ATIBA O. FITZPATRICK whose telephone number is
(5671)270-5255. The examiner can normally be reached on Monday - Friday.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Vu Le can be reached on (571)272-7332. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
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Ref iHits i{Search Query DBs Default iiPlurals jiTime

# Operator Stamp

L4 2 12/470984.app. US-PGPUB; OR ON 2013/07/27

USPAT; 20:14
USOCR,;

FPRS;

EPO; JPG;

DERWENT;

IBM_TDB

L5 5 (THORNBERRY-DALE$, THORNBERRY- US-PGPUB; {OR ON 2013/07/27
CHRIS$, GARRINGER-MARKS).in. USPAT; 20:14

USOCR

L6 #42 ("5319541" | "6859768" | "20100110074" | §US-PGPUB;{iOR ON 2013/07/27
"6496184" | "20070150366" | "5699444" | HUSPAT; 20:14
"5625827" | "6636803" | "6798925" | USOCR
"20080282235" | "7305983" | "6446053" |
"7133551" | "20100114537" |
"20100179787" | "5633995" | "6980690" |
"7324666" | "7085400" | "20030014224" |
"20020154174" | "20060200311" |
"20090132436" | "7003400" | "6396491" |
"7239761" | "20050038636" | "7343268" |
"20080262789" | "4497551" | "7133570" |
"6766282" | "7164883" | "20080221843" |
"5995765" | "7046839" | "20050288959" |
"6323885" | "6385541" | "6836270" |
"7006977" | "20080105045") .PN.

L7 §13 {iL6 and (marker mark$3 index indicator US-PGPUB; #OR ON 2013/07/27
tag$4 label$4 pin) nearb (moveable mov$3 {USPAT; 20:14
chang$3 adjust$4 updat$3 alter$3 vary$3 HUSOCR,;
modif$4 edit$4 calibrat$4 refin$4 tune FPRS;
tuning tuned fine$2tun$3 replac$4) EPO; JPO;

DERWENT;
IBM_TDB

L8 5 L7 and (provid$4 input$4 enter$4 entry) US-PGPUB;iOR ON 2013/07/27
near5 (address$4 position$5 locat$4 placed JUSPAT; 20:14
placement placing situating situated point  {USOCR;
coordinat$4) and (address$4 position$5 FPRS;
locat$4 placed placement placing situating {EPO; JPO;
situated point coordinat$4) nearb (marker {DERWENT;
mark$3 index indicator tag$4 label$4 pin) I BM_TDB

L9 i8 L7 not L8 US-PGPUB; {OR ON 2013/07/27

USPAT; 20:14
USOCR,;
FPRS;
EPO; JPO;
DERWENT;
|BM_TDB
L10 §29 {iL6 not L7 US-PGPUB; §OR ON 2013/07/27
USPAT; 20:14
USOCR,;
FPRS;
EPO; JPO;
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DERWENT;
IBM_TDB
L11 {4 roof with (image picture photograph$4 US-PGPUB; OR ON 2013/07/27
frame video) and (latitud$5 longitud$b) USPAT,; 20:14
with (image picture photograph$4 frame USOCR;
video) with (plural$3 poly many several FPRS;
numerous various multi dual multiple (more {{EPO; JPO;
NEAR?2 than) two three first second third all {DERWENT;
any every each additional subsequent IBM_TDB
another next ) near2 (database
knowledge$3base)
L12 {4 roof with (image picture photograph$4 US-PGPUB;iOR ON 2013/07/27
frame video) and (latitud$5 longitud$b) USPAT,; 20:14
with (image picture photograph$4 frame USOCR;
video) with (database knowledge$3base) FPRS;
and (plural$3 poly many several numerous {EPO; JPO;
various multi dual multiple (more NEAR2 DERWENT;
than) two three first second third all any IBM_TDB
every each additional subsequent another
next ) near2 (database knowledge$3base)
not L11
L13 {4 (US-20120120069-$% or US-20100179787-$ {jUS-PGPUB;:{OR ON 2013/07/27
or US-20080262789-%).did. or (US- USPAT 20:14
8145578-%) .did.
L14 34 L13 and (plural$3 poly many several US-PGPUB;OR ON 2013/07/27
numerous various multi dual multiple (more {jUSPAT; 20:14
NEAR2 than) two three first second third all {USOCR;
any every each additional subsequent FPRS;
another next ) near2 (database EPO; JPG;
knowledge$3base) DERWENT;
IBM_TDB
L15 §42  {("5319541" | "6859768" | "20100110074" | JjUS-PGPUB;{{OR ON 2013/07/27
"8496184" | "20070150366" | "5699444" | {USPAT,; 20:14
"5625827" | "6636803" | "6798925" | USOCR
'20060282235" | "7305983" | "6446053" |
"7133551" | "20100114537" |
"20100179787" | "5633995" | "6980690" |
"7324666" | "7085400" | "20030014224" |
"20020154174" | "20080200311" |
"20090132436" | "7003400" | "6396491" |
"7239761" | "20050038636" | "7343268" |
"20080262789" | "4497551" | "7133570" |
"8766282" | "7164883" | "20080221843" |
"5995765" | "7046839" | "20050288959" |
"8323885" | "6385541" | "6836270" |
"7006977" | "20080105045").PN.
L16 {12 iL15 and (plural$3 poly many several US-PGPUB;iOR ON 2013/07/27
numerous various multi dual multiple (more {jUSPAT; 20:14
NEAR2 than) two three first second third all {USOCR;
any every each additional subsequent FPRS;
another next ) near2 (database EPO; JPG;
knowledge$3base) DERWENT;
IBM_TDB
L17 40 roof with (image picture photograph$4 US-PGPUB;OR ON 2013/07/27
frame video) and report$4 with (latitud$s {USPAT; 20:14
longitud$5) with (image picture USOCR,;
photograph$4 frame video) FPRS;
EPO; JPG;
DERWENT;
IBM_TDB
L18 {12 iiroof with (image picture photograph$4 US-PGPUB;OR ON 2013/07/27




EAST Search History

frame video) and report$4 with (latitud$5
longitud$5)

USPAT;
USOCR,;
FPRS;

EPO; JPC;
DERWENT;
[BM_TDB

20:14

L19

(US-20100296693-$ or US-20070107620-$
or US-20050216147-$ or US-20030095789-
$).did. or (US-7391956-$ or US-7246007-$
or US-6625383-$ or US-6571052-$).did.

US-PGPUB;
USPAT

OR

ON

2013/07/27
20:14

20

(US-20100296693-$ or US-20070107620-$
or US-20050216147-$ or US-20030095789-
$).did. or (US-7391956-$ or US-7246007-$
or US-6625383-$ or US-6571052-$).did.

US-PGPUB;
USPAT

OR

ON

2013/07/27
20:14

L21

L20 and report$4 with (latitud$5
longitud$5)

US-PGPUB;
USPAT;
USOCR,;
FPRS;

EPO; JPC;
DERWENT;
[BM_TDB

OR

ON

2013/07/27
20:14

22

L15 and report$4 with (latitud$5
longitud$5)

US-PGPUB;
USPAT;
USOCR,;
FPRS;

EPO; JPC;
DERWENT;
[BM_TDB

OR

ON

2013/07/27
20:14

23

20

L15 and (latitud$5 longitud$b)

US-PGPUB;
USPAT;
USOCR,;
FPRS;

EPO; JPC;
DERWENT;
[BM_TDB

OR

ON

2013/07/27
20:14

24

"20100110074".pn. and report$4 with
model$4

US-PGPUB;
USPAT;
USOCR,;
FPRS;

EPO; JPC;
DERWENT;
[BM_TDB

OR

ON

2013/07/27
20:14

25

34

L15 and (database knowledge$3base)

US-PGPUB;
USPAT;
USOCR,;
FPRS;

EPO; JPC;
DERWENT;
[BM_TDB

OR

ON

2013/07/27
20:14

26

"20100110074".pn. and (outlin$4 contour$4
border$4 trac$4 arm$3 boundar$4)

US-PGPUB;
USPAT;
USOCR,;
FPRS;

EPO; JPC;
DERWENT;
[BM_TDB

OR

ON

2013/07/27
20:14

27
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DERWENT;
IBM_TDB

28 {11 {iL15 and (accept$4 confirm$4 approv$4 US-PGPUB;OR ON 2013/07/27
affirm$4 authoriz$5) with (address$4 USPAT; 20:14
position$5 locat$4 placed placement placingijUSOCR,;
situating situated point coordinat$4) FPRS;

EPO; JPG;
DERWENT;
IBM_TDB
29 &3 27 and 28 US-PGPUB; iOR ON 2013/07/27
USPAT; 20:14
USOCR,;
FPRS;
EPO; JPG;
DERWENT;
IBM_TDB

L30 §42 {i("5319541" | "6859768" | "20100110074" | §jUS-PGPUB;OR ON 2013/07/27
"6496184" | "20070150366" | "5699444" | HUSPAT; 20:14
"5625827" | "6636803" | "6798925" | USOCR
"20060282235" | "7305983" | "6446053" |
"7133551" | "20100114537" |
"20100179787" | "5633995" | "6980690" |
"7324666" | "7085400" | "20030014224" |
"20020154174" | "20060200311" |
"20090132436" | "7003400" | "6396491" |
"7239761" | "20050038636" | "7343268" |
"20080262789" | "4497551" | "7133570" |
"6766282" | "7164883" | "20080221843" |
"5995765" | "7046839" | "20050288959" |
"8323885" | "6385541" | "6836270" |
"7006977" | "20080105045").PN.

L31 411 L30 and (field) with (address$4 position$s {US-PGPUB;OR ON 2013/07/27
locat$4 placed placement placing situating {USPAT,; 20:14
situated point coordinat$4) USOCR;

FPRS;
EPO; JPG;
DERWENT;
IBM_TDB

L32 {{11 {L30 and (accept$4 confirm$4 approv$4 US-PGPUB; HOR ON 2013/07/27
affirm$4 authoriz$5) with (address$4 USPAT; 20:14
position$5 locat$4 placed placement placingiiUSOCR,;
situating situated point coordinat$4) FPRS;

EPO; JPG;
DERWENT;
IBM_TDB
L33 i{8 L31 not L32 US-PGPUB; iOR ON 2013/07/27
USPAT; 20:14
USOCR,;
FPRS;
EPO; JPG;
DERWENT;
IBM_TDB

L34 i3 (US-20060200311-$ or US-20020154174-  {US-PGPUB;{{OR ON 2013/07/27
$).did. or (US-6636803-$).did. USPAT 20:14

L35 0 L34 and roof US-PGPUB; {OR ON 2013/07/27

USPAT; 20:14
USOCR,;

FPRS;

EPO; JPG;

DERWENT;

IBM_TDB
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L36 {29 {iL30 and ("382"/$, "345"/$, "703"/$, US-PGPUB; iOR ON 2013/07/27
"715"/$, "340"/9$).ccls. USPAT; 20:14
USOCR,;
FPRS;
EPO; JPC;
DERWENT;
[BM_TDB

L37 #4331 iinadir near4 (image picture frame scan US-PGPUB;OR ON 2013/07/27
video photogra$4) USPAT,; 20:14
USOCR,;
FPRS;
EPO; JPG;
DERWENT;
IBM_TDB

L38 #4102 iinadir adj1 (image picture frame scan video {{US-PGPUB;:{OR ON 2013/07/27
photogra$4) USPAT,; 20:14
USOCR,;
FPRS;
EPO; JPG;
DERWENT;
IBM_TDB

EAST Search History (I nterference)

RefjHits {ijSearch Query DBs Default iiPlurals jiTime

# Operator Stamp

L1 g2 ( roof with (image picture photograph$4 frame §US- OR ON 2013/07/27
video) and (latitud$5 longitud$5) with (image {PGPUB; 20:11
picture photograph$4 frame video) with USPAT;
(database knowledge$3base) ).CLM. UPAD

L2 4840 H( roof with (image picture photograph$4 frame §US- OR ON 2013/07/27
video) and (latitud$5 longitud$5) with (image {{PGPUB; 20:11
picture photograph$4 frame video) ).CLM. USPAT;

UPAD

L3 2 ( roof with (image picture photograph$4 frame §US- OR ON 2013/07/27
video) and (latitud$5 longitud$5) with (image {PGPUB; 20:13
picture photograph$4 frame video) AND USPAT;
aerial$4 with (image picture photograph$4 UPAD
frame video) ).CLM.
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Majl Mail Stop ISSUE FEE
Commissioner for Patents

P.O. Box 1450
Alexandria, Virginia 22313-1450

or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (it requir.edheBlogks 1 through 5 should be completed where
:;pé)_ropnale. All further correspondence including the Patent, advance ordcrs and notification of maintcnance fees will be mailed to the current correspondence address as
indicatcd unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for

maintenance fee notifications.

Notc: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address) R:pcr;. Each additt_iona] pfglper.I such as an assignment or formal drawing, must
ve its own certificate of mailing or transmission.

Certificate of Mailing or Transmission

30589 7590 08/01/2013 . . . . : . .
I hereby certify that this Fee(s) Transmittal is being deposited with the United
DUNLAP CODDING, P.C. States Postal Service with su&’l%cicm postage for ﬁr%l class mail in an envelope
PO BOX 16370 addresscd to the Mail Stop ISSUE FEE address above, or being facsimile
transmitted to the USPTO (571) 273-288S, on the date indicated below.

OKLAHOMA CITY, OK 73113
Marc A. Brockhaus (Depositor's mame)
T gz Jolcecer — Gwum
08/08/2013 (Datc)
[ APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION No.J

13/774,478 02/22/2013 Dale R, Thomberry 6338.210 6905

TITLE OF INVENTION: System and Process for Roof Mcasurement Using Acrial Imagery

| APPLN. TYPE l ENTITY STATUS I ISSUE FEE DUE [PUBUCATION FEE DUE IPREV. PAID ISSUE FEE | TOTAL FEE(S) DUE ] DATE DUE J

nonprovisional SMALL $890 $300 $0 $1190 11/01/2013
| EXAMINER | ART UNIT | cuass-suscLass |
FITZPATRICK, ATIBA O 2668 382-100000
1. Change of correspondence address or indication of "Feec Address" (37 2. For printing on the patcnt front page, list
CFR "563)' (1) the names of up to 3 registered patent attorneys 1 DUNLAP CODDING’ P.C.

J Change of correspondence address (or Change of Correspondence or agents OR, altematively,
Address form PTO/SB/122) attached. (2) the name of a single firm (having as a member a

{J “Fee Address" indication (or "Fee Address” Indication form registcred attorncy or agent) and the names of up to

PTO/SB/47; Rev 03-02 or more recent) attached. Use of 8 Customer 2 registered patent attomeys or agents. If no name is 3
Number is required. listed, no name will be printed.

2

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or typc)

PLEASE NOTE: Unless an ass%ncc is identified below, no assignee data will appear on the patent. If an assignce is identified below, the document has been filed for
rccordation as sct forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Pictometry International Corp. Rochester, New York

Please check the appropriate assignce catcgory or categories (will not be printed on the patent) : O ndividvat O3 Corporation or other private group entity O Govenment

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
B 1ssuc Fee {J A check is enclosed.

W publication Fee (No small entity discount permitted) | | Payment by credit card. Form PTO-2038 is attached.

O Advance Order - # of Copies [ The Dircctor is hereby authorized to charge the required feeis), any deficiency, or credit any
overpayment, to Deposit Account Number enclosc an extra copy of this form).
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. Change in Entity Status (from status indicated above)

a Applicant certifying micro entity status. Sec 37 CFR 1.29 ; Absent a valid ccrtification of Micro Entity Status (see form PTO/SB/15A and 15B), issue

e payment in the micro entity amount will not bé accepted at the risk of application abandonment.
a Applicant asserting small entity status. See 37 CFR 1.27 N%"EE‘ If the application was previously under micro entity status, checking this box will be taken
’ to be a notification of loss of entitlement to micro cntity status.

. Checking this box will be taken to be a notification of loss of entitlement to small or micro
entity status, as applicable.

NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office. :

ozt sigmnre Pt for o cer oue  08/08/2013

Typed or printed name__Marc A. Brockhaus Registration No. __ 40,923

This collection of information 15 required by 37 CFR 1,311, The information is required to obtain o retain a benefit b{ the public which is to file (and by the USPTO to processg
an application. Confidentiality is govened by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to compict, including gathering, prepanng, an
submitting the completed application form to the USPTO. Time will v nding upon the individual case. Any comments on thc amount of time you require to complete
this form and/or sl;ggcsllqnq for reducing this burden, should be sent to the Chicf Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O.
Box 1450, Alexandna, Virginia 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450,
Alexandria, Virginia 22313-1450.

Under the Paperwork Reduction Act of 1995, no persons arc required to respond 1o a collection of information unless it displays a vaiid OMB control number.

O Applicant changing o regular undiscounted fee status.
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Electronic Patent Application Fee Transmittal

Application Number: 13774478

Filing Date: 22-Feb-2013

Title of Invention: System and Process for Roof Measurement Using Aerial Imagery
First Named Inventor/Applicant Name: Dale R. Thornberry

Filer: Marc Alan Brockhaus/Lori Radford

Attorney Docket Number: 6338.210

Filed as Small Entity

Utility under 35 USC 111(a) Filing Fees

Description Fee Code Quantity Amount Sullaj-s'l's(tsa)l in
Basic Filing:
Pages:
Claims:
Miscellaneous-Filing:
Petition:
Patent-Appeals-and-Interference:
Post-Allowance-and-Post-Issuance:
Utility Appl Issue Fee 2501 1 890 890
Publ. Fee- Early, Voluntary, or Normal 1504 1 300 300
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571-272-7822 Entered: August 31, 2016

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

XACTWARE SOLUTIONS, INC.,
Petitioner,

V.

PICTOMETRY INTERNATIONAL CORP.,
Patent Owner.

Case IPR2016-00594
Patent 8,542,880 B2

Before HOWARD B. BLANKENSHIP, BRYAN F. MOORE, and
STACEY G. WHITE, Administrative Patent Judges.

MOORE, Administrative Patent Judge.

DECISION
Institution of Inter Partes Review
37C.F.R §42.108
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I. INTRODUCTION

Petitioner, Xactware Solutions, Inc., filed a Corrected Petition (Paper
6 (“Pet.”)) requesting an inter partes review of claims 1-10 and 13-20 of
- U.S. Patent No. 8,542,880 B2 (Ex. 1001, “the *880 patent™). In response,
Patent Owner, Pictometry International Cdrp., filed a Preliminary Response.
Paper 8 (“Prelim. Resp.”)., We have jurisdiction under 35 U.S.C. § 314,
which provides that an inter partles review may not be instituted “unless . . .
the information presented in the petition . . . shows that there is a reasonable
likelihood that the petitioner would prevail with respect to at least 1 of the
claims challenged in the petition.” |

For the reasons set forth below, we institute an inter partes review of

the *880 patent as to claims 1-10 and 13-20.

A. Related Matter ’
The *880 patent is involved in the following lawsuit: Eagle View
Techs., Inc. v. Xactware Solutions, Inc., No. 2:15—cv—07025 (D.NJ). )
Pet. 1. , | | |

B. The '880 Patent
The *880 patent relates to a system for determining the attributes of a
real world three-dimensional building. Ex. 1001, Abstract. In one | |
embodiment, first location data corresponding to the location of a building is
input by a user, and visual access of an aerial image of a region including the

roof structure of the building corresponding to the first location data is

2
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provided. Ex. 1001, 9:50_—10:1‘55 11:9-16; Figure 3. A moveable visual
marker is provided in the region coﬁesponding to the first location data, the
visual marker capable of being moved to the top of the building to more
precisely identify the location of the building roof structure. See id. The
relocated position of the visual marker acts as a final location having
location coordinates. See id. User acceptance of the final location of the
visual marker is input, and oné' o_rv more oblique images of an aerial imagery
database corresponding to the location coordinates of the final location are

provided to the user. Id. at 1:33-56.

C. Hllustrative Claim
Of the challenged claims, claims 1 and 14 are the only independent |
claims. Claims 2-10, and 13 depend either directly or indirectly from
“claim 1 and claims 15-20 depend either directly or indirectly from claim 14.
Claim l,- reproduced below, is illustrative.

1. A process for determining attributes of a roof structure of a
real-world three-dimensional building, comprising the acts of:

providing at least one computer input field for a user to
input first location data generally corresponding to the location
of the building;

providing visual access to an aerial image of a region
including the roof structure of the building corresponding to said
first location data, the aerial image taken from a straight down
overhead view with respect to the roof structure;

on the aerial image of the region, providfng a visual
~ marker that is moveable on a computer monitor around said
region, said visual marker initially corresponding to said first

3
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location data, wherein said visual marker may be moved to a final
location on top of the building to more precisely identify the
location of the building roof structure, the final location having
location coordinates;

providing a computer input capable of signaling user-
acceptance of the final location of said marker; and

providing visual access to one or more oblique images of
an aerial imagery database corresponding to location coordinates
of the final location.

Ex. 1001, 13:53-14:8.

D. Prior Art Relied Upon
Petitioner relies upon the following prior art references:

Abhyanker US 2007/0220174 A1 Sep. 20, 2007
(“Abhyanker”) (Ex. 1003).

ELECTRONIC FIELD STUDY USER GUIDE, VERSION 2.7, PICTOMETRY INT’L
Corp. (July 2007) (“Pictometry”) (Ex. 1004).

Yuan Hsieh, Design and Evaluation of a Semi-Automated Site Modeling
System, CMU-CS-95-195 COMPUTER SCIENCE 1-76 (Nov. 1995) (“Hsieh”)
(Ex. 1005).

E. Asserted Grounds of Unpatentability

Petitioner asserts the following grounds of unpatentability:

Challenged Claims Basis References
1,2,5,8, 13-15, and 20 § 102(b) | Abhyanker
1-10 and 13-20 § 102(b) | Pictometry
4
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Challenged Claims Basis Refergnces
4,7,17,and 19 § 103(a) | Abhyanker and Hsieh
4,7,17,and 19 § 103(a) | Pictometry and Hsieh

II. ANALYSIS

A. Claim Construction

In an inter partes review, the Board construes claim terms in an
unexpired patent using their broadest reasonable construction in light of the
specification of the patent in which they appear. 37 C.F.R. § 42.100(b);
Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 214446 (2016). There
is a presumption that a claim term carries its ordinary and customary
meaning. CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed.
Cir. 2002). The “ordinary and customary meaning” is that which the term
would have to a person of ordinary skill in the art in question. In re
Translogic Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir. 2007).

Only those terms that are in controversy need to be construed, and
only to the extent necessary to resolve the controversy. Vivid Techs., Inc. v.
Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999). The parties
agree on constructions for: “location data” (claims 1-3 and 13-16), “visual
marker” (claims 1 and 14), and “final location” (claims 1-3 and 13-16).
Pet. 5-7; Prelim Resp. 5. Nevertheless, for purposes of this Decision, we

determine that those claim terms do not require express construction.
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Neither party construed the word “databégse” but we find it necessary
to define database for the purpose of this decision. The Microsoft Computer
Dictionary defines a “database” as “[a] file composed of records, each
containing fields together with a set of operations for searching, sorting,
recombining, and other functions.” Ex. 3001. This definition is consistent
with the Specification. Ex. 1001; 3:36-39; 9:55-10:2, 10:54—11:15. Thus,
we adopt this definition o(f “database” as the broadest reasonable
construction for the purpdsé of this decision. Additionally, for purposes of
this Decision, we determine that no other claim terms require express
construction. | .. |

B. Principles of Law

Anticipation under 35 U.S.C. § 102 is a question of fact. Brown v.
3M, 265 F.3d 1349, 1351 (Fed. Cir. 2001). A claim is anticipated only if
each and every element as set forth in the claim is found, either expressly or -
inherently described in a single prior art reference. Verdegaal Bros. v.

Union Oil Co. of California, 814 F.2d 628, 631 (Fed. Cir. 1987). A patent
claim is unpatentable under 35 U.S.C. § 103(a) if the differences between
the claimed subject matter and the prior art are such that the subject matter,
as a whole, would have been obvious at the time the invention was made to a
person having ordinary skill in the art to which said subject matter pér’tains.
KSR Int’l Co. v. Teleflex Inc., 550"U.S. 3;98, 406 (2007.). The question of
obviousness is resolved on the basis of underlying factual determinations
including: (1) the scope and content of the prior art; (2) any differences

between the claimed subject matter and the prior art; (3) the level of ordinary

-
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skill in the art; and (4) objeétive evidence of nonobviousneés. Graham v.
John Deere Co., 383 U.S. 1, 17-18 (1966). | '

In that regr;u'd, an obviousness énalysis “need not seek out precise
teachings directed to the specific subject matter of the challenged claim, for
a court can ’take account of the inferences and creative steps that a person of
ordinary skill in the art would employ.” KSR, 550 U.S. at 418; see also
Translogic, 504 F.3d at 1259. A prima facie case of obviousness is
established when the prior art itself would appear to have suggested the
claimed subject matter to a person of ordinary skill in the art. In re Rinehart,
531 F.2d 1048, 1051 (CCPA 1976).

The level of ordinary skill in the art is reflected by the prior art of
- record. See Okajima v. Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir.”2001);
Inre GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995); In re Oelrich,

579 F.2d 86, 91 (CCPA 1978).
C. Asserted Prior Art — Hsieh and chtometry

Patent Owner argues that Petitioner does not demonstrate that Hs1eh
and Pictometry are prior art. Prelim. Resp. 9—-15. Patent Owner, thus,
contests that Hsieh and Pictometry are prior art “printed publications” in
accordance with 35 U.S.C. §§ 102 and 311(b).

We look to the underlying facts to make a legal deterfnination as to
whether a document is a iorinted publication. Suffolk Techs., LLC v. AOL
Inc., 752 F.3d 1358, 1364 (Fed. Cir. 2014). A party séeking to introduce a
reference “should produce sufficient proof of its dissemination or that it has

otherwise been available and accessible to persons concerned with the art to

7
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§

which the document relates and thus most likely to avail themselves of its
contents.” Inre Wyér, 655 F.2d 221, 227 (CCPA 1981) (quoting Philips
Elec. & Pharm. Indus. Cbrp. v. Thermal & Elecs. Indus., Inc., 450 F.2d
1164, 1171 (3d Cir. 1971)). The determination of whether a document is a
“printed publication” under 35 U.S.C. § 102(b) involves a case-by-case
inquiry into the facts and circumstances surrounding its disclosure to
members of the public. Inre Klopfens_tez"n, 380 F.3d 1345, 1350 (Fed. Cir.
2004). Public accessibility is a key question in determining whether a
document is a printed publication and is determined on a case-by-case basis.
Suffolk Techs., 7152 F .3d at 1364. To qua-lify.as a printed publication, a
document “must have been sufﬁc1ently accessible to the public 1nterested in
the art.” In re Lister, 583 F. 3d 1307, 1311 (Fed. Cir. 2009).
1. Hsieh

Patent Owner argues that Petitioner has not met its burden to
demonstrate that Hsieh is prior art. Prelim. Resp. 11-13. Patent Owner
asserts “there is no evidence that Hsieh was indexed o'r otherwise made ‘
accessible to the public, as required.” Prelim. Resp. 11. The Petition did not
discuss or submit any affidavit regarding the date of public availability of
Hsieh. Petitioner’s Declarant did not discuss the date of public availability
of Hsieh. Nevertheless, Hsieh’s contains the following indicia related to the
date of public accessibility: a date, “November 1995”; a code, “CMU-CS-
95-195,” in the title beloW the author’s name on the cover page; and, what
appears to be a bar code on its back cover, but we have no evidence as to the'

meaning of that series of numbers or when the bar code was applied to the

8 -
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back of this document. See Ex. 1005, 1, 82. Hsieh also contains a number
that appears to be a library Dewey Decimal number “510.7808 C28R 95-
195" on the lower left side of the cover.  Id. at 1. Finally, Hsieh appéars to
be stamped on the second page with f‘Uﬂiversity Libraries Carnegie Mellon
~ University Pittsburgh PA 15213-3890.” Id. at 2. Petitioner does not explain
these indicia. Also, we have no affidavit to explain when these indicia were
-'added to the copy of Hsieh that is in the record. ‘

The code and Dewey decimal number may shoW that at some point
the reference was indexed but do not indicate the date of indexing or
whether it actually was shelved prior to the critical date. See Lister, 583
F.3d at 1314 (finding that a document was available in the U.S. Copyright
Office, but that was not the end of the inquiry because the court also must
consider “whether anyone would have been able to learn of its existence and
potential relevance prior to the critical date’;).. Given this lack of sufficient
evidence regarding accessibility prior to the critical date, we also take into
account that Petitioner provided no corroborating evidence of the public
accessibility of Hsieh. See Lister, 583 F.3d at 1317 (“substantial evidence
that the Lister manuscript was publicly accessible” not provided and
evidence does not “suffice[] to prove a prima facie case of accessibility that
would shift the burden” to [applicant] Lister). For the reasons stated above,
we find these indicia to be lacking as proof of the date the Hsieh reference

was publically accessible. .
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In view of the foregoing, we conclude that, on this record, Petitioner
has not met its burden of at least a preliminary showing that Hsieh is a
printed publication as contemplated by 35 U.S.C. §§ 102 and 311(b).

2. Pictometry ,

Pictometry purports to be an “Electronic Field Study™ User Guide.”
Ex. 1004, Cover Page. The document contains the notation, “Copyright © '
2007 Pictometry International Corp.” Id. at ii. Patent Owner argues that
Petitioner has not made a showing that Pictometry was publicly accessible as
of the priority date of the *732 patent. Prelim. Resp. 13-15.

In particular, Patent Owner submits that the copyright date appearing
on Pictometry is “irrellevant to prior art status because it is hearsay.” Id.- at
15. We acknowledge that some panels of the Board have determined that a
copyright notice is hearsay while other panels have relied on such a notice as
probative evidence of publication. See,\e. g., Int’l Bus. Machs. Corp. v.
Intellectual Ventures II LLC, IPR2014-00681, slip op. at 13—14 (PTAB Oct.
30, 201-4) (Paper 11) (copyright date sufficient for threshold showing that
document is a printed publication); #LIR Systems, Inc. v. Leak Surveys, Inc.,
IPR2014-00411, slip op. at 18—19 (PTAB Sept. 5, 2014) (Paper 9)
(copyright notice establishes prima facie prior art date); ServiceNow, Inc. v.
Hewlett-Packard Co., Case IPR2015-00707, slipvop. at 9-10 (PTAB Nov. 2,
2015) (Paper 14) (copyright notice entitled to no greater weight than hearsay
in determining public acéessibility). For purposes of this Decision, however,

we need not determine the weight to be accorded a copyright notice,
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stan;iing alone, because Pictometry contains other indicia that are consistent
with publication. | .

Pictometry purports to be a uéer guide fora software system
developed by Pictometry International Corporation, with the guide being
“written for both new and current users.” Ex. 1004, xiii. The user guide is
denominated “Version 2.7,” documentation release 2.7.1.3, dated “July
2007,” and states that it was printed in the United States of America. Id. at
Cover Page, ii. The document contains, fu1_’ther, notices of ﬁrotected .
trademarks and an address for Pictometry International Corporation. Id. at
ii. The foregoing information in Pictometry, apparently dated nearly two
years prior to the effective filing date of the *880 patent (May 29, 2009),
indicates Pictometry was a type of document intended for wide distribution.

Patent Owner notes that paée ii of Pictometry specifies limitations on
reproduction, storage, or transmittal of the publication “without the prior
written permission of Pictometry International Corporation.” Prelim. Resp. |
14; Ex. 1004, ii1. Suchlrestrictions, however, similar to the restrictions
associated with the copyright notice, are not inconsistent with distribution of
the document to existing or potential customers interested in documentation
relating to a commercially-available software system.

~ On this preliminary record, Petitioner has made a sufficient threshold
_showing that Pictometry constitutes a prior art print~6d pubiic;ation. We |
emphasize, however, we have not determined whether the present record

contains sufficient evidence of public accessibility to satisfy the

11
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“preponderance of the evidence” standard that will apply at the time of any

Final Written Decision.

D. Aniicipation of Claims by 'Pictometr)‘z

" Petitioner asserts that claims 1— 10 and 13-20 are unpatentable under
35 U.S.C. § 102(b) as anticipated by Plctometry Pet. 16. To support its
contentions, Petitioner provides detailed explanations as to how the prior aﬁ
meets each claim limitation. Id. at 16-35. Petitioner also relies upon a |
Declaration of Harold Schuch, who has been retained as a declarant by
Petitioner for the instant proceeding. Ex. 1006.

Pictometry is a user guide describing a software system called
“Elecfronic Field Study” (EFS) that “lets [users] view and work with aerial
images contained in [the] Pictometry® Image Library.” Id. at 41.

The present record supports the contention that Pictometry discloses
providing at least one computer input field for a user to input first location
data generally corresponding to the location of the building. Pet. 18; Ex.
1004, 24, 27, 28, 37, 78. The present record also supports thg contention -
that Pictometry discloses providing visual access to an aerial image of a
region including the roof structure of the building corresponding to said first
location data, the aerial image taken from a straight down overhead view
with respect to the roof structure. Pet. 18—19; Ex. 1004, 49, Figure 2-7. The
present record also supports the contention that Pictometry discloses, on the
aerial image of the region, providing a visual marker that is moveable on a
computer monitor around said region, said visual marker initially .

corresponding to said first location data, wherein said visual marker may be
12 |
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moved to a final location on top of the building to more precisely identify
the location of the buildihg roof structure, the ﬁnal location having 1gcation
coordinates. Pet. 19-21; Ex. 1004, 49, 59,73, 86, 123, 124, Figures 2-7, 7-
8. The present record also supports the contention that Pictometry discloses
providing a computer input capable of éignaling user-acceptance of the final
location of said marker. Pet. 21;22; Ex. 1004, 124. The present record élso
supports the contention that Pictometry discloses providing visual access to
one or more oblique images of an aerial imagery database corresponding to
location coordinates of the final location. Pet. 20; Ex. 1004, 49, 133-135;
Figure 8-2.

Petitioner relies on Pictometry’s Center Navigation feature, Pet; 31,
36 (citing Ex. 1006 4 38, 41, Fig. 5, inter alia), to meet the limitation of
“providing a visual marker that is moveable on a computer monitor around
said regién.” See also Pet. 19; Ex. 1004, 49, 59, 73, 86, 124, Figure 2-7.
Pictometry states, “The Center Navigation feature allows you to reset the
Navigation Point fo the center of the view currently in the Image window.”

Ex. 1004, 124.

Patent Owner argues that “[t]h; Navigation Point crosshair of
Pictometry, however, is not ‘moveable on a computer monitor around [the
aerial image of the region].” Although a user méy move the imége \
underlying the crosshair, a user cannot move the Navigation Point crosshair
to different locations around the image.” Prelim Resp. 22 (citation omitted).

Nevertheless, the Center Navigation feature appears to move the Navigation

Point. Pet. 19; Ex. 1004, 124. To this point, Patent Owner also argues

- 13
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This merely centers the Navigation Point at the center of the
image; it does not allow the Navigation Point to be moveable
“around” the region of imagery as required, let alone be
moveable to any particular location after the centering feature is
used. See, e.g., Pictometry at 124. 'This is a key aspect of the -
’880 patent — as discussed above, by being able to move the
marker “around” the region of the image, a user can adjust the
marker location to accurately select right location for image
retrieval. See 880 patent at 10:7-12.

Id. at 25. We disagree. The claims do not specify the manner in which the
visual marker is to be moved around; rather, the claims simply state that the
visual marker is rﬁoved around the “region.” We determine that, for the
purpose of this decision, moving the image then subsequently centering the
Navigation Point in a new location meets the limitation of a visual marker
moveable on a computer monitor around said region.

For the reasons abové, we determine that Petitioner has shown a
reasonable likelihood of success as to its challenge to claim 1 as
anticipated by Pictometry. Claim 14 contains essentially the same
limitations as claim 1, thus we determine that Petitioner has shown a
reasonable likelihood of success as to its challenge to claim 14 as
anticipated by Pictometry. See, Pet. 13—14.

Claims 3 recites “wherein said image corresponding to the first
location data is from a first imagery database from which said final location
is selected aﬁd is internet-based imager'y having a corresponding street
address look up field, and wherein the aerial imagery database is a second
imagery database, and further comprising the act of: using said latitude and

longitude coordinates to access imagery from the second imagery database.”
14
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. Claim 16 contains essentially the same limitétion_v. Petitioner relies on
Pictometry’s disclosure of an Ifnage Library and Image Warehouse with |
multiple folders to meet this limitation. Pet. 23; Ex. 1004 19-24, 45, 49,
133-135. | o '

Patent Owner argues that “[a]lthough Pictometry discloses~the use of
images in separafe folders, those are not different databases. The folders in
Pictometry are used to store a subset ot images, but dd not provide any
database functionality for those images. See Pictometry at 19-24, 45-47.”
Above, we defined a database as “a file composed of records, each
containing fields together with a set of operations for searching, sorting,
recombining, and other functions.” Ex. 3001. Neither party construed the .’
word database. Pictometry discloses:

An Image Library contains Pictometry images of an area and
related data for:that same area. It can include maps, GIS data,
workspace files, and image polygons. Some users also have
elevation files and PAS files for ALOHA annotations.

The files are organized in a tree structure with the
following folders:

» a folder for elevation files,

* a folder for maps and GIS files,

» a folder for image polygons, and

a folder for the Image Warehouse (where the images are
stored) with :

subfolders for clusters, sectors, and image files.

Pictometry 45—46. Further, Pictometry discloses an Image Warehouse for a
user’s images, specifically, “images taken at Community and Neighborhood
shot levels at both Orthogonal and Oblique angles.” Pictometry 46. “The

images in an Image Warehouse are distributed in subfolders nested under the
15
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Image Warehouse folder.” Id. Given this understanding of Image Library

and Image Warehouse, we are persuaded that Pictometry’s Image L}brary

and Image Warehouse subfolders are databases for the purpose of this

decision. Thus, we are not persuaded by Patent Owner’s argument.
Patent Owner further argues that

Pictometry clarifies that in repositioning the Navigation Point,
‘the tools [are] limited to the area that your Image Warehouse
covers.’ Pictometry at 127. As such, Pictometry does not allow
switching to a different database (or even a different Image
Warehouse) using the Navigation Point as Petitioner alleges.
Indeed, Pictometry teaches that switching to a different Image
Warehouse is not done using latitude or longitude coordinates.
See, e.g., Pictometry at 57 (“From the list of warehouses, select
the warehouse that you want to work with.”).

Prelim. Resp. 30. Nevertheless, Pictometry discloses that the Image
Warehouse is divided into subfolders by sectors which represent square mile
sections of an area. Ex. 1004, 42. Because images are selected based the
Navigation Point which is based’on latitude and longitude, see Pet. at 23
(“based on the latitude and longitude coordinates for the Navigation Point”),
it follows that images in a particular sector are found at least in part based on
latitude and longitude. As noted above, for the purpose of this decision we
determine that each subfolder may be considered a database. Thus, we are

i

not persuaded by Patent Owner’s argument. X
As noted above, claims 3 and 16 recite internet-based imagery.

Petitioner relies on Image Library for internet based imagery. Pet. 23.

Patent Owner argues the Image Library “may be on a corporate network . . .

[b]ut there is no indication that the images in the Image Warehouse are
16 : ~
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intemet-baéed.” Prelim Resp. 27 (citations omitted). Neverthelesé,
Pictometry discloses that images can be obtained ﬁom “Pictometry Online”
which appears to be an Ir_1temet service. E;( 1004, 47; see also Pet. 23
(citing Ex. 1004, 47). Thus, we are not persuaded by Patent Owner’s
argument. | '

For the reasons above, we 'determine that Petitioner has shown a
reasonable likelihood of success as to its challenge to claim 1 as-anticipated
by Pictometry. Petitioner. also Iacco_unts for all of the remaining challenged
dependent claims. Pet. 22-36. We are persuaded by Petitioner’s showing as
to those claims. i ‘

We have reviewed the proposed ground of anticipation by Pictometry
against claims 1-10 and 13-20, and we are persuaded, at this juncture of the
proceeding, that Petitioner has established a reasonable likelihood that
Petitioner would prevail in its challenge to claims 1-10 and 13-20 on this
ground.

E. Obviousness Grounds Challenging the Claims of the '880 Patent
based on Hsieh '

The Petition presents two grounds that rely on Hsieh to teach
additional limitations of dependent claims'4, 7, 17, and 19. Pet. 3649. As
noted above, we determined that Petitioner has not met its burden of at least
a preliminary' éhowing that Hsieh is a printed publication as contemplétgd by
35U.S.C. §§ 102 and 31 lib). Thus, for the‘reasoné stated above, Petitioner

has not established a reasonable likelihood that Petitioner would prevail in
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its challenge to any of claims ,4,-7, 17, and 19 on the grounds reiying on
Hsieh. |
F ; ‘Anticipation of Claim by Abhyanker

Pursuant to 35 U.S.C. § 316(b), rules for inter partes proceedings
were promulgated to take into account the “regulation on the econorﬁy, the
integrity of the patent system, the efficient administration of the Office, and
the ability of the Office to timely éomple}e proceedings.” The promulgated
rules provide that they are to “be construed to secure the just, speedy, and
inexpensive resolution of every proceeding.” 37 C.F.R. § 42.1(b). Asa
result, and in determining whether to institute an inter partes review of a
patent, the Board, in its discretion, may “deny some o_r all grounds for
unpatentability for some or all of the challenged claimsj” 37 CFR..

§ 42.108(b).

We have considered Patent Owner’s arguments that the Petition
improperly presents Vert_ic'ally and horizontally redundant grounds, and as
such, the Board only should consider one challenge. Prelim. Resp. 5-9.
Based on the record befokre us, Patent Owner’s arguments are moot, as we
exercise our discretion and decline to institute review based on any of the
other asserted grounds advanced by Petitioner that are not identified below

as being part of the trial., See, e.g., Pet. 6; 37CFR.§ 42.108(a).

Y

II. CONCLUSION

For the foregoing reasons, we determine that the information
presented in the Petition establishes that there is a reasonable likelihood that

Petitioner would prevail in challenging claims 1-10 and 13—-20 of the *880
| 18-

0183



IPR2016-00594
Patent 8,542,880 B2

patent. At this juncture, we have not made a final determination with respect
to the patentability of the challenged claims, nor with respect to claim

construction.

IV. ORDER

For the foregoing reasons, it is
ORDERED that pursuant to 35 U.S.C. § 314(a), an inter partes

review is hereby instituted for the following grounds of unpatentability:

Claims Basis Reference

1-10 and 13-20 § 102(b) | Piclomelry

FURTHER ORDERED that no other ground of unpatentability
asserted in the Petition is authorized for this inter partes review; and
FURTHER ORDERED that pursuant to 35 U.S.C. § 314(c) and
37 C.F.R. § 42.4, notice is hereby given of the institution of a trial; the trial

will commence on the entry date of this decision.
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Inquiries related to this communication should be directed to the undersigned at (571) 272-1058.

[Ungela Walker|
Angela Walker
Paralegal Specialist
Office of Petitions

cc: Marc A. Brockhaus
Dunlap Codding, P.C.
1601 NW Expressway, Ste. 1000
Oklahoma City, OK 73118
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Application No. Applicant/Patent Under
13/774.478 Reexamination

Transmittal Communication on THORNBERRY ET AL.

Petition Deciding Official Office of
Petitions
ANGELA WALKER OPET

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address. --

(ADDITIONAL PARTY’'S CORRESPONDENCE ADDRESS)

Marc A. Brockhaus

Dunlap Codding, P.C.

1601 NW Expressway, Ste. 1000
Oklahoma City, OK 73118

Enclosed is a copy of the latest communication from the United States Patent and Trademark Office in the above-identified
Application/Patent.

U.S. Patent and Trademark Office

Part of Paper No. 2017
Rev. 8/2013
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Office of Petitions: Decision Count Sheet Mailing Month | 65

Application No. 13774478 ‘

377 4 47 8
For US serial numbers: enter number only, no slashes or commas. Ex: 10123456

* 1 *
For PCT: enter "51+single digit of year of filing+last 5 numbers", Ex. for PCT/US05/12345, enter 51512345

Deciding Official: Walker, Angela

Count (1) - Palm Credit 13774478
GRANT wnceworcneeoeo = [HHIFFIERRAFON
| *x G RANT %

{1 Select Check Box for YES
2 1

Decision:

PRI,

Decision Type: 321 - 37 CFR 1.28 TO MAKE ENTITY STATUS LARGE FR ‘

pIXTITIXINS

* 3 *
Notes:
Count (2)
L. g R FINANCE WORK NEEDED !
Decision: | n/a v |
: {1 Select Check Box for YES
Decision Type: i NONE -i
Notes:
Count (3)
. FINANCE WORK NEEDED ™
Decision: { n/a i f
§ i Select Check Box for YES
Decision Type: | NONE -3
Notes:
. . L . If more than 3 decisions, attach
, -
Initials of Approving Official (if required) ond count sheet & mark this box o
Printed on: 6/21/2017

Office of Petitions Internal Document - Ver. 5.0
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Office of Petitions: Routing Sheet

4700

Application No. 13774478

This application is being forwarded to your office for
further processing. A decision has been rendered on a
petition filed in this application, as indicated below.
For details of this decision, please see the document
PET.OP.DEC filed on the same date as this document.

' X GRANTED
~ DISMISSED
. DENIED
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PAD Application No. Applicant/Patent Under
- . . Reexamination
(%rans’mu\ttal Communication on 13/774,478 THORNBERRY ET AL.
A e Deciding Official Office of
N30 2oy 2'  Petition 9 Petitions
o ANGELA WALKER OPET
% &

-2 PA DATE of this communication appears on the cover sheet with the correspondence address. --

(ADDITIONAL PARTY'S CORRESPONDENCE ADDRESS)

Marc A. Brockhaus

Dunlap Codding, P.C.

1601 NW Expressway, Ste. 1000
Oklahoma City, OK 73118

Enclosed is a copy of the latest communication from the United States Patent and Trademark Office in the above-identified
Application/Patent.

U.S. Patent and Trademark Office Part of Paper No. 2017
Rev. 8/2013
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

In re Patent No. 8,542,880

Issue Date: September 24, 2013 :

Application No. 13/774,478 : NOTICE
Filed: February 22, 2013 :

Attorney Docket No. 6338.210

This is a notice regarding your request for acceptance of a fec dcficicncy submission under
37 CFR 1.28(c) filed April 14, 2017.

The file does not indicate a change of address has been submitted, although the address given on the
petition differs from the address of record. If appropriate, a change of address should be filed in
accordance with MPEP 601.03. A courtesy copy of this decision is being mailed to the address given on
the petition; however, the Office will mail all future correspondence solely to the address of record.

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56. 1098 Off.
Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to imply that an
investigation was done.

Your fee deficiency submission under 37 CFR 1.28(c) is hereby ACCEPTED.

Status a small entity has been removed. Accordingly, all future fees paid in this patent must be paid at the
undiscounted rate. :

Inquiries related to this communication should be directed to the undersigned at (571) 272-1058.

[Angela Walker|
Angela Walker

Paralegal Specialist
Office of Petitions

cc: Marc A. Brockhaus
Dunlap Codding, P.C.
1601 NW Expressway, Ste. 1000
Oklahoma City, OK 73118
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Resolving Your Patent Application Processing Problems

The Patents Ombudsman program saves applicants and attorneys time and resources by ensuring
application-processing problems are handled efficiently. Our goal is to improve patent quality and
efficiency of patent examinations.

If you are experiencing problems at any stage throughout the patent application/examination process, we
can help get you back on track. We also provide assistance on the merits where there is an issue with case
prosecution concerns including claim objections, claim rejections, after-final practice or restrictions.

How Can You Get Help?

You can submit your inquiry to the Patents Ombudsman Program in one of three ways:
1. Website: www.uspto.gov/patents/ombudsman.jsp
2. Phone: 571-272-5555 or 1-855-559-8589 (toll free)

3. E-mail: PatentsOmbudsmanprogram@uspto.gov

Within one business day, a Patents Ombudsman Representative will contact you, address your issue, or
_refer you to an appropriate USPTO contact for quick resolution.

The Patents Ombudsman Program should only be contacted when an applicant, attorney or agent feels that
examination has stalled and that their efforts to move their application forward through the normal channels
(e.g., contacting the examiner or supervisory patent examiner or TC Director) have not been effective.

Visit the Patents Ombudsman Program Web Page

*» Patents Ombudsman FAQs

* Access links to: “The Program works... | believe it could
* Contact other Patents Offices help the backlog and avoid appeal.”
» Get the status of your application Ombudsman Program User

« Check on current estimates for your
receipt of a first office action
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Trials@uspto.gov Paper 46
571-272-7822 Entered: August 24, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

XACTWARE SOLUTIONS, INC,,
Petitioner,

V.

PICTOMETRY INTERNATIONAL CORP.,
Patent Owner.

Case IPR2016-00594
Patent 8,542,880 B2

Before BRYAN F. MOORE, STACEY G. WHITE, and
GARTH D. BAER, Administrative Patent Judges.

MOORE, Administrative Patent Judge.

FINAL WRITTEN DECISION
35US.C. § 318(a) and 37 C.F.R. § 42.73
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I. INTRODUCTION

Petitioner, Xactware Solutions, Inc., filed a Corrected Petition (Paper
6 (‘“Pet.”)) requesting an inter partes review of claims 1-10 and 13-20 of
U.S. Patent No. 8,542,880 B2 (Ex. 1001, “the 880 patent’). Pursuant to 35
U.S.C. § 314(a), we determined the Petition showed a reasonable likelihood
that Petitioner would prevail in establishing the unpatentability of claims 1—
10 and 13-20 and instituted an inter partes review of those claims.
Paper 13, 19. Patent Owner filed a Patent Owﬁer Response (Paper 31, “PO
Resp.”), and Petitioner filed a Reply to Patent Owner’s Responsé (Paper 33,
“Reply”). Patent Owner also filed a Motion to Exclude certain exhibits.
Paper 36 (“Mot.”). Petitioner filed an Opposition to the Motion to Exclude.
Paper 42 (“Mot. Opp.’;). Patent Owner filed a Reply to Petitioner’s
Opposition to the Motion to Exclude. Paper 44 (“Mot. Reply™). An oral
hearing was held befdre the Board. Paper 51. |

~ We issue this Final Written Decision pursuant to 35 U.S.C. ’§ 318(a)
and 37 C.F.R. § 42.73. Having considered the record before us, we
determine Petitioner has not shown by a preponderance of the evidence that
claims 1-10 and 13-20 of the 880 patent are unpatentable. See 35 U.S.C.
§ 316(e).
A. Related Proceedings

Patents related to the 880 patent are involved in IPR2016-00582,
IPR2016-00586, IPR2016-00587, IPR2016-00589, IPR2016-00590,
~ TPR2016-00591, IPR2016-00592, IPR2016-00593, IPR2016-01775,
IPR2017-00021, IPR2017-00027, IPR2017-00034, and IPR2017-00036.

The *880 patent is involved in the following district court matter: Eagle

2
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View Technologies, Inc., v. Xactware Solutions, Inc., No. 1:15-cv-07025
(D.N.].). Pet. 1-2; Paper 4, 2-3.
B. The '880 Patent

The 880 patent relates to a system for determining the attributes of a
real world three-dimensional building. Ex. 1001, Abstract. In one
embodiment, first location data corresponding to the location of a building is
input by a user, and visual access of an aerial image of a region including the
‘roof structure of the building corresponding to the first location data is
provided. Ex. 1001, 9:50-10:15, 11:9-16, Figure 3. A moveable visual
marker is provided in the region corresponding to the first location data, the
visual marker capable of being moved to the top of the building to more
precisely identify the location of the building roof structure. See id. The
relocated position of the visual marker acts as a final location having
location coordinates. See id. User acceptance of the final location of the
visual marker is input, and one or more oblique images of an aerial imagery
database corresponding to the location coordinates of the final location are
provided to the user. Id. at 1:33-56.

C. IHllustrative Claim

Of the instituted claims, claims 1 and 14 are the only independent
claims. Claims 2—-10 and 13 depend either directly or indirectly from
claim 1 and claims 15-20 depend either directly or indirectly from claim 14.

Claim 1, reproduced below, is illustrative.

1. A process for determining attributes of a roof structure of a
real-world three-dimensional building, comprising the acts of:

providing at least one computer input field for a user to
input first location data generally corresponding to the location
3
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of the building;

providing visual access to an aerial image of a region
including the roof structure of the building corresponding to said
first location data, the aerial image taken from a straight down
overhead view with respect to the roof structure;

on the aerial image of the region, providing a visual
marker that is moveable on a computer monitor around said
region, said visual marker initially corresponding to said first
location data, wherein said visual marker may be moved to a final
location on top of the building to more precisely identify the
location of the building roof structure, the final location having
location coordinates;

providing a computer input capable of signaling user-
acceptance of the final location of said marker; and

providing visual access to one or more oblique images of
an aerial imagery database corresponding to location coordinates
of the final location.

Ex. 1001, 13:53—-14:8.
D. Asserted Grounds of Unpatentability

We instituted inter partes review on the following ground of

unpatentability.
Challenged Claims Basis Reference
1-10 and 13-20 § 102(b) | Pictometry!

I ELECTRONIC FIELD STUDY USER GUIDE, VERSION 2.7, PICTOMETRY INT’L
Corp. (July 2007) (“Pictometry”) (Ex. 1004).
4
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II. ANALYSIS
A. Patent Owner’s Motion to Exclude Evidence

Patent Owner moves to exclude several of Petitioner’s exhibits,
including Exhibits 1004,‘101 1,2010-2016, and 2019-2026. Mot. 1. As an
initial matter, Petitioner argues that Patent Owner’s Motion to Exclude is
improper because:

Patent Owner must timely object to evidence it seeks to exclude.
37 C.F.R. § 42.64(b). Patent Owner failed to timely object to
Exhibits 2010-2016 and 2019-2026. Accordingly, Patent
Owner’s motion to exclude these -exhibits should be denied.
Petitioner served the contents of Exhibits 2010-2016 and 2019-
2026 as supplemental evidence on Patent Owner in response to
Patent Owner’s objections to the Pictometry Manual. Critically,
at that time, these documents were not yet formally of record,
and therefore did not yet constitute evidence in this proceeding.
See 37 C.F.R. 42.63(a) (“All evidence must be filed in the form
of an exhibit.”). Patent Owner filed objections to this
supplemental evidence on September 30, 2016 (Paper 17), but
these objections were improper because the supplemental
evidence was not yet in the record. Patent Owner then introduced
Petitioner’s supplemental evidence as its own evidence in its
Patent Owner Response and filed these documents as Exhibits
2010-2016 and 2019-2026. Patent Owner never objected to
Exhibits 2010-2016 and 2019-2026 once they were of record.
Petitioner responded to Patent Owner’s arguments with respect
to Exhibits 2010-2016 and 2019-2026 in its Petitioner Reply.
Accordingly, Patent Owner failed to object to Exhibits 2010-
2016 and 2019-2026, and thus deprived Petitioner of the
opportunity to introduce supplemental evidence.

Mot. Opp. 14—15. In sum, Petitioner argues that Patent Owner’s objections
were untimely because they were served prior to the subject Exhibits being

entered into evidence. Patent Owner responds:

5
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Upon Patent Owner’s objections to Exhibit 1004, Petitioner
provided fifteen documents as supplemental evidence. Patent
Owner timely objected to those documents. See Paper 17. In its
Response (Paper 31), Patent Owner reiterated those objections,
but still substantively addressed that supplemental evidence in
the event the Board did not ultimately exclude the evidence. As
a result of Patent Owner’s efforts, Petitioner was afforded the
ability to substantively respond and/or introduce further
supplemental evidence as early as Patent Owner’s timely
objections or with Petitioner’s Reply to Patent Owner’s
Response, but did neither.

Mot. Reply 3. Given the sequence of events, there is no prejudice to
Petitioner, who introduced these documents and was served objections at an
early stage. Patent Owner apparently cited to the documents in its Patent
Owner Response to preserve the right to substantively respond to these
documents rather than wait to see if they were presented in Petitioner’s
Reply. Pursuant to our discretion under 37 C.F.R. § 42.5(c)(3), we do not
dismiss Patent Owner’s Motion to Exclude due to allegedly untimely filed
bbjections.

Below we address each exhibit Patent Owner moves to exclude.

1. Ex. 1004 will not be excluded
Exhibit 1004 is titled Pictometry Electronic Field Study User Guide

Version 2.7 (“EFS 2.7 User Guide,” “Pictometry,” or “User Guide”) and, as

the name suggests, is a user guide for the Pictometry software product. See
Ex. 1004, xiii. Patent Owner argues it should be excluded as legally
irrelevant as Petitioner allegedly has failed to establish that Exhibit 1004 is
prior art under 35 U.S.C. § 102. Mot. 1-2. Patent Owner argues that the
copyright notice on the EFS 2.7 User Guide is hearsay. Id. These issues go

6
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to the sufficiency of the evidence whether Pictometry was publicly
accessible. A motion to exclude is the wrong vehicle to challenge public
availability, which is a substantive issue that goes to the sufficiency of the
evidence, not to admissibility. FLIR Sys., Inc. v. Leak Surveys, Inc.,
IPR2014-00411, slip. op., Paper 113 at 4 (PTAB September 3, 2015) (“A
motion to exclude is not a vehicle for addressing the weight to be given
evidence.”); see also 77 Fed. Reg. 48,756, 48,767 (Aug. 14, 2012) (“A
motion to exclude . . . may not be used to challenge the sufficiency of the
evidence to prove a particular fact.””). Thus, we do not exclude Exhibit
1004.

2.  Ex. 1011 will not be excluded
Exhibit 1011 is a Merriam-Webster Dictionary Definition for

“database” copied or printed from a web page. Ex. 1011. We do not reach
claim construction so we do not rely on dictionary definitions in this
Decision. Thus, Patent Owner’s Motion to Exclude as to Exhibit 1011 is
moot. Exhibit 1011 will not be excluded.
3. Ex. 2010 will not be excluded
Patent Owner argues Exhibit 2010, Cohasset Town Report 2008,

should be excluded as irrelevant under Fed. R. Evid. 401 and 402 because it
refers to the software, not the User Guide, and does not specifically mention
that a member of the public has access to the software, but rather only that
Cohasset and the MAPC (“Metropolitan Area Planning Council”) have
access. Mot. 5. Patent Owner’s arguments go to the sufficiency of the
evidence, not the admissibility of the evidence. Exhibit 2010 is relevant
because Petitioner asserts the User Guide was distributed with the software

7

0204



IPR2016-00594
Patent 8,542,880 B2
and the end users were persons of ordinary skill. Thus, Exhibit 2010 will
not be excluded.
4. Ex. 2011 will not be excluded
Petitioner argues Exhibit 2011, LARIACI1 Pictometry Training,

should be excluded as lacking foundation, incomplete (missing linked
documents), irrelevant, hearsay, and lacking authentication (Fed. R. Evid.
104, 106, 401, 402, 802, and 901). Mot. 5—6. Patent Owner’s arguments as
to relevance go to the sufficiency of the evidence, not the admissibility of
the evidence. Exhibit 2011 has indicia including the URL address and page
heading suggesting it is authentic and has foundation. See Fed. R. Evid.
901(b)(4) (“[a]ppearance, contents, substance, internal patterns, or other
distinctive characteristics, taken in conjunction with circumstances” may.
establish authenticity). As to the missing links, they do not appear to be
necessary to understand the document.

Petitioner offers Exhibit 2011 for the truth of its statements that
training sessions for EFS 2.7 (R1.11) software were held in Hartford,
Connecticut for municipalities. If an exception does not apply, the rule
against hearsay operates to prohibit out-of-court statements from being
offered to prove the truth of the matter asserted. Fed. R. Evid. 801-803.
Petitioner asserts Exhibit 2011 falls within Fed. R. Evid. 803(8) as a record
of public entity (LARIAC) setting out the Los Angeles County office’s
activities in providing software training sessions. See Mot. Opp. 6; c.f. Mot.
Reply 4 (arguing Ex. 2011 does not show agency activities). We agree. Ex.
2011 will not be excluded.
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5. Ex. 2012 will not be excluded
Patent Owner asserts Exhibit 2012, LAR-IAC2 Product Guide, should

be excluded as lacking foundation, irrelevant because it refers to a computer
file name without containing evidence of the content of that file, and lacking
authentication (Fed. R. Evid. 104, 401, 402, and 901). Mot. 6-7.

Petitioner relies on Exhibit 2012 to show that the User Guide is
included with the software in a computer folder. Reply 4-5. Exhibit 2012 is
relevant to that issue and has indicia on the first two pages suggesting it is
authentic and is an official posting by Los Angeles County and has
foundation. See Mot. Reply 5; Fed. R. Evid. 901(b)(4), 901(5). Exhibit
2012 will not be excluded.

6. Ex. 2013 will be excluded
Patent Owner asserts Exhibit 2013, “Los Angeles County Extends its

License Agreement with Pictometry for New Oblique Aerial Photos,” should
be excluded as irrelevant, hearsay, and a best evidence probiem (Fed. R.
Evid. 401, 402, 802, 1001, and 1002). Mot. 7-8.

Exhibit 2013 is offered to prove the truth of its statement that EFS
software was licensed to 88 cities in Los Angeles County in 2006 (Reply 5)
and, thus, is hearsay. Fed. R. Evid. 802. Petitioner asserts Exhibit 2013
falls within Fed. R. Evid. 803(18) as a statement in a periodical because the
header and URL in the exhibit identify the document as an online newspaper
publication. Mot. Opp. 7. Fed. R. Evid. 803(18) states:

Learned Treatises. To the extent called to the attention of an
expert witness upon cross-examination or relied upon by the
expert witness in direct examination, statements contained in
published treatises, periodicals, or pamphlets on a subject of

9
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history, medicine, or other science or art, established as a reliable
authority by the testimony or admission of the witness or by other
expert testimony or by judicial notice. Ifadmitted, the statements
may be read into evidence but may not be received as exhibits.

Id. (emphasis added).

Under a plain language interpretation, this excepﬁon applies to
documents used by expert witnesses and the last sentence of the rule means
that a learned treatise may not be received as an exhibit. Thus, Exhibit 2013
cannot fall under this exception to hearsay. See, e.g., Fisher v. United
States, 78 Fed. Cl. 710, 714 (Fed. Cl. 2007) (excluding books and articles
from admlssmn as exhibits, but permitting statements to be read pursuant to
Fed. R. Ev1d 803(18)) Exhibit 2013 will be excluded.

7. Ex.2014. Ex. 2015, and 2016 will be excluded

Patent Owner asserts Exhibit 2014 should be excluded as lacking
foundation and authentication (Fed. R. Evid. 104 and 901). Mot. 8-9.
Patent Owner cioes not assert that Exhibit 2014 is hearsay. /d. Patent Owner
asserts Exhibit 2015, “Information about TXWILM Administrative

Training,” should be excluded as lacking foundation, incomplete, irrelevant,
hearsz;ly, lacking authenticity, and failing best evidence (Fed. R. Evid. 104,
106, 401, 402, 802, 901, 1001, and 1002). Id. Patent Owner asserts Exhibit
2016, “Pictometry Administrative Training,” shéuld be excluded as
irrelevant, hearsay, and lacking authentication (Fed. R. Evidt 104, 401, 40é,
802, 901, 1001, and 1002). Id. Petitioner provides a Declaration stating

“Exhibit 2014 is a true and accurate copy of Pictometry Administrative

Training PowerPoint, downloaded from

http://documentslide.com/documents/pictometry-administrative-training-
| 10
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mikehoran-pictometry-international-customer.html” and “Exhibit 2016 is a

true and accurate copy of Pictometry Administrative Training, downloaded

from www.mahaskacounty.org/wpcontent/uploads/2012/08/Training-

Overview-.pdf.” Paper 43.

As to Exhibit 2014, Patent Owner asserts “[w]e do not know when,
from where, or by whom Ex. 2014 was obtained.” Mot. 9. We agree, other
than a declaration asserting that the documents were downloaded from a
particular website, Petitioner has not explained how or why the document
was stored on the “mahaskacounty.org” website or how downloading from
that website provides authentication for that document to be what it purports
to be, i.e. a Pictometry slide actually used a presentation to a customer.

Rule 901 of the Federal Rules of Evidence requires authentication of
evidence “as a condition precedent to admissibility.” Fed. R. Evid. 901.

- This requirement is satisfied by “evidence sufficient to support a finding that
the item is what its proponent claims.” Id. Official publications from
government websites generally are considered to be self-authenticating. See
Williams v. Long, 585 F.Supp.2d 679, 686—89 (D.Md. 2008). There,
however, is no argument presented that Exhibit 2014 is an official
publication and no indicia of the public authority on the printout. See id.
Printouts from websites are not self-authenticating. See Sun Protection
Factory, Inc. v. Tender Corp., 2005 WL 2484710, slip op. at 6, n. 4 (M.D.
Fla. Oct. 7, 2005).

In Loraine v. Markel American Ins. Co.,241 FR.D. 534 (D. Md.
2007), the court noted that a witness authenticating electronic evidence must

“provide factual specificity about the process by which the electronically
11
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stored information is created, acquired, maintained, and preserved without
alteration or change, or the process by which it is produced if the result of a
system or process that does so.” Id. at 545. Thus, to authenticate printouts
from a website lacking authenticating indicia and circumstances under Fed.
R. Evid. 901(b)(4), the party-proffering the evidence must produce “some
statement or affidavit from someone with knowledge [of the website] . . . for
example [a] web master ot someone else with personal knowledge would be
sufficient.” See In re Homestore.com, Inc. Sec.Litig., 347 F.Supp.2d 769,
782 (C.D.Cal.2004). The evidence here is insufficient. Thus, Exhibit 2014
will be excluded. _

As to hearsay, Exhibits 2015 and 2016 are offered to prove the truth
of matters regarding Pictometry training asserted in the exhibits. Reply S.
Petitioner asserts that Exhibits 2015 and 2016 can be admitted under the
exception for party admissions. Mot. Opp. 9-10. Federal Rules of Evidence
801(d)(2)(C) and (D) provide that a hearsay exception exists when “[t]he
statement is offered against an opposing party and . . . was made by a person
whom the party authorized to make a statement on the subject [or] was made
by the party’s agent or employee on a matter within the scope of that
relationship and while it existed.” Petitioner has not provided evidence of
who prepared this document and whether they were a;uthorized to make the
statements within the document. Nor did Petitioner present direct evidence
that these training slides were actually presented to customers. Thus,
Petitioner has not shown these documents fall within an exclusion to

hearsay.
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Petitioner also argues Exhibit 2015 and 2016 are “admissible under
Fed. R. Evid. 807 because each has sufficient circumstantial guarantees of
trustworthiness, is offered as evidence of a material fact, is more probative
on the point for which it is offered than other evidence Petitioner can obtain
through reasonable efforts, and will serve the interests of justice.” Mot.
Opp. 13—14. Petitioner does not specify the “circumstantial guarantees” nor
why it could not have obtained “more probative” evidence. Thus, we are not
persuaded by that argument. |

Exhibits 2015 and 2016 will be excluded.

8. Ex. 2019 will be excluded )
Pa;cent Owner asserts Exhibit 2019, “GIS Working Group Meeting

. Minutes,” should be excluded as irrelevant, hearsay and lacking
authentication (Fed.'R. Evid. 401, 402, 802, and 901). Mot. 11. Petitioner
asserts Exhibit 2019 is a self-authenticating official government document
from the Metropolitan Planning Commiséion (Genesee'County), a public
authority, under Fed. R. Evid. 902(5) and because Exhibit 2019 constitutes
meeting minutes frorﬁ the Genesee County GIS Working Group, a public
entity, Exhibit 2019 is admissible as a public record uridjer Fed. R. Evid.
803(8). Mot. Opp. 10. We disagree. There is no indicia on the document
tending to provide foundation. Cf. Fed. R. Evid. 901(b)(4). Petitioner
provides no indication of the source of the document. Exhibit 2019 will be
excluded.

9. Ex.2020 will not be excluded

Patent Owner argues Exhibit 2020, “GIS: Pictometry: Oblique

Imagery training,” should be excluded as lacking foundation, irrelevant,
13
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hearsay, and lacking authenticity (Fed. R. Evid. 104, 401, 402, 802, and
901). Mot. 11-12.

Petitioner argues Exhibit 2020 is self-authenticating under Fed. R.
Evid. 902(5) because it was obtained from a Connecticut government
website as the URL and indicia on the document indicate it was produced by
Connecticut government agency including an agency official’s name and
contact information. Mot. Opp. 10-11 (citing Ex. 2020); Williams, 585
F.Supp.2d at 686—89. We agree. Also, that indicia provides authentication
and foundation. See Fed. R. Evid. 901(b)(4). Petitioner asserts Exhibit 2020
also falls within Fed. R. Evid. 803(8) as a record of the government of
Connecticut, a public entity, setting out training sessions for the EFS
software. Mot. Opp. 10-11. We agree. Exhibit 2020 will not be excluded.

10. Ex. 2021 will not be excluded

Patent Owner asserts Exhibit 2021, “Pictometry License Guidelines”,
should be excluded as lacking foundation, irrelevant, hearsay, and lacking
authenticity (Fed. R. Evid. 104, 401, 402, 802, and 901). Mot. 12-13.
However, Patent Owner’s arguments are directed to the sufficiency of the
exhibit to prove “live” use of the Pictometry software occurred and are an
improper basis for a motion to exclude. /d. Therefore, Exhibit 2021 will not
be excluded.

11. Ex. 2022 will not be excluded, Exhibit 2023 and 2024 will be
excluded

Patent Owner asserts Exhibit 2022, “Pictometry — April 19, 2007”;'
Exhibit 2023, “Welcome to Your End User Training”; and Exhibit 2024,
“Electronic Field StudyTM Getting Started Guide” should be excluded as
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irrelevant, hearsay, and unauthenticated (Fed. R. Evid. 401, 402, 802, and
901). Specifically, Patent Owner asserts Exhibits 2022, 2023; and 2024 are
hearsay and should be excluded under Fed. R. Evid. 802 since they are
offered to prove that the training actually occurred (Ex. 2022), or that a User
Guide is installed when EFS software is installed (Ex. 2023), or that the
document was actually used (Ex. 2024). !

Petitioner argues Exhibit 2022 is not hearsay undef Fed. R. Evid.
803(8) as a record of the Department of Regional Planning of Los Angeles
County, a public entity, evidencing its activities in licensing of the EFS
software by that Office. Mot. Opp. 12; ¢.f Mot. Reply 4 (arguing Ex. 2011
does not show agency activiti{es)). We agree. '

Petitioner asserts Exhibits 2023 and 2024 are Patent Owner’s own
documentation and constitute party admissions under Fed. R. Evid.
801(d)(2)(A). Mot. Opp. 12. Federal Rules of Evidence 801(d)(2)(C) and
(D) provide that a hearsay exclusion exists when “[t]he statement is offered
against an opposing party and . . . was made by a person whom the party
authorized to make a statement on the subject [or] was made by the party’s
agent or employee on a matter within the scope of that relationship and
while it existed.” Petitioner has not provided evidence of who prepared this
document and whether they were authorized to make the statements within
the document. Thus; Petitioner has not shown that these documents fall
within the hearsay exclusion.

Petitioner also argues Exhibit 2023 and 2024 are “admissiblé under
Fed. R. Evid. 807 begause each has sufficient circumstantial guarantees of

trustworthiness, is offered as evidence of a r/naterial fact, is more probative
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on the point for which it is offered than other evidence Petitioner can obtain
through reasonable efforts, and will serve the interests of justice.” Mot.,
‘Opp. 13-14. Petitioner does not specify the “circumstantial guarantees” nor
why it could not have obtained “more probative” evidence. Thus, we are not
pérsuaded by that argument.

Thus, Exhibit 2022 will not be excluded and 2023 and 2024 will be
excluded.

12. Ex. 2025 and 2026 will be excluded
Patent Owner asserts Exhibits 2025 and 2026, “Pictometry. Announces

Technical Advancements for GIS Professionals1” and “Pictometry
Announces Technical Adyancements for GIS Professionals2,” sﬁould be
excluded as hearsay and lacking authentication (Fed. R. Evid. 802 and 901).
Patent Owner’s authentication argument goes to the sufficiency o~f the
evidence to prove public accessibility and are improper. As to hearsay,
Petitioner asserts that Exhibits 2025 and 2026 are periodicals citing
statements made by Pictometry representatives, and thus constitute party
admissions under 801(d)(2)(A). Even if the statements fall under the party
admissions exclusion to hearsay, they are also\hearsay because the
statements are reported in periodicals not a document created by the party
making the alleged admission. See Larez v. Los Angeles, 946 F.2d 630,
641-45 (9th Cir. 1991) (asserting newspaper articles containing party
admissions should be examined under 803(24) [now 807]).

The only exception that colorably applies to these hearsay statements
in the periodical is Fed. R. Evid. 807. Petitioner asserts Exhibit 2025 and
2026 evidence the forthcoming release of EFS 2.7 software in 2006 and
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early 2007. Reply 5. Petitioner does not specify the “circumstantial
guarantees” nor why it could not have obtained “more probative” evidence.
For example, Petitioner could have requested information about release
dates of the Pictometry software in discovery because Pictometry is a party.
Thus, Exhibits 2025 and 2026 will be excluded.
13. Summary

For the reasons above, Exhibits 1004, 1011, 2010, 2011, 2012, 2020,
2021, and 2022 will not be excluded and Exhibits 2013, 2014, 2015, 2016,
2019, 2023, 2024, 2025, and 2026 will be excluded.

B. Asserted Prior Art — Pictometry

Patent Owner argues that Petitioner does not demonstrate that
Pictometry is prior art. PO Resp. 13—20. Patent Owner, thus, contests
whether Pictometry is a prior art “printed publications” in accordance with
35 U.S.C. §§ 102 and 311(b).

1. Principles of Law

We look to the underlying facts to make a legal determination as to
whether a document is a printed publication. Suffolk Techs., LLC v. AOL
Inc., 752 F.3d 1358, 1364 (Fed. Cir. 2014). A party seeking to introduce a
reference “should produce sufficient proof of its dissemination or that it has
otherwise been available and accessible to persons concerned with the art to
which the document relates and thus most likely to avail themselves of its
contents.” In re Wyer, 655 F.2d 221, 227 (CCPA 1981) (quoting Philips
Elec. & Pharm. Indus. Corp. v. Thermal & Elecs. Indus., Inc., 450 F.2d
1164, 1171 (3d Cir. 1971)). The determination of whether a document is a
“printed publication” under 35 U.S.C. § 102(b) involves a case-by-case
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inquiry into the facts and circumstances surrounding its disclosure to
members of the public. In re Klopfenstein, 380 F.3d 1345, 1350 (Fed. Cir.
2004). Public accessibility is a key question in determining whether a
document is a printed publication and is determined on a case-by-case basis.
Suffolk Techs., 752 F.3d at 1364. To qualify as a printed publication, a
document “must have been sufficiently accessible to the public interested in
the art.” Inre Lister, 583 F.3d 1307, 1311 (Fed. Cir. 2009).
2. Background

Patent Owner contends that Pictometry is not prior art under 35
U.S.C. § 102(b) because Petitioner failed to demonstrate that Pictometry was
publicly accessible. PO Resp. 13-20. In particular, Patent Owner argues
that “Petitioner’s evidence shows, if anything, that a Pictometry EFS User
Guide was only made available to a closed group of licensees who were
governmental entities.” PO Resp. 15.

Pictometry purports to be an “Electronic Field Study™ User Guide.”
Ex. 1004, Cover Page. The document contains the notation, “Copyright ©
2007 Pictometry International Corp.” Id. at ii. Pictometry purports to be a
user guide for a software system developed by Pictometry International
Corporation, with the guide being “written for both new and current users.”
Ex. 1004, xiii. The User Guide is denominated “Version 2.7,7
documentation release 2.7.1.3, dated “July 2007,” and states that it was
printed in the United States of America. /d. at Cover Page, ii. The
document contains, further, notices of protected trademarks and an address

for Pictometry International Corporation. Id. at ii. The foregoing
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information in Pictometry appears to be dated nearly two years prior to the
effective filing date of the *880 patent (May 29, 2009).

A Pictometry EFS User Guide was provided as part of an image
capture system in which government entities were provided a service to
capture aerial images. Ex. 2009 (copy of a collective procurement contract
and license agreement between Pictometry International Corp. and the
Metropolitan Area Planning Commission (“MAPC Agreement”)).

3. User Guide Confidentiality Provisions

Patent Owner asserts “the version of Pictometry EFS User Guide
proffered by Petitioner as Ex. 1004, shows a user agreement that binds the
user to all the terms and conditions of the ‘License Agreement,’ ‘including
 the use, distribution, and proprietary nature of Pictometry’s Software,
Images and Documentation.”” PO Resp. 17 (citing Ex. 1004, 5).

Petitioner argues that the “the copyright notice in the EFS 2.7 User
Guide, as well as the indication that the guide was ‘written for both new and
current users,” coupled with notices of protected trademarks, an address for
Pictometry International Corporation, and limitations on reproduction,
storage, or transmittal of the publication ‘without the prior written
permission of Pictometry Corporation’ all indicate that the EFS 2.7 User
Guide ‘was a type of document intended for wide distribution.”” Reply 67
(citations omitted). We agree that a provision in a copyrighted work
disseminated publically that it may not be copied without permission does
not defeat the public nature of such a dissemination. As discussed below,
however, there are further limitations on the dissemination of the User
Guide.

19

0216



IPR2016-00594 -
Patent 8,542,880 B2

4. User Guide Licensing Provisions

Patent Owner asserts that Pictomerty was made available onlytoa .
closed group of licensees. PO Resp. 15. Evidence suggests the User Guide
was provided only to licensees who purchased access to the Pictomerty
software. Ex. 2009. We agree with Patent Owner. Cf. Garrett Corp. v.
US., 422 F.2d 874, 878 (Ct. Cl. 1970) (emphasis added) (citation omitted)

(While distribution to government agencies and personnel alone
may not constitute publication . . . distribution to commercial
companies without restriction on use clearly does. Also pertinent
is the fact that after 1950, the report was made available for
dissemination in the United States through the Defense
Department to government contractors who were advised of its
availability and could obtain copies upon request at no cost.)

As recognized in Garrett, “[t]o be a ‘publication’ under the statute, a
document must, among other things, be accessible to the public,” wherein
the public “constitutes that class of persons concerned with the art to which
the document relatés and thus most likely to avail themselves of its
contents.” Id. at 877-78. The factors bearing on whether a printed
document was indeed published set forth in Garrett, include “the number of
copies made, availability, accessibility, dissemination, and even intent.” /d.
at 878. |

The license agreement with the MAPC goes further than the copyright
limitations in the User Guide itself. As shown by the MAPC Agreement, the
Documentation, such as any EFS User Guide, was confidential and the
license agreement bound the licensee to keep such documentation
conﬁdéntial. The license agreement defines ‘;Licensed Documentation” as

“written and/or electronic materials containing instructions and other
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information related to the use of the Licensed Images and Licensed
Software.” MAPC Agreement, Ex. 2009, p. 14, Article 1.10: The Licensed
Documentation is included in the “Licensed Products” controlled by the
MAPC Agreement. Ex. 2009, p. 14, Article 2.1.

The MAPC Agreement states that workstations upon which the
Licensed Products are installed must be owned or leased by, located on the
property of, under the control of, and used only by the Licensee or
Authorized Subdivisions. Further, the Licensed Documentation could only
be accessed through designated workstations and servers. Ex. 2009, p. 14,
Article 3.1. Remote access to the Licensed Products by unauthorized
persons is also prohibited under the MAPC Agreement. Ex. 2009, p.15,
Atrticle 3.2.

Copying, publication, transmittal, and sale of the Licensed Products
are also prohibited. /d. The MAPC Agreement states under “Confidentiality
of Licensed Products™ that the Licensed Products are commercially valuable,
proprietary products owned by Pictometry and are treated by Pictometry as
confidential and contain substantial trade secrets of Pictometry. Ex. 2009,
16, Article 8.4. The licensee agrees that it will not disclose, provide a copy
of, or disseminate the Licensed Products and that its personnel will protect
the Licensed Products from unauthorized use, disclosure, copying, and
dissemination, and that access to the Licensed Products and each part thereof
will be strictly limited. /d. We acknowledge that these represent significant

limitations on the dissemination of the User Guide.
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5. Burden of Proof is on Petitioner

Petitioner asserts “the MAPC Agreement is only a single contract
involving the EFS software and provides no evidence that the EFS software
and the EFS 2.7 User Guide were actually maintained confidential by the
parties of the MAPC Agreement, or that the EFS software and the EFS 2.7
User Guide were inaccessible to those of ordinary skill in the art.” Reply 9.
However, this improperly puts the burden to disprove public accessibility on
Patent Owner.

Although Patent Owner challenges whether Pictometry is a printed
publication, the burden remains on Petitioner to demonstrate unpatentability.
See Dynamic Drinkware, LLC v. Nat’l Graphics, Inc., 800 F.3d 1375, 1378
(Fed. Cir. 2015) (citing Tech. Licensing Corp. v. Videotek, Inc., 545 F.3d
1316, 132627 (Fed. Cir. 2008)) (discussing the burden of proof in an infer
partes review). Petitioner must demonstrate by a preponderance of the
evidence that the challenged claims are unpatentable, and one aspect of such
a showing is that the references relied upon are patents or printed
publications. See 35 U.S.C. §§ 311(b) 316(e).

6. Petitioner’s Reply Evidence of Public Accessibility

Petitioner offers several documents to support its contention that
Pictometry was publically accessible despite the license restrictions. Reply
3-7, 9. Initially, we address some common arguments made by Petitioner
for context. Petitioner appears to equate public institutions such as state and
local agencies with the “public” for purposes of public dissemination. /d.
We disagree. Dissemination to “public institutions” is to the government

and, as suggested in Garrett, is not equivalent to dissemination that provides
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accessibility to the interested general public. Cf. Garrett Corp., 422 F.2d at
878. Additionally, dissemination to government agencies or commercial
entities under obligations not to further disseminate the Pictometry User
Guide (even if some employees of those entities are ordinarily skilled
artisans) is not a “public” dissemination, but rather a limited dissemination.
See ServiceNow, Inc. v. Hewlett—Packard Co., Case IPR2015-00707 (PTAB
Aug. 26, 2015) (Paper 12) (considering a ‘““statement restricting use and
dissemination” of a reference to undermine public accessibility”); see also In
re Wyer, 655 F.2d 221, 227 (C.C.P.A. 1981) ( “[I]ntent to make public {and]
activity in disseminating information . . . may aid in determining whether an
item may be termed a ‘printed publication.’”); ¢f. Kyocera Wireless Corp. v.
Int’l Trade Comm’n, 545 F.3d 1340, 1351 (Fed. Cir. 2008) (finding that
“ETSI did not impose restrictions on ETSI members to prevent them from
disseminating information about the standard to nonmembers,” which
weighed toward public accessibility). Also, viewing images or
demonstrations or even public use of the software is not a public
dissemination of the User Guide-itself, which is the only reference that is
alleged to be prior art in this case. Given that understanding, Petitioner
presents the following evidence of public accessibility.

Petitioner relies on the Cohasset Town Report that mentions, in April
2008, aerial imagery captured by Pictometry “may be viewed through
Pictometry’s Electronic Field Study software version 2.7, which is also
available at no cost to municipalities.” Reply 4 (citing Ex. 2010, 26).

However, the Cohasset Town Report does not state that the general public
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would have access to the imagery or the software, including the User Guide.
Ex. 2010.

Petitioner asserts the LARIACI1 Pictometry Training website printout
discloses that training sessions were held relating to the EFS software in
2007 and 2008. Reply 4 (citing Ex. 2011). Petitioner cites to a website
printout that purports to have a last modified date of April 6, 2009, to show
training sessions for EFS 2.7 (R1.11) software were held in Hartford,
Connecticut for municipalities which Petitioner states are “public entities.”
Id. at 6 (citing Ex. 2020). Also, Petitioner cites to Exhibit 2022 as evidence
that EFS training seminars were held in 2007. Ex. 2022. Petitioner asserts
this evidences that, at least as early as 2007, the EFS software was shown
during training sessions for governmental entities, which the Petitioner
describes as “public.” Id. at 4. However, as explained above, showing the
software to government employees under licensing restriction establishes
neither that the User Guide was disseminated, nor that the dissemination was
public. Cf. Garrett Corp., 422 F.2d at 878.

Petitioner relies on Exhibit 2012 to show that the User Guide is
included with the software in a computer folder. Reply 4-5. Petitioner cites
to Exhibit 2021 as evidence that Pictometry permits live usage of the EFS
software at public meetings, as well as installation and use of the software
on town-owned computers at municipal halls which Petitioner asserts are
“public entities and location.” Reply 6. Exhibit 2021 states “it is acceptable
to use the Pictometry images in a ‘live’ setting as long as you are using it to
conduct town business.” Ex. 2021. This statement does not amount to

allowing unfettered access to the User Guide for the pertinent part of the
24

0221



IPR2016-00594

Patent 8,542,880 B2

public. For example, Exhibit 2021 does not state that the public will have
access to use the software as opposed to agency employees using “images”
form thé software, nor does it state that the User Guide that Petitioner
actually relies on as prior art was accessible to the public. Ex. 2021, 1-2.
Even if the User Guide was in a folder on a computer available to the public
as suggested by Petitioner, Petitioner has not shown that a member of the
public would be aware that a User Guide was stored in a folder on the
computer, or that they could locate it exercising reasonable diligence. See In
re Lister, 583 F.3d 1307, 1311. Also, Ex. 2021 is concerned with the use or
distribution of imagery from the Pictomerty software and very specifically
limits public access to even that aspect of the Pictometry product. If
anything, Exhibit 2021 shows that Pictometry took the confidentially
provisions of its license seriously.

Even if use of the software could have been viewed at a “public”
meeting without a license as Petitioner contends (Reply '5), Exhibit 2021
does not refer to the User Guide, which is the asserted prior art. Petitioner
does not present sufficient argument or evidence showing that the User
Guide was publicized or otherwise accessible. See SRI Int’l, Inc. v. Internet
Sec. Sys., Inc., 511 F.3d 1186, 1197 (Fed.Cir. 2008) (“[A]n unpublicized
paper with an acronym file name posted on an FTP server resembles a poster
at an unpublicized conference.”); Virginia Innovation Scis., Inc. v. Samsung
Elecs. Co., 983 F. Supp. 2d 713, 738 (E.D. Va. 2014) (prior art in question
was not sufficiently shown to be generally on sale to the interested public,
and was instead “restricted” to members of a publishing organization, which

required membership dues for access).
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The lack of evidence of widespread dissemination of the software as a
commercially available product to the public as opposed to being licensed
only to certain governmental agencies, and the restrictions on copying and
dissemination, notwithstanding dissemination to certain governmental
agencies with restricted access, undermines Petitioner’s contention that
Pictometry is a printed publication. Ultimately, Petitioner does not provide
evidence or persuasive argument that even a “live” presentation about
Pictometry software would have lead an ordinarily skilled artisan to the User
Guide in the absence of obtaining a license or obtaining other special access
to the Pictometry software.

Under these circumstances, the use by the government agencies does
not constitute sufficient dissemination or accessibility. Petitioner does not
show unrestricted access to the User Guide to any specified number of
interested skilled artisans “merely for the asking.” See Aluminum Co. of Am.
v. Reynolds Metals Co., 1989 WL 165064, at *2 (N.D. Ill. 1989) (document
with export control notice distributed to thirty-three groups, including
“thirteen nongovernmental companies and individuals,” held not “publically
accessible” where groups treated document as confidential by not circulating

2

it further—i.e., it was not “accessible ‘merely for the asking™’) (citation
omitted)). Pictometry’s restrictive license language, and restrictions on use
of the imagery, indicate an intent to restrict use, copying, and further

dissemination. Cf. Garrett Corp., 422 F.2d at 878 (Ct. Cl. 1970).
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7. Excluded Exhibits
We have excluded Exhibits 2013, 2014, 2015, 2016, 2019, 2023, 2024,
2025, and 2026. We note, however, that these exhibits would not change

our opinion as to the public accessibility of the Pictometry reference.

Exhibit 2013 is offered to prove that EFS software was licensed to 88
cities in Los Angeles County in 2006 (Reply 5). As noted above, providing
the software to government employees under licensing restriction is not a
public dissemination of the User Guide. Cf. Garrett Corp., 422 F.2d at 878.
Petitioner asserts Exhibit 2014, Pictometry’s PowerPoint training slides,
state fhat the software also installs the EFS 2.7 User Guide (slide 16) and
that users can freely make as many copies of the EFS 2.7 User Guide as they
would like (slide 17). Reply 5. Exhibit 2015 is offered to show that the
PowerPoint file of Exhibit 2014 was created April 29, 2003 and last
modified on September 16, 2008, which according to Petitioner, places the
evidence of Exhibit 2014 well before the priority date of the 880 patent.
Reply S.

According to Petitioner, Exhibits 2014 and 2015 are “evidence that
the user guide was distributed with the software, and an admission by
Pictometry that it permitted unlimited copies of the EFS 2.7 User Guide to
be made.” Id. The slides state “Can make this available to whomever needs
access to it. You can print as many as needed.” Ex. 2014, slide 16. Even if
we considered this evidence, we would give it little weight because the
language on the slide is not corroborated by any testimony explaining its
meaning. The slide purports provide access to “whomever needs access to

it.” Id In the context of a presentation to users of a software licensed by an
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employer, if the Exhibits 2014 and 2015 were considered, we would
determine it is unlikely that such a statement would be understood to be an
invitation to provide copies to the general public.

Exhibit 2016 describes end user training including installation and use
of EFS software and is offered apparently to show training of public users.
Reply 5. As noted above, providing training regarding the software to
government employees under licensing restriction is not a public
dissemination of the User Guide.

Exhibits 2019, 2025, and 2026 are offered to show the forthcoming
release of EFS 2.7 software in 2006 and early 2007. Reply 5. However,
Petitioner’s failure to show public accessibility does not rest on whether the
software was released prior to the critical date. ‘

Exhibit 2023 is offered as evidence of the installation of EFS 2.7 User
Guide on computers when EFS 2.7 software is installed (slides 43—44).
Reply 6. This is duplicative of Exhibit 2012 and is not persuasive of public
accessibility for the same reasons stated above with regard to Ex. 2012.
Exhibit 2024 is offered as evidence of encouragement by Pictometry that
new users consult the EFS 2.7 User Guide. As noted above, providing the
User Guide to “new users” who are government employees or other entities
under licensing restriction is not a public dissemination.

Thus, the excluded exhibits do not show by a preponderance of the
evidence that Pictometry was publically accessible and would not change

our opinion as to public accessibility.
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8. Summary

On balance, Petitioner does not make a sufficient showing of
dissemination or public accessibility. Petitioner does not argue clearly, and
the record does not show based on any such argument, that dissemination to
some governmental entities and entities subject to licensing restriction on
dissemination constitutes sufficient public dissemination to ordinarily skilled
artisans.

Accordingly, we find that Petitioner has not established by a
preponderance of the evidence that Pictometry was publicly accessible so as

to render it a printed publication under 35 U.S.C. § 102(b).

C. Anticipation of Claims by Pictometry
Petitioner asserts that claims 1-10 and 13-20 are unpatentable under
35 U.S.C. § 102(b) as anticipated by Pictometry. Pet. 16. As noted above,
we determine that Petitioner has not shown that Pictometry is a printed
publication under 35 U.S.C. § 102(b). Thus, Petitioner has not established
by a preponderance of the evidence that that claims 1-10 and 13-20 are

unpatentable under 35 U.S.C. § 102(b) as anticipated by Pictometry.

III. CONCLUSION

In conclusion, Petitioner has not'shown by a preponderance of the
evidence that claims 1-10 and 13-20 are unpatentable under 35 U.S.C.
§ 103(a).

IV. ORDER

In consideration of the foregoing, it is hereby:
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ORDERED that Petitioner has not shown by a preponderance of the
evidence that claims 1-10 and 13-20 of the *880 patent are unpatentable;

FURTHER ORDERED that, Patent Owner’s Motion to Exclude is
DENIED as to Exhibits 1004, 1011, 2010, 2011, 2012, 2020, 2021, and
2022 and GRANTED as to Exhibits 2013, 2014, 2015, 2016, 2019, 2023,
2024, 2025, and 2026. Exhibits 2013, 2014, 2015, 2016, 2019, 2023, 2024,
2025, and 2026 are excluded from the trial; and

FURTHER ORDERED that, because this is a Final Written Decision,
the parties to the proceeding seeking judicial review of the decision must

comply with the notice and service requirements of 37 C.F.R. § 90.2.
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October 24, 2017

=~

Director of the United States Patent and Trademark Office B

c/o Office of the General Counsel : @
10B20, Madison Building East A
600 Dulany Street . B
Alexandria, VA 22314 T =
Re: Our File: 097171-00262 ; Lo
Petitioner's Notice of Appeal to the United States Court of Appeals for th @2

Federal Circuit - e
Case IPR2016-00594 =
Inter Partes Review of U.S. Patent No. 8, 542 880

Dear Director:

Please find enclosed a copy of the following documents that were filed
today, October 24, 2017, with the United States Patent and Trademark Office in
connection with the above-identified inter partes review proceeding, and served on
counsel for Patent Owner:

1. Petitioner's Notice of Appeal to the United States Court of Appeals for the
Federal Circuit.

2. Certificate of Service.

3. Copy of Final Written Decision issued by the Patent Trial and Appeal
Board in Case IPR2016-00594 on August 24, 2017.

Any inquiry in connection with this matter can be made directly to Mark E. Nikolsky,
Esq. in our Newark office at (973) 639-6987. Thank you.

Very truly yours,

Mark E. Nikolsky
Counsel for Petitioner, Xagfware Solutions, Inc.

MN/th
Enclosures

cc: counsel for Patent Owner; Gianni Cutri, Esq.; Jared Barcenas, Esq.; Marc
Brockhaus, Esq.; Jordan Sigale, Esq.; Ann Robl, Esq.
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Director of the United States Patent and Trademark Office
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Alexandria, VA
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Mail Stop PATENT BOARD

Patent Trial and Appeal Board

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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Pursuant to 35 U.S.C. § 141, 35 U.S.C. § 142, 35 US.C. § 319, and 37
C.FR. § 902, and 37 CF.R. § 90.3, Petitioner Xactware Solutions, Inc.
(“Petitioner” or “Xactware”) hereby appeals to the United States Court of Appeals
for the Federal Circuit and gives notice of its appeal. Xactware hereby appeals
from the Final Written Decision in IPR2016-00594 entered by the United States
Patent and Trademark Office’s Patent Trial and Appeal Board (“Board”) on
August 24, 2017 (“Decision”) and from all orders, decisions, rulings, and opinions
of the Decision, those orders, decisions, rulings, and opinions underlying,
supporting, leading up to and/or incorporated into the Decision; and any orders,
decisions, rulings, and opinions that adversely affected Xactware. A copy of the
Decision is attached.

. In accordance with 37 C.EF.R. § 90.2(a)(3)(ii), Xactware further indicates that
the issues on appeal include, but are not limited to, the Board’s determination that
Petitioner has not shown by a preponderance of the evidence that Claims 1-10 and
13-20 of U.S. Patent No. 8,542,880 B2 (“the 880 patent”) are unpatentable; the
Board’s decision to grant the Patent Owner Pictometry International Corp.’s
motion to exclude certain exhibits, including Exhibits 2013, 2014, 2015, 2016, -
2019, 2023, 2024; 2025, and 2026; the Board’s determination that Petitioner has
not established by a preponderance of the evidence that Pictometry Int’l Corp.,

Electronic Field Study™ User Guide, Version 2.7 (July 2007) (“Pictometry”)
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(Exhibit 1004) was publicly accessible so as to render it a printed publication under
35 U.S.C. § 102(b); the Board’s conclusion that Petitioner has not established by a
pfeponderance of the evidence that that Claims 1-10 and 13-20 of the 880 patent
are unpatentable under 35 U.S.C. § 102(b) as anticipated by Pictometry; the
Board’s conclusion that Petitioner has not shown by a preponderance of the
evidence that Claims 1-10 and 13-20 of the *880 patent are unpatentable under 35
U.S.C. § 103(a); any applicable claim construction issues; the Board’s failure to
consider the evidence of record and/or the evidence and materials proffered by
Xactware; the Board’s findings that conflict with the evidence of record and/or that
are not supported by substantial evidence and/or that are otherwise inconsistent
with the evidence and materials proffered by Xactware; any other adverse finding
or determination made in support of the Decision; and all findings or
determinations supporting or related to any or all of those issues, as well as any
other issues that were decided adversely to Xactware in any orders, decisions,
rulings, and opinions underlying, supporting, leading up to and/or incorporated into
the Decision.

Xactware is concurrently filing true and correct copies of this Notice of
Appeal to the United States Court of Appeals for the Federal Circuit, along with
the required fees, with the Clerk of the United States Court of Appeals for the

Federal Circuit and serving this Notice of Appeal to the United States Court of
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Appeals for the Federal Circuit on the Director of the United States Patent and

Trademark Office.

October 24, 2017 /Mark E. Nikolsky/

Dated By: Mark E. Nikolsky (Lead Counsel)
Reg. No. 48,319
mnikolsky @mccarter.com

McCarter & English, LLP
Four Gateway Center

100 Mulberry Street
Newark, New Jersey 07102
Tel: 973-622-4444

Fax: 973-624-7070

Attorneys for
Petitioner Xactware Solutions, Inc.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

XACTWARE SOLUTIONS, INC.
Petitioner

V.

PICTOMETRY INTERNATIONAL CORP.
Patent Owner

Case IPR2016-00594
U.S. Patent No. 8,542,880

CERTIFICATE OF SERVICE

Hand Delivery

Director of the United States Patent and Trademark Office
c/o Office of the General Counsel

10B20, Madison Building East

600 Dulany Street

Alexandria, VA

E-Filed Via PTAR F?2F

Mail Stop PATENT BOARD

Patent Trial and Appeal Board

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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I hereby certify that on October 24, 2017 the original version of this
PETITIONER'S NOTICE OF APPEAL TO THE UNITED STATES
COURT OF APPEALS FOR THE FEDERAL CIRCUIT, including this
Certificate of Service, was served by hand on the Director of the United States
Patent and Trademark Office, at the following address:

Director of the United States Patent and Trademark Office
c/o Office of the General Counsel
10B20, Madison Building East
600 Dulany Street
Alexandria, Virginia

I hereby certify that a true and correct copy of this PETITIONER'S
NOTICE OF APPEAL TO THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT, including this Certificate of Service, was filed
on October 24, 2017 electronically through the Patent Trial and Appeal Board’s
PTAB E2E system:

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
United States Patent and Trademark Office
P.O. Rox 1450
Alexandria, VA 22313-1450
I hereby certify that a true and correct copy of this PETITIONER'S
NOTICE OF APPEAL TO THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT, including this Certificate of Service, was filed

electronically, and the requisite fees are being paid, on October 24, 2017 with the
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Clerk’s Office of the United States Court of Appeals for the Federal Circuit, 717
Madison Place, NW, Washington, DC 20439 in accordance with the rules of that
Court. On October 24, 2017, a true and correct copy of this PETITIONER'S
NOTICE OF APPEAL TO THE UNITED STATES COURT OF APPEALS FOR
THE FEDERAL CIRCUIT, including this Certificate of Service, is also being
mailed via Priority Mail Express® to Clerk of Court, United States Court of
Appeals for the Federal Circuit, 717 Madison Place, NW, Washington, DC 20439.
On October 24, 2017, a true and correct copy of this PETITIONER'S NOTICE OF
APPEAL TO THE UNITED STATES COURT OF APPEALS FOR THE
FEDERAL CIRCUIT, including this Certificate of Service, is also being served via
hand service on the Clerk of Court, United States Court of Appeals for the Federal
Circuit, 717 Madison Place, NW, Washington, DC 20439. I further certify that, on
October 24, 2017, the requisite number of copies of this PETITIONER'S
NOTICE OF APPEAL TO THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT, including this Certificate of Service, were
served on the United States Court of Appeals for the Federal Circuit, 717 Madison
Place, NW, Washington, DC 20439 in accordance with the rules of that Court.

I hereby certify that a true and correct copy of this PETITIONER'S
NOTICE OF APPEAL TO THE UNITED STATES COURT OF APPEALS

FOR THE FEDERAL CIRCUIT, including this Certificate of Service, has been
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served in its entirety on October 24, 2017 via electronic mail and Priority Mail
Express® to the following counsel of record for Patent Owner:

Gianni Cutri (Reg. No. 52,791)
gianni.cutri @kirkland.com

Postal and Hand-Delivery Address:
KIRKLLAND & ELLIS LLP

300 North LaSalle

Chicago, Illinois 60654
Telephone: (312) 862-2000
Facsimile: (312) 862-2200

Jared Barcenas (Reg. No. 61,792)
jared.barcenas @kirkland.com
Postal and Hand-Delivery Address:
KIRKLAND & ELLIS LLP

601 Lexington Avenue

New York, New York 10022
Telephone: (212) 446-4800
Facsimile: (212) 446-4900

Jordan Sigale (Reg. No. 39,028)
jsigale @dunlapcodding.com
Postal and Hand-Delivery Address:
DUNLAP CODDING, P.C.

PO Box 16370

Oklahoma City, OK 73113-2370
Telephone: 405-607-8600
Facsimile: 405-607-8686

Marc Brockhaus (Reg. No. 40,923)
mbrockhaus @dunlapcodding.com
Postal and Hand-Delivery Address:
DUNLAP CODDING, P.C.

PO Box 16370

Oklahoma City, OK 73113-2370
Telephone: 405-607-8600
Facsimile: 405-607-8686
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Ann Robl (Reg. No. 71,541)

arobl @dunlapcodding.com

Postal and Hand-Delivery Address:
DUNLAP CODDING, P.C.

PO Box 16370

Oklahoma City, OK 73113-2370
Telephone: 405-607-8600
Facsimile: 405-607-8686

October 24, 2017 /Mark E. Nikolsky/

Dated By: Mark E. Nikolsky (Lead Counsel)
Reg. No. 48,319
mnikolsky @mccarter.com

McCarter & English, LLP
Four Gateway Center

100 Mulberry Street
Newark, New Jersey 07102
Tel: 973-622-4444

Fax: 973-624-7070
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Trials@uspto.gov Paper 46
571-272-7822 Entered: August 24, 2017

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

XACTWARE SOLUTIONS, INC.,
Petitioner,

V.

PICTOMETRY INTERNATIONAL CORP.,
Patent Owner.

Case IPR2016-00594
Patent 8,542,880 B2

Before BRYAN F. MOORE, STACEY G. WHITE, and
GARTH D. BAER, Administrative Patent Judges.

MOORE, Administrative Patent Judge.

FINAL WRITTEN DECISION
35 US.C. § 318(a) and 37 C.F.R § 12.73
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I. INTRODUCTION
Petitioner, Xactware Solutions, Inc., filed a Corrected Petition (Paper

6 (“Pet.”)) requesting an inter partes review of claims 1-10 and 13-20 of
U.S. Patent No. 8,542,880 B2 (Ex. 1001, “the 880 patent’). Pursuant to 35
U.S.C. § 314(a), we determined the Petition showed a reasonable likelihood
that Petitioner would prevail in establishing the unpatentability of claims 1-
10 and 13-20 and instituted an inter partes review of those claims.

Paper 13, 19. Patent Owner filed a Patent Owner Response (Paper 31, “PO
Resp.”), and Petitioner filed a Reply to Patent Owner’s Response (Paper 33,
“Reply”). Patent Owner also filed a Motion to Exclude certain exhibits.
Paper 36 (“Mot.”). Petitioner filed an Opposition to the Motion to Exclude.
Paper 42 (“Mot. Opp.”). Patent Owner filed a Reply to Petitioner’s
Opposition to the Motion to Exclude. Paper 44 (“Mot. Reply”). An oral
hearing was held before the Board. Paper 51.

We issue this Final Written Decision pursuant to 35 U.S.C. § 318(a)
and 37 C.FR. § 42.73. Having considered the record before us, we
determine Petitioner has not shown by a preponderance of the evidence that
claims 1-10 and 13-20 of the 880 patent are unpatentable. See 35 U.S.C.
§ 316(e).

A. Related Proceedings

Patents related to the 880 patent are involved in IPR2016-00582,
IPR2016-00586, IPR2016-00587, IPR2016-00589, IPR2016-00590,
IPR2016-00591, IPR2016-00592, IPR2016-00593, IPR2016-01775,
IPR2017-00021, IPR2017-00027, IPR2017-00034, and IPR2017-00036.
The *880 patent is involved in the following district court matter: Eagle

2

0240



IPR2016-00594
Patent 8,542,880 B2
View Technologies, Inc., v. Xactware Solutions, Inc., No. 1:15-cv-07025
(D.N.])). Pet. 1-2; Paper 4, 2-3.
B. The ’880 Patent

The 880 patent relates to a system for determining the attributes of a
real world three-dimensional building. Ex. 1001, Abstract. In one
embodiment, first location data corresponding to the location of a building is
input by a user, and visual access of an aerial image of a region including the
roof structure of the building corresponding to the first location data is
provided. Ex. 1001, 9:50-10:15, 11:9-16, Figure 3. A moveable visual
marker is provided in the region corresponding to the first location data, the
visual marker capable of being moved to the top of the building to more
precisely identify the location of the building roof structure. See id. The
relocated position of the visual marker acts as a final location having
location coordinates. See id. User acceptance of the final location of the
visual marker is input, and one or more oblique images of an aerial imagery
database corresponding to the location coordinates of the final location are
provided to thé user. Id. at 1:33-56.

C. llustrative Claim

Of the instituted claims, claims 1 and 14 are the only independent
claims. Claims 2-10 and 13 depend either directly or indirectly from
claim 1 and claims 15-20 depend either directly or indirectly from claim 14.

Claim 1, reproduced below, is illustrative.

1. A process for determining attributes of a roof structure of a
real-world three-dimensional building, comprising the acts of:’

providing at least one computer input field for a user to
input first location data generally corresponding to the location
3
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of the building;

providing visual access to an aerial image of a region
including the roof structure of the building corresponding to said
first location data, the aerial image taken from a straight down
overhead view with respect to the roof structure;

on the aerial image of the region, providing a visual
marker that is moveable on a computer monitor around said
region, said visual marker initially corresponding to said first
location data, wherein said visual marker may be moved to a final
location on top of the building to more precisely identify the
location of the building roof structure, the final location having
location coordinates;

providing a computer input capable of signaling user-
acceptance of the final location of said marker; and

providing visual access to one or more oblique images of
an aerial imagery database corresponding to location coordinates
of the final location.

Ex. 1001, 13:53-14:8.
D. Asserted Grounds of Unpatentability

We instituted inter partes review on the following ground of

unpatentability.
Challenged Claims Basis Reference
1-10 and 13-20 § 102(b) | Pictometry!

I ELECTRONIC FIELD STUDY USER GUIDE, VERSION 2.7, PICTOMETRY INT’L
Corp. (July 2007) (“Pictometry”) (Ex. 1004).
4
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II. ANALYSIS
A. Patent Owner’s Motion to Exclude Evidence

Patent Owner moves to exclude several of Petitioner’s exhibits,
including Exhibits 1004, 1011, 2010-2016, and 2019-2026. Mot. 1. As an
initial matter, Petitioner argues that Patent Owner’s Motion to Exclude is
improper because:

Patent Owner must timely object to evidence it seeks to exclude.
37 CF.R. § 42.64(b). Patent Owner failed to timely object to
Exhibits 2010-2016 and 2019-2026. Accordingly, Patent
Owner’s motion to exclude these exhibits should be denied.
Petitioner served the contents of Exhibits 2010-2016 and 2019-
2026 as supplemental evidence on Patent Owner in response to
Patent Owner’s objections to the Pictometry Manual. Critically,
at that time, these documents were not yet formally of record,
and therefore did not yet constitute evidence in this proceeding.
See 37 C.F.R. 42.63(a) (“All evidence must be filed in the form
of an exhibit.”). Patent Owner filed objections to this
supplemental evidence on September 30, 2016 (Paper 17), but
these objections were improper because the supplemental
evidence was not yet in the record. Patent Owner then introduced
Petitioner’s supplemental evidence as its own evidence in its
Patent Owner Response and filed these documents as Exhibits
2010-2016 and 2019-2026. Patent Owner never objected to
Exhibits 2010-2016 and 2019-2026 once they were of record.
Petitioner responded to Patent Owner’s arguments with respect
to Exhibits 2010-2016 and 2019-2026 in its Petitioner Reply.
Accordingly, Patent Owner failed to object to Exhibits 2010-
2016 and 2019-2026, and thus deprived Petitioner of the
opportunity to introduce supplemental evidence.

Mot. Opp. 14-15. In sum, Petitioner argues that Patent Owner’s objections
were untimely because they were served prior to the subject Exhibits being

entered into evidence. Patent Owner responds:

5
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Upon Patent Owner’s objections to Exhibit 1004, Petitioner
provided fifteen documents as supplemental evidence. Patent
Owner timely objected to those documents. See Paper 17. In its
Response (Paper 31), Patent Owner reiterated those objections,
but still substantively addressed that supplemental evidence in
the event the Board did not ultimately exclude the evidence. As
a result of Patent Owner’s efforts, Petitioner was afforded the
ability to substantively respond and/or introduce further
supplemental evidence as early as Patent Owner’s timely
objections or with Petitioner’s Reply to Patent Owner’s
Response, but did neither.

Mot. Reply 3. Given the sequence of events, there is no prejudice to
Petitioner, who introduced these documents and was served objections at an
early stage. Patent Owner apparently cited to the documents in its Patent
Owner Response to preserve the right to substantively respond to these
documents rather than wait to see if they were presented in Petitioner’s
Reply. Pursuant to our discretion under 37 C.F.R. § 42.5(c)(3), we do not
dismiss Patent Owner’s Motion to Exclude due to allegedly untimely filed
objections.

Below we address each exhibit Patent Owner moves to exclude.

1. Ex. 1004 will not be excluded
Exhibit 1004 is titled Pictometry Electronic Field Study User Guide
Version 2.7 (“EFS 2.7 User Guide,” “Pictometry,” or “User Guide”) and, as

the name suggests, is a user guide for the Pictometry software product. See
Ex. 1004, xiii. Patent Owner argﬁes it should be excluded as legally
irrelevant as Petitioner allegedly has failed to establish that Exhibit 1004 is
prior art under 35 U.S.C. § 102. Mot. 1-2. Patent Owner argues that the
copyright notice on the EFS 2.7 User Guide is hearsay. Id. These issues go

6
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to the sufficiency of the evidence whether Pictometry was publicly
accessible. A motion to exclude is the wrong vehicle to challenge public
availability, which is a substantive issue that goes to the sufficiency of the
evidence, not to admissibility. FLIR Sys., Inc. v. Leak Surveys, Inc.,
IPR2014-0041 1, slip. op., Paper 113 at 4 (PTAB September 3, 2015) (“A
motion to exclude is not a vehicle for addressing the weight to be given
evidence.”); see also 77 Fed. Reg. 48,756, 48,767 (Aug. 14, 2012) (“A
motion to exclude . . . may not be used to challenge the sufficiency of the
evidence to prove a particular fact.”). Thus, we do not exclude Exhibit
1004.

2. Ex. 1011 will not be excluded
Exhibit 1011 is a Merriam-Webster Dictionary Definition for

“database” copied or printed from a web page. Ex. 1011. We do not reach
claim construction so we do not rely on dictionary definitions in this
Decision. Thus, Patent Owner’s Motion to Exclude as to Exhibit 1011 is
moot. Exhibit 1011 will not be excluded.
3. Ex. 2010 will not be excluded
Patent Owner argues Exhibit 2010, Cohasset Town Report 2008,
should be excluded as irrelevant under Fed. R. Evid. 401 and 402 because it

refers to the sbftware, not the User Guide, and does not specifically mention
that a member of the public has access to the software, but rather only that
Cohasset and the MAPC (“Metropolitan Area Planning Council”) have
access. Mot. 5. Patent Owner’s argumeﬁts go to the sufficiency of the
evidence, not the admissibility of the evidence. Exhibit 2010 is relevant
because Petitioner asserts the User Guide was distributed with the software

7
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and the end users were persons of ordinary skill. Thus, Exhibit 2010 will
not be excluded.
4. Ex.2011 will not be excluded
Petitioner argues Exhibit 2011, LARIACI1 Pictometry Training,

should be excluded as lacking foundation, incomplete (missing linked
documents), irrelevant, hearsay, and lacking authentication (Fed. R. Evid.
104, 106, 401, 402, 802, and 901). Mot. 5-6. Patent Owner’s arguments as
to relevance go to the sufficiency of the evidence, not the admissibility of
the evidence. Exhibit 2011 has indicia including the URL address and page
heading suggesting it is authentic and has foundation. See Fed. R. Evid.
901(b)(4) (“[a]ppearance, contents, substance, internal patterns, or other
distinctive characteristics, taken in conjunction with circumstances” may
establish authenticity). As to the missing links, they do not appear to be
necessary to understand the document.

Petitioner offers Exhibit 2011 for the truth of its statements that
training sessions for EFS 2.7 (R1.11) software were held in Hartford,
Connecticut for municipalities. If an exception does not apply, the rule
against hearsay operates to prohibit out-of-court statements from being
offered to prove the truth of the matter asserted. Fed. R. Evid. 801-803.
Petitioner asserts Exhibit 2011 falls within Fed. R. Evid. 803(8) as a record
of public entity (LARIAC) setting out the Los Angeles County office’s
activities in providing software training sessions. See Mot. Opp. 6; c.f. Mot.
Reply 4 (arguing Ex. 2011 does not show agency activities). We agree. Ex.
2011 will not be excluded.
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5. Ex. 2012 will not be excluded
Patent Owner asserts Exhibit 2012, LAR-IAC2 Product Guide, should

be excluded as lacking foundation, irrelevant because it refers to a computer

file name without containing evidence of the content of that file, and lacking
authentication (Fed. R. Evid. 104, 401, 402, and 901). Mot. 6-7.

Petitioner relies on Exhibit 2012 to show that the User Guide is
included with the software in a computer folder. Reply 4-5. Exhibit 2012 is
relevant to that issue and has indicia on the first two pages suggesting it is
authentic and is an official posting by‘ Los Angeles County and has
foundation. See Mot. Reply 5; Fed. R. Evid. 901(b)(4), 901(5). Exhibit
2012 will not be excluded.

6. Ex. 2013 will be excluded
Patent Owner asserts Exhibit 2013, “Los Angeles County Extends its

License Agreement with Pictometry for New Oblique Aerial Photos,” should
be excluded as irrelevant, hearsay, and a best evidence problem (Fed. R.
Evid. 401, 402, 802, 1001, and 1002). Mot. 7-8.

Exhibit 2013 is offered to prove the truth of its statement that EFS
software was licensed to 88 cities in Los Angeles County in 2006 (Reply 5)
and, thus, is hearsay. Fed. R. Evid. 802. Petitioner asserts Exhibit 2013
falls within Fed. R. Evid. 803(18) as a statement in a periodical because the
header and URL in the exhibit identify the document as an online newspaper
publication. Mot. Opp. 7. Fed. R. Evid. 803(18) states:

Learned Treatises. To the extent called to the attention of an
expert witness upon cross-examination or relied upon by the
expert witness in direct examination, statements contained in
published treatises, periodicals, or pamphlets on a subject of

9
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history, medicine, or other science or art, established as a reliable
authority by the testimony or admission of the witness or by other
expert testimony or by judicial notice. If admitted, the statements
may be read into evidence but may not be received as exhibits.

Id. (emphasis added).

Under a plain language interpretation, this exception applies to
documents used by expert witnesses and the last sentence of the rule means
that a learned treatise may not be received as an exhibit. Thus, Exhibit 2013
cannot fall under this exception to hearsay. See, e.g., Fisher v. United
States, 78 Fed. Cl. 710, 714 (Fed. Cl. 2007) (excluding books and articles
from admission as exhibits, but permitting statements to be read pursuant to
Fed. R. Evid. 803(18)). Exhibit 2013 will be excluded.

7.  Ex. 2014, Ex. 2015, and 2016 will be excluded

Patent Owner asserts Exhibit 2014 should be excluded as lacking
foundation and authentication (Fed. R. Evid. 104 and 901). Mot. 8-9.
Patent Owner does not assert that Exhibit 2014 is hearsay. Id. Patent Owner
asserts Exhibit 2015, “Information about TXWILM Administrative

Training,” should bé excluded as lacking foundation, incomplete, irrelevant,

hearsay, lacking authenticity, and failing best evidence (Fed. R. Evid. 104,
106, 401, 402, 802, 901, 1001, and 1002). Id. Patent Owner asserts Exhibit
2016, “Pictometry Administrative Training,” should be excluded as
irrelevant, hearsay, and lacking authentication (Fed. R. Evid. 104, 401, 402,
802, 901, 1001, and 1002). Id. Petitioner provides a Declaration stating
“Exhibit 2014 is a true and accurate copy of Pictometry Administrative
Training PowerPoint, downloaded from

http://documentslide.com/documents/pictometry-administrative-training-
10
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mikehoran-pictometry-international-customer.html” and “Exhibit 2016 1s a

true and accurate copy of Pictometry Administrative Training, downloaded

from www.mahaskacounty.org/wpcontent/uploads/2012/08/Training-
Overview-.pdf.” Paper 43. |

As to Exhibit 2014, Patent Owner asserts “[w]e do not know when,

" from where, or by whom Ex. 2014 was obtained.” Mot. 9. We agree, other
than a declaration asserting that the documents were downloaded from a
particular website, Petitioner has not explained how or why the document
was stored on the “mahaskacounty.org” website or how downloading from
that website provides authentication for that document to be what it purports
to be, i.e. a Pictometry slide actually used a presentation to a customer.

Rule 901 of the Federal Rules of Evidence requires authentication of
evidence “as a condition precedent to admissibility.” Fed. R. Evid. 901.
This reqﬁirement is satisfied by “evidence sufficient to support a finding that
the item is what its proponent claims.” Id. Official publications from
government websites generally are considered to be self-authenticating. See
Williams v. Long, 585 F.Supp.2d 679, 686—89 (D.Md. 2008). There,
however, is no argument presented that Exhibit 2014 is an official
publication and no indicia of the public authority on the printout. See id.
Printouts from websites are not self-authenticating. See Sun Protection
Factory, Inc. v. Tender Corp., 2005 WL 2484710, slip op. at 6, n. 4 (M.D.
Fla. Oct. 7, 2005).

In Loraine v. Markel American Ins. Co., 241 F.R.D. 534 (D. Md.
2007), the court noted that a vﬁtness authenticating electronic evidence must

“provide factual specificity about the process by which the electronically
11
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stored information is created, acquired, maintained, and preserved without
alteration or change, or the process by which it is produced if the result of a
system or process that does s0.” Id. at 545. Thus, to authenticate printouts
from a website lacking authenticating indicia and circumstances under Fed.
R. Evid. 901(b)(4), the party proffering the evidence must produce “some
statement or affidavit from someone with knowledge [of the website] . . . for
example [a] web master or someone else with personal knowledge would be
sufficient.” See In re Homestore.com, Inc. Sec.Litig., 347 F.Supp.2d 769,
782 (C.D.Cal.2004). The evidence here is insufficient. Thus, Exhibit 2014
will be excluded.

As to hearsay, Exhibits 2015 and 2016 are offered to prove the truth
of matters regarding Pictometry training asserted in the exhibits. Reply 5.
Petitioner asserts that Exhibits 2015 and 2016 can be admitted under the
exception for party admissions. Mot. Opp. 9-10. Federal Rules of Evidence
801(d)(2)(C) and (D) provide that a hearsay exception exists when “[t]he
statement is offered against an opposing party and . . . was made by a person
whom the party authorized to make a statement on the subject [or] was made
by the party’s agent or employee on a matter within the scope of that
relationship and while it existed.” Petitioner has not provided evidence of
who prepared this document and whether they were authorized to make the
statements within the document. Nor did Petitioner present direct evidence
that these training slides were actually presented to customers. Thus,
Petitioner has not shown these documents fall within an exclusion to

hearsay.
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Petitioner also argues Exhibit 2015 and 2016 are “admissible under
Fed. R. Evid. 807 because each has sufficient circumstantial guarantees of
trustworthiness, is offered as evidence of a material fact, is more probative
on the point for which it is offered than other evidence Petitioner can obtain
through reasonable efforts, and will serve the interests of justice.” Mot.
Opp. 13—14. Petitioner does not specify the “circumstantial guarantees” nor
why it could not have obtained “more probative” evidence. Thus, we are not
persuaded by that argument.

Exhibits 2015 and 2016 will be excluded.

8. Ex. 2019 will be excluded

Patent Owner asserts Exhibit 2019, “GIS Working Group Meeting
Minutes,” should be excluded as irrelevant, hearsay and lacking
authentication (Fed. R. Evid. 401, 402, 802, and 901). Mot. 11. Petitioner

asserts Exhibit 2019 is a self-authenticating official government document
from the Metropolitan Planning Commission (Genesee County), a public
authority, under Fed. R. Evid. 902(5) and because Exhibit 2019 constitutes
meeting minutes from the Genesee County GIS Working Group, a public
entity, Exhibit 2019 is admissible as a public record under Fed. R. Evid.
803(8). Mot. Opp. 10. We disagree. There is no indicia on the document
tending to provide foundation. Cf Fed. R. Evid. 901(b)(4). Petitioner
provides no indication of the source of the document. Exhibit 2019 will be
excluded.

9. Ex. 2020 will not be excluded

Patent Owner argues Exhibit 2020, “GIS: Pictometry: Oblique

Imagery training,” should be excluded as lacking foundation, irrelevant,
' 13
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hearsay, and lacking authenticity (Fed. R. Evid. 104, 401, 402, 802, and
901). Mot. 11-12.

Petitioner argues Exhibit 2020 is self-authenticating under Fed. R.
Evid. 902(5) because it was obtained from a Connecticut government
website as the URL and indicia on the document indicate it was produced by
Connecticut government agency including an agency official’s name and
contact information. Mot. Opp. 10—11 (citing Ex. 2020); Williams, 585
F.Supp.2d at 686-89. We agree. Also, that indicia provides authentication
and foundation. See Fed. R. Evid. 901(b)(4). Petitioner asserts Exhibit 2020
also falls within Fed. R. Evid. 803(8) as a record of the government of
Connecticut, a public entity, setting out training sessions for the EFS
software. Mot. Opp. 10-11. We agree. Exhibit 2020 will not be excluded.

10. Ex. 2021 will not be excluded
Patent Owner asserts Exhibit 2021, “Pictometry License Guidelines”,

should be excluded as lacking foundation, irrelevant, hearsay, and lacking
authenticity (Fed. R. Evid. 104, 401, 402, 802, and 901). Mot. 12-13.
However, Patent Owner’s arguments are directed to the sufficiency of the
exhibit to prove “live” use of the Pictometry software occurred and are an
improper basis for a motion to exclude. Id. Therefore, Exhibit 2021 will not
be excluded.

11. Ex. 2022 will not be excluded, Exhibit 2023 and 2024 will be
excluded

Patent Owner asserts Exhibit 2022, “Pictometry — April 19, 2007”;
Exhibit 2023, “Welcome to Your End User Training”; and Exhibit 2024,
“Electronic Field StudyTM Getting Started Guide” should be excluded as
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. irrelevant, hearsay, and unauthenticated (Fed. R. Evid. 401, 402, 802, and
901). Speciﬁcally, Patent Owner asserts Exhibits 2022, 2023, and 2024 are
hearsay and should be excluded under Fed. R. Evid. 802 since they are
offered to prove that the training actually occurred (Ex. 2022), or that a User
Guide is installed when EFS software is installed (Ex. 2023), or that the
document was actually used (Ex. 2024).

Petitioner argues Exhibit 2022 is not hearsay under Fed. R. Evid.
803(8) as a record of the Department of Regional Planning of Los Angeles
County, a public entity, e‘videncing its activities in licensing of the EFS
software by that Office. Mot. Opp. 12; ¢.f Mot. Reply 4 (arguing Ex. 2011
does not show agency activities)). We agree. |
Petitioner asserts Exhibits 2023 and 2024 are Patent Owner’s own

documentation and constitute party admissions under Fed. R. Evid.
801(d)(2)(A). Mot. Opp. 12. Federal Rules of Evidence 801(d)(2)(C) and
(D) provide that a hearsay exclusion exists when “[t]he statement is offered
against an opposing party and . . . was made by a person whom thé party
authorized to make a statemént on the subject [or] was made by the party’s
agent or employee on a matter within the scope of that relationship and
while it existed.” Petitioner has not provided evidence of who prepared this
document and whether they were authorized to make the statements within
the document. Thus, Petitioner has not shown that these documents fall

- within the hearsay exclusion.

Petitioner also argues Exhibit 2023 and 2024 are “admissible under
Fed. R. Evid. 807 because each has sufficient circumstantial guarantees of

trustworthiness, is offered as evidence of a material fact, is more probative
15

0253



[PR2016-00594
Patent 8,542,880 B2
on the point for which it is offered than other evidence Petitioner can obtain
through reasonable efforts, and will serve the interests of justice.” Mot.
Opp. 13-14. Petitioner does not specify the “circumstantial guarantees” nor
why it could not have obtained “more probative” evidence. Thus, we are not
persuaded by that argument.

Thus, Exhibit 2022 will not be excluded and 2023 and 2024 will be
excluded.

12. Ex. 2025 and 2026 will be excluded

Patent Owner asserts Exhibits 2025 and 2026, “Pictometry Announces

Technical Advancements for GIS Professionals1” and “Pictometry

Announces Technical Advancements for GIS Professionals2,” should be
excluded as hearsay and lacking authentication (Fed. R. Evid. 802 and 901).
Patent Owner’s authentication argument goes to the sufficiency of the
evidence to prove public accessibility and are improper. As to hearsay,
Petitioner asserts that Exhibits. 2025 and 2026 are periodicals citing
statements made by Pictometry representatives, and thus constitute party
admissions under 801(d)(2)(A). Even if the statements fall under the party
admissions exclusion to hearsay, they are also hearsay because the
statements are reported in periodicals not a document created by the party
making the alleged admission. See Larez v. Los Angeles, 946 F.2d 630,
641-45 (9th Cir. 1991) (asserting newspaper articles containing party
admissions should be examined under 803(24) [now 807]).

The only exception that colorably applies to these hearsay statements
in the periodical is Fed. R. Evid. 807. Petitioner asserts Exhibit 2025 and
2026 evidence the forthcoming release of EFS 2.7 software in 2006 and

16
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early 2007. Reply 5. Petitioner does not specify the “circumstantial
guarantees” nor why it could not have obtained “more probative” evidence.
For example, Petitioner could have requested information about release
dates of the Pictometry software in discovery because Pictometry is a party.
Thus, Exhibits 2025 and 2026 will be excluded.
13. Summary

For the reasons above, Exhibits 1004, 1011, 2010, 2011, 2012, 2020,
2021, and 2022 will not be excluded and Exhibits 2013, 2014, 2015, 2016,
2019, 2023, 2024, 2025, and 2026 will be excluded.

B. Asserted Prior Art — Pictometry

Patent Owner argues that Petitioner does not demonstrate that
Pictometry is prior art. PO Resp. 13-20. Patent Owner, thus, contests
whether Pictometry is a prior art “printed publications” in accordance with
35U.8.C. §§ 102 and 311(b).

1. Principles of Law

We look to the underlying facts to make a legal determination as to
whether a document is a printed publication. Suffolk Techs., LLC v. AOL
Inc., 752 F.3d 1358, 1364 (Fed. Cir. 2014). A party seeking to introduce a
reference “should produce sufficient proof of its dissemination or that it has
otherwise been available and accessible to persons concerned with the art to
which the document relates and thus most likely to avail themselves of its
contents.” In re Wyer, 655 F.2d 221, 227 (CCPA 1981) (quoting Philips
Elec. & Pharm. Indus. Corp. v. Thermal & Elecs. Indus., Inc., 450 F.2d
1164, 1171 (3d Cir. 1971)). The determination of whether a document isa
“printed publication” under 35 U.S.C. § 102(b) involves a case-by-case
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inquiry into the facts and circumstances surrounding its disclosure to
members of the public. In re Klopfenstein, 380 F.3d 1345, 1350 (Fed. Cir.
2004). Public accessibility is a key question in determining whether a
document is a printed publication and is determined on a case-by-case basis.
Suffolk Techs., 752 F.3d at 1364. To qualify as a printed publication, a
document “must have been sufficiently accessible to the public interested in
the art.” Inre Lister, 583 F.3d 1307, 1311 (Fed. Cir. 2009).
2. Background

Patent Owner contends that Pictometry is not prior art under 35
U.S.C. § 102(b) because Petitioner failed to demonstrate that Pictometry was
publicly accessible. PO Resp. 13-20. In particular, Patent Owner argues
that “Petitioner’s evidence shows, if anything, that a Pictometry EFS User
Guide was only made available to a closed group of licensees who were
governmental entities.” PO Resp. 15.

Pictometry purports to be an “Electronic Field Study™ User Guide.”
Ex. 1004, Cover Page. The document contains the notation, “Copyright ©
2007 Pictometry International Corp.” Id. atii. Pictometry purports to be a
user guide for a software system developed by Pictometry International
Corporation, with the guide being “written for both new and current users.”
Ex. 1004, xiii. The User Guide i1s denominated “Version 2.7,”
documentation release 2.7.1.3, dated “July 2007,” and states that it was
printed in the United States of America. /d. at Cover Page, ii. The
document contains, further, notices of protected trademarks and an address

for Pictometry International Corporation. /d. at ii. The foregoing
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information in Pictometry appears to be dated nearly two years prior to the
effective filing date of the *880 patent (May 29, 2009).

A Pictometry EFS User Guide was provided as part of an image
capture system in which government entities were provided a service to
capture aerial images. Ex. 2009 (copy of a collective procurement contract
and license agreemént between Pictometry International Corp. and the
Metropolitan Area Planning Commission (“MAPC Agreement”)).

3. User Guide Confidentiality Provisions

Patent Owner asserts “the version of Pictometry EFS User Guide
proffered by Petitioner as Ex. 1004, shows a user agreement that binds the
user to all the terms and conditions of the ‘License Agreement,” ‘including
the use, distribution, and proprietary nature of Pictometry’s Software,
Images and Documentation.’” PO Resp. 17 (citing Ex. 1004, 5).

Petitioner argues that the “the copyright notice in the EFS 2.7 User
Guide, as well as the indication that the guide was ‘written for both new and
current users,’ éoupled with notices of protected trademarks, an address for
Pictometry International Corporation, and limitations on reproduction,
sforage, or transmittal of the publication ‘without the prior written
permission of Pictometry Corporation’ all indicate that the EFS 2.7 User
Guide ‘was a type of document intended for wide distribution.’” Reply 67
(citations omitted). We agree that a provision in a copyrighted work
disseminated publically that it may not be copied without permission does
not defeat the public nature of such a dissemination. As discussed below,

however, there are further limitations on the dissemination of the User

 Guide.

19

0257



IPR2016-00594
Patent 8,542,880 B2

4. User Guide Licensing Provisions

Patent Owner asserts that Pictomerty was made available only to a
closed group of licensees. PO Resp. 15. Evidence suggests the User Guide
was provided only to licensees who purchased access to the Pictomerty
software. Ex.2009. We agree with Patent Owner. Cf. Garrett Corp. v.
U.S., 422 F.2d 874, 878 (Ct. Cl. 1970) (emphasis added) (citation omitted)

(While distribution to government agencies and personnel alone
may not constitute publication . . . distribution to commercial
companies without restriction on use clearly does. Also pertinent
is the fact that after 1950, the report was made available for
dissemination in the United States through the Defense
Department to government contractors who were advised of its .
availability and could obtain copies upon request at no cost.)

As recognized in Garrett, “[t]o be a ‘publication’ under the statute, a
document must, among other things, be accessible to the public,” wherein
the public “constitutes that class of persons concerned with the art to which
the document relates and thus most likely to avail themselves of its
contents.” Id. at 877-78. The factors bearing on whether a printed
document was indeed published set forth in Garrett, include “the number of
copies made, availability, accessibility, dissemination, and even intent.” Id.
at 878.

The license agreement with the MAPC goes further than the copyright
limitations in the User Guide itself. As shown by the MAPC Agreement, the
Documentation, such as any EFS User Guide, was confidential and the
license agreement bound the licensee to keep such documentation
confidential. The license agreement defines “Licensed Documentation” as

“written and/or electronic materials containing instructions and other
20
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information related to the use of the Licensed Images and Licensed
SoﬁWare.” MAPC Agreement, Ex. 2009, p. 14, Article 1.10. The Licensed
Documentation is included in the “Licensed Products” controlled by the
MAPC Agreement. Ex. 2009, p. 14, Article 2.1.

The MAPC Agreement states that workstations upon which the
Licensed Products are installed must be owned or leased by, located on the
property of, under the control of, and used only by the Licensee or
Authorized Subdivisions. Further, the Licensed Documentation could only
be accessed through designated workstations and servers. Ex. 2009, p. 14,
Article 3.1. Remote access to the Licensed Products by unauthorized
persons is also prohibited under the MAPC Agreement. Ex. 2009, p.15,
Article 3.2.

Copying, publication, transmittal, and sale of the Licensed Products
are also prohibited. Id. The MAPC Agreement states under “Confidentiality
of Licensed Products” that the Licensed Products are commercially valuable,
proprietary products owned by Pictometry and are treated by Pictometry as
confidential and contain substantial trade secrets of Pictometry. Ex. 2009,
16, Article 8.4. The licensee agrees that it will not disclose, provide a copy
of, or disseminate the Licensed Products and that its personnel will protect
the Licensed Products from unauthorized use, disclosure, copying, and
dissemination, and that access to the Licensed Products and each part thereof
will be strictly limited. Id. We acknowledge that these represent significant

limitations on the dissemination of the User Guide.
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5. Burden of Proof is on Petitioner

Petitioner asserts “the MAPC Agreement is only a single contract
involving the EFS software and provides no evidence that the EFS software
and the EFS 2.7 User Guide were actually maintained confidential by the
parties of the MAPC Agreement, or that the EFS software and the EFS 2.7
User Guide were inaccessible to those of ordinary skill in the art.” Reply 9.
However, this improperly puts the burden to disprove public accessibility on
Patent Owner.

Although Patent Owner challenges whether Pictometry is a printed
publication, the burden remains on Petitioner to demonstrate unpatentability.
See Dynamic Drinkware, LLC v. Nat’l Graphics, Inc., 800 F.3d 1375, 1378
(Fed. Cir. 2015) (citing Tech. Licensing Corp. v. Videotek, Inc., 545 F.3d
1316, 1326-27 (Fed. Cir. 2008)) (discussing the burden of proof in an inter
partes review). Petitioner must demonstrate by a preponderance of the
evidence that the challenged claims are unpatentable, and one aspect of such
a showing is that the references relied upon are patents or printed
publications. See 35 U.S.C. §§ 311(b) 316(e).

6. Petitioner’s Reply Evidence of Public Accessibility

Petitioner offers several documents to support its contention that
Pictometry was publically accessible despite the license restrictions. Reply
3-7,9. Initially, we address some common arguments made by Petitioner
for context. Petitioner appears to equate public institutions such as state and
local agencies with the “public” for purposes of public dissemination. /d.
We disagree. Dissemination to “public institutions” is to the government

and, as suggested in Garrett, is not equivalent to dissemination that provides
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accessibility to the interested general public. Cf Garrett Corp., 422 F.2d at
878. Additionally, dissemination to government lagencies or commercial
entities under obligations not to further disseminate the Pictometry User
Guide (even if some employees of those entities are ordinarily skilled
artisans) is not a “public” dissemination, but rather a limited dissemination.
See ServiceNow, Inc. v. Hewlett—Packard Co., Case IPR2015—00707 (PTAB
Aug. 26, 2015) (Paper 12) (considering a “statement restricting use and
dissemination” of a reference to undermine public accessibility”); see’also In
re Wyer, 655 F.2d 221, 227 (C.C.P.A. 1981) ( “[I]ntent to make public [and]
activity in disseminating information . . . may aid in determining whether an
item may be termed a ‘printed publication.”’).; ¢f. Kyocera Wireless Corp. v.
Int’l Trade Comm’n, 545 F.3d 1340, 1351 (Fed. Cir. 2008) (finding that
“ETSI did not impose restrictions on ETSI members to prevent them from
disseminating information about the standard to nonmembers,” which
weighed toward public accessibility). Also, viewing iméges or
demonstrations or even public use of the software is not a public
dissemination of the User Guide itself, which is the only reference that is
alleged to be prior art in this case. Given that understanding,‘-Petitioner
presents the following evidence of public accessibility.

* Petitioner relies on the Cohasset Town Report that mentions, in April
2008, aerial imagefy captured by Pictometry “may be viewed through
Pictometry’s Electronic Field Study software version 2.7, which is also
available at no cost to municipalities.” Reply 4 (citing Ex. 2010, 26).

However, the Cohasset Town Report does not state that the general public
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would have access to the imagery or the software, including the User Guide.
Ex. 2010.

Petitioner asserts the LARIACI Pictometry Training website printout
discloses that training sessions were held relating to the EFS software in
2007 and 2008. Reply 4 (citing Ex. 2011). Petitioner cites to a website
printout that purports to have a last modified date of April 6, 2009, to show
training sessions for EFS 2.7 (R1.11) software were held in Hartford,
Connecticut for municipalities which Petitioner states are “public entities.”
Id. at 6 (citing Ex. 2020). Also, Petitioner cites to Exhibit 2022 as evidence
that EFS training seminars were held in 2007. Ex. 2022. Petitioner asserts
this evidences that, at least as early as 2007, the EFS software was shown
during training sessions for governmental entities, which the Petitioner
describes as “public.” Id. at 4. However, as explained above, showing the
software to government employees under licensing restriction establishes
neither that the User Guide was disseminated, nor that the dissemination was
public. Cf Garrett Corp., 422 F.2d at 878.

Petitioner relies on Exhibit 2012 to show that the User Guide is
included with the software in a computer folder. Reply 4-5. Petitioner cites
to Exhibit 2021 as evidence that Pictometry permits live usage of the EFS
software at public meetings, as well as installation and use of the software
on town-owned computers at municipal halls which Petitioner asserts are
“public entities and location.” Reply 6. Exhibit 2021 states “it is acceptable
to use the Pictometry images in a ‘live’ setting as long as you are using it to
conduct town business.” Ex. 2021. This statement does not amount to

allowing unfettered access to the User Guide for the pertinent part of the
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public. For example, Exhibit 2021 does not state that the public will have
access to use the software as opposed to agency employees using “images”
form the software, nor does it state that the User Guide that Petitioner
actually relies on as prior art was accessible to the public. Ex. 2021, 1-2.
Even if the User Guide was in a folder on a computer available to the public
as suggested by Petitioner, Petitioner has not shown that a member of the
public would be aware that a User Guide was stored in a folder on the
computer, or that they could locate it exercising reasonable diligence. See In
re Lister, 583 F .3d 1307, 1311. Also, Ex. 2021 is concerned with the use or
distribution of imagery from the Pictomerty software and very specifically
limits public access to even that aspect of the Pictometry product. If
anything, Exhibit 2021 shows that Pictometry took the confidentially
provisions of its license seriously.

Even if use of the software could have been viewed at a “public”
meeting without a license as Petitioner contends (Reply 5), Exhibit 2021
does not refer to the User Guide, which is thé asserted prior art. Petitioner
does not present sufficient argument or evidence showing that the User
Guide was publicized or otherwise accessible. See SRI Int’l, Inc. v. Internet
Sec. Sys., Inc., 511 F.3d 1186, 1197 (Fed.Cir. 2008) (“[A]n unpublicized
paper with an acronym file name posted on an FTP server resembles a poster
at an unpublicized conference.”); Virginia Innovation Scis., Inc. v. Samsung
Elecs. Co., 983 F. Supp. 2d 713, 738 (E.D. Va. 2014) (prior art in question
‘was not sufficiently shown to be generally on sale to the interested public,
and was instead “restricted” to members of a publishing organization, which

required membership dues for access).
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The lack of evidence of widespread disseminaﬁon of the software as a
commercially available product to the public as opposed to being licensed
only to certain governmental agencies, and the restrictions on copying and
dissemination, notwithstanding dissemination to certain governmental
agencies with restricted access, undermines Petitioner’s contention that
Pictometry is a printed publication. Ultimately, Petitioner does not provide
evidence or persuasive argument that even a “live” presentation about
Pictometry software would have lead an ordinarily skilled artisan to the User
Guide in the absence of obtaining a license or obtaining other special access
to the Pictometry software.

Under these circumstances, the use by the government agencies does
not constitute sufficient dissemination or accessibility. Petitioner does not
show unrestricted access to the User Guide to any specified number of
interested skilled artisans “merely for the asking.” See Aluminum Co. of Am.
v. Reynolds Metals Co., 1989 WL 165064, at *2 (N.D. I11. 1989) (document
with export control notice distributed to thirty-three groups, including
“thirteen nongovernmental companies and individuals,” held not “publically
accessible” where groups treated document as confidential by not circulating

999

it further—i.e., it was not “accessible ‘merely for the asking’”) (citation
omitted)). Pictometry’s restrictive license language, and restrictions on use
of the imagery, indicate an intent to restrict use, copying, and further

dissemination. Cf. Garrett Corp., 422 F.2d at 878 (Ct. CI. 1970).
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7. Excluded Exhibits

We have excluded Exhibits 2013, 2014, 2015, 2016, 2019, 2023, 2024,
2025, and 2026. We note, however, that these exhibits would not change

our opinion as to the public accessibility of the Pictometry reference.

Exhibit 2013 is offered to prove that EFS software was licensed to 88
cities in Los Angeles County in 2006 (Reply 5). As noted above, providing
the software to government employees under licensing restriction is not a
public dissemination of the User Guide. Cf. Garrett Corp., 422 F.2d at 878.
Petitioner asserts Exhibit 2014, Pictometry’s PowerPoint training slides,
state that the software also installs the EFS 2.7 User Guide (slide 16) and
that users can freely make as many copies of the EFS 2.7 User Guide as they
would like (slide 17). Reply 5. Exhibit 2015 is offered to show that the
PowerPoint file of Exhibit 2014 was created April 29, 2003 and last
modified on September 16, 2008, which according to Petitioner, places the
evidence of Exhibit 2014 well before the priority date of the *880 patent.
Reply 5.

According to Petitioner, Exhibits 2014 and 2015 are “evidence that
the user guide was distributed with the software, and an admission by
Pictometry that it permitted unlimited copies of the EFS 2.7 User Guide to
be made.” Id. The slides state “Can make this available to whomever needs
access to it. You can print as many as needed.” Ex. 2014, slide 16. Even if
we considered this evidence, we would give it little weight because the
language on the slide is not corroborated by any testimony explaining its
meaning. The slide purports provide access to “whomever needs access to

it.” Id. In the context of a presentation to users of a software licensed by an
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employer, if the Exhibits 2014 and 2015 were considered, we would
determine it is unlikely that such a statement would be understood to be an
- invitation to provide copies to the general public.

Exhibit 2016 describes end user training including installation and use
of EFS software and is offered apparently to show training of public users.
Reply 5. As noted above, providing training regarding the software to
government employees under licensing restriction is not a public
dissemination of the User Guide.

Exhibits 2019, 2025, and 2026 are offered to show the forthcoming
release of EFS 2.7 software in 2006 and early 2007. Reply 5. However,
Petitioner’s failure to show public accessibility does not rest on whether the
software was released prior to the critical date.

Exhibit 2023 is offered as evidence of the installation of EFS 2.7 User
Guide on computers when EFS 2.7 software is installed (slides 43-44).
Reply 6. This is duplicative of Exhibit 2012 and is not persuasive of public
accessibility for the same reasons stated above with regard to Ex. 2012.
Exhibit 2024 is offered as evidence of encouragement by Pictometry that
new users consult the EFS 2.7 User Guide. As noted above, providing the
User Guide to “new users” who are government employees or other entities
under licensing restriction is not a public dissemination.

Thus, the excluded exhibits do not show by a preponderance of the
evidence that Pictometry was publically accessible and would not change

our opinion as to public accessibility.
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8. Summary ‘

On balance, Petitioner does not make a sufficient showing of
dissemination or public accessibility. Petitioner does not argue clearly, and
the record does not show based on any such argument, that dissemination to
some governmental entities and entit\ies subject to licensing restriction on
dissemination constitutes sufficient public dissemination to ordinarily skilled
artisans. |

Accordingly, we find that Petitioner has not established by a
preponderance of the evidence that Pictometry was publicly accessible so as -

to render it a printed publication under 35 U.S.C. § 102(b).

C. Anticipation of Claims by Pictometry
Petitioner asserts that claims 1-10 and 13-20 are unpatentable under
35 U.S.C. § 102(b) as anticipated by Pictometry. Pet. 16. As noted above,
we determine that Petitioner has not shown that Pictometry is a printed
publication under 35 U.S.C. § 102(b). Thus, Petitioner has not established
by a preponderance of the evidence that that claims 1-10 and 13-20 are
unpatentable under 35 U.S.C. § 102(b) as anticipated by Pictometry.

[II. CONCLUSION

In conclusion, Petitioner has not shown by a preponderance of the
evidence that claims 1-10 and 13-20 are unpatentable under 35 U.S.C.
§ 103(a).

IV. ORDER

In consideration of the foregoing, it is hereby:
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ORDERED that Petitioner has not shown by a preponderance of the
evidence that claims 1-10 and 13-20 of the 880 patent are unpatentable;

FURTHER ORDERED that, Patent Owner’s Motion to Exclude is
DENIED as to Exhibits 1004, 1011, 2010, 2011, 2012, 2020, 2021, and
2022 and GRANTED as to Exhibits 2013, 2014, 2015, 2016, 2019, 2023,
2024, 2025, and 2026. Exhibits 2013, 2014, 2015, 2016, 2019, 2023, 2024,
2025, and 2026 are excluded from the trial; and

FURTHER ORDERED that, because this is a Final Written Decision,
the parties to the proceeding seeking judicial review of the decision must

comply with the notice and service requirements of 37 C.F.R. § 90.2.
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|:| Trademarks or & Patents . ( |:| the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:21-cv-00283-TS 5/4/2021 District of Utah, 351 S. West Temple, Rm. 1.100, Salt Lake City, UT 84101
PLAINTIFF DEFENDANT
EAGLE VIEW TECHNOLOGIES, NEARMARP US, INC.
INC. and PICTOMETRY
INTERNATIONAL CORP.
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 US 8,209,152 B2 6/26/2012 EagleView Technologies, Inc.
2 US 8,542,880 B2 9/24/2013 Pictometry International Corp.
3 US 8.593,518 B2 11/26/2013 Pictometry International Corp.
4 US 8,670,961 B2 3/11/2014 Eagle View Technologies, Inc.
5 US 9,135,737 B2 9/15/2015 Eagle View Technologies, Inc.
In the above—entitled case, the following patent(s)/ trademark(s) have been included.:
DATE INCLUDED INCLUDED BY
|:| Amendment |:| Answer |:| Cross Bill |:| Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
CLERK (BY) DEPUTY CLERK DATE

D. Mark Jones

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy

0275




P.O. Box 1450
Alexandria, Virginia 22313-1450
WWWw.uspto.gov

CORRESPONDENCE ADDRESS CHANGE

APPLICATION # FILING OR 371(C) DATE REQUEST ID

13/774,478 02/22/2013 37737

The following fields have been changed to Customer Number 189081 on 08/10/2022 via Patent Center in view of the certification copied below
that authorized the change.

» Correspondence Address

The address for Customer Number 189081 is:

189081 - EagleView
PO BOX 16370
OKLAHOMA CITY , OK 73113

I certify, in accordance with 37 CFR 1.4(d)(4), that I am :

An attorney or Agent of Record registered to practice before the Patent and Trademark Office who has been given power of attorney in this

application
Signature Name Registration #
/Ann Robl/ ANN ROBL 71541
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P.O. Box 1450
Alexandria, Virginia 22313-1450
WWWw.uspto.gov

FEE ADDRESS CHANGE

APPLICATION # FILING OR 371(C) DATE REQUEST ID

13/774,478 02/22/2013 37737

The following fields have been changed to Customer Number 189081 on 08/10/2022 via Patent Center in view of the certification copied below
that authorized the change.

» Maintenance Fee Address

The address for Customer Number 189081 is:

189081 - EagleView
PO BOX 16370
OKLAHOMA CITY, OK 73113

I certify, in accordance with 37 CFR 1.4(d)(4), that I am :

An attorney or Agent of Record registered to practice before the Patent and Trademark Office who has been given power of attorney in this

application
Signature Name Registration #
/Ann Robl/ ANN ROBL 71541
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PTO/MIAMD (G7-12)

Approved for use through 11/30/2014. VB 0651-0035

LS. Patent and Trademark Office; U.8 DEPARTMENT OF COMMERCE
ao

Under the Paperwork Reduction Act of 1995, no persons are required to respond {o a collection of information unless it displays a valid OMB control number,

POWER OF ATTORNEY TO PROSECUTE APPLICATIONS BEFORE THE USPTO

| hareby revoke all previous powers of atlorney given in the application identified in the attached statement
under 37 CFR 3.73{c).
| hereby appoint:

8 Practitioners associated with Customer Number: ,§ 3 QQS 1

OR

ractitioner{s) named below (if more than len patent practitioners are to be namead, then a customer number must be used):

B

Name Registration Name Regisiration
Number Number

As aitorney(s) or ageni(s) to represent the undersigned before the United States Patent and Trademark Office (USPTQ) in connection with
any and all patent sppiications assignad gniy to the undersigned according to the USPTO assignment records or assignments documents
attached to this form in accordance with 37 CFR 3.73(c).

Please change the correspondence address for the application identified in the attached statement under 37 CFR 3.73{¢} o

8 The addrass associated with Customer Number: »*E 8@08 -‘E
OR

Firm or
Individual Name

Address

City State dip

Country

Telephone Email

Assignee Name and Address: Pictometry Intemational Corp.
25 Methodist Hill Drive
Rochester, NY 14623

A copy of this form, together with a statement under 37 CFR 2.73(c} {Form PTG/AIA/GE or equivalent) is required to be
Filed in each application in which this form is used. The statement under 37 CFR 3.73{c}) may be completed by one of
The practitioners appointed in this form, and must identify the application in which this Power of Altorney is fo be filed.

SIGNATURE of Assignee of Record
The individual whose signature and title is supplied below is authorized to act on behalf of the assignes

Signaiure {Rebecca Unruh/ Date August 10, 2022

Name Rebecca Unruh Talephone

Title Deputy General Counsel, IP and Transactions, Pictomelry international Corp.
This collection of information is required by 37 R 1.31, 1.32 and 1.33. The information is required to ablain or retain a benefit by the public which is to file (and
by the USPTO to process) an application. Col 3 is collection is estimated to take 3 minufes
to complete, including gathering, preparing, and submitting the completed application form io the USPTO. Time wili vary depending upon the individual case. Any

comments on the amount of Hime you require to compieie this form and/or suggestions for reducing thi ) Officer,
U.8. Patent and Trademark Office, U.8. Department of Commerce, P.Q. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED

FORMS TO THIS ADDRESS. 8END TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223131450,

if you need assistance in completing the form, call 1-800-PT0-9189 and select option 2.
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UNITED STATES

PATENT AND TRADEMARK OFFICE

Page 1 of 2

‘ ) PO Box 1480
Alaxandrizg, VA 22313 - 1450
WAL LSDEIC. o

ELECTRONIC ACKNOWLEDGEMENT RECEIPT

APPLICATION #

RECEIPT DATE / TIME

ATTORNEY DOCKET #

13/774,478 08/19/2022 02:20:48 PM ET 6338.210
Title of Invention
System and Process for Roof Measurement Using Aerial Imagery
Application Information
APPLICATION TYPE  Utility - Nonprovisional Application PATENT # 8542880
under 35 USC 111(a)
CONFIRMATION # 6905 FILED BY Anne Burns
PATENT CENTER # 60890003 FILING DATE 02/22/2013
CUSTOMER # 189081 FIRST NAMED Dale R. Thornberry
INVENTOR
CORRESPONDENCE AUTHORIZED BY  ANN ROBL
ADDRESS
Documents TOTAL DOCUMENTS: 2
DOCUMERNTY RFAGES  DESCRIPTION SIZE (KB
5338210 sbd1 Transmitial & 1 Transmittal Lelter 162 KB
8192022 pdf
8338210 _AIABG POA_(OB182 1 Powear of Altomey 87 K&

022 pf

Digest

DOCUMENTY

92028 pdf

MESSAGE IGESTSHA-SS}

CTDOESTACSCFCIAAFEELERNSERO8AIBDEYFFDESCEFFEDFG
DOT40CF0028F025F4AFCDAITETA0FRZATIC2D2080B8BE6GAERS
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Page 2 of 2
SBEREACTA418CTOREFERRDFDT223ADES
6338210 _AIAB0_POA_0818202  FL33CEBOZLE3FZABTEAB4ATASBALDOCIAGDEFODZBATEFE420A28
[les

2.pdf 2367B0DBOCEERE37ACH I BBECBU44FI8802772EEDTIZDO4D
D3004F0468006F0FFAFC130BER3EE

This Ackrnowledgemeant Re&eir‘i gvidences racaipt on the notad date by the USPTO of the indicated documents, characlarized
oy the apohcant, and including page counts, whera appicabie. i serves as evidence of raceint similar o a Post Card, as
deseribed in MPEP D3,

Naw Applications Under 35 U.8.C 11

i a new application is baing filed and the application in 3 the necessary components for fing date {

and MPEP 508), a Filing Receipt (37 OFR 1.54) will be issued in due course and the dats shown on this Acknowiadgement
Receipt will astablish the filing date of the applicalion

ses 37 OFF 1.53(0)-(d

e

o

q
(e

National Stage of an inlernational Application under 35 U.S.C. 371

~
'

If a timely submission o anter the national stags of an international apphication is compliant with the conditions of 35 U.S.C.
sfi and other applicable requirements a Form POT/DOEGANE indicating acceplancs of the application as a national stage
praission under 35 UB.C. 371 will be issuad in addition to the Filing Receipl, in due course.

New Infornational Application Flled with the USPTO as a Recslving Office

f o new miernational appiication is being fed and the intermalional application includes i'e necessary components for an
international iing dads (see PCT Article 11 and MPEP 1810}, a Notification of the International Application Number and of the

A

international Filing Dals (Form POT/RON0E) will be issuad in dus courss, subject 1o prascr ui;omz concaming national sacuriy,
|

3

and the date shown on this Acknowledgemant Receipt will sstablish the infaralional Hling date of the application.
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Doc Code: TRANLLET

Document Description: Transmittal Letler

TRANSMITTAL
FORM

{fo be used for ali correspondence after initial filing)

PTO/SB21 (07-08)

Approved for use through 11/30/2020. OMB 0651-0031

224
mber

LS. Patent and Trademark Offi

ce; U8, REPARTM

:

ENT OF

COMMERCE
OME ¥

goer

A
<6 b < o

Filing Date 02/22/2013

First Named Inventor

Dale R, Thornberry

At Unil

2888(conf. no.8G0NS)

Examiner Name

tiba C. Fitzpatrick

K Total Number of Fages in This Submission

Attorney Docket Number 6358 210

J

ENCLOBSURES {Check all that apply)

Fee Transmiltal Form

[:} Fee Aftached

Amendment/Reply

[:3 After Final

D Affidavits/deciaration(s)

Ll

L]

Exiension of Time Request
Express Abandonment Request

Information Disclosure Statement

Cetlified Copy of Prioiity
Document(s)
Reply to Missing Paris/

Incomplete Application
Reply {o Missing Parts

0 DO

under 37 CFR 1.52 or 1.53

Drawing{s)

Licensing-related Papers

Petition

Petition to Convertio a

Provisional Application

Power of Attormey, Revocation
Change of Correspondence Address
Terminal Disclaimer

Reguest for Refund

IR L

CD, Number of CD(5)

i:l {andscape Table on CD

After Allowance Communicationto TC
Appeal Communication to Board
of Appeals and interferences

Appeal Communication to TC
{Appeal Notice, Brief, Reply Brief}

Proprieiary information

Status Letler
Cther Enclosure(s) (please dentify
below):

HiNININENIN

Remarks

Electrenically Transmitied: August 19, 2022

1) sb21 Transmittal {1 page}, and
23 AIABD POA (1 page).

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT

Firm Name

DUNLAP CODDING, P.C.

Signature /Ann M. RobY/

Printed hame
Ann M. Robi

Date August 19, 2022

Reg. No.

71.541

fé”

CERTIFICATE OF TRANSMISSION/MAILING

\

the date shown below.

I hereby certify that this correspondence is being facsimile fransmitted to the USPTO or deposited with the United States Postal Service with
sufficient postage as first class mail in an envelope addressed to: Commissioner Tor Palents, P.O. Box 1450, Alexandiia, VA 22313-1450 on

Sighature
FAnn M. Robl/

Ann M. Robi

K!’iiped of printed name

Date {august 19, 2022

S

This collection of information is required by 37 CFR 1.5, The information is required to cbtain or retain a benefit by the public which is to file {and by the USPFTO to
process) an application. Confidentiality is governed by 35 U.8.C. 122 and 37 CFR 1.11 and1.14. This collection is estimaled to 2 hours to compleie, inciuding
gathering, preparing, and submitling the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.5. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandrig, VA 22313-1453. DC NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Conimigsioner for Patents, P.O. Box 1450, Alexandria, YA 22313-1450.

if you need assistance in comnpleting the form, calf 1-800-PTO-8189 and sefect opfion 2.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
13/774,478 02/22/2013 Dale R. Thomberry 6338.210
CONFIRMATION NO. 6905
189081 POA ACCEPTANCE LETTER
EagleView
PO BOX 16370 ORI QO
000000136060989

OKLAHOMA CITY, OK 73113
Date Mailed: 08/29/2022

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 08/19/2022.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/dtdinh/

page 1 of 1
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NUMBER I FILING OR 371(C) DATE I FIRST NAMED APPLICANT I ATTY. DOCKET NO./TITLE |
13/774,478 02/22/2013 Dale R. Thornberry 6338.210
CONFIRMATION NO. 6905
189081 POWER OF ATTORNEY NOTICE
EagleView
PO BOX 16370 IR A QEORTAC AR
000000136060968

OKLAHOMA CITY, OK 73113
Date Mailed: 08/29/2022

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 08/19/2022.
* The Power of Attorney to you in this application has been revoked by the applicant. Future correspondence
will be mailed to the new address of record(37 CFR 1.33).

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/dtdinh/

page 1 of 1
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