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Petitioner’s Demonstratives
Hearing: April 23, 2024

Roofr Inc. v. Pictometry International Corp.

IPR2023-00435, IPR2023-00436
U.S. Patent Nos. 9,183,538, 10,648,800

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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-00435 -00436

Grounds

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ground Claim(s) challenged

1. Pershing-789 + Abhyanker 1-17

2. Ground 1 + Pictometry 9, 14

3. Kennedy + Abhyanker + Bailey 1-17

Ground Claim(s) challenged

1. Pershing-789 + Bailey 1-5, 8-13

2. Ground 1 + Abhyanker 6-7, 14-18

3. Kennedy + Bailey 1-5, 8-13

4. Ground 3 + Abhyanker 16-7, 14-18

IPR2023-00435 – ’800 Patent

IPR2023-00436 – ’538 Patent
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-00435 -00436

Patent Owner’s Arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR Grounds Patent Owner’s Arguments Claims

Both All The Board should give no weight to Petitioner’s expert declarations All

-00435 1, 3 Abhyanker does not disclose a “second computer input” “responsive 
to receiving [a] designation” that “signal[s] user-acceptance”

1, 11, 17

-00435 1, 2 Pershing-789 / Pictometry do not disclose an “outline drawing … 
super-imposed on [a] nadir image”

9, 14

-00435 3 Kennedy does not disclose an “outline drawing [of a] roof” 2

-00436 1, 3 Bailey does not disclose determining a “predominant pitch of the 
roof” by “analyzing an image” or determining an “estimated roofing 
area based on the predominant pitch” 

1, 13, 14

-00436 1, 3 Pershing-789 / Kennedy do not disclose determining a “footprint” of 
a roof

1, 13, 14

-00436 1-4 Bailey does not disclose determining a predominant pitch based on 
a “weighted average” / “estimated percentage of roof area”

11, 18
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-00435

’800 Patent Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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-00435

’800 Patent Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-00435, Ex. 1001 (800 patent) at Cl. 1
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-00435

’800 Patent Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-00435, Ex. 1001 (800 patent) at Fig. 4A
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-00435

’800 Patent Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-00435, Ex. 1001 (800 patent) at Fig. 4B
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-00435

’800 Patent Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-00435, Ex. 1001 (800 patent) at Fig. 4C
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-00436

’538 Patent Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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-00436

’538 Patent Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-00436, Ex. 1001 (538 patent) at Cl. 1
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-00436

’538 Patent Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-00436, Ex. 1001 (538 patent) at Fig. 6
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-00436

’538 Patent Overview

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

IPR2023-00436, Ex. 1001 (538 patent) at 12:8-38
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-00435 -00436

Summary of Prior Art

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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-00435 -00436

Summary of Prior Art: Pershing-789 (Ex. 1004)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1004, Abstract; -00435 Pet. 5-6; -00436 Pet. 6

Ex. 1004, Fig. 5C; -00435 Pet. 7; -00436 Pet. 8
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-00435 -00436

Summary of Prior Art: Pershing-789 (Ex. 1004)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1004, ¶ 22; -00435 Pet. 6; -00436 Pet. 7

Ex. 1004, Fig. 5B; -00435 Pet. 30; -00436 Pet. 41

* * *
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-00435 -00436

Summary of Prior Art: Kennedy (Ex. 1009)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1009, Abstract; -00435 Pet. 11; -00436 Pet. 15 Ex. 1009, Fig. 36; -00435 Pet. 12; -00436 Pet. 15
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-00435 -00436

Summary of Prior Art: Abhyanker (Ex. 1005)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1005, Abstract; -00435 Pet. 7-9; -00436 Pet. 8-9 Ex. 1005, Fig. 9; -00435 Reply 17
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-00435 -00436

Summary of Prior Art: Bailey (Ex. 1010)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1010 at 17; -00435 Pet. 16; -00436 Pet. 12 Ex. 1010, Fig. 2; -00435 Pet. 18; -00436 Pet. 14 

Section 33 - Slope. The predominant slope of the roof 
section. The roof plan will generally indicate the slope (e.g., 
4 in. in 12). If the slope is not noted on the roof plan, the 
section drawings may indicate the slope. If such information 
is not available, field measurement will be required (use the 
method in Appendix B). 

Ex. 1010 at 14-15; -00435 Pet. 89; -00436 Pet. 49, 69-70 
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-00435

Summary of Prior Art: Pictometry (Ex. 1008)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1008 at 116; -00435 Pet. 10-11 Ex. 1008 at 116; -00435 Pet. 65
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Summary of Grounds

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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-00435

-00435 Grounds: Pershing-789/Kennedy, Abhyanker, Pictometry, Bailey

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Pershing-789 or Kennedy’s roof measurement system for aerial images

• Abhyanker’s marker relocation and marker locking techniques

• Pershing-789 or Kennedy or Pictometry’s techniques for superimposing outline drawings on aerial images

• Pershing-789 or Bailey’s roof reports
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-00436

-00436 Grounds: Pershing-789/Kennedy, Bailey, Abhyanker

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Pershing-789 or Kennedy’s roof measurement system for aerial images

• Bailey’s predominant pitch

• Abhyanker’s marker relocation and marker locking techniques

• Pershing-789 or Bailey’s roof reports
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-00435 -00436

Challenges to Petitioner’s Expert Declarations

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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-00435 -00436

Disputes over Petitioner’s Expert: Summary of Arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO’s arguments misstate the applicable law and the Board’s adopted 
level of skill in the art

• Ignores evidence and arguments

IPR Patent Owner’s Arguments

Both Petitioner’s expert declaration is conclusory/repeats the petition

-00435 Petitioner’s expert does not meet the Board’s definition of a POSITA

-00436 Petitioner’s expert has less experience than PO’s expert



25

-00435 -00436

Weight of Expert Declaration: Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Responses

The Board already determined that it is not “problematic” that the Petition repeats Mr. 
Cummings’ testimony

PO’s expert also repeats portions of PO’s papers

Mr. Cummings’ opinions are supported by evidence and technical reasoning

Mr. Cummings testified that his declaration was a collaborative effort, and that all of the 
opinions are his own

Patent Owner’s Arguments

Mr. Cummings’ declaration repeats the Petition

Mr. Cummings’ opinions are conclusory

Mr. Cummings did not write his own declaration
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-00435 -00436

The Board Rejected Already PO’s Argument that 
Petitioner’s Expert Declaration is Conclusory

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00436 Institution Decision (Paper 14) at 7

-00435 Institution Decision (Paper 16) at 8



27

-00435 -00436

Petitioner’s Authority Only Holds that Expert Opinions 
Unsupported by Evidence or Technical Reasoning Are Conclusory

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9, 15-16 (P.T.A.B. Aug. 24, 2022)

“We have reviewed this excerpt from Dr. Jones’ declaration and note that it 
merely repeats, verbatim, the conclusory assertion for which it is offered to 
support.  See Ex. 1003 ¶ 54 (Dr. Jones declaring that “[a] POSITA would 
understand that such a blocking would require recording the blocking in a data 
record associated with that user’s account.”).  Dr. Jones does not cite to any 
additional supporting evidence or provide any technical reasoning to support 
his statement.  Thus, the cited declaration testimony is conclusory and 
unsupported, adds little to the conclusory assertion for which it is offered to 
support, and is entitled to little weight.

-00435 Reply 7-8; -00436 Reply 25-26
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-00435

Petitioner’s Expert Relies on Evidence and Technical Reasoning

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00435 Ex. 1003, ¶ 44; -00435 Reply 9

-00435 Ex. 1003, ¶¶ 62-63; -00435 Reply 9
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-00436

Petitioner’s Expert Relies on Evidence and Technical Reasoning

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00436 Ex. 1003, ¶ 44; -00436 Reply 26

-00436 Ex. 1003, ¶ 97; -00436 Reply 27
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-00435

PO’s Expert Also Offers Opinions that Repeats PO’s Papers

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00435 POR 25-26; -00435 Reply 9 -00435 Ex. 2031, ¶ 80; -00435 Reply 9
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-00435

Mr. Cummings Confirmed His Declarations Contain His Opinions

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00435 Ex. 2032, 13:1-22; -00435 Reply 9
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-00436

Mr. Cummings Confirmed His Declarations Contain His Opinions

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00436 Ex. 2032, 9:10-10:7; -00436 Reply 27-28
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-00435

Mr. Cummings’ Status as a POSITA: Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Responses

Mr. Cummings qualifies as a POSITA under the Board’s standard

PO’s arguments apply a level of skill higher than that adopted by the Board

The Board may consider Mr. Cummings’ opinions on issues within his expertise even if he 
is not a POSITA

Mr. Cummings expressly testified that his opinions on obviousness and motivation to 
combine are the same under the Board’s proposed level of skill in the art

PO does not dispute the substance of any of Mr. Cummings’ opinions on obviousness

Patent Owner’s Arguments

Mr. Cummings is not a POSITA under the Board’s level of skill in the art

The Board may not consider any of Mr. Cummings’ opinions if he is not a POSITA

Mr. Cummings applied the wrong level of skill in the art for obviousness
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-00435

The Level of Ordinary Skill in the Art Adopted by the Board

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Proposal Patent Owner’s Proposal

“[a] bachelor’s degree in architecture or an equivalent with at 
least five years of experience performing roof estimation, … 
more experience would compensate for less formal 
education, and vice versa.”

“[a] Bachelor’s Degree in an academic area emphasizing the 
design of electrical, computer, or software technologies, or a 
similar discipline, and at least two years of experience related to 
computerized image analysis and three-dimensional modeling.”

-00435 Institution Decision (Paper 16) at 7-8
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-00435

Mr. Cummings’ Lack of Formal Computer Education Does Not Disqualify Him

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00435 Institution Decision (Paper 16) at 8; -00435 Reply 3-4

• PO incorrectly argues that Mr. Cummings cannot be a POSITA because he lacks formal education in 
computerized image analysis or 3D modeling.

• The Board already rejected that argument in its Institution Decision.
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-00435

PO Does Not Dispute that Mr. Cummings Has Experience with Software Packages

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00435 POR 37; -00435 Reply 4

• Even PO’s expert does not claim Mr. Cummings is not qualified as a POSITA.

-00435 Ex. 1014, 13:8-14; -00435 Reply 4
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-00435

Mr. Cummings Has Relevant Experience with Software Development

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00435 Ex. 1003, ¶ 6
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-00435

Mr. Cummings Has Relevant Experience with Software Development

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00435 Reply 4-5 

• PO tries to downplay this experience by characterizing it as a project with Mr. Cummings’ nephew.
• But Mr. Cummings’ nephew is a professional computer programmer, and the developed software was 

used and provided to customers.

-00435 Ex. 2032, 18:1-13

-00435 Ex. 2032, 19:1-7

-00435 Ex. 2032, 20:5-12
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-00435

A POSITA Does Not Need Computer Programming Experience

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00435 Reply 5-6 

• The Board’s level of skill in the art does not specify computer programming experience
• The ’800 Patent relates to roofing applications using standard software interfaces – computer 

programming experience is not necessary.

-00435 Ex. 1001, 7:65-8:16
-00435 Ex. 1001, 10:5-28
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-00435

A POSITA Does Not Need Computer Programming Experience

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00435 Ex. 1014, 16:22-17:15; -00435 Reply 6 

• PO’s expert agreed that the claimed functionality of the ‘800 Patent is described in algorithms, and 
can be understood without source code or programming.
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-00435

A POSITA Does Not Need Computer Programming Experience

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

-00435 Ex. 2032, 89:16-90:4; -00435 Reply 6 

• Mr. Cummings similarly testified that there was nothing in the ’800 Patent or the prior art that he 
could not understand without formal computer or computer programming experience.
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-00435

The Board May Consider Mr. Cummings’ Opinions Regardless of Whether He Is a POSITA

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Avail Medsystems, Inc. v. Teladoc Health, Inc., IPR2022-00444, Paper 10, 26 (P.T.A.B., July 21, 2022)

“In reviewing Dr. Stone’s testimony, we still may consider his opinions on the issues for which 
he is qualified to offer testimony, compare his opinions to the disclosures of the prior art 
references and the challenged patent, and the entirety of the evidence of record to weigh each 
part of his relative opinion testimony separately.  … Although we do not give any weight to Dr. 
Stone’s testimony from the perspective of a skilled artisan, we find him qualified … to opine 
about the technology itself that is the subject matter of the ’545 patent and the asserted prior 
art.  In other words, we may consider Dr. Stone’s opinions about the structures and operations 
included in the disclosed systems, but we cannot give any weight to his opinions regarding 
what a skilled artisan would have understood and/or derived from the disclosed technology 
because the latter is necessarily from the perspective of a skilled artisan. 

• The Board cannot rely on his testimony to establish the understanding of a POSITA, but may 
consider his opinions on any issues where he is qualified to offer testimony.

-00435 Reply 6-7 
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-00435

The Board May Consider Mr. Cummings’ Opinions Regardless of Whether He Is a POSITA

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Mr. Cummings’ opinions are based on his experience and expertise with construction modeling and 
estimation, including as a user of software packages for construction and measurement

-00435 Ex. 1003, ¶ 45

-00435 Ex. 1003, ¶¶ 124-125

-00435 Reply 7, 11-12
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-00435

The Board May Consider Mr. Cummings’ Opinions Regardless of Whether He Is a POSITA

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO also incorrectly argues that Mr. Cummings’ obviousness opinions should be given no weight 
because he applied the wrong level of skill in the art.

• Mr. Cummings’ testimony directly rebuts this point.
• PO also does not challenge the substance of Mr. Cummings’ opinions.

-00435 Ex. 2032, 89:6-15; -00435 Reply 10-11 
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-00436

Weighing Competing Expert Testimony: Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Responses

PO’s arguments are based on an incorrect level of skill in the art that the Board did not 
adopt

Mr. Cummings’ experience is relevant to the ’538 Patent

PO ignores much of Mr. Cummings’ relevant experience

Patent Owner’s Arguments

PO’s expert should be given more weight because he has more relevant experience
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-00436

A POSITA Does Not Need Specific Experience Estimating Measurements from Aerial Images

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• The Board adopted the same level of skill in the art as it did in the ‘00435 IPR.
• That definition does not require specific experience measuring roofs using aerial images.

-00436 Institution Decision (Paper 14) at 7

-00436 Reply 28-29 
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-00436

A POSITA Does Not Need Specific Experience Estimating Measurements from Aerial Images

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO gives no credible reason why Mr. Cummings’ experience determining measurements from 
blueprints is less relevant

• PO’s expert admitted his experience is in performing on-site measurements and using third-party 
measurements already provided with the aerial images.

-00436 Ex. 1015, 11:4-16, 13:13-14:5; 00436 Reply 29-30
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-00436

PO Ignores Much of Mr. Cummings’ Relevant Experience

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO ignores roughly a decade of Mr. Cummings’ experience with estimation.

-00436 Ex. 1003, ¶ 5; 00436 Reply 30-31
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-00435

Obviousness of  the ’800 Patent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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-00435

’800 Patent: Summary of Arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO’s arguments are not responsive to the theories in the Petition

• PO ignores key disclosures in the prior art and the ’800 Patent 

• PO’s arguments rely on incorrect claim construction arguments

Grounds Patent Owner’s Arguments Claims

1, 3 Abhyanker does not disclose a “second computer input” that 
“signal[s] user-acceptance”

1, 11, 17

1,3 Abhyanker’s “second computer input” is not “responsive to receiving 
[a] designation”

1, 11

1 Pershing-789 does not disclose an “outline drawing … super-
imposed on [a] nadir image”

9, 14

2 Pictometry does not disclose an “outline drawing … super-imposed 
on [a] nadir image”

9, 14

3 Kennedy does not disclose an “outline drawing [of a] roof” 2
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-00435

Grounds 1, 3, Cls. 1, 11, 17 (“user-acceptance”): Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Arguments

Obvious to incorporate Abhyanker’s “marker-locking” feature into Pershing-789/Kennedy 

Abhyanker’s “marker-locking” feature signals “user-acceptance” of a location on a map

Patent Owner’s Arguments

Abhyanker’s “marker-locking” feature is different from Abhyanker’s “additional verifications”

Abhyanker’s marker-locking feature is used to claim a “wiki-profile” and not to signal user-
acceptance of a location
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-00435

Grounds 1, 3, Cls. 1, 11, 17 (“user-acceptance”): Claim Language

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1001 (’800 Patent), cl. 1

Ex. 1001 (’800 Patent), cl. 11

Ex. 1001 (’800 Patent), cl. 17
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-00435

Grounds 1, 3, Cls. 1, 11, 17 (“user-acceptance”): Petitioner’s Arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Abhyanker teaches a marker that can be “dragged and dropped” to a new location

Pet. 33
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-00435

Grounds 1, 3, Cls. 1, 11, 17 (“user-acceptance”): Petitioner’s Arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• A “marker locking request” may prevent future relocation of the market (i.e., accept its location)
• Although the Petition describes Abhyanker’s marker locking request as a type of “additional 

verification,” the Petition relies on the marker-locking feature, not the additional verifications.

Pet. 34; Reply 13-15
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-00435

Grounds 1, 3, Cls. 1, 11, 17 (“user-acceptance”): Petitioner’s Arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• In the proposed combinations, Abhyanker’s teachings of markers and marker locking are applied to 
Pershing-789’s and Kennedy’s roof measurement and aerial image system.

Pet. 24, 66
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-00435

Grounds 1, 3, Cls. 1, 11, 17 (“user-acceptance”): 
Abhyanker Teaches Accepting the Location of a Marker

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Abhyanker’s marker locking feature is expressly described as enabling users to secure (i.e., accept) 
the location of a marker and prevent future relocation.

Ex. 1005 (Abhyanker), ¶¶ 64, 95; Pet. 34; Reply 14-15
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-00435

Grounds 1, 3, Cls. 1, 11, 17 (“user-acceptance”): 
Abhyanker’s Marker-Locking Feature Does Not Claim a “Wiki Profile”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO is incorrect that Abhyanker’s “marker-locking” feature is used to claim a “wiki profile.”
• Claiming a “wiki profile” is a condition that may trigger a marker locking request.
• The marker locking request prevents relocation of the marker.

Ex. 1005 (Abhyanker), ¶ 64; Reply 15-16
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-00435

Grounds 1, 3, Cls. 1, 11, 17 (“user-acceptance”): 
Abhyanker’s Marker-Locking Feature Does Not Claim a “Wiki Profile”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• In at least one embodiment, the marker-locking feature is a button that the user activates to “lock” the 
position of a marker.

• This embodiment does not even refer to claiming a “wiki profile.”

Ex. 1005 (Abhyanker), ¶¶ 95-96, Fig. 9; Reply 16-18
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-00435

Grounds 1, 3, Cls. 1, 11, 17 (“user-acceptance”): 
Abhyanker’s Marker-Locking Feature Does Not Claim a “Wiki Profile”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO’s expert agrees that the embodiment in Fig. 9 is an example of Abhyanker’s marker-locking 
feature.

Ex. 2031, ¶ 48; Reply 16
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-00435

Grounds 1, 3, Cls. 1, 11 (“responsive to”): Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Arguments

Abhyanker’s “marker-locking” feature is responsive to a designation of a location on a map

Patent Owner’s Arguments

Abhyanker’s “marker-locking” feature is not “responsive to” a designation because the “lock 
pushpin” button is provided  before a marker has been moved
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-00435

Grounds 1, 3, Cls. 1, 11 (“responsive to”): Claim Language

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1001 (’800 Patent), cl. 1

Ex. 1001 (’800 Patent), cl. 11
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Grounds 1, 3, Cls. 1, 11 (“responsive to”): PO Applies an Incorrect Claim Construction

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO’s argument is premised on a construction of “responsive to” that requires the claimed “second 
computer input” to only be displayed after the user makes a designation of a roof structure.

• PO’s expert disagrees with PO that “responsive to” imposes a temporal limitation on the appearance 
of the second computer input.

Ex. 1014, 47:15-48:5; Reply 22-23
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Grounds 1, 3, Cls. 1, 11 (“responsive to”): PO Applies an Incorrect Claim Construction

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO’s construction is contradicted by the ’800 Patent.
• The ‘800 Patent shows that the “second computer input” is displayed before any designation .

Ex. 1001 (’800 Patent), 9:62-10:33, Figs. 4A, 4C; Reply 19-22
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Grounds 1, 3, Cls. 1, 11 (“responsive to”): PO Applies an Incorrect Claim Construction

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• The ’800 Patent does not describe the “checkbox” in Fig. 4D as signaling “user acceptance.”

Ex. 1001 (’800 Patent), 10:30-42, Fig. 4D; Reply 22
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Grounds 1, 3, Cls. 1, 11 (“responsive to”): The ’800 Embodiment Mirrors Abhyanker’s Disclosure

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1001 (’800 Patent), Fig. 4C; Ex. 1005 (Abhyanker), Fig. 9; Reply 24-25
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Grounds 1, 3, Cls. 1, 11 (“responsive to”): Abhyanker’s Fig. 11 Does Not Support PO’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1005 (Abhyanker), ¶ 95; Reply 26-27

• Petitioner does not rely on the embodiment shown in Fig. 11.
• Fig. 11 does not show that marker locking necessarily occurs before a marker has been moved.
• The ability to relocate a marker is available before the marker locking feature is activated.
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-00435

Ground 1, Cls. 9, 14 (“outline drawing … super-imposed”): Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Arguments

Pershing-789 discloses outline drawings showing measurements of a roof

Pershing-789 also discloses a “scale marker” that is super-imposed over an aerial image

Obvious to super-impose Pershing-789’s outline drawings over an aerial image of the roof

Patent Owner’s Arguments

Pershing-789’s “scale marker” only indicates physical length, and is not an outline drawing
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-00435

Ground 1, Cls. 9, 14 (“outline drawing … super-imposed”): Claim Language

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1001 (’800 Patent), cl. 2

Ex. 1001 (’800 Patent), cl. 9
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-00435

Ground 1, Cls. 9, 14 (“outline drawing … super-imposed”): Petitioner’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Pershing-789 teaches generating outline drawings of a roof showing measurements.
• PO does not dispute this.

Ex. 1004, Fig. 5C; Pet. 37 
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-00435

Ground 1, Cls. 9, 14 (“outline drawing … super-imposed”): Petitioner’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Pershing-789 teaches a “scale marker” that displays measurement information super-imposed on an 
aerial image.

• This is also undisputed.

Ex. 1004, ¶ 32; Pet. 57 
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-00435

Ground 1, Cls. 9, 14 (“outline drawing … super-imposed”): 
PO Does Not Address The Proposed Combination

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Pershing-789’s outline drawings could be super-imposed on the aerial image of a roof in light of 
Pershing-789’s disclosure of a super-imposed scale marker for measurement.

• PO’s argument that the scale marker is not independently an outline drawing does not address the 
petition’s proposed application of Pershing-789’s teachings.

Ex. 1004, ¶ 25; Pet. 56; Reply 27-28  
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-00435

Ground 2, Cls. 9, 14 (“outline drawing … super-imposed”): Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Arguments

Obvious to incorporate Pictometry’s annotation and distance tools into Pershing-789

Pictometry’s distance and annotation tools can be used to draw lines super-imposed on an 
aerial image

Pictometry expressly discloses drawing an outline around a roof structure

Patent Owner’s Arguments

Pictometry’s measuring tools do not disclose superimposing an outline drawing on a roof 
structure
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Ground 2, Cls. 9, 14 (“outline drawing … super-imposed”): Petitioner’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• The Petition relies on Pictometry’s “annotation tool” and “distance tool”

Pet. 63-64
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Ground 2, Cls. 9, 14 (“outline drawing … super-imposed”): 
Pictometry’s Tools Use Outline Drawings Super-Imposed on Aerial Images

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1008 at 116
Ex. 1008 at 116

• Pictometry teaches that these tools can be used to add information to an aerial image.
• Pictometry expressly teaches an example of drawing an outline of a “parcel” to determine its area.
• PO fails to address this express teaching.
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’800 Patent: Summary of Arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO’s arguments are not responsive to the theories in the Petition

• PO ignores key disclosures in the prior art and the ’800 Patent 

• PO’s arguments rely on incorrect claim construction arguments

Grounds Patent Owner’s Arguments Claims

1, 3 Abhyanker does not disclose a “second computer input” that 
“signal[s] user-acceptance”

1, 11, 17

1,3 Abhyanker’s “second computer input” is not “responsive to receiving 
[a] designation”

1, 11

1 Pershing-789 does not disclose an “outline drawing … super-
imposed on [a] nadir image”

9, 14

2 Pictometry does not disclose an “outline drawing … super-imposed 
on [a] nadir image”

9, 14

3 Kennedy does not disclose an “outline drawing [of a] roof” 2
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Ground 3, Cl. 2 (“outline drawing”): Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Arguments

Kennedy’s “sizing tool” is displayed as outline drawing that may correspond to a roof 
structure

Patent Owner’s Arguments

Kennedy’s sizing tool merely enables a user to make measurements
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Ground 3, Cl. 2 (“outline drawing”): Petitioner’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• The Petition relies on Kennedy’s “sizing tool” as an outline drawing.
• Kennedy expressly teaches super-imposing the sizing tool over a roof structure in an image.

Ex. 1009, ¶¶ 82, 110; Pet. 75
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Ground 3, Cl. 2 (“outline drawing”): 
Kennedy’s Sizing Tool is Displayed as an Outline Drawing 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO is wrong that Kennedy’s sizing tool only provides measurements 
• Kennedy provides express examples where its sizing tool is displayed as an outline of a roof 

structure

Ex. 1009, Figs. 35, 36; Reply 30
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Ground 3, Cl. 2 (“outline drawing”): 
Kennedy’s Sizing Tool is Displayed as an Outline Drawing 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• In at least one embodiment, the sizing tool is an outline that can be sized to include all the outer 
edges of a roof.

Ex. 1009, ¶ 121, Fig. 11; Reply 30-31
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Obviousness of  the ’538 Patent

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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’538 Patent: Summary of Arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO’s arguments are not responsive to the theories in the Petition

• PO ignores key disclosures in the prior art 

• PO’s arguments rely on incorrect claim construction arguments

Grounds Patent Owner’s Arguments Claims

1, 3 Bailey does not disclose determining an “estimated roofing area” 
based on “predominant pitch”

1, 13, 14

1, 3 Bailey does not disclose determining a “predominant pitch” by 
“analyzing one or more images showing the roof”

1, 13, 14

1-4 Bailey does not disclose determining the predominant pitch as a 
“weighted average”

11, 18

1 Pershing-789 does not disclose a “footprint” of a roof 1, 13, 14

3 Kennedy does not disclose a “footprint” of a roof 1, 13, 14
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Arguments

Bailey discloses a “predominant pitch”

Obvious to use Bailey’s “predominant pitch” to estimate the area of a roof

Patent Owner’s Arguments

Bailey teaches away from using “predominant pitch” to estimate the area of a roof
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): Claim Language

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1001 (’538 Patent), cl. 1
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): Petitioner’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1010 at 17; Pet. 12, 31

• Bailey expressly discloses a predominant pitch.
• No dispute that Bailey’s “slope” is the same as a “pitch.”

Section 33 - Slope. The predominant slope of the roof 
section. The roof plan will generally indicate the slope (e.g., 
4 in. in 12). If the slope is not noted on the roof plan, the 
section drawings may indicate the slope. If such information 
is not available, field measurement will be required (use the 
method in Appendix B). 
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): Petitioner’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1010 at 137; Pet. 12, 34

• Bailey also teaches that a roofing area can be calculated using the area and pitch/slope of a roof.
• Obvious that Bailey’s “predominant slope” can be applied using the same formula to estimate area.



86

-00436

Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): 
Bailey’s “Predominant Slope” Is for an Entire Roof

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1010 at 10, Fig. 2; Reply 3

• PO argues that Bailey’s “predominant slope” is only for a roof “section.”
• But Bailey teaches that a roof “section” may comprise the entire roof.
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): 
Bailey’s “Predominant Slope” Is for an Entire Roof

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1010 at 13, 15; Reply 3-4

• Bailey provides an express example where a “predominant pitch” is determined for a roof comprising 
only one section.
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): 
Bailey’s “Predominant Slope” Is for an Entire Roof

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1015, 18:10-19:8; Reply 4

• PO’s expert agrees that Bailey’s predominant pitch is for the entire roof in this example.
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): 
Bailey Does Not Teach Away from Estimating a Roof Area Using Predominant Pitch

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1010 at 17; Pet. 20-25, 61-62; Reply 4-5

• PO does not address the proposed combination in the Petition
• In the proposed combination, Bailey’s teaching of predominant pitch is applied to Pershing-

789/Kennedy’s area estimation methods.
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): 
Bailey Does Not Teach Away from Estimating a Roof Area Using Predominant Pitch

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1010 at 17; Reply 6-8 

• PO incorrectly argues that Bailey “teaches away” from the proposed combination because Bailey 
describes how to calculate a roof area using individual pitch values.

• Those techniques are in an Appendix describing field measurements.
• Bailey expressly teaches to use those techniques if “predominant slope” information is “not 

available.”

Section 33 - Slope. The predominant slope of the roof 
section. The roof plan will generally indicate the slope (e.g., 
4 in. in 12). If the slope is not noted on the roof plan, the 
section drawings may indicate the slope. If such information 
is not available, field measurement will be required (use the 
method in Appendix B). 
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): 
Bailey Does Not Teach Away from Estimating a Roof Area Using Predominant Pitch

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Intex Recreation Corp. v. Team Worldwide Corp., 860 Fed. Appx. 717, 723 (Fed. Cir. 2021)

We conclude that the Board erred in determining that Intex failed to 
prove claims 1, 7, and 11–14 obvious. The Board misapplied the 
obviousness standard, and misapprehended Intex's argument, when it 
fixated on whether the prior art literally disclosed Intex's theory of 
modifying Parienti only slightly by taking the pump attached to the 
outside of the mattress and recessing it partially within the mattress.

Reply 5-6
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): 
Bailey Does Not Teach Away from Estimating a Roof Area Using Predominant Pitch

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Univ. of Maryland Biotechnology v. Presens Precision Sensing GmbH, 711 Fed. Appx. 1007, 1011 (Fed. Cir. 2017)

W e agree with P resens that M aryland's  teaching away arguments do 
not demonstrate Board error. Like its argument based on the positioning 
of W eigl's sensors, M aryland's  teaching away arguments narrowly focus 
on W eigl's physical arrangement. But “mere disclosure of alternative 
designs does not teach away.” In re F ulton, 391 F.3d 1195, 1201 (F ed. 
C ir. 2004). R ather, teaching away requires “clear discouragement” from 
implementing a technical feature. In re E thicon, Inc., 844 F.3d 1344, 1351 
1351 (Fed. Cir. 2017).

Reply 6-7
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Grounds 1, 3, Cls. 1, 13, 14 (“predominant pitch”): 
Bailey’s Predominant Slope Is Used for Measurements

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1010 at 8, 22; Reply 8-9

• PO incorrectly argues that Bailey’s predominant slope is not used for “measurement”
• Bailey’s system is part of a software program that performs measurements and reporting
• Bailey expressly teaches how to use this information to estimate roofing area.
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Grounds 1, 3, Cls. 1, 13, 14 (“analyzing an image”): Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Arguments

Pershing-789/Kennedy disclose determining pitch values by analyzing an image of a roof

Bailey teaches a “predominant pitch” for a roof with individual pitches

Obvious to apply Bailey’s teachings to Pershing-789/Kennedy’s pitch values determined by 
analyzing an image of a roof

Patent Owner’s Arguments

Bailey does not disclose that “predominant pitch” is determined by analyzing an image of a 
roof
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Grounds 1, 3, Cls. 1, 13, 14 (“analyzing an image”): Petitioner’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet. 64-66; Ex. 1009, ¶¶ 110, 116

• Petitioner relies on Pershing-789 and Kennedy for the teaching of determining pitch values by 
analyzing an image of a roof.

• No dispute that Pershing-789 and Kennedy disclose this.

Pet. 30-31; Ex. 1004, ¶ 16
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Grounds 1, 3, Cls. 1, 13, 14 (“analyzing an image”):
Petitioner’s Argument Ignores the Proposed Combination

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO argues that Bailey does not disclose determining the predominant pitch by analyzing an image
• In the proposed combination, Bailey’s “predominant pitch” is calculated using the individual pitch 

values determined from an image of a roof by Pershing-789/Kennedy
• This is precisely how the ’538 Patent describes determining a predominant pitch.

Ex. 1001 (538 Patent), 12:8-21; Reply 10-12
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Grounds 1-4, Cls. 11, 18 (“weighted average”): Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Arguments

Bailey discloses a “predominant pitch”

A “weighted average” is a well-known way to determine a representative value in roofing 
and construction

Obvious to compute Bailey’s “predominant pitch” as a weighted average of individual pitch 
values

Patent Owner’s Arguments

Bailey does not disclose how a “predominant pitch” is calculated

POSITA would not calculate a “predominant pitch” using a weighted average



98

-00436

Grounds 1-4, Cls. 11, 18 (“weighted average”): Claim Language

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1001 (’538 Patent), cl. 11

Ex. 1001 (’538 Patent), cl. 18
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Grounds 1-4, Cls. 11, 18 (“weighted average”): 
Obvious to POSITA to Use a Weighted Average

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1003, ¶ 97; Ex. 1013 (RSMeans Illustrated Construction Dictionary), 605; Pet. 51-52

• Bailey does not teach a specific way to compute predominant pitch.
• Using a weighted average is common in construction and roofing, 
• It would be obvious to POSITA to use a weighted average to compute predominant pitch.

• PO relies on its expert’s identification of a different way to compute predominant pitch.
• PO and its expert do not address the advantages of using a weighted average described by Mr. 

Cummings.
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Ground 1, Cls. 1, 13, 14 (“footprint”): Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Arguments

Pershing-789 discloses a “footprint” as an outline drawing of a roof

Patent Owner’s Arguments

Pershing-789’s outline drawing is not a “footprint” because it includes surface area 
measurements
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Ground 1, Cls. 1, 13, 14 (“footprint”): Claim Language

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1001 (’538 Patent), cl. 1
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Ground 1, Cls. 1, 13, 14 (“footprint”): Petitioner’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet. 28

• The Petition relied on the definition of a “footprint” in the specification of the ’538 Patent 
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Ground 1, Cls. 1, 13, 14 (“footprint”): Petitioner’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1004, Figs. 5C, 5E; Pet. 8, 29-30; Reply 18-19

• Pershing-789 determines two-dimensional boundaries/outlines of roof sections
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Ground 1, Cls. 1, 13, 14 (“footprint”): 
A Footprint Does Not Need to Show the 2-D Area

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO’s entire argument is premised on the assumption that a footprint must provide the 2-D area of the 
roof.

• The argument contradicts the description of a “footprint” in the specification.
• The Board rejected the same argument in its Institution Decision.

Ex. 1001 (’538 Patent), 12:8-9

Reply 19-20

Institution Decision (Paper 14) at 11
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Ground 1, Cls. 1, 13, 14 (“footprint”): 
A Footprint Does Not Need to Show the 2-D Area

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO offers no basis to deviate from the definition in the ’538 Patent.
• Mr. Cummings’ testimony was consistent with the definition in the patent.

Ex. 2032, 70:8-17
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Ground 3, Cls. 1, 13, 14 (“footprint”): Summary of Dispute

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Arguments

Kennedy’s sizing tool determines a “footprint” of a roof

Patent Owner’s Arguments

Kennedy’s outline drawing is not a “footprint” because it may be used to determine surface 
area measurements
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Ground 3, Cls. 1, 13, 14 (“footprint”): Petitioner’s Argument

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1009, ¶¶ 82, 110; Pet. 76

• Kennedy’s “sizing tool” provides an outline drawing that can be super-imposed on a roof structure to 
make measurements.
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Ground 3, Cls. 1, 13, 14 (“footprint”): 
Kennedy’s Sizing Tool Determines the Outline/Boundary of a Roof Structure

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• PO does not dispute that Kennedy’s sizing tool can be used to determine the outline or outer 
boundaries of a roof structure

• Petitioner relies on the same incorrect argument that a “footprint” must include area information

Ex. 1009, Figs. 35, 36; Reply 23-24


