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2IPR2023-00445 DEMONSTRATIVE EXHIBIT ─ NOT EVIDENCE                                              EX 1016 -

Grounds for Institution and Disputes

Institution Decision found that the grounds have a reasonable 
likelihood of prevailing in showing unpatentability of all claims:
• All challenged claims -- claims 1-27 -- obvious over Law

(Paper 10 at 26)

(Paper 10 at 2)
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Grounds for Institution and Disputes

Institution Decision rejected Patent Owner’s arguments from its 
Preliminary Response:
• Rejected Patent Owner’s argument that Law fails to teach or suggest that its 

firewalls 146a and 146b collectively provide an interface across a boundary of 
the protected network 150 (Paper 10 at 20-21)

• Rejected Patent Owner’s argument that Law does not teach or suggest that 
network access device 149c joins LANs 150a and 150b into a single network 
(Paper 10 at 21)

• Institution Decision found that one of ordinary skill in the art would have regarded 
the paired LANs of Law as viewable as a single network, when compared to the 
Internet, and each firewall would provide protections to the single network. (Paper 
10 at 20)

• Institution Decision found that all network traffic between joined LANs 150a and 
150b and the Internet must pass through either firewall 146a or 146b, and that 
Law’s disclosure of an alternative “bypass” embodiments confirms that ordinarily 
skilled artisans would have viewed firewalls 146a and 146b as providing the 
entire interface across the boundary of the network. (Paper 10 at 20)

• Rejected Patent Owner’s argument that Law’s firewalls 146a and 146b would 
have necessarily applied different rulesets (Paper 10 at 22-23)

• Institution Decision found that persons of ordinary skill in the art would have 
understood that perimeter UTMS firewalls 146a and 146b would have applied 
ruleset 147 to all network traffic passing therethrough. (Paper 10 at 23)
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Grounds for Institution and Disputes

Institution Decision rejected Patent Owner’s arguments from its 
Preliminary Response:
• Rejected Patent Owner’s argument that Law does not disclose or render 

obvious a security policy management server (SPMS) that automatically 
creates or alters any rules within the rulesets distributed by firm 305 (Paper 10 at 24-
25)

• Rejected Patent Owner’s argument that rules within the rulesets distributed by 
firm 305 are not automatically created or altered because IT personnel would still 
be required to update rulesets when new threats are detected. (Paper 10 at 24-25)

• Rejected Patent Owner’s argument that receiving an updated set of rules from 
Law’s firm 305 following an initial operator-created ruleset would not satisfy 
receiving the claimed “first set of packet filtering rules” (Paper 10 at 25)

• Rejected Patent Owner’s implicit claim construction. I.D. at 25 (“We do not agree 
with Patent Owner’s arguments. We are not persuaded that the received packet 
filtering rules (limitation [1.1]) need be the first set of rules to be applied or 
modified by the PSGs.”). (Paper 10 at 25)
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Grounds for Institution and Disputes

Patent Owner’s Response consists of substantially the same 
arguments presented in Patent Owner’s Preliminary Response:
• Repeats the argument that Law does not disclose or render obvious “a plurality of packet 

security gateways that collectively provide an entire interface across a boundary of a 
network protected” in view of Patent Owner’s contention that a POSITA would not have 
understood Law’s sub-networks 150a and 150b to have been combinable as a single 
network 150 (Paper 17 at17-27; Paper 7 at 29-36)

• Repeats the argument that Law does not disclose or render obvious applying “a first set 
of filtering rules” to “all network traversing the boundary” in view of Patent Owner’s 
contention that the ruleset 147 applied by Law’s firewall 146a and would have been 
different than the ruleset 147 applied by Law’s firewall 146b (Paper 17 at 27-33; Paper 7 at 36-38)

• Repeats the argument that Law does not disclose or render obvious “one or more first 
packet filtering rules” that “were automatically created or altered by the security policy 
management server” in view of assertion that IT personnel would still required to update 
the ruleset when new threats are discovered (Paper 17 at 33-42; Paper 7 at 45-51)

• Repeats the argument that Law does not disclose or render obvious “receiving … a 
dynamic security policy comprising a first set of packet filtering rules” in view of assertion 
that Law does not disclose receiving an initial ruleset and instead purportedly requires an 
operator to configure the initial ruleset (Paper 17 at 42-53; Paper 7 at 39-45)
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Overview of asserted prior art - Law

(Ex. 1005, Abstract; Paper 2 at 12-13; Paper 10 at 16)
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Overview of asserted prior art - Law

• Law discloses UTMS-configured firewalls 146a and 146b that implement one 
or more rulesets to inspect and drop malicious packets from the network

• Law’s protected network 150 may include subnetworks 150a and 150b
(Ex. 1005 ¶ 52; Paper 2 at 12; Paper 10 at 18)

(Ex. 1005 ¶ 55; Paper 2 at 12; Paper 10 at 18)

(Ex. 1005 ¶ 54; Paper 2 at 12; Paper 10 at 18)
(Ex. 1005 ¶ 53; Paper 2 at 13-14)
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Overview of asserted prior art - Law

• Law discloses a cyber security risk management firm 305 that generates 
rulesets using threat data and ruleset information provided by third party 
sources 315 and distributes the generated rulesets to Law’s UTMS-configured 
firewalls 146a and 146b over the Internet

(Ex. 1005 ¶ 66; Paper 2 at 12; Paper 10 at 18)

(Ex. 1005 ¶ 88; Paper 2 at 12-13; Paper 10 at 18)

(Ex. 1005 ¶ 92; Paper 2 at 13; Paper 10 at 18)
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Overview of asserted prior art - Law

(Ex. 1005 Fig. 3; Paper 2 at 12; 
Paper 10 at 17)
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Law renders obvious “a plurality of packet security gateways that collectively provide 
an entire interface across a boundary of a network protected”   

• Fig. 3 shows that network access device 149c may optionally be provided to join 
LANs 150a and 150b together into a single network 150:

(Paper 2 at 19-21; Paper 21 at 4-5; Ex. 1003 ¶ 64)

(Paper 2 at 21; Ex. 1003 ¶ 64)
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Law renders obvious “a plurality of packet security gateways that collectively provide 
an entire interface across a boundary of a network protected”   

• Law’s disclosure of an alternative “bypass” embodiment further confirms that the non-bypass 
embodiments, such as illustrated in Fig. 3 necessarily provide the entire interface across the 
boundary of the network protected by firewalls 146a and 146b.

(Paper 2 at 21-22; 
Ex. 1003 ¶ 65)

(Paper 10 at 21)
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Law renders obvious “a plurality of packet security gateways that collectively provide 
an entire interface across a boundary of a network protected”   

• Patent Owner disputes that a POSITA would have understood that Law’s sub-
networks 150a and 150b may be joined as a single network protected by firewalls 
146a and 146b

(Paper 17 at 18; Paper 21 at 3)
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Law renders obvious “a plurality of packet security gateways that collectively provide 
an entire interface across a boundary of a network protected”   

• Patent Owner’s assertion that Law never uses the term network 150 to refer to any 
combination of networks 150a and 150b and instead only uses that term when there 
is only one relevant network and/or it is not necessary to distinguish between 
networks 150a and 150b is incorrect 

(Paper 21 at 6-7)

(Ex. 1005 ¶ 53; Paper 21 at 6-7)
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Law renders obvious “a plurality of packet security gateways that collectively provide 
an entire interface across a boundary of a network protected”   

• Patent Owner’s assertion that 
Law never uses the term network 
150 to refer to any combination of 
networks 150a and 150b and 
instead only uses that term when 
there is only one relevant network 
and/or it is not necessary to 
distinguish between networks 
150a and 150b is incorrect 

(Fig. 3 (annotated); Paper 21 at 7-9; Ex. 1014 ¶ 11)

(Ex. 1005 ¶ 57; Paper 21 at 7-9)
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Law renders obvious “a plurality of packet security gateways that collectively provide 
an entire interface across a boundary of a network protected”   

• The network access device 149c does not support Patent Owner’s assertion that a POSITA 
would not consider sub-networks 150a and 150b to be joined into a single network

(Paper 21 at 9; Ex. 1005 ¶ 51)

(Paper 21 at 9-10; Ex. 1014 ¶ 13)

(Ex. 1005 ¶ 51; Paper 21 at 9-10)
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Law renders obvious “a first set of packet filtering rules to be applied to all network 
traffic traversing the boundary”   

• A POSITA would have understood that firewalls 146a and 147b may apply the same 
ruleset 147

(Paper 2 at 27; Ex. 1003 ¶ 71)

(Paper 2 at 24; Ex. 1005 ¶¶ 66, 88)

(Paper 2 at 30; Ex. 1003 ¶ 77; Ex. 1005 ¶¶ 51, 59)

(Paper 10 at 23)
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Law renders obvious “a first set of packet filtering rules to be applied to all network 
traffic traversing the boundary”   

• Patent Owner still disputes that it would have been obvious that the ruleset 147 
distributed to firewalls 146a and 146b could be the same ruleset

(Paper 21 at 10; Paper 17 at 27-33)
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Law renders obvious “a first set of packet filtering rules to be applied to all network 
traffic traversing the boundary”   

• Patent Owner’s argument should continue to be rejected for several reasons

(Paper 21 at 11; Ex. 1014 ¶ 21; Ex. 1005 ¶¶ 51, 88)

(Paper 21 at 11; Ex. 1014 ¶ 22; Ex. 1005 ¶ 51)

(Paper 21 at 11-12; Ex. 1014 ¶ 23; Ex. 1005 ¶ 51)
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Law renders obvious “a first set of packet filtering rules to be applied to all network 
traffic traversing the boundary”   

• Patent Owner’s argument should continue to be rejected for several reasons

(Paper 21 at 12; Ex. 1014 ¶ 24; Ex. 1005 Fig. 3)

(Paper 21 at 12)

(Paper 21 at 12-13; Ex. 1005 ¶ 51)
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Law renders obvious “one or more first packet filtering rules of the first set of packet filtering 
rules … were automatically created or altered by the security policy management server”   

• Law’s cyber security risk-management 
firm 305 necessarily comprises a 
security policy management server, 
which automatically creates or alters 
one or more rules within ruleset 147

(Paper 2 at 36-37; 
Ex. 1005 ¶ 88; 
Ex. 1003 ¶ 88)

(Paper 2 at 27; Ex. 1005 ¶ 88)
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Law renders obvious “one or more first packet filtering rules of the first set of packet filtering 
rules … were automatically created or altered by the security policy management server”   

• It would have been obvious that Law’s cyber security risk-management firm 305 
automatically creates or alters one or more rules within ruleset 147

(Paper 2 at 38; Ex. 1005 ¶¶ 21, 88; Ex. 1003 ¶ 89)

(Paper 2 at 38-39; 
Ex. 1005 ¶ 83; 
Ex. 1003 ¶ 90)

(Paper 10 at 25)
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Law renders obvious “one or more first packet filtering rules of the first set of packet filtering 
rules … were automatically created or altered by the security policy management server”   

(Paper 21 at 13; Paper 17 at 33-34)



23IPR2023-00445 DEMONSTRATIVE EXHIBIT ─ NOT EVIDENCE                                              EX 1016 -

Law renders obvious “one or more first packet filtering rules of the first set of packet filtering 
rules … were automatically created or altered by the security policy management server”   

• Patent Owner’s argument should continue to be rejected

(Paper 21 at 14; Paper 2 at 23-27; Ex. 1003 ¶ 69-71)
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Law renders obvious “one or more first packet filtering rules of the first set of packet filtering 
rules … were automatically created or altered by the security policy management server”   

• Patent Owner’s argument should continue to be rejected

(Paper 21 at 15; Ex. 1005 ¶ 88)

(Paper 21 at 16; Ex. 1005 ¶ 88; Ex. 1014 ¶ 33)



25IPR2023-00445 DEMONSTRATIVE EXHIBIT ─ NOT EVIDENCE                                              EX 1016 -

Law renders obvious “one or more first packet filtering rules of the first set of packet filtering 
rules … were automatically created or altered by the security policy management server”   

• Patent Owner’s argument should continue to be rejected

(Paper 21 at 16; Ex. 1014 ¶ 34) (Paper 21 at 16-17; Ex. 1014 ¶ 35)
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Law renders obvious “one or more first packet filtering rules of the first set of packet filtering 
rules … were automatically created or altered by the security policy management server”   

• Patent Owner’s reliance on the background of Law, describing problems in 
the prior art, should be rejected

(Paper 21 at 17-18; Paper 17 at 35, 37)

(Ex. 1005 ¶ 16; Paper 21 at 18-19) 
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Law discloses or renders obvious “receiving … from a security policy management server … 
a dynamic policy comprising a first set of packet filtering rules”   

• Patent Owner’s argument should continue to be rejected

(Paper 21 at 19-20)



28IPR2023-00445 DEMONSTRATIVE EXHIBIT ─ NOT EVIDENCE                                              EX 1016 -

Law discloses or renders obvious “receiving … from a security policy management server … 
a dynamic policy comprising a first set of packet filtering rules”   

• The claimed “first set of packet filtering rules” is not limited to a first set of 
rules in an initial dynamic security policy 

(Paper 21 at 20; Paper 10 at 25)

(Paper 21 at 20) (Paper 21 at 21-22)
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Law discloses or renders obvious “receiving … from a security policy management server … 
a dynamic policy comprising a first set of packet filtering rules”   

(Paper 21 at 22)

(Paper 21 at 23; Ex. 1014 ¶ 43)




