From: Timothy Bianchi

To: Director PTABDecision Review

Cc: Domenico Ippolito; jim.heintz@us.dlapiper.com; michael.sitzman@us.dlapiper.com; Spectral516; SLW-PTAB

Subject: Petitioner’s Request for Rehearing by the Director in Bio Imaging SAS d/b/a Vilber v. Spectral Instruments
Imaging, LLC (IPR2023-00449)
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CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

RE: Petitioner’s Request for Rehearing by the Director in Bio Imaging SAS d/b/a Vilber v. Spectral
Instruments Imaging, LLC (IPR2023-00449) filed in P-TACTS

August 18, 2023
Dear Director:

Pursuant to the USPTO’s guidance set forth on July 24, 2023 regarding its Director review process,
Petitioner Bio Imaging SAS d/b/a Vilber (“Vilber”) respectfully requests that the Director review the
Institution Decision in IPR2023-00449. Petitioner’s Request for Rehearing by the Director is attached
to this email and has also been filed in P-TACTS.

Pursuant to the Board’s guidance, Petitioner Vilber provides the following priority-ranked list of the
issues for which review is sought.

1. The Board’s sua sponte construction of “support structure” is incorrect as a matter of law and
fact. The Board’s explicit finding that “no specific structure is necessary” for the “support
structure” is confusing and appears to be a definition based on function rather than specific
structure. The Board’s additional finding, that the support structure is “not required to
understand or practice the present invention” in the Denial Decision is based on an incorrect
reading of the ‘516 patent specification.

2. The Board’s Denial Decision requires that the prior art disclose more detail than the 516
patent discloses regarding the “support structure.” It rests upon clearly erroneous findings of
fact, overlooking the presence of a fluorescence detecting unit 28 in Olympus and making
contradictory findings which resulted in an incorrect finding that Olympus fails to anticipate
the '516 patent.

3. The Board incorrectly determined that all independent claims (claims 1, 14, and 25) require “a
camera” mounted to the “support structure.” The Board’s determination overlooks
differences in claim language between independent claim 14 (positive recitations of “camera”
and “support structure” and “being mounted to”) and claim language in independent claims 1
and 25 (“camera” and “support structure” not positively recited and “being mountable to”
instead of “being mounted to”) to reach its incorrect determination.

This email shall also provide service of process of this P-TACTS Filing to Patent Owner (copied).
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I. INTRODUCTION
Petitioner Bio Imaging SAS d/b/a Vilber (“Vilber”) requests review by the

Director of the Board’s Decision Denying Institution of Inter Partes Review
(“Denial Decision” or “DI”’) in IPR2023-00449. In particular, Vilber requests review
by the Director under the revised interim Director review process.>>

The Board’s Denial Decision is internally inconsistent, contains erroneous
conclusions of law regarding the construction of “support structure,” contains
erroneous findings of material fact regarding the alleged absence of the “support
structure” in the prior art, and its conclusion that the Petition failed to show
anticipation and/or obviousness is based on errors of law and is also an abuse of
discretion. Accordingly, Petitioner respectfully requests that the Director grant a

Rehearing and/or order institution.

II. BACKGROUND
A.  Overview of 516 patent

The 516 patent relates to a light system called an “excitation light source

2 https://www.uspto.gov/patents/ptab/decisions/revised-interim-director-review-
process
3 Pursuant to the Board’s interim review process, the Director is being notified of

this Request via e-mail to Director PTABDecision_Review(@uspto.gov.
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assembly 10” (FIG. 1), which is a component of an imaging system 12 (FIG. 2). The
excitation light source assembly 10 illuminates an object on a stage 60 to excite
fluorescence in it and camera 36 of the system images the fluorescence.* EX1001,
2:49-54, 3:24-39, 6:11-28; FIGS. 1-2; Pet. at 6.

molecular imaging system 12
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2

4 Section II.A in this Request originally appeared as Section V.A of the Petition,

pp. 6-9.





IPR2023-00449
U.S. 8,901,516

excitation light

souree aiscmbl 10 % lamp receptacles 18 (blue)
L "ol CEW ."': 6
O @
y A <I':.\/ F KD ¢ 2N
housing or main /[ . > e @R
D [ e R
body member 14 | = 5[ Tentral N | oy /‘S.ﬁﬁ
(yellow) "~} ZA : opening 16 0 \ : '
& = : &8 /
> ¢ ) f\_/\’,( / \
< <
| P
| !h" --..A_._....A.t‘\"'
| | 64
Y J
[
= ) base
“ member FIG.1
30

’516 Patent FIGS. 1, 2 (annotated)

As depicted in annotated FIG. 1, the excitation light source assembly 10
includes a “housing or main body member 14” (highlighted yellow) defining a
central opening 16 and a number of lamp receptacles 18 (blue). The base member
30 of the excitation light source assembly 10 is labeled separately. The base member
mounts to support structure 32 inside main enclosure 48 so that a lens assembly 34
of camera 36 is substantially aligned (i.e., concentric) with central opening 16 of a

main body 14 of excitation light source assembly 10. EX1001, 4:20-34; Pet. at 7-8.

B. Overview of Olympus

Olympus was used by the EPO to reject substantially similar claims for
anticipation. Pet. at 1; EX1039, pp.170-174.
Olympus teaches a fluorescence detection system that uses a plurality of

“LED light source units 11 housed in a “light source holding member 9 (highlighted
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yellow)” to illuminate a sample on a table 1 to generate fluorescence in the sample.’
The right side of FIG. 1 shows a cross section of the holding member to show how
the LED light source units 11 are positioned in each of a plurality of “LED light
source unit storage holes 902 (blue).” Light source holding member 9 includes a
central opening or “hole portion 901 formed along the optical axis 5a.” An objective
lens 5 is able to focus on the sample table 1 through the hole portion 901. EX1040,

Abstract, p.1, 190050,0052-0053,0055-0056, FIG. 1.

[Fig. 1]
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> The following overview of Olympus in this Section II.B of this Request originally

appeared as Section VIII.A.1 in the Petition, pp. 30-33.
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[Fig. 13]

FIGS. 1, 13 of Olympus
FIG. 13 shows a view of the light source holding member 9 from the top. /d.

40128-0133, FIG. 13. Olympus teaches embodiments having a rotatably supported
light source holding member 9 (e.g., FIG. 1) and others that are fixed (e.g., FIG. 22).
The LED light source unit in housing hole 902 includes an LED light source 1102
and a band-pass filter 1103 that “mainly passes the vicinity of the wavelength region
of the light emitted from the LED light source 1102.” Id., p.1(Abstract),
190045,0058, 0200-0209, FIGS. 1, 22; EX1004, 965-66.

Olympus seeks to produce even and efficient irradiation excitation light for
“performing highly reliable fluorescence,” and for “uniformly irradiat[ing] over the
entire surface of the sample” to receive “stable and reproducible fluorescence.”
EX1040, p.1(Abstract), §0116. Olympus describes an LED light source unit 33
comprising an LED light source 3302 and a diffuser (diffusion plate 3304) in the
housing holes 902 of light source holding member 9 to provide “almost uniform

irradiation” over a sample. EX1040, 90113-0116, FIG. 11.
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[Fig. 11]
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III. ARGUMENT
A. The Director Should Vacate the Denial Decision and Institute IPR

1. The Board’s construction of “support structure” is
incorrect as a matter of law and fact

a) The Denial Decision determines that “support
structure” does not have definite structure yet fails to
construe the element as a means-plus-function term

The Board’s Denial Decision hinges on its construction of “support structure,”
a term which the Board constructed sua sponte, and without briefing of the parties.
Claim 1 of the ’516 patent recites a housing that is “mountable to a support structure
so that the central opening is aligned with a camera also mounted to the support
structure.” The ’516 patent specification repeats this recitation almost verbatim
several times, but does not define the scope of a “support structure.”

The Board found that the “’516 patent describes the support structure by
saying that the ‘excitation light source assembly’ is provided with a ‘suitable support
structure 32.” DI at 10. Based on this disclosure, the Board found that “no specific
support structure is necessary” and that “the ‘support structure’ is ‘not required to

6
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understand or practice the present invention.’” Id. at 10-11 (quoting the specification
of the ’516 patent). Accordingly, the Board determined “that a ‘support structure’
means a structure that is “suitable” to support the claimed ‘excitation light source
assembly’ and camera.” Id. at 11. The resulting definition is subjective and
ambiguous and a person of ordinary skill in the art would not understand the phrase
“support structure” to refer to any particular structure. “Generic terms like ‘module,’
‘mechanism,’ ‘element,” and ‘device’ are commonly used as verbal constructs that
operate, like ‘means,” to claim a particular function rather than describe a
‘sufficiently definite structure.””® It is impossible to have a more generic term for
structure than merely reciting “structure” itself.

Since the Board determined that no specific structure was implicated by the
term “support structure,” the Board should have proceeded “to review the
specification to identify the structure that performs the claimed function(s) and thus
‘corresponds to’ the claimed means.”’

Claim construction is a matter of law and subject to de novo review.?

Accordingly, an incorrect claim construction is an “erroneous conclusion of law”

® MTD Prods. Inc. v. lancu, 933 F.3d 1336, 1341 (Fed. Cir. 2019).
7Id. at 1344.

8 Intel Corp. v. Qualcomm Inc.,21 F. 4th 801, 808 (Fed. Cir. 2021).
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and an abuse of discretion.” The Director is requested to grant Rehearing to correct

the Board’s claim construction of “support structure.”

b)  The Denial Decision determines that “the ‘support
structure’ is ‘not required to understand or practice the
present invention’” based on an incorrect reading of the
’516 Patent

To support its conclusion that “the ‘support structure’ is ‘not required to

299

understand or practice the present invention,’” the Board cites from the Specification

of the ’516 patent:

The support structure 32 is configured to receive
camera 36, control system 40, as well as various other
components and systems required for operation of the
imaging system 12. However, because such various
other components and systems that may be required
or desired for the operation of the imaging system 12
are not required to understand or practice the
present invention, such additional components and
systems will not be described in further detail herein.

(DI at 10, citing Ex. 1001 at 6:25-32 (emphasis added).)

As can be seen by the bolded portions of the specification quoted above, the

? Redline Detection, LLC v. Star Envirotech, Inc., 811 F.3d 435, 442 (Fed. Cir.

2015).
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’516 patent does not declare that the “support structure,” an element of every
independent claim, is “not required to understand or practice the present invention,”
as asserted by the Board. Thus, the Board’s construction of “support structure” relies
on an erroneous finding of material fact, and the Director is requested to grant
Rehearing so that an Institution Decision can be made using a correct claim

construction.

2. Applying the Board’s construction of “support structure,”
the Board’s determination that Olympus does not disclose a
“support structure” is clearly unreasonable

a) The Denial Decision improperly requires that the
prior art (e.g., Olympus) disclose more detail about the
“support structure” than the 516 Patent

Having determined that any structure at all that is “suitable” to support the
elements recited in the claims qualifies as a “support structure,” the Board
nonetheless denies institution on the ground that Olympus does not show that “the
camera is supported by the same structure in Figure 1 that supports the light source
assembly.” DI at 17.

In making this determination, the Board apparently agrees with Patent
Owner’s contention that the “Petition’s catchall ‘associated hardware’ provides no
additional insight into what Petitioner contends the ‘support structure’ is.” Prelim.
Resp. at 14-15. In making this argument, Patent Owner holds Petitioner to a higher

standard of disclosure than that of the *516 patent itself. If a specific and “suitable”
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“support structure” is required to anticipate, as alleged by Patent Owner and
accepted by the Board, then the *516 patent must describe a specific and “suitable”
support structure in order to adequately describe and define the invention. However,
as discussed above in Section III.A.1, the Board did not find that the 516 patent
includes such a disclosure, but rather that “no specific support structure is necessary”
and that “the ‘support structure’ is ‘not required to understand or practice the present
invention.”” DI at 10-11.

Since there is undoubtedly some structure (described in Olympus as “base 6,
shaft 7, bearing 8, C-ring 8b, and associated hardware”) that supports the camera
and the light source assembly,!? the Board’s conclusion that Olympus does not
disclose a “support structure” is plain error. Accordingly, the Director is requested
to reverse the Board’s denial decision on the ground that the Board incorrectly
applied its claim construction to the prior art reference, which is clearly

unreasonable.

10 petition at 35 (citing Olympus 990051,0064, 0200-0209, FIGS. 1, 22).

10
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b)  The Board’s determination that Olympus does not
disclose a “support structure” rests on clearly erroneous

findings of fact

The Petition relies, in part, on FIG. 22 of Olympus to show that Olympus

discloses the claimed “support structure.” Pet. 36-37, 50.!! In response, the Board

stated: “Although light source 11 is shown in Figure 22, neither the fluorescent

detection unit 28 nor its number 28 are
found in the figure.” DI at 15. Not so.
FIG. 22 of Olympus specifically
includes reference number 28,
reproduced here from Patent Owner’s
Preliminary Response, shown in red.
Prelim. Resp. at 19. This is a clearly
erroneous finding of fact.
The Board then contradicts its

own finding, explicitly referring to

Olympus, Figure 22 (Annotated)

" For example, the Petition states that in “the embodiment of FIG. 22, Olympus

teaches a support structure [a cylindrical fixed shaft 7 and associated hardware],

and a camera [fluorescence detecting unit 28 and lenses] mounted to the support

structure.” Pet. at 50 (brackets in original).
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“fluorescence detecting unit 28 of “Figure 22’s embodiment” (DI at 18) and later
recharacterizes it as “feature 28,” asserting that “Petitioner has not shown that
Figure 22 necessarily indicates that a camera is mounted to light source holding
member 9.”

The Board’s determination that “fluorescence detecting unit 28” does not
include a camera is contradicted by Olympus’s teaching of “a fluorescence detection
device” and a multitude of references to “camera” and “photodetector” throughout
its specification. See, e.g., “camera” at EX1040, 990066, 0091, 0092; Pet. at 35-36,
41, and see, e.g., “photodetector” at EX1040, 99 0066, 0103, 0121, 0123, 0125,
0126; Pet. 35-36, 41. For all practical purposes, Patent Owner admits that
“fluorescence detecting unit 28” includes a camera, reiterating “FIG. 6 is a block
diagram showing an entire fluorescence inspection device according to a 1
embodiment.” Prelim. Resp. at 19 (emphasizing “entire” device from Olympus p.
29, Brief Description of the Drawings). The Board is also aware that the EPO found
anticipation by Olympus. Pet. at 1; EX1039, pp. 170-174.

Had the Board correctly considered the depiction in FIG. 22 of the support
shaft 7, the fluorescence detecting unit 28, and the light source holding member 9, it
would have determined that Olympus discloses “a housing defining a central
opening therein and a plurality of lamp receptacles surrounding the central opening,

said housing being mountable to a support structure so that the central opening is

12
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aligned with a camera also mounted to the support structure so that a field of view
of the camera is unobstructed by said housing.” Consequently, the Board’s
determination that Olympus does not disclose the claimed “support structure” is
based on its clearly erroneous finding of fact that FIG. 22 does not include the
fluorescence detecting unit 28. Accordingly, the Director is requested to grant

Rehearing on this ground.

3. The Board incorrectly determined that “claims 1, 14, and 25
all require that ‘a camera’ is mounted to the ‘support structure’”

The Board determined that “claims 1, 14, and 25 all require that ‘a camera’ is
mounted to the ‘support structure.”” DI at 10. The Board’s determination is clearly
erroneous. It violates claim construction principles and ignores differences in the
independent claims.

First, unlike claim 14, claims 1 and 25 do not positively recite “a support
structure” or “a camera.” Claims 1 and 25 recite “[a]n excitation light source
assembly, comprising: a housing ... said housing being mountable to a support
structure so that the central opening is aligned with a camera also mounted to the
support structure...” (Emphasis added.) (Compare claim 14, which positively
recites “[a]n assembly, comprising: a support structure; a camera mounted to said

support structure” and “a housing ... said housing being mounted to said support

13





IPR2023-00449
U.S. 8,901,516

structure....” (emphases added).)'? If the Board determines that “being mountable
to" is functional language, then a proper analysis of such functional language should
be provided in an Institution Decision. If the Board determines that the “camera”
and “support structure” of claims 1 and 25 are only inferentially claimed, then it may
find that such structures are not positively recited and therefore are not required.'?
Petitioner requests Rehearing to address these issues.

Second, the Board’s requirement that “claims 1, 14, and 25 all require that ‘a
camera’ is mounted to the ‘support structure’ contradicts its own findings from the
Specification that (1) that “no specific support structure is necessary” and (2) that
“the ‘support structure’ is ‘not required to understand or practice the present
invention.’”” DI, pp.10-11. This internal inconsistency demonstrates that the Board’s
findings are clearly erroneous, and an abuse of discretion. Petitioner requests
Rehearing to address these issues.

Third, Petitioner’s obviousness Grounds 6 and 7 combining GBox and

Olympus were not properly considered. Ground 6 states “[a] POSA would know

12 Littelfuse, Inc. v. Mersen USA EP Corp.., 29 F.4th 1376 (Fed. Cir. 2022)
(discussing the “presumption of differentiation in claim scope”).
13 See Think Prods., Inc. v. ACCO Brands Corp., 722 Fed. Appx. 1031 (Fed. Cir.

2018) (discussing “inferential claiming”).

14
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that the Olympus housing member would be mountable in alignment with the
GBox camera to provide light on a sample below and allow for imaging.”'* Thus,
a person of skill in the art would know how to make a suitable support structure
to mount the Olympus housing to the GBox and to use the camera of the GBox
with the Olympus housing.

Even if the Board maintains that Olympus does not teach the ‘“support
structure,” a POSA would know how to mount the Olympus housing to the GBox.
Nonetheless, the Board did not address this argument. Vacation of the Denial

Decision and Rehearing on this issue are respectfully requested.

IV. CONCLUSION

For the foregoing reasons, Petitioner respectfully requests that the Director
grant Rehearing, vacate the Denial Decision, and institute IPR on the *516 patent.
Respectfully submitted,

Date: August 18, 2023 By: /Timothy E. Bianchi/ Reg. 39,610

14 Petition at 79 (citing EX1004, 49149-151) (emphasis added).

15
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CERTIFICATE OF SERVICE
The undersigned certifies, in accordance with 37 C.F.R. § 42.6, that on
August 18, 2023, a complete copy of the foregoing document was filed in P-
TACTS and served upon the Patent Owner at the following email addresses set
forth in Patent Owner Mandatory Notices, Paper 3 of this IPR2023-00449:

1im.heintz@us.dlapiper.com

Michael.sitzman@us.dlapiper.com

Spectral516@us.dlapiper.com

A complete copy of the foregoing document was also emailed to the U.S.
Patent Office Director at:

Director PTABDecision_Review(@uspto.gov

/Timothy E. Bianchi/
Reg. No. 39,610

Counsel for Petitioner SAS Imaging d/b/a
Vilber
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If there are any questions about this matter, please contact me at this email address or at (612) 373-
6912. Thank you.

Regards,

Timothy E. Bianchi
Counsel for Petitioner Petitioner Bio Imaging SAS d/b/a Vilber

Principal | Patent Attorney

Schwegman Lundberg & Woessner, PA

121 S. 8th St. | Minneapolis, MN 55402

Direct (612) 373-6912 | Mobile (612) 743-5431 | Email TBianchi@slwip.com

This email is intended only for the use of the party to which it is addressed and may contain information that is
privileged, confidential, or protected by law. If you are not the intended recipient you are hereby notified that any
dissemination, copying or distribution is strictly prohibited. If you have received this message in error, please notify
us immediately by replying to the message and deleting it from your computer.
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